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The Jack Daniel’s Dialogues
Michael Grynberg*

Jack Daniel’s Properties, Inc. v. VIP Products LLC threatened
to upend the balance between trademark rights and expressive free-
dom. While not going as far as it might have, the opinion limits the
ability of defendants to resist trademark claims that target artistic
or noncommercial speech.

As important as this result is, we should not overlook a funda-
mental preliminary question. How could a dog chew toy that mocks
Jack Daniel’s whiskey be the basis of a viable trademark infringe-
ment claim? Answering that question requires discussing deep is-
sues within modern trademark law.

These antecedent questions were not directly before the Court,
but they nonetheless bubbled up during the Jack Daniel’s oral argu-
ment, giving the Justices the opportunity to think out loud about
them. Their questions thus provide a window not only on their views
about this case but about trademark law in general.

Read in conjunction with the final opinion, however, the argu-
ment highlights the challenges generalist judges face in ensuring
that trademark law serves the interests of consumers and citizens
rather than brands and corporations. The oral argument thus tells
us a lot about problems in trademark doctrine and foreshadows why
the ultimate Jack Daniel’s opinion was unable to resolve them.
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INTRODUCTION

Jack Daniel’s Properties, Inc. v. VIP Products LLC" threatened
to rewrite the rules governing the interplay between trademark rights
and expressive freedom. While not going as far as it might have, the
final opinion limits the ability of defendants to resist trademark

L Jack Daniel’s Props., Inc. v. VIP Prods. LLC, 599 U.S. 140 (2023).
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claims on the grounds that their activities constitute artistic or non-
commercial speech.

As important as this result is, we should not overlook a funda-
mental preliminary question. How could a dog chew toy that mocks
Jack Daniel’s whiskey be the basis of a viable trademark infringe-
ment claim in the first place? Answering that question requires dis-
cussing deep issues within trademark law as it has developed since
the 1946 passage of the Lanham Act.?

These antecedent questions were not directly before the Court,
but they nonetheless bubbled up during the Jack Daniel’s oral argu-
ment, giving the Justices the opportunity to think out loud about
them.? Their questions thus provide a further window to the Justices’
views about this case and trademark law in general. More im-
portantly the argument together with the final opinion highlight the
challenges generalist judges face in ensuring that trademark law
serves the interests of consumers and citizens rather than brands and
corporations.

Part | provides a brief overview of the case and the Rogers test
central to the litigation. Part Il explores the fundamental trademark
issues raised at oral argument and addressed, or not, in the ultimate
opinion of the Court.

I. BACKGROUND

This part provides an overview of the Jack Daniel’s litigation
and its resolution by the Court.

A. Dog Toys and Their Discontents

VIP Products (“VIP”) makes dog chew toys under the SILLY
SQUEAKERS label.* The toys evoke the brand names of some well-
known drinks, including “Blue Cats Trippin,” “Mountain Drool,”

2 15 U.S.C. § 1051.
8 SeeinfraPart Il.
4 Jack Daniel’s Props., 599 U.S. at 148.
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and “Heinie Sniff’n.”® These monuments to subtlety typically in-
clude a graphic of an animal that has no counterpart in the referenced
trademark.®

The catalog includes “Bad Spaniels,” pictured below.’

Figure 1: A Jack Daniel’s bottle next to a Bad Spaniel’s toy.

The toy replaces “Tennessee Whiskey” with “Tennessee Car-
pet” and bears labels saying “40% poo by volume,” rather than re-
porting alcohol levels, and “100% smelly.”® The accompanying
hangtag disclaims any affiliation with Jack Daniel’s.®

Unamused, Jack Daniel’s told VIP to stop selling the toy.!? In
response, the toymaker sought declaratory judgment that Bad Span-
iels neither infringed nor diluted the whiskey maker’s marks.** In
preliminary rulings, the district court found that the Jack Daniel’s

5 Asof this writing, the referenced products are available on the SILLY SQUEAKERS
Amazon store. See Silly Squeakers, Beer & Soda Bottles, AMAZON,
https://www.amazon.com/stores/page/C64D287E-5F4D-41D5-BADB-
8EBEB7ADADC3?ingress=0&visitld=6456e7e2-a4d2-45a4-b700-
77ac446bd769&ref_=ast_bin [https://perma.cc/EWE7-YZ5K] (last visited Jan. 29, 2024).
6 Seeid.

7 Brief for Petitioner at 3, Jack Daniel’s Props., Inc. v. VIP Prods. LLC, 599 U.S. 140
(2023) (No. 22-148) [hereinafter Brief for Petitioner].

8 Id.; Jack Daniel’s Props., 599 U.S. at 150.

% Jack Daniel’s Props., 599 U.S. at 150.

0 d.

1 VIP Prods., LLC v. Jack Daniel’s Props., Inc., 291 F. Supp. 3d 891, 899 (D. Ariz.
2018).
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trade dress is both distinctive’? and not functional.®* More im-
portantly, the court ruled that the toy was not an expressive work;*
it therefore did not receive protection under the test of Rogers v.
Grimaldi.®®

B. Rogers and the Problem of Free Speech in Trademark Law

Rogers was the central issue in Jack Daniel’s. The Rogers test
was—and perhaps remains—the leading doctrinal vehicle for bal-
ancing trademark infringement claims against the First Amendment
rights of purported infringers when they engage in “expressive” or
“artistic” uses of a trademark.'® Ordinarily, there is no need to bring
the First Amendment into trademark infringement disputes. If | am
in the soda business, for example, | have no free speech interest in
naming my soda COCA-COLA or something very similar to it. If |
insist, most would see the inevitable Coca-Cola infringement suit
against me as preventing a form of fraud, which can generally be
policed without fear of a First Amendment challenge.!’

Things are different, however, if I am not using COCA-COLA
to brand the source of my soda, but rather using the trademark for
other purposes. Maybe | want to engage in comparative advertising
(“EAGLE soda has less sugar than COCA-COLA”), commentary
(“COCA-COLA is rotting our children’s teeth!”), or perhaps I want

2 VIP Prods., LLC v. Jack Daniel’s Props., Inc., No. CV-14-2057-PHX, 2016 WL
5408313, at *8 (D. Ariz. Sept. 27, 2016).

13 1d. at *8-10. The court also ruled that the toy was not protected by the Ninth Circuit’s
nominative fair use doctrine. Id. at *5.

14 1d. at *5 (“The Court finds that VIP’s dog toy is not entitled to protection under the
First Amendment because it is not an expressive work.”).

5 Rogers v. Grimaldi, 875 F.2d 994, 999 (2d Cir. 1989).

6 See 6 J. THOMAS MCCARTHY, MCCARTHY ON TRADEMARKS AND UNFAIR
ComPETITION § 31:144.50 (5th ed. 2023).

17 See Mattel, Inc. v. MCA Recs., Inc., 296 F.3d 894, 900 (9th Cir. 2002) (“Limited to
this core purpose—avoiding confusion in the marketplace—a trademark owner’s property
rights play well with the First Amendment. ‘Whatever first amendment rights you may
have in calling the brew you make in your bathtub “Pepsi” are easily outweighed by the
buyer’s interest in not being fooled into buying it.”” (quoting Alex Kozinski, Trademarks
Unplugged, 68 N.Y.U. L. Rev. 960, 973 (1993))). Jack Daniel’s approvingly cites this
passage. Jack Daniel’s Props., Inc. v. VIP Prods. LLC, 599 U.S. 140, 159 (2023). On fraud
and the First Amendment, see, e.g., United States v. Alvarez, 567 U.S. 709, 723 (2012)
(“Where false claims are made to effect a fraud ... it is well established that the
Government may restrict speech without affronting the First Amendment.”).
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to use the term as a component in a larger expressive work, say by
writing a song with Coca-Cola in the lyrics.®

The Rogers test is most closely associated with the last category.
The test comes from Second Circuit litigation involving a Fellini
film titled “Ginger and Fred,” whose plot referenced the famous
dance pair Ginger Rogers and Fred Astaire.*® The real-life Rogers
sued under the Lanham Act, claiming that the film created the mis-
perception that she endorsed or was somehow connected to it.?°

The Second Circuit concluded that Lanham Act claims concern-
ing artistic works threatened to bring First Amendment interests and
trademark law into conflict.?! Because both artists and their audi-
ences have free expression interests,?? the court concluded that the
Lanham Act “should be construed to apply to artistic works only
where the public interest in avoiding consumer confusion outweighs
the public interest in free expression.”?® With respect to “allegedly
misleading” titles like Fred and Ginger, “that balance will normally
not support application of the Act unless [1] the title has no artistic
relevance to the underlying work whatsoever, or, if it has some ar-
tistic relevance, unless [2] the title explicitly misleads as to the
source or the content of the work.”?*

Over time, courts applied Rogers outside the context of titles,?®
reflecting the extent to which trademark holders have attempted to

18 See, e.g., THE KINKS, Lola, on LoLA VERSUS POWERMAN AND THE MONEYGOROUND,
PART ONE (Pye 1970) (referencing a club where the champagne “tastes just like Coca-
Cola”).

19 Rogers, 875 F.2d at 996-97.

20 1d. at 997. Rogers also raised a claim under her right of publicity. Id.

2L Id. at 998 (“Consumers of artistic works thus have a dual interest: They have an
interest in not being misled and they also have an interest in enjoying the results of the
author’s freedom of expression. For all these reasons, the expressive element of titles
requires more protection than the labeling of ordinary commercial products.”).

2 |d. (“Furthermore, their interest in freedom of artistic expression is shared by their
audience. The subtleties of a title can enrich a reader’s or a viewer’s understanding of a
work.”).

3 1d. at 999.

2 |d. Applying its test to Rogers’s Lanham Act claim, the court granted summary
judgment to the defendants. Id. at 1001-02.

% See, e.g., Univ. of Ala. Bd. of Trs. v. New Life Art, Inc., 683 F.3d 1266, 1277 (11th
Cir. 2012).
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police mere references to their marks in the content of expressive
uses.?® The Rogers framework has been adopted in most of the coun-
try, including the Ninth Circuit.?” As Rebecca Tushnet notes, Rogers
is part of a larger, less coherent framework that determines when
noncommercial trademark speech may be regulated by Lanham Act

causes of action.?®

C. Chew Toys at the Supreme Court

Back to the history of Jack Daniel’s. Because the district court
initially ruled Rogers inapplicable, the case was tried under the mul-
tifactor likelihood-of-confusion test that applies in “ordinary”

% See infra notes 50-56 and accompanying text.
27 See Mattel, Inc. v. MCA Recs., Inc., 296 F.3d 894, 901-02 (9th Cir. 2002).

28 See Rebecca Tushnet, Bad Spaniels, Counterfeit Methodists, and Lying Birds: How
Trademark Law Reinvented Strict Scrutiny 9-10, 45 (Mar. 13, 2023) (unpublished
manuscript) (available at https://papers.ssrn.com/sol3/papers.cfm?abstract_id=4387772

[https://perma.cc/3D4Y-QLTF]).

trademark speech, Tushnet writes:
[O]ne basic question—does trademark law cover noncommercial
speech, defined as it is in First Amendment doctrine as speech that
does more than merely propose a commercial transaction—has three
different answers, all regularly used in any given jurisdiction. The
answers are yes, no, and sometimes, a list both comprehensive and
dismaying. And now, with Bad Spaniels, the Supreme Court is hearing
a case that raises this question. If the Court does not address it head-
on, the case law is likely to get even more incoherent and hand even
more power to trademark owners to threaten speech about them.

Id. at 2 (footnote omitted). As she explains in chart form:

In discussing this

regulation of noncommercial

Defendant
engaged in
noncommercial
speech sold in

“Gripe”/disparagement
cases: commercial
actor v.
noncommercial

Political actor v.
political
actor/religious actor
cases; trademark

noncommercial
speech?

infringement
test

the market— speaker, including registration for
e.g., movies political speaker purely
noncommercial
endeavors
Does trademark | Yes, but with No (modern view) Yes, without
cover modified explicit

modification of
infringement test

Id. at 3.
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trademark infringement claims.?® The district court concluded after
a bench trial that VIP’s product was infringing.*® The court also
ruled that the toy was likely to dilute (via tarnishment)®! the Jack
Daniel’s marks because it created negative associations between the
whiskey and dog excrement.?

VIP successfully appealed.®® The Ninth Circuit reversed the di-
lution-by-tarnishment claim because the dilution statute excludes li-
ability for “noncommercial” uses.>* Because the dog toy had an in-
herently noncommercial component—making fun of Jack Dan-
iel’s—a dilution claim was unavailable.®® The court also determined

2 VIP Prods., LLC v. Jack Daniel’s Props., Inc., 291 F. Supp. 3d 891, 905 (D. Ariz.
2018). The multifactor test considers factors like mark similarity, strength of the plaintiff’s
mark, the proximity of the parties’ goods or services, evidence of actual confusion, and,
more controversially, the defendant’s good or bad faith. See generally MCCARTHY, supra
note 16, 8§ 24:28-43.
30 VIP Prods., 291 F. Supp. 3d at 911.
3L Dilution has two flavors. A dilution by blurring claim rests on the prospect that
multiple uses of a famous mark will “blur” its distinctiveness. 15 U.S.C. § 1125(c)(2)(B).
So, to use Judge Posner’s example, suppose an upscale restaurant adopts the TIFFANY
mark. Though the use would not cause confusion with the famous jeweler,

when consumers next see the name ‘Tiffany’ they may think about

both the restaurant and the jewelry store, and if so the efficacy of the

name as an identifier of the store will be diminished. Consumers will

have to think harder—incur as it were a higher imagination cost—to

recognize the name as the name of the store.
Ty Inc. v. Perryman, 306 F.3d 509, 511 (7t Cir. 2002).

As for dilution by tarnishment, it occurs when the unauthorized use is one that “harms
the reputation of the famous mark.” 15 U.S.C. § 1125(c)(2)(C). For example, staying with
Judge Posner, a strip club that adopts the name TIFFANY would create unsavory
associations with the mark that would harm the jeweler. Ty Inc., 306 F.3d at 511.

32 In this case, the unsavory associations stemmed both from VIP’s evocation of poop,
VIP Prods., 291 F. Supp. 3d at 90405 (“human consumption and canine excrement do not
mix”), and the prospect that children would associate dog toys with whiskey. Id. at 905
(“Jack Daniel’s is in the whiskey business and its reputation will be harmed due to the
negative mental association of evoking whiskey with children, something Jack Daniel’s
has never done.”).

3 VIP Prods. LLC v. Jack Daniel’s Props., Inc., 953 F.3d 1170, 1176 (9th Cir. 2020).
3 1d.; see also 15 U.S.C. § 1125(c)(3)(C).

3 VIP Prods., 953 F.3d at 1176 (“Speech is noncommercial if it does more than propose
a commercial transaction and contains some protected expression. Thus, use of a mark may
be ‘noncommercial’ even if used to ‘sell’ a product. Although VIP used [Jack Daniel’s]
trade dress and bottle design to sell Bad Spaniels, they were also used to convey a
humorous message. That message . . . is protected by the First Amendment.” (citations
omitted)).
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that the district court erred by not applying the Rogers test to the
infringement claims because of the chew toy’s expressive aspect.®

On remand, the district court dutifully conducted the Rogers
analysis under which Jack Daniel’s infringement claim became an
easy win for VIP.3" On the first prong, the toy “imitates, yet alters,
[the Jack Daniel’s] trade dress to make a joke about a dog defecating
on the carpet”—accordingly, the trade dress “is relevant, if not cen-
tral, to VIP’s message.”*® As for the second prong, VIP did not ex-
plicitly mislead consumers about a connection between its goods
and Jack Daniel’s whiskey.3® The infringement claim therefore
failed.

The district judge found the outcome depressing, lamenting that
a trademark holder victory under Rogers is “nearly impossible,”
contending the test “excuses nearly any use less than slapping an-
other’s trademark on your own work and calling it your own.”*° Ac-
cordingly, however distasteful the poop association, the company
had no recourse save for a trip to Congress or the Supreme Court.*

That was the plan. After summary affirmance by the Ninth Cir-
cuit on the whiskey maker’s motion,*? Jack Daniel’s filed a cert pe-
tition on the following questions: “1. Whether humorous use of an-
other’s trademark as one’s own on a commercial product is subject
to the Lanham Act’s traditional likelihood-of-confusion analysis, or
instead receives heightened First Amendment protection from trade-
mark-infringement claims” and “2. Whether humorous use of an-
other’s mark as one’s own on a commercial product is

% 1d. at 1175 (“[T]he Bad Spaniels dog toy, although surely not the equivalent of the
Mona Lisa, is an expressive work.”).

87 VIP Prods. LLC v. Jack Daniel’s Props. Inc., No. CV-14-02057-PHX, 2021 WL
5710730, at *6 (D. Ariz. Oct. 8, 2021).

% Id. at *4.
3% Id. at *6.
40 d.

4 Id. (“[W]hile [Jack Daniel’s Properties, Inc. (“JDPI”)] finds the depiction of a dog
relishing a bowel movement on a carpet distasteful and an abuse of its mark, in the final
analysis, JDPI has no means to protect the viability of its trademark. Yet, the Court is bound
by Ninth Circuit precedent. For JDPI or similarly situated trademark holders to obtain a
different outcome, they must seek relief before the United States Supreme Court or the
United States Congress.”).

42 VIP Prods. LLC v. Jack Daniel’s Props., Inc., No. 21-16969, 2022 WL 1654040, at
*1(9th Cir. Mar. 18, 2022).
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‘noncommercial’ under 15 U.S.C. § 1125(c)(3)(C), thus barring as
a matter of law a claim of dilution by tarnishment under the Trade-
mark Dilution Revision Act.”*

The Supreme Court granted the petition.** Its ultimate unani-
mous opinion rejected both of the Ninth Circuit’s conclusions.*®
First, the opinion reserved the general question of the viability of the
Rogers test, but held that it cannot apply when the defendant is using
the plaintiff’s trademark “as a mark.”*® Second, whatever the gen-
eral meaning of “noncommercial use” as a statutory exclusion to a
dilution action, it could not encompass a defendant’s parodic use of
a plaintiff’s mark as a mark.*’

Il. THE ORAL ARGUMENT

The Jack Daniel’s litigation raises many fundamental trademark
issues, but only a subset were covered by the cert grant and the
Court’s ultimate opinion. The preceding oral argument is notable
because the Justices found themselves addressing—sometimes ex-
plicitly, sometimes not—some of these deeper questions.*®

A. Why This Case? Jack Daniel’s and the Problem of Trademark
Merchandising

Until Jack Daniel’s, the Rogers test was remarkably successful
in the lower courts; although courts sometimes found it unnecessary

43 Petition for Writ of Certiorari, Jack Daniel’s Props., Inc. v. VIP Prods. LLC, 599 U.S.
140 (2023) (No. 22-148).

4 See generally Jack Daniel s Props., 599 U.S. at 140.

4% 1d. at 163.

4 1d; see also id. at 153 (“Without deciding whether Rogers has merit in other contexts,
we hold that it does not when an alleged infringer uses a trademark in the way the Lanham
Act most cares about: as a designation of source for the infringer’s own goods.”). The Court
noted, however, that VIP could raise other challenges to the District Court’s initial ruling
on remand. Id. at 161 (“So although VIP’s effort to ridicule Jack Daniel’s does not justify
use of the Rogers test, it may make a difference in the standard trademark analysis.
Consistent with our ordinary practice, we remand that issue to the courts below.”).

47 1d. at 163 (“[W]e hold only that the noncommercial exclusion does not shield parody
or other commentary when its use of a mark is similarly source-identifying.”).

48 See generally Transcript of Oral Argument, Jack Daniel’s Props., Inc. v. VIP Prods.
LLC, 599 U.S. 140 (2023) (No. 22-148) [hereinafter Transcript].
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to decide its applicability,*® no circuit court rejected it outright.*
Courts applied the test to protect works like movie titles,> paint-
ings,? songs,>® video games,** and television shows.* Indeed, sev-
eral of these cases were explicitly distinguished in Justice Kagan’s
opinion for the Court.>®

What made the chew toy different? Why did the Supreme Court
decide after more than thirty years that now was the time to evaluate
Rogers despite the absence of a circuit split? The answer lies in part
in precedents that treat trademarks not as source identifiers, but as
goods unto themselves.

1. Summoning the Merchandising Right

Fundamentally, Jack Daniel’s is a merchandising case. Trade-
mark law has long struggled to accommodate trademark merchan-
dising—the use of a trademark not as an indicator of source (e.g.,
the BOSTON RED SOX mark as identifying a particular team in the
American League of Major League Baseball), but rather as the

49 See, e.g., Facenda v. N.F.L. Films, Inc., 542 F.3d 1007, 1018 (3d Cir. 2008).

50 In canvassing Rogers’s reception in the lower courts, Professor McCarthy’s examples
of rejection of the test are exclusively district court cases. MCCARTHY, supra note 16, 8
31:144.50. (“The Second Circuit’s Rogers balancing test has been used by almost all
courts.”). It is also worth noting that, notwithstanding the fears of the Jack Daniel’s district
court, see supra note 40 and accompanying text, the adoption of Rogers does not mean
automatic defendant victories. See generally Gordon v. Drape Creative, Inc., 909 F.3d 257
(9th Cir. 2018); Parks v. LaFace Recs., 329 F.3d 437 (6th Cir. 2003); Westchester Media
v. PRL USA Holdings, Inc., 214 F.3d 658 (5th Cir. 2000).

51 In the case giving rise to the framework, see Rogers v. Grimaldi, 875 F.2d 994 (2d
Cir. 1989).

52 See Univ. of Ala. Bd. of Trs. v. New Life Art, Inc., 683 F.3d 1266, 1278 (11th Cir.
2012) (regarding paintings of famous moments in Alabama football history).

5 See Mattel, Inc. v. MCA Recs., Inc., 296 F.3d 894, 902 (9th Cir. 2002) (regarding the
song “Barbie Girl”).

5 See E.S.S. Ent. 2000, Inc. v. Rock Star Videos, Inc., 547 F.3d 1095, 10991100 (9th
Cir. 2008) (regarding a video game depiction of a Los Angeles adult entertainment
establishment).

%5 See Twentieth Century Fox Television v. Empire Distrib., Inc., 875 F.3d 1192, 1197
(9th Cir. 2017) (regarding a television show that featured a fictional record label with the
same name as a real one).

%  See Jack Daniel’s Props., Inc. v. VIP Prods. LLC, 599 U.S. 140, 154 (2023)
(referencing Rogers, 875 F.2d at 998-1000, New Life, 683 F.3d at 1279, and Mattel, 296
F.3d at 900-02).
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object of purchase (e.g., a baseball cap with the trademarked
BOSTON RED SOX “B”).%’

Judges have a strong intuition that popular brands should be able
to control merchandising markets, and they are willing to enlist
trademark law to the task.>® Unfortunately, the effort distorts trade-
mark doctrine.*® In their classic application, trademarks exist to vin-
dicate societal interests in competition and information transmis-
sion.®® The merchandising right is not about that. It exists to police
markets in which the marks have nothing to do with identifying and
distinguishing goods or services or protecting consumers.®:

But if trademark holders can control markets for popular logos,
then they can charge monopoly rents for what should be cheap com-
modities. Courts don’t care. Most judges, like most people, have a
strong intuition that merchandising markets belong to trademark
holders and they will adjust the borders of trademark doctrine as
necessary to encompass merchandising.®? But the contortions nec-
essary to reach this result have second-order consequences that rip-
ple throughout the trademark system, destabilizing doctrine in ways
that often escape the notice of the judges doing the contorting.®®

One of these incongruities involves free expression. As noted
above, the traditional story of the First Amendment and trademark

57 Bos. Pro. Hockey Ass’n v. Dall. Cap & Emblem Mfg., Inc., 510 F.2d 1004, 100405
(5th Cir. 1975). This tendency has been the subject of heavy academic criticism. See Stacey
L. Dogan & Mark A. Lemley, The Merchandising Right: Fragile Theory or Fait
Accompli?, 54 EmORY L.J. 461, 463 (2005); Michael Grynberg, Living with the
Merchandising Right (Or How | Learned to Stop Worrying and Love Free-Riding Stories),
25 YALE J.L. & TECH. 1, 4 n.2 (2023) [hereinafter Living with the Merchandising Right]
(collecting examples).

%8 See Living with the Merchandising Right, supra note 57, at 16-26, 31-32 (discussing
the morality of merchandising).

5 See generally id. at 32-68 (discussing this point in much greater detail).

60 See Qualitex Co. v. Jacobson Prods. Co., 514 U.S. 159, 163-64 (1995) (“In principle,
trademark law, by preventing others from copying a source-identifying mark, ‘reduces the
customer’s costs of shopping and making purchasing decisions’ . . . .” (citations omitted)).
61 See Bos. Pro. Hockey Ass’n, 510 F.2d at 1011 (acknowledging that protection in the
merchandising setting “may slightly tilt the trademark laws from the purpose of protecting
the public to the protection of the business interests of plaintiffs . . . .”).

62 See Living with the Merchandising Right, supra note 57, at 16-26.

6 1d. at 32-68.
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law is that there is no conflict between the two.5 Insofar as trade-
mark law is rooted in the prevention of consumer deception, it po-
lices speech that has no First Amendment protection in the first
place.®® But First Amendment considerations began to loom larger
as trademark law expanded beyond confusion at the point of sale to
more nebulous conceptions of affiliation and association.®® These
concerns prompted the need for doctrines like Rogers, which rests
on the twin notions that “expressive” or “artistic”’®’ works deserve
protection from overreaching trademark claims and that such works
are inherently less likely to create meaningful confusion among con-
sumers.®8

But how do those claims interact with merchandising rights?
Most prior applications of Rogers concerned situations that a lay-
person would naturally see as outside the trademark realm. For ex-
ample, the song Barbie Girl,®® paintings of Alabama football,”® a
Fellini film,”* and the like, are “obviously” artistic works. The pro-
spect that trademark law could be used to censor them raises First
Amendment issues that are apparent to the courts, as they were to
the Justices in the Jack Daniel s oral argument as discussed below.”

64 See supra notes 16-18 and accompanying text.

8 See supra note 17 and accompanying text.

6 See J. Thomas McCarthy, Lanham Act § 43(a): The Sleeping Giant Is Now Wide
Awake, 59 L. & CONTEMP. PROBS. 45, 58 (1996) (discussing trademark law’s expansion);
see also Kozinski, supra note 17, at 973 (“But once you get past the confusion rationale—
as | think we should—trademark law loses this built-in first amendment compass.”).

67 | use these terms advisedly to reflect standard ways of discussing the issue even
though the usage may not withstand examination as anything other than a descriptor of
case outcomes. See, e.g., Tushnet, supra note 28, at 17 (describing the dynamic whereby
expressive works are so described “only when the court thinks the communication is
worthy”). On the ultimate incoherence of the expressive/non-expressive distinction, see id.
at 4 (describing as “patently insufficient reasoning” the claim “that there is a difference
between use that is ‘expressive’ and use that is ‘source-identifying’: identifying a source is
expressive.” (emphasis added)); id. at 39-40 (“Explicit deceptiveness might justify an
inference of materiality, but artistic relevance is useless in sorting the value of
noncommercial speech and should be discarded.”).

8 See Rogers v. Grimaldi, 875 F.2d 994, 1000 (2d Cir. 1989) (“But most consumers are
well aware that they cannot judge a book solely by its title any more than by its cover.”).
69 See Mattel, Inc. v. MCA Recs., Inc., 296 F.3d 894, 899 (9th Cir. 2002).

70 See Univ. of Ala. Bd. of Trs. v. New Life Art, I