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Chapter 1 

Introduction 



  

 

 

1.1 Background 

1.1.1 China’s ‘Dual Paths’ of Intellectual Property Protection 

The first intellectual property law of the People’s Republic of China (PRC) was the Trade 

Mark Law in 1982 (hereinafter referred to as CTML 1982), 1  which established 

substantial administrative participation in the intellectual property rights (IPRs) 

protection.  

Inter alia, for legislative purposes, Article 1 of the CTML 1982 placed ‘improving the 

administration of trade marks’ prior to the rest of the purposes, including protecting the 

exclusive trade mark rights. 2  Article 6 provided the administrative departments for 

industry and commerce mandates to ‘exercise supervision over the quality of goods and 

stop any practices that deceive consumers’. 3  Chapter VI of the CTML 1982 titled 

‘Administrative Control of the use of trade marks’, 4  gave administrative authorise, 

including the National Trade Mark Office and administrative departments for industry 

and commerce extensive ex officio competencies in trade mark protection.  

For trade mark infringements, Article 39 of the CTML 1982 provided right holders dual 

paths of seeking remedies, namely, administrative protection and judicial remedies. 5 

 
1 Document number: Order No. 10 of the Fifth Standing Committee of the NPC. Effective date: 1 March 

1983. 
2 Article 1 of the CTML 1982 reads as follows: 

‘This Law is formulated for the purpose of improving the administration of trade marks, protecting the 

right to exclusive use of trade marks and encouraging producers to guarantee the quality of their goods 

and maintain the reputation of their trade marks, so as to protect the interests of consumers and promote 

the development of the socialist commodity economy.’ 
3 Article 6 of the CTML 1982 reads as follows: 

‘The user of a trade mark shall be responsible for the quality of the goods on which the trade mark is 

used. The administrative departments for industry and commerce at all levels shall, by means of trade 

mark administration, exercise supervision over the quality of goods and stop any practices that deceive 

consumers.’ 
4 Unless stated otherwise, the translation of the Chinese legislation into English is provided by PKULaw 

(https://library.law.wisc.edu/pku-law/). 
5 Article 39 of the CTML 1982 reads as follows: 

‘In the event of any of the acts listed in Article 38 of this Law, infringing the right to exclusive use of a 

registered trademark, the party whose right has been infringed may request the administrative 

department for industry and commerce at or above the county level in the place where the infringer is 

located to handle the matter. The relevant administrative department for industry and commerce shall 

have the right to order the infringer to stop the infringing act immediately and to compensate the party 

whose right has been infringed for its losses; the amount of compensation shall be the profits which the 

infringer has obtained as a result of the infringement during the period of the infringement or the losses 

incurred by the party whose right has been infringed as a result of the infringement during the period of 

the infringement. If the circumstances are serious, a fine may be concurrently imposed. If a party 

disagrees with the order, it may bring a suit in a people’s court within 15 days after receiving notification 

of the order. If, at the expiration of such a period, the party has neither brought a lawsuit nor complied 



  

Since then, China has applied the ‘dual paths, running in parallel’ approach for IPRs 

protection.6 The first PRC Patent Law, effective as of 1 April 1985,7 also followed the 

dual paths approach. Inter alia, for patent infringements, ‘the patentee or interested parties 

may request the patent administrative authorities to handle the matter or may directly file 

a suit in a people’s court.’8 

The ‘dual paths’ approach was rooted in the specific social context where China’s judicial 

system was not yet restored from the severe damage suffered from the ten-year 

tumultuous Cultural Revolution (1966-1976).9 In the 1980s, courts were not equipped 

with sufficient judicial sources to trial the IPRs disputes which required professional 

knowledge.10 The said administrative authorities in vast China thus, as disputes resolution 

organs, functioned as basic courts to that extent.1112 Those unique measures reflected the 

pragmatic legislative tradition promoted by Deng Xiaoping’s approach in 1978: ‘Legal 

provisions can be rough in the beginning and then be gradually improved.’13 

 
with the decision, the relevant administrative department for industry and commerce shall request the 

people’s court for compulsory enforcement of its decision.  

In the event of an infringement of the right to exclusive use of a registered trademark, the party whose 

right has been infringed may also directly bring a suit in a people’s court.’ (emphasis added) 
6 刘激扬 [Jiyang Liu]: ‘中国知识产权保护的现状与展望’ [Current Situation and Prospect of 

Intellectual Property Protection in China], 《知识产权》1994 年第 4 期 [Intellectual Property, 

1994(4)], 第 3—5 页[p. 3–5]. 
7 Patent Law of the PRC. Document number: Order No.11 of the President of the PRC. 
8 Article 60(1) of the PRC Patent Law in 1984 reads as follows: 

‘If any acts of infringement arise from the exploitation of a patent without the authorization of the 

patentee, the patentee or interested parties may request the patent administrative authorities to handle the 

matter or may directly file a suit in a people’s court. In handling the matter, the patent administrative 

authorities shall have the power to order the infringer to stop the acts of infringement and compensate for 

the losses. Any party dissatisfied with the order may, within three months from receiving notification of 

it, file a suit in a people’ court shall have the power to order the infringer to stop the acts of infringement 

and compensate for the losses. Any party dissatisfied with the order may, within three months from 

receiving notification of it, file a suit in a people’s court. If, at the expiration of such period, the party has 

neither filed a suit nor complied with the order, the patent administrative authorities may approach the 

people’s court for compulsory enforcement of the order.’ 
9 See Information Office of the State Council, <JUDICIAL REFORM IN CHINA> issued in October 

2012, available here < http://www.scio.gov.cn/zfbps/ndhf/2012/Document/1226620/1226620.htm> 

accessed on 1 July 2022. 
10 马一德[Yide Ma]: ‘中国知识产权治理四十年’ [Forty Years of Intellectual Property Governance in 

China] 《法学评论》2019 年第 6 期 [Law Review, 2019(6)].第 10—19 页[p. 10–19]. 
11 汤宗舜 [Zongshun Tang]:《专利法解说（修订版）》[Patent Law Explanation (Revised Edition], 

知识产权出版社, 2022 年版[Intellectual Property Press, 2022]. 
12 For example, by 1999, competent administrative authorities in China had concluded around 3,900 

patent disputes among the 4,400 patent disputes accepted; while the domestic courts concluded around 

3,800 cases of the 4,300 cases received – the caseloads of the judicial trials and administrative 

enforcement were roughly flat. See supra n10. 
13 邓小平[Xiaoping Deng]:《邓小平文选, 1975-1982 年》[Selected Writings of Deng Xiaoping 1975-

1982], 人民出版社, 1983 [People’s Publishing House, 1983]. It provided that ‘There is now a huge 



  

The administrative protection of IPRs, generally speaking, is not a means that is exclusive 

to China. Instead, administrative procedures find its recognition in Article 49 of the 

Agreement on Trade-Related Aspects of Intellectual Property Rights (TRIPS).14 Further, 

‘IPRs protection’ per se is an inclusive term concerning, per the TRIPS, ‘matters affecting 

the availability, acquisition, scope, maintenance and enforcement of IPRs as well as those 

matters affecting the use of IPRs specifically addressed in this Agreement.’15 Therefore, 

national intellectual property Offices’ handlings of IPRs, e.g., application and registration 

(e.g., for trade marks and patents), recording of IPRs’ changes and Customs enforcement, 

are all ‘administrative protections of IPRs. 

In other words, IPRs are private rights, 16 yet are meanwhile shaped or governed by 

statutes and governmental interventions. Various governmental interventions to IPRs in 

terms of, e.g., the motivation, degree, modality and purposes of interventions, can be 

observation perspectives to compare and differentiate from one jurisdiction to another.  

The local famous trade mark system in China is a unique example in that regard, which 

features its uniqueness in proactively applying uncommon governmental intervening 

modalities in uncommon areas. It is a highly representative subject matter for its long 

history, broad coverage and significant impact in China, an in-depth study that would, to 

a great extent, contribute to the improvements of the IPRs administrative protection in 

China.  

I argue that the local famous trade mark system, which has persisted for several decades 

nationwide, is problematic and should be changed. By scrutinizing this system, the 

current study explores benchmarks that the appropriate governmental interventions 

should note in IPRs protection and, accordingly, provide policy recommendations. 

 
legislative workload, but in stark contrast, there are very few human resources. Therefore, the formulation 

of legal provisions can be rough at the beginning, and then gradually improved one by one’. 
14 The TRIPS refer to the Agreement on Trade-Related Aspects of Intellectual Property Rights, 15 April 

1994, Marrakesh Agreement Establishing the World Trade Organization, Annex 1C, 1869 U.N.T.S. 299, 

33 I.L.M. 1197 (1994). Article 49 of the TRIPS reads as: ‘Article 49 Administrative Procedures. To the 

extent that any civil remedy can be ordered as a result of administrative procedures on the merits of a 

case, such procedures shall conform to principles equivalent in substance to those set forth in this 

Section.’ 
15 See Note (iii) of the TRIPS Agreement.  
16 See the Preamble of the TRIPS Agreement: ‘Recognizing that intellectual property rights are private 

rights’. 



  

1.1.2 Terminology Clarification: ‘Local Famous Trade Mark in China’  

The subject matter of this study, i.e., the local famous trade mark in China (in Chinese: 

地方著名商标, Dìfāng Zhùmíng shāngbiāo),17 is a creation of Chinese characteristic 

IPRs protection soil. Although the term ‘famous trade mark’ per se is seemingly similar 

to, e.g., well-known trade marks (under Article 6bis of the Paris Convention)18 and marks 

with a reputation (in the EU) and their respective implementations in the Member States, 

it is fundamentally different. One noticeable difference is that the term ‘(local) famous 

trade mark’ does not exist in any of the national-level statutes of China, but in local laws 

at the provincial- levels and below. Thus, directly, the respective local famous trade mark 

systems in China feature differences instead of being based on cross-jurisdictions or, at 

least, national-wide agreements.  

Similar terminologies related to famous trade marks, globally, regionally, nationally, or 

those at the lower levels, may need clarification, particularly for readers with limited 

knowledge of the Chinese language. Further details on the local famous trade marks are 

elaborated on in chapter 2. This current introductory chapter serves to outline this study’s 

overall structure.  

 

Chinese characters  地方 著名 商标 

Pin yin19 dìfāng zhùmíng  shāngbiāo 

Meaning  local  famous  trade mark 

 
Figure 1 Local famous trade marks in China 

 

 
17 A possible English translation of 地方著名商标 is ‘locally famous/renowned trade mark(s)’. 

However, this study opts for the term ‘local famous trade mark’ as it has been more frequently used in 

English sources. See, e.g., Wenting, H. (2021). Protection of well-known foreign marks in the USA and 

China. Journal of Intellectual Property Law & Practice, 16(7), 666-676. Kossof, P. (2013). Chinese 

national well-known trademarks and local famous trade marks in light of the 2013 trademark law: status, 

effect, and adequacy. J. Marshall Rev. Intell. Prop. L., 13, vii. 
18 The ‘Paris Convention’ refers to the Paris Convention for the Protection of Industrial Property, 

adopted in Paris on 20 March 1880. It took effect on 7 July 1884, was last revised and adopted at the 

Stockholm Revision Conference on 14 July 1967, and entered into force 26 April 1970, 828 U.N.T.S. 305. 
19 A simple explanation of Pinyin is, per Wikipedia, that ‘Hanyu Pinyin (simplified Chinese: 汉语拼音; 

traditional Chinese: 漢語拼音; pinyin: hànyǔ pīnyīn), often shortened to just pinyin, is the official 

romanization system for Standard Mandarin Chinese in China, and to some extent, in Singapore and 

Malaysia. It is often used to teach Mandarin, normally written in Chinese form, to learners already 

familiar with the Latin alphabet.’ https://en.wikipedia.org/wiki/Pinyin accessed on 1 September 2022. 



  

1.1.3 Brief Introduction on the Local Famous Trade Mark Mechanism  

Local famous trade marks are the trade marks selected by local governments and rendered 

the title of ‘local famous trade marks’ annually, which has been a product of typical 

governmental interventions to IPRs. 

Specifically, since the 90s, not long after China established its first CTML in 1982, the 

respective local famous trade marks systems and the annual selection of local famous 

trade marks have prevailed in every province of mainland China as well as in several 

major municipal administrative areas. Trade mark proprietors of trade marks with local 

affiliations, such as locally registered businesses and taxpayers, are eligible to run the 

annual campaign of local famous trade mark selection. 

While the specific criteria or standards required by a local famous trade mark may differ 

at a provincial level, all local-famous-trade-mark-related regulations share significant 

similarities in multiple crucial aspects, including: 

(1) trade mark stability in terms of certain years of registration threshold; 

(2) the trade mark must be ‘famous’; 

(3) local affiliation: eligible applicants must be locally registered and pay local taxes;  

(4) the trade mark must fulfil explicit economic indicators, such as net profit or tax 

payments. 

Once a local famous trade mark has established itself, it is entitled to additional and far 

stronger protection than ordinary marks. The local famous trade mark title is much more 

potent than other third-party certifications (e.g., the certification mark) in China. That is 

because, essentially, the local famous trade mark title is a governmental endorsement 

valid for years, offering a much broader scope of protection to not only the trade mark 

per se, but also to the trade mark proprietor. 

In other jurisdictions, the determination of a famous trade mark is accomplished relatively 

passively, e.g., in the opposition procedure or relevant litigations. Yet for local famous 

trade marks, per the previously-mentioned ‘double tracks’ trade mark protection system 

in China, the administrative authorities play a far more proactive role. They can annually 

select and confer the ‘honourable title’ of a local famous trade mark to numerous local 



  

enterprises. Their competence is conferred by the laws of a local legislature influenced 

by local governmental strategies. 

As explicitly advertised in the vast majority of local regulations, the local famous trade 

mark system’s intended functions include protecting the legitimate rights and interests of 

trade mark proprietors and consumers, promoting local economic development, and 

maintaining market orders. Questions then arise: Does the local famous trade mark, as a 

measure of IPRs protection and, fundamentally, a governmental intervention, achieve the 

claimed functions? Is this governmental intervention appropriate or, in fact, excessive? If 

the answer is ‘excessive’, how should the local famous trade mark system in China change 

to restore the claimed functions or, to the appropriate degree of intervention? Those are 

three central questions this current study aims to solve. The benchmarks this study applies 

for the assessment of the local famous trade mark as an excessive governmental 

intervention or not are the core trade mark protection rationale and balancing the interests 

of market subjects that are unequal in their positions and status, also considering the social 

context, particularly, the institutional inertia of the administrative protection of the IPRs. 

1.1.4 Problems, Insufficient Research and Countermeasures  

The brief introductory sections above have revealed several apparent problems caused by 

the local famous trade mark systems. Horizontally, one local famous trade mark related 

local law of Province A’s is not necessarily consistent with Province B’s, and neither are 

the respective standards of selection and benefits rendered to local famous trade marks. 

Given that the ‘title’ of a local famous trade mark applies only to the trade mark 

proprietors with local affiliation, concerns of local protectionism, division of the national 

market and local governments and officials’ misconducts, inter alia, corruption, arise.  

Vertically, as mentioned, the term ‘local famous trade mark’ does not exist at the national 

law level in China. Local governments lack the legitimate competence to ‘create’ local 

famous trade marks.  

To those problems, ‘abolishing the local famous trade mark systems’ has been a 

straightforward and seemingly reasonable solution proposed by the central media in 

China.  

However, abolishing a decades-long system without touching upon the roots of the 

problems is not the ideal solution. The roots lie in two aspects:  



  

(1) The local famous trade mark are trade marks with a ‘given title of the “local 

famous trade mark”’. Thus, it must be placed under the framework of trade marks 

to analyse its structure, evaluate its operation mechanism and spot its features that 

go against the rationale basis of trade mark protection. 

More research is needed to evaluate the local famous trade mark system concerning the 

fundamental theory of trade mark justification. I argue that previous research has 

overlooked the internal structure of trade marks (the relational system of a trade mark, 

e.g., the tangible form of a trade mark, the goods or service to which the trade mark is 

designated) as well as the mechanism responsible for its misperceptions. That, in turn, 

has led to the failure of achieving an in-depth local famous trade mark system evaluation. 

(2) The local famous trade mark, from its emergence, has been a product of China’s 

specific social context and cultural soil. Under a similar social context, it is easy 

to have alternative ‘products’ to function as the local famous trade mark systems.  

The Chinese social context, as well as market and consumer behaviours, must be 

accurately considered in order to find an ideal solution for improving local famous trade 

marks to develop into a more appropriate administrative intervention for market activities. 

The Chinese social context refers to two primary elements: the long history of the Chinese 

local governmental officials’ motivations in developing the local economy and the rather 

proactive intervention in the market activities, which have caused the long-lasting 

alienation of China’s famous trade mark regime. 

Without considering the above-mentioned two roots, any solution will be piecemeal and 

cannot prevent the return of similar governmental interventions.  

The ‘piecemeal solutions’ manifest themselves in two aspects. First, the previous analyses 

and proposed solutions20 have primarily been treating the term ‘local famous trade mark’ 

as a whole without further examining its internal structure. This has led to a partly 

inaccurate capturing of its essential nature, which leads to misperceptions.  

 
20 See, e.g., 庄红蕾 [Honglei Zhuang]: ‘关于认定和保护著名商标的思考’ [On the recognition of 

China’s Local Famous Trade Marks], 《行政与法》[Administration and Law], 2013; 徐聪颖 

[Congying Xu]: ‘制度的异化抑或完善——对我国著名商标保护现状的冷思考’[Alienation or 

Perfection of the System——A Cold Reflection on the Current Situation of the Protection of Famous 

Trade Marks in China], 《电子知识产权》[Electronics Intellectual Property], 2008. 



  

Moreover, existing studies merely touch upon the local famous trade mark systems’ 

surface-level problems (e.g., variations in the standard of local famous trade mark 

regulations), although they could be relevant to a certain extent. Accordingly, the 

solutions provided by existing studies often treat each surface-level issue in a separate 

manner, rather than digging into the roots of the problems and further examining them 

under the characteristic of the Chinese social context (namely, the aforementioned ‘two 

roots’). For instance, many have pointed out that the protection standards set up by each 

respective local famous trade mark system are inconsistent with each other, thus they 

suggested using coordination measures to unify the standard, procedure and scope of 

protection,21 or to develop more detailed rules.22 

Such an approach is problematic since it attempts to find an overall answer to an 

inadequately examined problem. It also failed to comprehensively discuss the issue under 

the fundamental theoretical framework of trade marks. One relevant perspective holds 

that the local famous trade mark system should be retained as it can be justified as a policy 

tool and incentive for the local economy, while the other side prefers to root out the whole 

mechanism in light of its perceived defects.23 However, such divergences lack actual 

confrontation points. In other words, this either-or approach to solving problems fails to 

find the common places where such policy tools could perform their positive functions 

and, in the meantime, reduce their flaws via better institutional designs and improvements. 

This study aims to conduct a thorough and exhaustive analysis of the above-mentioned 

two roots.  

As for ‘Root 1’, this study provides that the local famous trade mark regime in China has, 

from the very beginning, been misplaced as a part of the broader worldwide group of 

famous trade marks. Are local famous trade marks indeed of the same rationale of 

 
21 See, e.g., 董新凯、李天一[Xinkai Dong & Tianyi Li]: ‘论我国地方著名商标制度的协调问题’[On 

the Harmonization of China’s Local Famous Trade Mark System],《知识产权》2012 年第 8 期

[Intellectual Property, 2012(8)],第 53—60 页[p. 53-60]. 
22 See, e.g., 储敏[Min Chu]: ‘对著名商标保护制度的反思’[Reflections on the protection system of 

famous trade marks],《江淮论坛》2010 年第 5 期[Jianghuai Tribune, 2010(5)],第 129—133 页[p. 129-

133]. 
23 邵燕[Yan Shao]: ‘对中国著名商标保护的质疑’[Challenges to the Protection of China’s Famous 

Trade Marks],《经济研究导刊》2010 年第 31 期[Economic Research Guide, 2010(31)],第 227—229

页[p. 227-229]. 



  

protection as other famous trade marks? The answer to this question requires in-depth 

comparisons.  

This work, therefore, examines the normative foundation of the famous trade mark 

protection in leading jurisdictions, e.g., the EU and the US, in an effort to determine the 

substance of the motivation of the famous trade mark protection and the real reasons 

behind the diversity. Accordingly, this study reviews trade marks’ functions. 

Among the various functions trade marks can hold, the origin identification function is 

undoubtedly the most essential one. This realisation provides the precondition and 

foundation for other derived functions, e.g., the quality and advertising functions. These 

additional functions are generally more related to reputed trade marks (as opposed to 

‘ordinary’ trade marks), e.g., well-known trade marks (under Article 6bis of the Paris 

Convention), trade marks with a reputation (in the EU), and their respective 

implementations in the Member States.  

Not all de facto functions performed by a trade mark are actually recognised as de jure 

functions. The laws in different jurisdictions may have undertaken their normative 

evaluations among trade marks’ various functions, determining those that will be granted 

legal protection. 

Although specific rationales of de jure trade mark protection are derived from the 

empirical ‘is’, not all empirical functions that a trade mark may fulfil can automatically 

be taken as a normative ‘should’ or ‘ought to’. Proper justifications and rationales remain 

necessary.  

The analyses on ‘Root 1’ have resulted in a classification of local famous trade mark and 

a proposal to re-position the local famous trade mark in China in the Conclusion chapter.  

On ‘Root 2’, this study places the local famous trade mark in the Chinese social context. 

The local famous trade mark regime features are complex and require in-depth 

multidimensional observation. That is mainly due to the dissonance between the intended 

function of trade mark rights and the legally protected functions conferred upon local 

famous trade marks by local legislatures and their de facto influence. For this purpose, 

local authorities’ intervention boundaries need to be carefully reviewed, demarcated and 

combined with the normative benchmark of trade marks and famous trade mark 

protection. Between the functions of local economic development and consumer 



  

protection, this study aims to find a solution from the common places that consider both 

the local economic development and consumers’ benefits. 

Moreover, policy decisions are the result of multiple forces with significant disparities in 

decisive strength between each party. The trade mark laws’ man-made nature, as with 

other types of laws, determines that the law- or policymakers play a dominant role in 

designing and operating the trade mark system. Those mostly far outweigh the other 

parties’ influences, e.g., consumers and trade mark proprietors. Apart from the benchmark 

of the core trade mark rationale, the assessment of the local famous trade marks conducted 

in this study also focuses on the benchmark of balancing the interest of the market subjects. 

The relevant authorities’ competencies must, therefore, be cautiously defined and 

restricted, based on sufficient discussion and justification. For that, as this study will 

reveal, the bottom line is that government intervention should not be at the expense of 

consumers’ interests; Moreover, government intervention should consider balancing the 

interests of the market subjects. Accordingly, government intervention should be 

carefully limited to the extent that it should not work as a noise that disturbs trade marks’ 

origin indication function. Nor should it prioritize other functions (in general) of trade 

marks, like promoting the local economy or rewarding local enterprises, ahead of the 

essential consumer-centric function of a trade mark. 

In addition, this study extends the analysis, and thereby the problem, in a wider 

observation framework. Specifically, it reveals that the governmental intervention in trade 

mark protections, e.g., the local famous trade mark regime, is not exclusive to China. 

However, a part of the larger global context concerning the shift in intellectual property 

law’s functions stems from legislative and governmental interventions in the competitive 

process. Here, the Italian historical trade mark (marchio storico, §5.3.5.4 Local Famous 

Trade Mark v. Marchio Storico) 24  can serve as a recent comparable example. This 

 
24 See the Italian Ministry of Economic Development’s website on marchio storico at: 

https://uibm.mise.gov.it/index.php/it/marchio-storico-di-interesse-nazionale last accessed 1 June 2022. The 

opening paragraph introduces the marchio storico as follows (translated by DeepL): 

‘Article 31 of Decree-Law No. 34 of 30 April 2019 (the so-called Growth Decree), converted into law, 

with amendments, by Article 1 of Law No. 58 of 28 June 2019. 58, provided that the owners or exclusive 

licensees of trademarks that have been registered for at least fifty years or for which it is possible to prove 

continuous use for at least fifty years, used for the marketing of products or services made in a national 

productive enterprise of excellence historically linked to the national territory, may obtain the registration 

of the trademark in the register of historical trademarks of national interest, established at the Italian 

Patent and Trademark Office.’ 

https://uibm.mise.gov.it/index.php/it/marchio-storico-di-interesse-nazionale


  

dissertation, therefore, also aims to contribute to a discussion in a broader global context 

with universal values. 

Therefore, by adopting a comparative approach involving multiple perspectives and 

jurisdictions (Mainly China and the EU, with limited coverage also on the US whenever 

the respective analysis of this study requests so, e.g., in the exploration of trade mark’s 

definition and on the definition and assessment criteria of ‘famous’), this work aims to 

deconstruct the Chinese local famous trade mark regime and to resolve tensions between 

the intended goals of trade mark rights protection and the local famous trade marks as an 

eventual goal to explore the boundaries of the appropriate governmental interventions 

regarding trade mark protection.    

1.2 Research Questions  

This study aims to answer the following three core research questions: 

(1) What is a local famous trade mark? 

(2) Is the local famous trade mark, as a governmental intervention, appropriate or, in fact, 

excessive? (The benchmarks are the core trade mark rationales and the balance of market 

subjects’ interests)  

(3) If the answer to (2) is ‘excessive’, how should the local famous trade mark system be 

changed to reach the appropriate degree of intervention?  

Each of these three core questions spawns several smaller sub-questions, as shown below: 

Question (1): 

1) What are the local famous trade mark systems and their features (in terms of, e.g., 

the purpose, source of law, and the scope of protection)? 

2) Is a local famous trade mark the same as the internationally agreed famous trade 

mark notions (namely, as in international treaties and regional agreements)? 

Question (2): 

1) What are a trade mark’s functions and its rationale for protection?  

2) Does the local famous trade mark system impede the well-functioning of trade 

marks’ functions and/or go against the rationale of trade mark protection?  



  

3) Will the benchmarks to measure the local famous trade mark, as a governmental 

intervention, be considered appropriate or excessive?  

Question (3): 

1) What are the red lines that the governmental interventions must note?  

2) What are the policy suggestions this study provides?  

1.3 Methodology and Outline  

This study is composed of six chapters.  

Chapter 1 is the introduction. chapter 2 takes a descriptive approach to elaborate on the 

subject matter of this study: the local famous trade mark regime in China, paving the way 

to an extensive exploration regarding its nature, characteristics and institutional defects. 

By not merely focusing on its internal structure, this chapter also offers a more holistic 

approach to the subject matter at hand. It covers the causes of the emergence of the 

respective regime, its specific protection strategies, the primary motivations that have 

driven the local governments’ relevant promotion, and the extended scope of protection 

it offers.  

This chapter applies various methods of research. In identifying the local famous trade 

mark’s legal position within the Chinese legal system, this study firstly applies a black 

letter analysis focusing on the trade mark related law at the national level in China. It then 

searches whether there is a direct national law provision dedicated to the local famous 

trade mark in China. 

By providing a detailed explanation of the local famous trade mark system in China, this 

study applies a major information source in this chapter: the 31 provincial local famous 

trade mark laws in Mainland China – it is then critical to collect all the 31 local laws. For 

that, I have made two documents (one in Chinese and the other in English) containing the 

full texts of the 31 provincial-level famous trade mark local laws in China, which are 

accessible via Google Drive.25 

 
25 Available at 

<https://drive.google.com/drive/folders/1QixlsSuz6G9oFoj6JmT4li6HiPrqDodf?usp=sharing>, last 

accessed on 1 August 2022. 



  

Furthermore, in describing the historical roots and status quo of the local famous trade 

mark system in China, this study does not limit the perspective to legal ones, but extends 

the observation into the political perspective in explaining local governments’ drive to 

develop their own local famous trade mark system, in addition to looking into several 

sources from literature review, news reports and case studies.  

Chapters 3 and 4 explore this study’s subject matter from the dimensions of trade marks 

and famous trade marks, respectively.  

Chapter 3 examines the trade mark dimension, aiming to set up the normative basis of 

trade mark protection. This chapter explores the definitions of trade marks from 

international treaties and documents to national legislation. Then, to explain the internal 

structure of a trade mark, a semiotic method is applied, which is helpful for the 

comparison in the following chapters regarding several different types of famous trade 

marks. Finally, concerning the rationale for the protection of trade marks, in particular, 

on the functions of trade marks and the corresponding expanding scope of protection, this 

chapter explores legal doctrines, literature and judgements with a focus on EU-related 

documents.   

Chapter 4, adapting a legal doctrinal approach, attempts to distinguish the characteristics 

of China’s local famous trade mark regime through horizontal comparisons from several 

similar famous trade mark terminologies at the international and regional levels, given 

the diverse number of similar terms used in different jurisdictions and contexts. It then 

answers the question as to whether China’s local famous trade mark belongs to the 

conventional famous trade marks in a broader sense and to what extent the former would 

eventually overlap with or be divergent from them? Given the close correlation between 

the well-known trade mark regime and the local famous trade mark regime in China, a 

historical review and updated analysis of the former and its adoption in the selected 

jurisdictions are provided. 

Following a description of the local famous trade mark and the establishment of the trade 

mark and famous trade mark dimensions (chapters 2, 3 and 4, respectively), chapter 5 

conducts a comprehensive assessment of the local famous trade mark under two 

normative benchmarks by considering the social context and exploring the boundaries to 

which the local famous trade mark, as an appropriate governmental intervention, should 



  

not exceed. This chapter also includes policy recommendations regarding the local 

famous trade mark system for not crossing any red lines. 

Specifically, chapter 5 pivots on placing the local famous trade mark regime under the 

benchmarks of the core trade mark protection rationale and the balance of the market 

subjects’ interest. This is done by examining possible relevant conflicts and discussing 

how potential conflicts could be resolved. 

Such benchmark-centric examination is crucial since the local famous trade mark 

regime’s problems could consist of non-major flaws that can be addressed through an 

improved institutional design. Meanwhile, some problems may only be solved by 

abolishing the local famous trade mark regime, wholly or partly. Either way, specific 

benchmarks are necessary to draw reasonable conclusions.  

Per the benchmarks set up, chapter 5 outlines the red lines that the local famous trade 

mark system, as an appropriate governmental intervention in trade mark protection, 

should proactively avoid and offers corresponding recommendations for reconciling the 

dissonance between the function of the local famous trade mark regime in China and the 

ideal/typical functions of trade marks and trade mark law. It seeks to solve tensions 

between the core trade mark rationale, the balance of market subjects’ interest, the goals 

of local famous trade mark protection, and the modalities of fulfilling these concerns. 

Moreover, this chapter aims to clearly define and appropriately restrict the scope of the 

local famous trade mark protection and the modalities of achieving this (e.g., regarding 

the boundaries of governmental administrative powers) within the context of the 

continuing process of rebalancing national trade mark laws and policies, as well as the 

promotion of local trade mark strategies and economic developments. Overall, this work 

contributes to the larger global context of the shifts in intellectual property law functions 

resulting from the legislators’ interventions in the competitive process. 

In addition to a two-benchmark evaluation, chapter 5 looks into whether the specific red 

lines addressing the corresponding flaws of local famous trade marks prove to be 

sufficient, in particular consideration of China’s long-lasting IPRs administrative 

protection history. The local famous trade mark is one specific design of the extensive 

administrative intervention in IPRs protection. Without improvements to the social soil it 

is rooted in, similar ‘local famous trade mark’ issues will easily reoccur. Therefore, 

chapter 5 explores further policy recommendations that are more broadly applicable and 



  

aims to encourage a positive interaction between the legal and administrative protection 

of the IPRs with regard to the rule of law based on a more reasonable and predictable 

IPRs governance. 

Chapter 6 is the conclusion summarizing the contents of the previous chapters. It also 

notes the limitations of this research and provides recommendations for future research.  

1.4 Academic Value  

Firstly, this study endeavours to break new ground from a linguistic perspective, marking 

the inaugural comprehensive English analysis of China’s local famous trade mark regime. 

There has been a dearth of English monographs addressing this pivotal issue. While some 

journal articles have delved into the local famous trade mark regime in either Chinese or 

English,26 several critical facets warrant more in-depth investigation: 

(1) Many proposals aimed at reforming the local famous trade mark have uniformly 

adopted the term ‘local famous trade mark’ without scrutinizing its internal intricacies, 

treating it as a multi-faceted concept. That approach has yielded excessively broad 

conclusions. 

(2) Existing studies, although relevant to some extent, have primarily focused on surface-

level issues within the local famous trade mark systems rather than probing the root 

causes of these problems. Consequently, the solutions presented have often addressed 

isolated issues in a partial and fragmented manner. 

(3) The societal context encompassing Chinese politics, market dynamics, and consumer 

behaviour has not received precise scrutiny in analyses of China’s local famous trade 

mark. Nonetheless, these factors constitute the cultural backdrop of the subject and 

contribute to the persistence of analogous issues, demanding thorough examination. 

Secondly, apart from offering a comprehensive exploration of Chinese aspects, this study 

aspires to provide insights into broader global perspectives regarding the limits of 

administrative intervention in trade mark governance and market operations. To achieve 

this, it juxtaposes the local famous trade mark, a distinctive Chinese phenomenon, with 

 
26 See, e.g., Wenting, H. (2021). Protection of well-known foreign marks in the USA and China. Journal 

of Intellectual Property Law & Practice, 16(7), 666-676. Kossof, P. (2013). Chinese national well-known 

trademarks and local famous trade marks in light of the 2013 trademark law: status, effect, and adequacy. 

J. Marshall Rev. Intell. Prop. L., 13, vii. 



  

the broader global context of shifts in the functions of intellectual property law due to 

legislative and administrative interventions in market activities. Additionally, it 

introduces a previously unexamined comparative element in the form of the historical 

Italian trade mark. This expansion of the discourse surrounding China’s local famous 

trade mark system enriches the scholarly conversation. 

1.5 Limits  

This study has two main limitations in terms of the scope of research.  

First, with regard to the famous trade mark dimension, this study does not delve into 

profound analyses of detailed theoretical debates or of a large volume of cases in other 

jurisdictions.  

Given the seemingly similar names of the local famous trade mark with other famous 

trade marks, I do compare their significant features, e.g., the condition of ‘triggering’ 

mechanisms, the assessment criteria, and the benefits of becoming a local famous trade 

mark, to examine whether the local famous trade mark is indeed a type of the other 

existing famous trade marks and thus share the justification basis. A comparison of 

relevant comparable elements aims to deepen the understanding of their differences.  

However, analyses from chapter 4 will show that the local famous trade mark essentially 

differs from the other famous trade marks, as the very phenomenon of the local famous 

trade mark distinguishes it from the famous trade mark regimes globally, regionally and 

in other jurisdictions. The famous trade marks in other jurisdictions serve as a reference 

to several criteria of comparison instead of a pillar for this study’s inquiry. 

Second, the current study mainly involves a comparative analysis between China and the 

EU, with brief discussions about the US element. This study does not investigate each 

respective EU Member state or every US state. Thus, it does not provide comprehensive 

details on, for instance, the various individual implementations and enforcement of EU 

Directives or Regulations at the Member States level, their interactions with the specific 

country’s social context, nor the corresponding social impact resulting from relevant EU 

laws.  

The choice was made in light of international agreements regarding famous trade mark 

regimes, which establish a shared foundation for examining famous trade marks. 



  

Considering the international level, and stepping down to the regional (EU) and national 

levels (China and the US federal), offers a justifiable groundwork for elucidating the logic 

behind the protection of famous trade marks. Additionally, since local famous trade marks 

in China possess distinctive traits, their explication and analysis demand a significant 

extent. Consequently, this research aspires to be necessary rather than exhaustive. 

  



  

 

Chapter 2 

Local Famous Trade Mark 

in China



  

 

 



  

 

 

This chapter looks into where the local famous trade mark systems are located in the 

Chinese legal framework. Then, it describes the massive administration-led local famous 

trade mark management system and its legal basis, which mainly involves the 31 

provincial regulations. Based on the 31 provincial local famous trade mark regulations as 

the primary source, this chapter then explores the definition of local famous trade marks 

from the aspects of eligible applicants, eligible trade marks, the validity of local famous 

trade mark in geography and time, and the legislative purpose of local famous trade marks.  

Then, from a substantively perspective, this chapter explores the scope of protection 

granted to local famous trade marks and offers a relevant preliminary comparison with 

the upper laws.  

The local famous trade mark in China receives criticism and attempts to be abolished, 

which, I argue, is insufficient to solve the problem thoroughly. Section 2.5 briefly covers 

the status quo of the local famous trade mark, which is a prelude to the red lines for 

governmental interventions and the relevant policy suggestions discussed in chapter 5. 

Based on the main body of this chapter, the author eventually proposes a framework for 

analysing the local famous trade mark system, which forms the basis for the following 

chapters. 

Given the close relationship between the local famous trade mark regime and the well-

known trade mark regime set up by the Paris Convention, this chapter covers the 

relationship between the two, paving the way for a comprehensive respective comparison 

in chapter 4.  

2.1 Sources of Local Famous Trade Marks  

In China, the term ‘地方著名商标 (local famous trade mark)’ has never appeared at the 

national level of trade mark related laws. Nevertheless, since the ’90s, the Chinese local 

governments have proactively promoted the respective local famous trade mark 

mechanism through local legislation. An in-depth understanding of the local famous trade 

mark and its regulative framework, as well as determining where the local famous trade 

mark-related legal rules apply, does require some basic understanding of China’s legal 

system. Therefore, the following content begins with a brief introduction to China’s legal 

system, including the law sources. 



  

2.1.1 Source of Law in General in China 

The English term ‘source of law’ is commonly translated as ‘Fǎlǜ Yuānyuán’ in China. 

However, Chinese scholars’ interpretations of this direct translation vary. In the 20th 

century, a significant number of juristic works provided definitions of ‘source of law’ 

such as the form of laws,27 the reasons why laws emerge,28 or the materials through which 

laws emerged. 29  Until now, no consensus among jurisprudence scholars exists 

concerning the standard in determining which legal documents qualify as a source of law 

in China.30  

This study takes the approach of pragmatic relevance. This implies that, among the broad 

possible sources of laws, I will limit the scope to a narrow and definite one, i.e., to the 

‘legislations’ stipulated by the Legislation Law of China (2023 Amendment):31 laws, 

administrative regulations, local regulations, autonomous regulations, and separate 

regulations. The ‘laws’ therein refer to the ones specifically formulated by the National 

People’s Congress (NPC) when referred to in combination with ‘regulations’. 

Specifically, as to the Legislation Law of China, ‘laws’ (‘法律’in Chinese) refer to the 

legal documents enacted and amended by the NPC and its Standing Committee. 32 

Administrative Regulations (‘ 行 政 法 规 ’in Chinese) refer to the legal documents 

developed by the State Council and empowered by the NPC or by its Standing 

Committee,33 containing the functions and powers within the scope stipulated in Article 

89 of the Constitution of China.34 Local regulations (‘地方性法规’in Chinese) are the 

 
27 彭中礼[Zhongli Peng]: ‘法律渊源词义考’[ Etymology of Legal Sources],《法学研究》2012 年第 6

期[Chinese Journal of Law, 2012(6)],第 49—67 页[p. 49–67]. 
28 邱汉平[Hanping Qiu]:《法学通论》[General Theory of Law], 商务印书馆 1935 年版[Commercial 

Press, 1935]. 
29 See Peng (彭中礼) 2012. 
30 See Ge, J. (2019). A Comparative Analysis of Policing Consumer Contracts in China and the EU. 

Springer. 
31 (Legislation Law 2023) Legislation Law of the People’s Republic of China (2023 Amendment) (《中

华人民共和国立法法 (2023 修正)》). Document Number: Order No. 3 of the President of the People’s 

Republic of China. Effective date: 15 March 2023. Unless states otherwise, hereinafter, the Legislation 

Law of China all refer to its latest version, i.e., the 2023 Amendment.  
32 Ibid., Chapter 2.  
33 Ibid., Chapter 3.  
34 Constitution of the People’s Republic of China (2018 Amendment) (《中华人民共和国宪法(2018 修

正)》). The Constitution of China was adopted at the Fifth Session of the Fifth NPC and promulgated for 

implementation by the Announcement of the NPC on 4 December 1982, amended in accordance with the 

Amendments to the Constitution of the People’s Republic of China and adopted respectively at the First 

Session of the Seventh NPC on 12 April 1988, the First Session of the Eighth NPC on 29 March 1993, the 



  

legal documents formulated by the people’s congresses or by their provincial standing 

committees, autonomous regions and municipalities as directed by the Central 

Government.35 Finally, autonomous regulations and separate regulations (‘自治条例和

单行条例’in Chinese) refer to the legal documents formulated by the people’s congresses 

of the national autonomous areas.  

The local famous trade mark mechanism as the subject matter in this study has as a direct 

source of law coming from the local regulations, i.e., the law as formulated by the 

people’s congresses or their provincial standing committees, autonomous regions, and 

municipalities directed by the Central Government. Moreover, some local famous trade 

mark mechanisms are regulated at a lower level by local governmental or by departmental 

documents, which I will elaborate upon in the following passages. 

2.1.2 Sources of the Local Famous Trade Mark 

As previously noted, although the term ‘local famous trade mark’ has never appeared at 

the national level of trade mark-related laws in China, it can be found at the local level of 

legislation and rules.  

By 2017, all the Chinese provincial administrative regions had established their local 

famous trade mark respective regulations. 36  For the purposes of this study, I have 

generated the overview in Table 1 depicting the local famous trade mark-related 

regulations in China. This overview has been marked in different colours in order to 

distinguish the legal documents issued by different subjects. 

As shown in the smaller colour chart, the three colours correspond with local regulations 

(as noted in the previous section, the Chinese ‘ 地 方 性 法 规 ’), the rules of local 

governments (the Chinese ‘地方政府规章’),37 and the departmental documents of the 

local Industrial and Commercial Administrations.38 

 
Second Session of the Ninth NPC on 15 March 1999, the Second Session of the Tenth NPC on 14 March 

2004, and the First Session of the Thirteenth NPC on 11 March 2018. 
35 Legislation Law 2023. 
36 It refers to the 22 provinces, five Autonomous Regions and four municipalities directly under the 

Central Government. In total, these 31 provincial regulations are the main primary sources of the local 

famous trade mark analyses.  
37 (Legislation Law 2023), Chapter 4 section. 
38 The Industrial and Commercial Administration is a department under the local government. In the 2018 

governmental overhauls, the Industrial and Commercial Administrations were incorporated into the local 

Administration for Market Regulation. Given that the local famous trade mark local laws were mainly 



  

The bodies that formulated the local famous trade mark local laws differ in legislative 

status. As for the hierarchy regarding the level of effectiveness, the local regulation 

constitutes the highest among the respective three, for it is the only one that belongs to 

the scope of the narrowly defined sources of law by the Legislation Law of China. 

Moreover, the departmental documents issued by the local Industrial and Commercial 

Administrations appear at the lowest rank, for they are made by the Industrial and 

Commercial Administrations, i.e., the departments within a local government. Finally, 

the local People’s Congress, as the (local) organ of state legislative power, 39  is in 

principle, granted higher legislative competence than the local government at the same 

level. This is also evident in Article 89 of the Legislation Law of China.40 

 

 

 

Table 1. The three main types of local famous trade mark regulatory documents  

 

Local regulations 

Local government rules 

Departmental document of the local Industrial and Commercial Administrations 

 

 

 

 

 
stipulated before 2018, this study, when appropriate, uses the term Industrial and Commercial 

Administration instead of Administration for Market Regulation to reflect and accord with the situations 

at the moment of the relevant local regulations’ formulation. 
39 Article 2 of the PRC Constitution Law (2018 Amendment) reads: ‘All power in the People’s Republic 

of China belongs to the people. The NPC and the local people's congresses at various levels are the 

organs through which the people exercise state power. The people administer state affairs and manage 

economic, cultural and social affairs through various channels and in various ways in accordance with the 

law.’ 
40 Article 100 of the Legislation Law of China provides: ‘The force of local regulations is higher than that 

of the rules of local governments at or below the corresponding level. Rules enacted by the people’s 

government of a province or autonomous region have higher legal authority than local rules enacted by 

the people’s government of a major city located in its jurisdiction.’ 



  

 

Provinces 

Hebei Shanxi Liaoning Jilin Heilongjiang 

Regulations on 

the recognition 

and protection 

of the local 

famous trade 

mark in Hebei 

Province41 

Measures for 

the 

recognition 

and protection 

of Shanxi 

local famous 

trade mark42 

Measures for 

the 

recognition 

and protection 

of local 

famous trade 

mark in 

Liaoning 

Province43 

Regulations on 

the recognition 

and protection 

of the local 

famous trade 

mark in Jilin 

Province44 

Measures on the 

recognition and 

administration of 

local famous 

trade mark in 

Heilongjiang 

Province45 

Jiangsu Zhejiang Anhui Fujian Jiangxi 

Measures for 

the recognition 

and protection 

of local 

famous trade 

mark in 

Jiangsu 

Province46 

Regulations 

on the 

recognition 

and protection 

of the local 

famous trade 

mark in 

Zhejiang 

Province47 

Regulations 

on the 

recognition 

and protection 

of the local 

famous trade 

mark in 

Anhui 

Province48 

Rules on the 

recognition, 

management 

and protection 

of local 

famous trade 

mark in Fujian 

Province49 

Rules on the 

recognition, 

management and 

protection of 

local famous 

trade mark in 

Jiangxi 

Province50 

 
41 (河北省著名商标认定和保护条例) [Regulations on Recognizing and Protecting Local Famous Trade 

Marks in Hebei Province] (Adopted at the eighth meeting of the Standing Committee of the Ninth 

People’s Congress of Hebei Province on 2 April 1999, effective from 30 July 2010). (In Chinese)  
42 Issued in the Decree No. 251st of the People’s Government of Shanxi Province, which came into effect 

on 1 September 2017. 
43 (辽宁省著名商标认定和保护办法) [Measures for Recognizing and Protecting Local Famous Trade 

Marks in Liaoning Province] (Decree No. 121 of the people’s Government of Liaoning Province). (In 

Chinese). 
44 The Announcement of the Standing Committee of the Twelfth People’s Congress of Jilin province (No. 

84). 
45 See the Announcement [2015] No. 16 issued by the Heilongjiang provincial Industrial and Commercial 

Administration on 2 March 2015. 
46 (江苏省著名商标认定和保护办法) [Measures for Recognizing and Protecting Local Famous Trade 

Marks in Jiangsu Province] (Promulgated by the People’s Government of Jiangsu Province, Decree No. 

157). (In Chinese). 
47 (浙江省著名商标认定和保护条例) [Regulations on Recognizing and Protecting Local Famous Trade 

Marks in Zhejiang Province] (Announcement No. 61 of the Standing Committee of the People’s Congress 

of Zhejiang Province). (In Chinese). 
48 Adopted at the sixth meeting of the Standing Committee of the Eleventh People’s Congress of Anhui 

Province on 20 December 2008. 
49 Issued by the Order No. 98 of the Fujian Provincial People’s Government on 9 April 2007. 
50 Adopted at the 63th Executive Meeting of the Provincial People’s Government on 8 September 2007. 



  

Shandong Henan Hubei Hunan Guangdong 

Measures for 

the recognition 

and protection 

of local famous 

trade mark in 

Shandong 

Province51 

Measures for 

the recognition 

and protection 

of local famous 

trade mark in 

Henan 

Province52 

Regulations of 

the recognition 

and Promotion 

of local famous 

trade mark in 

Hubei 

Province53 

Measures for 

the recognition 

and protection 

of local famous 

trade mark in 

Hunan 

Province54 

Provisions of 

Guangdong 

Province for the 

recognition and 

administration of 

local famous trade 

mark55 

Hainan Sichuan Guizhou Yunnan Shaanxi 

Measures for 

the recognition 

and protection 

of local 

famous trade 

mark in 

Hainan 

Province56 

Regulations on 

the recognition 

and protection 

of local famous 

trade mark in 

Sichuan 

Province57 

Measures for 

the recognition 

and protection 

of local famous 

trade mark in 

Guizhou 

Province58 

Measures for 

the recognition 

and protection 

of local 

famous trade 

mark in 

Yunnan 

Province59 

Provisional 

regulations on 

the recognition 

and management 

of local famous 

trade mark in 

Shaanxi Province 

 
51 (山东省著名商标认定和保护办法) [Measures for Recognizing and Protecting Local Famous Trade 

Marks in Shandong Province] (Promulgated by the People’s Government of Shandong Province, Decree 

No. 185). (In Chinese). 
52 (河南省著名商标认定和保护办法) [Measures for Recognizing and Protecting Local Famous Trade 

Marks in Henan Province] (Adopted by the 57th standing meeting of the provincial government, effective 

as of 1 February 2010). (In Chinese). 
53 (湖北省著名商标认定和促进条例) [Regulations on Recognizing and Promoting Local Famous Trade 

Marks in Hubei Province] (Adopted at the third meeting of the Standing Committee of the Eleventh 

People’s Congress of Hubei Province on 3 April 2008, effective from 1 June 2008). (In Chinese). 
54 (湖南省著名商标认定和保护办法) [Measures for Recognizing and Protecting Local Famous Trade 

Marks in Hunan Province] (Decree of the people’s Government of Hunan Province No. 138). (In 

Chinese). 
55 (广东省著名商标认定和管理规定) [Provisions of Guangdong Province for Recognizing and 

Administering Local Famous Trade Marks] (Promulgated by the People’s Government of Guangdong 

Province, Decree No. 124. Effective date: 1 January 2009). (In Chinese). 

56 (海南省著名商标认定和管理办法) [Measures for Recognition and Administering Local Famous 

Trade Marks in Hainan Province], Hainan Provincial People’s Government Order No. 150. 
57 (四川省著名商标认定和保护条例) [Regulations on Recognizing and Protecting Local Famous Trade 

Marks in Sichuan Province] (Adopted by the thirtieth meeting of the Standing Committee of the Ninth 

People's Congress of Sichuan Province). (In Chinese). 
58 Adopted by the 57th executive session of the provincial People’s Government on 1 February 2012. 
59 See Decree No. 79 of the People’s Government of Yunnan Province.  



  

Gansu Qinghai 

 

Regulations on 

the recognition 

and protection 

of local famous 

trade mark in 
Gansu 

Province60 

Regulations on 

the recognition 

and protection 

of local famous 

trade mark in 

Qinghai 

Province61 

Autonomous Regions 

Ningxia Hui 

Autonomous 

Region 

Guangxi 

Zhuang 

Autonomous 

Region 

Xinjiang 

Uygur 

Autonomous 

Region 

Inner Mongolia 

Autonomous 

Region 

Tibet Autonomous 

Region 

Regulations on 

the recognition 

and protection 

of local 

famous trade 

mark of 

Ningxia Hui 

Autonomous 

Region62 

Regulations 

on the 

recognition 

and protection 

of local 

famous trade 

mark of 

Guangxi 

Zhuang 

Autonomous 

Region63 

Regulations 

on the 

recognition 

and protection 

of local 

famous trade 

mark of 

Xinjiang 

Uygur 

Autonomous 

Region64 

Regulations on 

the recognition 

and protection 

of local 

famous trade 

mark of Inner 

Mongolia 

Autonomous 

Region65 

Provisional 

regulations on 

the recognition 

and 

administration of 

local famous 

trade mark in 

Tibet 

Autonomous 

Region66 

 
60 Adopted by the 10th Session of the Standing Committee of the Gansu provincial People’s Congress on 

27 September 27 2007. 
61 Provincial Governmental Decree No. 88. 
62 Decree No. 15 of the People’s Government of the Ningxia Hui Autonomous Region. 
63 Decree No.1 of the People’s Government of the Guangxi Zhuang Autonomous Region. 
64 Decree No.102 of the People’s Government of the Xinjiang Uygur Autonomous Region. 
65 (内蒙古自治区著名商标认定和保护办法)[Regulations on the recognition and protection of Local 

Famous Trade Marks of the Inner Mongolia Autonomous Region],Decree No. 136 of the People’s 

Government of the Inner Mongolia Autonomous Region. 
66 Issued by the Industrial and Commercial Administration Tibet Autonomous Region on 16 June 2000. 



  

Municipalities directly under the Central Government  

Beijing Shanghai Tianjin Chongqing 

 

Measures for 

the recognition 

and protection 

of local 

famous trade 

mark in 

Beijing67 

Measures for 

the 

recognition 

and protection 

of local 

famous trade 

mark in 

Shanghai68 

Measures for 

the 

recognition 

and protection 

of local 

famous trade 

mark in 

Tianjin69 

Measures for 

recognition 

and protection 

of local 

famous trade 

mark in 

Chongqing70 

 

 

 

 

 

 

For the purpose of conciseness, this study assigns the umbrella term ‘local famous trade 

mark local laws’ to refer to the three kinds of local famous trade mark regulatory 

documents contained in Table 1.71 Although the local famous trade mark local laws may 

vary in detail, they all possess established rules on the following three issues:  

(1) The local famous trade mark’s definition (§2.3)  

(2) The criteria for being identified as a local famous trade mark (§2.3.3), 

(3) The extended scope protection granted to the local famous trade marks (§2.4) 

 
67 (北京市著名商标认定和保护办法) [Measures for Recognizing and Protecting Local Famous Trade 

Marks in Beijing] (Issued by the Industrial and Commercial Administration of Beijing, Notice No. [2015] 

44. Effective date: 1 October 2015, replaced the Measures for Recognizing and Protecting Local Famous 

Trade Mark in Beijing (provisional) issued in 2001). (In Chinese). 
68 (上海市著名商标认定和保护办法) [Measures for Recognizing and Protecting Local Famous Trade 

Marks in Shanghai] (Promulgated by the People’s Government of Shanghai, Decree No. 82. Effective 

date: 1 May 2012). (In Chinese).  
69 (天津市著名商标认定和保护办法) [Measures of Tianjin for Certification and Protection of Local 

Famous Trade Marks] (Decree of Tianjin Municipal People’s Government No. 108, effective date: 1 

February 2007). (In Chinese). 
70 (重庆市著名商标认定和保护办法) [Measures of Chongqing for Recognizing and Protecting of Local 

Famous Trade Marks] (Adopted by the 26th session of the Standing Committee of the 3rd People’s 

Congress of Chongqing Municipality, effective date: 1 June 2012).  
71 Also, for the purpose of conciseness, the specific local famous trade mark local laws will be further 

referred to as a simple combination of ‘administration + local famous trade mark local law’. 



  

Moreover, the local famous trade mark local laws share a common typical operation 

pattern: administrations proactively launch the annual call for applying local famous trade 

marks, set the specific criteria for qualification, examine, and grant the title of local 

famous trade marks to the appropriate trade marks.  

The recipients of the local famous trade mark titles are issued a local famous trade mark 

certificate. Below are two examples of local famous trade mark certificates: 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 
 



  

Table 2: A local famous trade mark certification (with translation) 

 

 

 

Certification No.: 

2011Y09222 

Guangdong Province 

local famous trade mark 

certificate 

Shantou City, Zhaohua 

Electric Power Co., Ltd. 

Trade mark registration 

No. 1438445 

Goods: High and low 

voltage switchboard, 

distribution box 

(electricity), distribution 

board 

Period of validity: from 

21 Dec. 2011  

to 20 Dec. 2014 

(The first time of local 

famous trade mark 

identification: 12 Jan. 

2006) 

Guangdong Province 

Industrial and 

Commercial 

Administration 

Dec. 2011 

 

 

  



  

A typical way of applying the local famous trade mark title is to mention it on a product 

or its package, as the image below shows: 

 

 

Figure 2 Local famous trade mark label on products’ packaging72 

 

 

In the upper left corner of the package shown above, the following is written: 

老城隍庙 (trade mark ‘Old Town God Temple’) 

上海市著名商标 (Shanghai local famous trade mark) 

 

 
72 Image source: laozihao-ip at http://www.laozihao-ip.com/show.php?classid=57&id=905, last visited on 1 

June 2022. 

http://www.laozihao-ip.com/show.php?classid=57&id=905


  

2.2 Competent Authorities of Local Famous Trade Mark 

The historical inertia of China has led to the formation and operation of domestic IPRs 

systems with an emphasis on public power governance, in particular the long-term central 

planning economic system at the country’s establishment as well as the subsequent 

leading state ownership of production. This is notably evident in the trade mark system, 

such as in the far-reaching competencies and proactive approaches enjoyed by trade mark 

administration authorities. 

One of the most striking features of the local famous trade mark is of intense 

administrative colour, since the evaluation and determination of trade marks imply that 

local famous trade marks are proactively launched and conducted by administrative 

authorities. A comprehensive analysis and understanding of the local famous trade mark 

thus require elaborating upon the characteristics and value orientations of the trade mark 

governance system in China, which is addressed in the following passages.  

China’s trade mark laws and regulations feature a ‘top-down trade mark governance 

administrative law’,73 which can be traced back to the early days of the PRC, earlier than 

the first Trade Mark Law enacted in 1982. In 1963, the State Council of China 

promulgated Trade Mark Management Regulations,74 in which article 1 stated the aim of 

the Regulation:  

These Regulations are formulated to strengthen the management of trade marks 

and urge enterprises to ensure and improve the quality of their products.75 

Article 3 furthermore defined the administrative authorities’ competence: 

A trade mark is a sign that represents a certain quality of a commodity, and the 

industry and commerce administrative organs shall supervise and manage the 

quality of the commodity in conjunction with the relevant departments.76 

The 1963 Regulation was devised under the centrally planned economy social context 

when all kinds of economic activities formed part of the socialist economic machine. All 

of the economic activities are objects to be managed. The first official Trade Mark Law 

 
73 The laws and regulations this research focus on are of Mainland China. 
74 Issued by the State Council of China. Effective date: 10 April 1963.  
75 Ibid.  
76 Ibid. 



  

of China, the 1982 CTML, echoed this orientation by placing ‘enhancing the 

administration of trade marks’ as the first legislation purpose stated in Article 1. That 

statement stood unchanged in the latest CTML, the 2019 Amendment.77 The distinctive 

top-down management orientation has bestowed Chinese trade mark administrative 

bodies with extensive, proactive, effective, and influential roles. In January 2023, the 

Draft Revision of China’s Trade Mark Law (Draft for Comments) was unveiled.78 In this 

document, Article 1 does not use the phrase ‘To strengthen trade mark administration.’ 

Instead, it commences with ‘To safeguard the lawful rights and interests of trade mark 

owners.’ Nevertheless, this 2023 Draft Revision has not yet transitioned into official 

legislation.79 

Previous to the 2018 massive government overhauls, the corresponding competent 

authorities were formed by the State Administration for Industry and Commerce (SAIC, 

国家工商行政管理总局) as well as by local Industrial and Commercial Administrations, 

which will be introduced in the following passages.  

2.2.1 State Administration for Industry and Commerce 

Prior to China’s 2018 government administration overhaul, the SAIC, a directly affiliated 

institution of the State Council of China, used to be in charge of ‘market 

supervision/regulation and related law enforcement through administrative means.’ 80 

 
77 Trade Mark Law of the People’s Republic of China (2019 Amendment). Adopted at the 24th Session of 

the Standing Committee of the Fifth NPC on 23 August 1982; amended for the first time according to the 

Decision on Amending the Trade Mark Law of the People’s Republic of China as adopted at the 30th 

Session of the Standing Committee of the Seventh NPC on 22 February 1993; amended for the second 

time according to the Decision on Amending the Trade Mark Law of the People’s Republic of China as 

adopted at the 24th Session of the Standing Committee of the Ninth NPC on 27 October 2001; amended 

for the third time according to the Decision on Amending the Trade Mark Law of the People’s Republic 

of China as adopted at the 4th Session of the Standing Committee of the Twelfth NPC on 30 August 

2013; and amended for the fourth time in accordance with the Decision to Amend Eight Laws Including 

the Construction Law of the People’s Republic of China adopted at the 10th Session of the Standing 

Committee of the Thirteenth NPC of the People’s Republic of China on 23 April 2019.  

Unless stated otherwise, the Trade Mark Law of China referred to in this study refers to the 2019 

Amendment.  
78 China National Intellectual Property Administration (国家知识产权局), ‘Draft Revision of China’s 

Trade Mark Law (Draft for Comments)’ (中华人民共和国商标法修订草案（征求意见稿）), at 

<https://www.cnipa.gov.cn/art/2023/1/13/art_75_181410.html> last accessed on 17 September 2023. 
79 By 17 September 2023.  
80 The SAIC’s archive: 

https://web.archive.org/web/20071219181315/http://www.saic.gov.cn/english/About%20Us/t20060225_14598.htm. 

Last accessed on 29 June 2021. 

https://web.archive.org/web/20071219181315/http:/www.saic.gov.cn/english/About%20Us/t20060225_14598.htm


  

Among other things, it also played an essential role in the Chinese trade mark 

administrative system, as was summarised on the SAIC’s archive page: 

Taking charge of trade mark registration and administration, protecting 

exclusive trade mark rights, investigating and penalising trade mark 

infringements and reinforcing recognition and protection of well-known trade 

marks.81 

The SAIC’s two internal departments, the Trade Mark Office and the Trade Mark Appeal 

Board as well as the (local) Industrial and Commercial Administrations at the subordinate 

levels ensured the implementation of the SAIC’s policy. The SAIC was ‘a central state 

agency with competence to promulgate departmental rules, which are in effect binding 

within SAIC and the local Industrial and Commercial Administrations, but have no legal 

force as regards the People’s Courts.’82 

2.2.1.1 Trade Mark Office 

The PRC Trade Mark Law stipulates that the Trade Mark Office has the statutory duty to 

‘take charge of trade mark registration and administer it across the country’.83 

The Trade Mark Office is the sole statutory body of nationwide trade mark registration 

within the Chinese centralized and unified trade mark system. In addition to the usual 

daily work such as trade mark examination and registration as well as administrative 

adjudication, the Trade Mark Office also participates in various other tasks like the 

research and formulation of trade mark law and its implementation regulations, rules, and 

normative documents, policy research, organising education and training for trade mark 

examination teams. 

It is noteworthy that, as an internal body of the SAIC, the Trade Mark Office has a 

relatively small staff size of a mere few hundred.84 Therefore, a considerate amount of 

 
81 Ibid.  
82 Xiao, K., et al. (2017). ‘The New Legal Framework for Acquiring ‘Well-Known’ Status in China: 

Signaling a More Coherent Phase of Enhanced Trade Mark Protection?’ IIC - International Review of 

Intellectual Property and Competition Law 48(3): 305-333; Further, Article 13 of the Administrative 

Litigation Law of the PRC (2017 Revision) provides: ‘The people’s courts shall not accept complaints 

filed by citizens, legal persons, or other organizations against the following: […] (2) Administrative 

regulations and rules or decisions and orders with general binding force developed and issued by 

administrative agencies.’ 
83 Article 2 of the PRC Trade Mark Law. 
84 Trade Mark Office (商标局), ‘Introduction of the Trade Mark Office (司局介绍)’, available at: 

http://sbj.cnipa.gov.cn/jggk_1/. 



  

trade mark administration tasks, for instance, accepting the reports of acts violating the 

exclusive right to use a registered trade mark85 and investigating and dealing with trade 

mark infringement cases, 86 are carried out by the local administration Industrial and 

Commercial Administrations at different levels.   

2.2.1.2 Trade Mark Appeal Board 

The Trade Mark Appeal Board’s primary statutory duties, per the PRC Trade Mark Law, 

are as follows: 

The administrative department for industry and commerce under the State 

Council shall establish a Trade Mark Appeal Board responsible for resolving 

trade mark disputes.87 

This apparently refers merely to ‘disputes’ of non-litigation nature not handled by a 

people’s court in China and which, instead, mainly constitute the reviews on the 

preliminary decisions made by the Trade Mark Office.88 

Thus, a clear distinction in power is noticeable between these two departments within the 

SAIC. The Trade Mark Appeal Board exercises the de facto administrative adjudication 

authority of trade mark dispute cases, which has a significant quasi-judicial influence on 

the Trade Mark Office’s decisions.89 This has raised questions regarding the impartiality 

and independence of trade mark review procedures.90 

Moreover, per Article 14 of the PRC Trade Mark Law, the Trade Mark Appeal Board is 

competent for determining well-known trade marks:  

Where a party files a claim under Article 13 of this Law in the process of 

resolution of a trade mark dispute, the Trade Mark Appeal Board may 

 
85 Article 77 of the Regulations on the Implementation of the Trade Mark Law of the People’s Republic 

of China (2014 Revision) (《中华人民共和国商标法实施条例(2014修订)》). Document number: 

Order No. 651 of the State Council of China. Effective date: 1 May 2014.  
86 Ibid., Article 82. 
87 Article 2 of the PRC Trade Mark Law. 
88 See Article 51 of the Regulations on the Implementation of the Trade Mark Law of the People’s 

Republic of China (2014 Revision): ‘Trade Mark review and adjudication means that the Trade mark 

Appeal Board tries trademark disputes in accordance with the provisions of Articles 34, 35, 44, 45, and 54 

of the Trade Mark Law.’  
89 马伟阳[WeiYang Ma]: ‘我国商标复审制度的反思与重构——基于八国商标复审制度的比较研

究’[Rethinking and Reconstructing China's Trade Mark Review System - A Comparative Study Based on 

the Trade Mark Review System of Eight Countries],《知识产权》2016 年第 4 期 [Intellectual Property, 

2016(4)]. 
90 Ibid.  



  

determine whether the trade mark is a well-known trade mark and whether it is 

necessary to take the case.91 

The Trade Mark Appeal Board is one of the three statutory competent authorities in 

determining well-known trade marks in China: together with the Trade Mark Office and 

intermediate people’s courts.92 In other words, there are two approaches in determining 

well-known trade marks: an administrative and a judicial one.  

As to the subject matter of this study, the local famous trade mark, only one competent 

authority is capable of determining what local famous trade marks are – the local 

Industrial and Commercial Administrations, which is discussed in the following sections. 

At this point in time, it is necessary to point out that the seemingly similar terms, the local 

famous trade mark and well-known trade marks, are significantly different in the Chinese 

context. Detailed analysis on that point is provided in the latter sections (§4.5). 

2.2.2 Administration for Market Regulation  

Simply put, the Industrial and Commercial Administrations are the SAIC’s local branch 

as a governmental department with jurisdiction over the industry and commerce in that 

region. After the 2018 government overhauls, the local Industrial and Commercial 

Administrations and bureaus of quality supervision as well as the local food and drug 

administration were merged into the local Administration for Market Regulation (AMR). 

The AMRs are the most widely distributed Intellectual Property administrative 

enforcement agency in Mainland China. It operates at all administrative levels (provinces, 

 
91 Article 14 of PRC Trade Mark Law. Article 13 of the PRC Trade Mark Law reads as follows: 

‘A holder of a trade mark that is well known by the relevant public may, if he holds that his rights have 

been infringed upon, request for well-known trade mark protection in accordance with this Law. Where 

the trade mark of an identical or similar kind of goods is a reproduction, imitation, or translation of 

another person's well-known trade mark not registered in China and is liable to cause public confusion, no 

application for its registration may be granted and its use shall be prohibited. 

Where the trade mark of a different or dissimilar kind of goods is a reproduction, imitation, or translation 

of another person's well-known trade mark not registered in China and it misleads the public so that the 

interests of the owner of the registered well-known trade mark are likely to be impaired, no application 

for its registration may be granted and its use shall be prohibited.’ 
92 Per Article 3 of Interpretations of the Supreme People’s Court on Issues Concerning the Jurisdiction 

and Application of Law for Trade Mark Cases after the Implementation of the Decision on Amending the 

Trade Mark Law: ‘The first trial of trade marks civil cases fall under the jurisdiction of basic people’s 

courts designated by the people’s courts over intermediate level and the Supreme People’s Court. Those 

civil and administrative cases that involve well-known trade mark protection shall fall under the 

jurisdiction of other intermediate people’s courts designated by the intermediate people’s courts and the 

Supreme People’s Court in prefecture-level cities, cities specifically designated in the state plan and the 

municipalities directly under the Central Government where the people’s governments of provinces and 

autonomous regions locate.’ Fa Shi [2014] No.4 March 25, 2014. 



  

cities, counties and townships) and plays proactive roles ranging from trade mark 

management to trade mark law enforcement. 

Among the functional Intellectual Property administrative enforcement departments, 93 

the AMRs are the most extensive one, with a total of over 500,000 employees.94 The 

AMRs’ jurisdiction involves trade mark enforcement and business registrations (both 

individual and legal persons), as well as market regulation. 

2.2.3 The 2018 Government Overhauls 

On 17 March 2018, the NPC approved a sweeping governmental restructuring plan: The 

Reform Plan of the Institutions of the State Council (‘the Reform Plan 2018’).95   

After the institutional reform plan was approved by the 13th NPC on 22 March 2018, the 

State Council of China published The Notice on the Setup of Institutions (hereafter ‘the 

SC Notice’),96 presenting a new organisational structure. 

Among the drastic restructuring of a number of State Council’s departments, one 

highlight involving trade marks was noteworthy: the restructuring of the State Intellectual 

Property Office. 

In the past, the State Intellectual Property Office constituted the central authority 

dedicated to handling patent administration work throughout the country. According to 

the Reform Plan 2018, the State Intellectual Property Office expanded its administrative 

responsibility from patent work to trade marks and geographical indications of origin.  

In August 2018, the State Intellectual Property Office was renamed to the China National 

Intellectual Property Administration (CNIPA). On 14 February 2019, the CNIPA issued 

 
93 Before the 2018 governmental restructuring, the Intellectual Property enforcement mechanism in 

Mainland China consisted of: The State Intellectual Property Office, the Industrial and Commercial 

Administrations, the Trade Mark Office, the system of the National Copyright Administration, the system 

of the General Administration of Quality Supervision, Inspection and Quarantine, the system of 

Agriculture, Forestry Administration, and the system of Customs. 
94 See IPKey, Roadmap for Intellectual Property protection in China (2015), available at:  

< https://ipkey.eu/sites/default/files/legacy-ipkey-docs/roadmap-for-trademark-protection-in-china_en12-10.pdf>, 

accessed on 1 January 2021. 
95 Central People’s Government of the People’s Republic of China, ‘Institutional Reform Program of the 

State Council’ (国务院机构改革方案》).  
96 The Notice on the Setup of Institutions (《国务院关于机构设置的通知》). No. 6 [2018] of the State 

Council. Issue date: 24 March 2018. 

https://ipkey.eu/sites/default/files/legacy-ipkey-docs/roadmap-for-trademark-protection-in-china_en12-10.pdf


  

a general notification that, as of 1 April 2019, the organizational structure of the CNIPA 

would be optimized.97 

The SC Notice established a new agency named the State Administration for Market 

Regulation, which merged the functions and duties of the SAIC.98 Accordingly, the local 

Industrial and Commercial Administrations were merged into the local AMRs.   

Furthermore, the State Intellectual Property Office was no longer a subordinate agency 

under the SAIC but became subordinate to the newly formed State Administration for 

Market Regulation, a full ministerial-level governmental agency that reports directly to 

the State Council.99 

2.2.4 Extensive Administration  

China has a unique extensive IPRs governmental administrative structure. Besides the 

similar common governmental administrative organs in other jurisdictions, e.g., the 

national trade mark office and Customs,100 China has a large number of AMRs that cover 

all the domestic administrative regions and that are in charge of extensive duties related 

to market activities.  

The State Administration for Market Regulation is responsible for eighteen duties:101 

1. The unified registration of market participants or the comprehensive 

supervision and administration of the market; 

 
97 It provides: ‘The former Trade Mark Office of the SAIC, the Trade Mark Review Committee and the 

Trade Mark Examination Collaboration Centre, were integrated into the State Intellectual Property 

Office’s Trade Mark Office. The Patent Re-examination Board, Trade Mark Review Committee, and 

Trade Mark Examination Cooperation Centre are no longer retained.’ China National Intellectual 

Property Administration Announcement No. 295 (《国家知识产权局公告》), available at: 

http://www.gov.cn/zhengce/zhengceku/2019-10/21/content_5442908.htm 
98 Article 3(34) of the SC Notice. 
99 Article 2(1) of the Reform Plan 2018. 
100 Customs Law of the People’s Republic of China (2021 Amendment). (《中国人民共和国海关法 

(2021 修正)》) Issuing authority： Standing Committee of the National People’s Congress. Date issued: 

29 April 2021 and took effect on the same day. 
101 Article 3 of the Guojia Shichang Jiandu Guanli Zongju Zhineng Peizhi, Neishe Jigou He Renyuan 

Bianzhi Guiding (国家市场监督管理总局职能配置、内设机构和人员编制规定) [Provisions on the 

Functions, Structure and Staffing of the State Administration for Market Regulation] (issued by the 

Departments and Institutions of the CPC Central Committee, General Office of the Central Committee of 

the Communist Party of China, Instrumentalities of the State Council, General Office of the State 

Council, 30 July 2018). Hereinafter referred to as ‘Provisions of the State Administration for Market 

Regulation 2018). Online access is provided by the Central Government of the PRC China here: 

https://www.gov.cn/zhengce/2018-09/10/content_5320813.htm last accessed on 1 January 2023. 

https://www.gov.cn/zhengce/2018-09/10/content_5320813.htm


  

2. The unified registration of market participants; 

3. Organizing and guiding market regulation comprehensive law enforcement; 

4. Unified anti-monopoly enforcement; 

5. Supervising and administering the market order; 

6. Macro-quality administration; 

7. Supervision and administration of product quality safety; 

8. Supervision and administration of special equipment safety; 

9. Comprehensive coordination of supervision and administration of food 

safety; 

10. Supervision and administration of food safety; 

11. Unified administration of measurement; 

12. Unified administration of standardization; 

13. Unified administration of inspection and testing; 

14. Unified administration, supervision, and comprehensive coordination of 

certification and accreditation across the country; 

15. Scientific, technological, and information-technology building of market 

regulation, news and publicity, and international exchanges and cooperation; 

16. Administering the State Drug Administration and the State Intellectual 

Property Office; 

17. Completing other tasks assigned by the CPC Central Committee and the 

State Council; 

18. Changes of functions. 

Each of the first fifteen duties can be transferred to the local version of duties carried out 

by the local AMRs, which results in the fact that the local AMRs are of extensive 

competence.  



  

On the legislation aspect, the current CTML in China (2019) has several explicit 

provisions regarding the ex officio proactive actions of the administrative department for 

industry and commerce regarding ‘trade mark management’. For instance: 

Consumer protection: 

… The administrative departments for industry and commerce at all levels shall, 

through trade mark administration, interdict consumer frauds.102  

Recognizing well-known marks:  

Where ... or in the process of investigation of a trade mark violation case by the 

administrative department for industry and commerce, the Trade Mark Office 

may determine whether the trade mark is a well-known trade mark if it is 

necessary for examination or handling the case.103 

Issuing fines: 

Where a party passes off an unregistered trade mark as a registered trade mark 

or uses an unregistered trade mark in violation of Article 10 of this Law, the 

relevant local administrative department for industry and commerce shall stop 

such acts, order the party to make correction within a time limit, and may 

circulate a notice on the matter. If the illegal business revenue is RMB 50,000 

yuan or more, a fine of up to 20% of the illegal business revenue may be 

imposed; if there is no illegal business revenue or the illegal business revenue 

is less than RMB 50,000 yuan, a fine of up to RMB 10,000 yuan may be 

imposed.104 

Investigating infringements: 

The administrative department for industry and commerce shall have the power 

to investigate any act infringing upon the exclusive right to the use of a 

registered trade mark. Where a crime is suspected to have been committed, it 

shall promptly transfer the case to a judicial department for handling in 

accordance with law.105 

 
102 Article 7(2) of the CTML 2019. 
103 Article 14(3) of the CTML 2019. 
104 Article 52 of the CTML 2019. 
105 Article 61 of the CTML 2019. 



  

And, the quasi-judicial role in solving infringement disputes had its emergence in the first 

CTML in 1982.106 

And, notably, the strong competence in violating trade mark rights:107 

When an administrative department for industry and commerce at or above the 

county level, on the basis of the evidence or information, obtained for a 

suspected violation of law, conducts investigation into a suspected 

infringement of another person's exclusive right to the use of a registered trade 

mark, it may exercise the following functions and powers: 

(1) Questioning the parties concerned to find out the facts regarding the 

infringement of another person's exclusive right to the use of a registered trade 

mark; 

(2) Checking and reproducing the parties' contracts, invoices, account books, 

and other materials relating to the infringement; 

(3) Conducting an on-the-spot inspection of the premises where the suspected 

party carries out activities infringing upon another person's exclusive right to 

the use of a registered trade mark, and 

(4) Inspecting articles involved in the infringement; sealing or seizing the 

articles that are proven as used for infringing upon another person's exclusive 

right to the use of a registered trade mark. 

When the administrative department for industry and commerce exercises the 

functions and powers provided for in the preceding paragraph in accordance 

with the law, the parties shall assist and cooperate and may not refuse to do so 

or stand in its way. 

It is clear that, for trade marks, the governmental administrative authorities carry almost 

all the available administrative competences, except for some very specific competences 

that are taken by the national trade mark office and Customs. The governmental 

 
106 Article 60(1) of the CTML 2019 reads as follows: 

‘A dispute that arises from an act infringing upon the exclusive right to use a registered trade mark 

prescribed in Article 57 of this Law shall be settled by the parties concerned through consultation. Where 

the parties concerned are unwilling to engage in consultation or a consultation has failed, the trade mark 

registrant or an interested party may bring a lawsuit to the people's court, or request the relevant 

administrative department for industry and commerce to address the dispute.’ 
107 Article 62(1) and (2) of the CTML 2019. 



  

administrative authorities have broad and strong power covering from the enterprises’ 

registration, products’ quality and safety, to the investigation and issuing of fines for 

infringements.  

Such institutional design, on the one hand, does seem to have unique merits. Compared 

with the judicial approach, the administrative approach could act quickly in, e.g., 

combating infringements or settling disputes. Meanwhile, efficiency should not be the 

ultimate goal of administration, given the great disparity between the administrative 

approach, which is fundamentally a public power, with individuals. The public power 

interventions, for instance, the said fine-issuing, minor as it may be, is still the restriction 

of liberty or the deprivation of property of the alleged injurer,108 which must be limited 

to a reasonable extent. This study, taking the local famous trade mark as an example, 

explores the reasonable boundaries that should be noted by administrative authorities.  

2.3 Definition of Local Famous Trade Mark  

The annual race to become a local famous trade mark starts with the applicant’s request 

of becoming a local famous trade mark. This entails that those trade mark proprietors 

aspiring to obtain the relevant title must submit a local famous trade mark application to 

the appropriate local authorities, mostly to the Industrial and Commercial 

Administrations, before each year’s deadline. The application should contain the required 

documents to prove that the trade mark meets the criteria stipulated in the local famous 

trade mark local laws. The specific criteria may differ from one administrative region to 

another. However, four critical criteria must typically be met: local affiliation, trade mark 

stability, sound economic performances and a high reputation amongst consumers. These 

criteria will be elaborated upon in the following sections.  

The local famous trade mark title has a certain period of validity, usually for three years, 

starting from the date of the successful application.109 Within that period, the local famous 

trade mark title owner enjoys a significantly broader scope of trade mark protection than 

those who do not have this title.  

 
108 See 曹博[Bo Cao]: ‘知识产权行政保护的制度逻辑与改革路径’[Institutional Logic and Reform 

Path of Intellectual Property Administrative Protection],《知识产权》2016 年第 5 期[Intellectual 

Property, 2016(5)],第 52—62 页[p. 52-62]. 
109 E.g., in Beijing, Guangzhou and Shanghai.  



  

The literal meaning of ‘著名’, as previously explained, is ‘famous.’ This means that ‘著

名’ is not only known (quantitively), but also a commendatory term (qualitatively). 

However, whether a trade mark is ‘famous’ should be factual. The following question 

then arises: why does such a fact deserve an ‘honourable title’ from the administration?  

This section firstly explores the definition of local famous trade mark from a narrow sense, 

i.e., by means of explicit articles in local famous trade mark laws. It subsequently explores 

the more comprehensive definitions of local famous trade marks by looking into aspects 

like the key criteria for qualifying as a local famous trade mark (both in terms of the 

eligible applicants and trade marks), the effective range of the local famous trade mark 

title, the purposes of having local famous trade marks, and the extended scope of 

protection the local famous trade marks enjoy. Given the similarity of names related to 

local famous trade mark and the well-known mark in China, a brief introduction of the 

respective possible misunderstanding is provided at the end of this chapter, paving the 

way for an in-depth comparison in chapter 4.  

2.3.1 Narrow Definition  

The local famous trade mark local laws, in essence, are separate from each other. Being 

‘local laws’, there is no common upper law that provides rules explicitly addressing local 

famous trade mark. Therefore, when it comes to the direct definitions of a local famous 

trade mark, it is unsurprising to see a variety of relevant expressions. Below are some 

examples: 

Beijing:  

Beijing local famous trade mark refers to a registered trade mark that enjoys a 

high reputation in the market, is well known to the relevant public, and is 

recognized in accordance with the Beijing local famous trade mark 

Identification and Protection Measures.110  

Shanghai: 

 
110 Article 2 of the Beijing local famous trade mark local law. 



  

The Shanghai local famous trade mark referred to a trade mark that is known 

to the relevant public, enjoys a high reputation in the city market and is 

recognized in accordance with the provisions of these Measures.111 

Jiangsu:  

The term ‘Jiangsu local famous trade mark’ … refers to a registered trade mark 

which has a relatively high reputation in the market, is well known to the 

relevant public, and has been approved by the provincial Industrial and 

Commercial Administration in accordance with the Measures.112  

Shandong:  

The term ‘local famous trade mark’ … refers to a registered trade mark which 

has a relatively high reputation in this provincial market, is well known to the 

relevant public, and has been approved in accordance with the Measures.113  

Henan:  

The term ‘local famous trade mark’ … refers to a registered trade mark which 

has a relatively high credibility in market, is well known to the relevant public, 

and has been approved in accordance with the Measures.114  

Hebei:  

The term ‘local famous trade mark’ used in this Regulation… refers to a 

registered trade mark which is well known to the relevant public, has a 

relatively high reputation and commercial value in the market, and has been 

approved in accordance with this Regulation.115  

Hubei: 

The Hubei local famous trade mark refers to a trade mark that is widely known 

to the relevant public, enjoys a high reputation in the market and is recognized 

in accordance with the provisions of this Regulation. 

 
111 Article 2 of the Shanghai local famous trade mark local law. 
112 Article 2 of the Jiangsu local famous trade mark local law. 
113 Article 2 of the Shandong local famous trade mark local law. 
114 Article 2 of the Henan local famous trade mark local law. 
115 Article 2 of the Hebei local famous trade mark local law. 



  

The relevant public includes consumers related to a certain type of goods or 

services indicated by the use of a trade mark and other operators who have a 

close relationship with the marketing of such goods or services. 

Although the specific definitions vary, two common critical elements can be observed. 

First, local famous trade marks must have gained a high level of good reputation among 

the relevant public instead of being merely ‘known’. Second, the necessary procedure of 

becoming a local famous trade mark is subject to approval by the relevant local 

governmental departments. This element of formality turns ‘being famous or not’ from a 

fact to an administrative decision by local governments. 

Meanwhile, due to the independent nature of local famous trade mark local laws in 

relation to each other, it follows that certain inconsistencies remain. For instance, 

numerous local famous trade mark local laws limit the local famous trade marks to 

registered trade marks, while some do not require registration as a prerequisite for being 

a local famous trade mark. With regard to the range of the market, certain districts 

explicitly state that the scope of the market correlates with the local administrative 

district’s area, e.g., Shandong, Shanghai, and Tianjin. At the same time, others only 

generally refer to the market range as an unspecific term. However, it could be argued 

that considering the nature of local laws, it is thus implicit that a local law can only relate 

to its territory. 

Some local famous trade mark regulations use some similar yet nuanced factors as, for 

instance, ‘credibility’, ‘commercial value’, and ‘competitiveness’. However, the 

respective Regulations/Measures provide no further related interpretations, which, 

therefore, renders the de facto connotation and denotation of these terms unclear. Their 

interpretation must, therefore, rely on detailed rules or the required evidence from the 

same regulatory document.  

The definitions provided in regulations are merely part of the local famous trade mark 

regime. For a bigger picture, the following sections illustrate the nature of the local 

famous trade mark regime by considering several key aspects: the eligible applicants, the 

eligible trade marks, the scope of protection, the scope of protection for local famous 

trade marks and the nexus of local famous trade mark with well-known marks.  



  

2.3.2 Eligible ‘Local’ Applicants 

The local famous trade mark title is obtained through application, with ‘voluntary 

application’ implicitly being stated as a fundamental principle in the 31 provincial 

regulatory documents.116 Meanwhile, not every individual nor legal person is considered 

as an eligible applicant. First and foremost, the applicant must be ‘local’.117 This means 

that the trade mark proprietor (of a local famous trade mark candidate) must have been 

legally registered within the very administrative region. Some districts, such as 

Guangdong, Hunan and Beijing, do make distinctions between the individual applicant 

and the legal person applicant. Others do not make such distinctions, at least not explicitly 

at the respective local famous trade mark local laws. 

The register here does not refer to trade mark registration, 118  but performs business 

registration formalities ahead of the local AMRs. In China, a company can only obtain 

the enterprise legal person status after registering with the local Industrial and 

Commercial Administrations and obtaining the licence.119 

Some local famous trade mark local laws require that the trade mark proprietor (of a local 

famous trade mark application) holds a local residence/domicile.120  

The domiciles of both a natural person and a legal person have crucial legal significance. 

The Civil Code of the PRC121 has two specific provisions regarding the domiciles of a 

natural and legal person: 

The domicile of a natural person shall be his or her residence recorded in the 

household registration or any other valid identity registration; but if his or her 

 
116 The current study focuses mainly on the local famous trade mark local laws at the provincial level. 
117 Only the Tianjin District in its local famous trade mark local law explicitly states that trade mark 

proprietors registered outside the Tianjin District could also be a Tianjin local famous trade mark 

candidate: ‘If the owner of a registered trade mark is domiciled in this city, it shall apply to the branch of 

the Industrial and Commercial Administration where it is domiciled. If the domicile is not in this city, the 

application shall be submitted to the municipal Industrial and Commercial Administration.’  
118 As previously noted (supra §2.2.1.1 Trade Mark Office), the Trade Mark Office is the sole statutory 

body of nationwide trade mark registration within the Chinese centralized and unified trade mark system. 
119 Articles 3 and 4 of the Regulations of the People’s Republic of China on the Administration of 

Company Registration (2016 Revision)(《中华人民共和国公司登记管理条例(2016 修订)》). 

Invalidated by Regulations of the People’s Republic of China on the Administration of the Registration of 

Market Entities (《中华人民共和国市场主体登记管理条例》), effective on 1 March 2022. 
120 For instance, Jiangsu, Sichuan, Shandong. 
121 Civil Code of the People’s Republic of China (《中华人民共和国民法典》), adopted at the 3rd 

Session of the Thirteenth NPC of the People’s Republic of China on 28 May 2020 and came into force on 

1 January 2021. No. 45 Order of the President of the People’s Republic of China. 



  

habitual residence is different from the domicile, the habitual residence shall be 

deemed his or her domicile.122 

A legal person’s domicile shall be the place of its principal office. If a legal 

person needs to be registered in accordance with the law, it shall register the 

place of its principal office as its domicile.123    

A market entity in China may only register one domicile or major business premise. 124 

This determines, among other things, the jurisdictions of lawsuits and company 

registration, as well as the place of acceptance for the litigation documents. Notably, this 

regulation is closely linked to taxation, thus contributing to local economies.  

Taxation directly relates to the ‘local’ requirement in the local famous trade mark local 

laws. Understandably, tax revenue is one of the significant sources of local fiscal revenue 

closely related to the legal domicile.125  

China applies a tax-sharing system between the central and local governments126 with 

three taxation categories:127 

(1) Central tax: The taxes necessary for safeguarding the rights and interests of the state 

and for implementing macroeconomic regulation and control are divided into the central 

government, e.g., tariff and excise tax;128 

 
122 Ibid., Article 25. 
123 Ibid., Article 63.  
124 Article 11 of the Regulations of the People’s Republic of China on the Administration of Company 

Registration (2016 Revision). 
125 Article 50 of the Enterprise Income Tax Law of the PRC (2018 Amendment) stipulates: ‘Unless it is 

otherwise provided for in any tax law or administrative regulation, the tax payment place of a resident 

enterprise shall be the registration place of the said enterprise. But if its registration place is outside 

China, the tax payment place shall be the place where its office of actual management is located.’ 

Enterprise Income Tax Law of the People’s Republic of China (2018 Amendment) (《中华人民共和国

企业所得税法(2018 修正)》), adopted at the 5th Session of the 10th NPC of the People’s Republic of 

China on 16 March 2007, amended for the first time in accordance with the Decision of the Standing 

Committee of the NPC on Amending the Enterprise Income Tax Law of the People’s Republic of China 

at the 26th session of the Standing Committee of the Twelfth NPC of the People’s Republic of China on 

24 February 2017; amended for the second time in accordance with the Decision of the Standing 

Committee of the NPC to Amend Four Laws Including the Electric Power Law of the People’s Republic 

of China on 29 December 2018. 
126 Article 15 of the Budget Law of the People’s Republic of China (2018 Amendment) (《中华人民共

和国预算法(2018 修正)》). 
127 See Decision of the State Council on the Implementation of the Tax-Sharing System of Financial 

Management (《国务院关于实行分税制财政管理体制的决定》). Guofa, No. 85 [1993]. 
128 The NPC (全国人民代表大会), ‘Our central and local financial relations’ (《我国的中央和地方财

政关系)》), available at: 

http://www.npc.gov.cn/npc/c30834/202008/08bd6bb3168e4916a2da92ac68771386.shtml. 



  

(2) Local tax: The types of taxes suitable for local collection and management, which are 

collected and managed by local governments and form the main source of local fiscal 

revenue, e.g., property tax, urban land use tax, tax on farmland used for non-agricultural 

purposes, land value incremental tax, and tobacco tax.129  

(3) The taxes shared by the central government with local governments, e.g., value-added 

tax, corporate income tax, personal income tax, and urban maintenance and construction 

tax.130 

By confining the range of applicants, the local governments target that the local famous 

trade mark titles will only be granted to the subjects with local affiliation. That, in return, 

ensures that a certain amount of profit created by the local famous trade mark title will 

contribute to the local fiscal revenue. 

Moreover, some local famous trade mark local laws require that the products to which 

the local famous trade marks are designated must be made within a specific district, 131 

which, in turn, shows close affiliation with local economic activities. 

2.3.3 Eligible Trade Mark 

2.3.3.1 Stability  

Regarding the legal status of local famous trade marks, the vast majority of the provincial 

local famous trade mark regulations explicitly require that the local famous trade mark 

needs to be a trade mark that has been registered for a certain period of time. These are 

the premises for an eligible local famous trade mark candidate.132 

The requirement of trade mark registration makes sense. Registration means a trade mark 

has crossed the registration threshold, i.e., distinctive, not generic (not bearing the legally 

 
129 Ibid. 
130 Ibid. 
131 Article 6(1) of the Shandong Province local famous trade mark local law provides: ‘A local famous 

trade mark shall meet the following conditions: (1) the trade mark is a domestic registered trade mark, 

and the residence of the trade mark owner or the origin of the goods referred to in the trade mark within 

the administrative region of this province’; Article 6(1) of the Inner Mongolia Autonomous Region local 

famous trade mark local law provides: ‘The applicant’s residence or origin of goods in the administrative 

region of the autonomous region.’ 
132 Hubei province does not explicitly stipulate the requirement of local famous trade mark for being a 

registered trade mark. Yet, it does ask for the trade mark registration number in the local famous trade 

mark application form. 



  

forbidden elements). However, bringing ‘registration’ as a criterion for selecting local 

famous trade mark is not without problems.  

‘Voluntary application’ is a fundamental principle of the PRC Trade Mark Law. By June 

2021, there is only one compulsory registration requirement which merely involves 

tobacco products: 

Applications must be made for the registration of trade marks of cigarettes, 

cigars and packed cut tobacco, which shall not be produced and sold before the 

trade mark is registered upon approval.133    

However, by placing registration as a premise of becoming a local famous trade mark, 

local famous trade mark local laws narrow the circle of competition by excluding the 

pending trade mark applications regardless of the possibility that they may have already 

received relatively high public recognition. That shows a presumed causality between 

trade mark registrations, the stability of trade mark, and the status of famous (‘著名’). 

The registration status helps to ensure that the trade mark per se has fulfilled the 

registration threshold concerning, e.g., being distinctive and non-generic. However, it 

would arguably be too absolute to conclude that the relevant public can know only the 

registered trade marks. 

Furthermore, although the title of local famous trade marks in the 30 provincial districts 

may entail slightly different standards,134 they all refer to trade marks with a certain level 

of stability. In other words, the local famous trade marks have often reached the following 

parameters:135 

1) Registration at the Trade Mark Office; 

 
133 Article 19 of the Law of the People’s Republic of China on Tobacco Monopoly (2015 Amendment) 

(《中华人民共和国烟草专卖法(2015修正)》). The law was adopted at the 20th meeting of the 

Standing Committee of the Seventh NPC on 29 June 1991, amended for the first time in accordance with 

the Decision of the Standing Committee of the NPC on Amending Some Laws adopted at the 10th 

meeting of the Standing Committee of the Eleventh NPC on 27 August 2009, and amended for the second 

time in accordance with the Decision on Amending Seven Laws Including the Marine Environment 

Protection Law of the People’s Republic of China adopted at the 6th meeting of the Standing Committee 

of the Twelfth NPC on 28 December 2013, and amended for the third time in accordance with the 

Decision on Amending Five Laws Including the Metrology Law of the People’s Republic of China 

adopted at the 14th Session of the Standing Committee of the Twelfth NPC on 24 April 2015. 
134 See supra note n25, the link to the full texts of the 31 provincial-level local laws concerning the local 

famous trade mark. The Shanxi local famous trade mark local law is missing online, which is probably 

due to the Xi’an metro cable scandal. Only the ‘Shaanxi Province local famous trade mark recognition 

standards and recognition procedures’ is available, which is included in the shared file at Google drive. 
135 Ibid. 



  

2) Having been used for one consecutive term (at least one year); 

3) The quality of goods/services to which the trade mark is associated must be good; 

4) A relatively high reputation and/or awareness among the relevant public. 

In particular, the fourth parameter seems to be the least defined of all respective 

parameters. None of the 30 provincial districts has provided a clear and relevant definition; 

it is presented as the necessary condition of being recognized as a local famous trade mark, 

although the term ‘著名’ does stand for a high degree of being known by the according 

group of people in different contexts. Further, the consumers’ status of being known 

regarding a trade mark is established by economic indicators. Accordingly, a typical 

statement concerning consumers’ status of knownness on a trade mark is stipulated as 

follows: starting with rather abstract criteria about consumers’ status of known, followed 

by concrete economic indicators: 

Article 17 of the application for recognition of the local famous trade mark shall 

meet the following conditions. (i) The mark shall be known to the relevant 

public. 

(b) The sales area of the goods using the trade mark in the past three years 

should cover at least six prefecture-level cities in Heilongjiang Province or 

more than two provinces, autonomous regions and municipalities directly under 

the Central Government of China. 

(c) The investment in advertising and promotion expenses in the past three 

years should account for a certain percentage of sales revenue, in principle not 

less than five per thousand.136 

Furthermore, parameter (4) concerns not only consumers’ regular positive feedback on a 

local famous trade mark but of ‘relatively high reputation’, which implies a higher 

standard not only regarding quantity, but also quality. However, after searching the 31 

local famous trade mark local laws, this author found that only two of the 31 local famous 

trade mark local laws have explicitly concerned consumers’ highly positive opinions as 

follows. However, they are still rather abstract, lacking a clarification on specific evidence 

to prove such highly positive opinions. 

 
136 Article 17 of Heilongjiang local famous trade mark local law. 



  

Article 5 The following conditions shall be fulfilled when applying for 

recognition of a Tianjin local famous trade mark. […] (v) Stable quality and 

high consumer satisfaction rate of goods using the trade mark.137 

Article 4 Application for recognition of a local famous trade mark shall meet 

the following conditions. […] (b) The quality of the goods or services using the 

registered trade mark is excellent and stable, with good consumer feedback and 

a low complaint rate.138 

Instead of the highly positive consumers’ opinion, local famous trade mark local laws 

merely set up the minimum bars – the trade mark must be used in a way that does not 

deceive consumers, or that the rate of consumers’ complaints is low, for instance:  

Shanxi: 

Article 8 Application for recognition of a local famous trade mark shall meet 

the following conditions: 

[…] 

(3) The quality of goods using the trade mark is stable, in line with the relevant 

national and provincial standards, and there is a sound system for handling 

complaints and disputes about the quality of goods, with a low rate of consumer 

complaints.139 

Heilongjiang: 

Article 20 Consumers have no major complaints or reflections on the use of the 

trade mark applied for recognition as a local famous trade mark, or the 

complaints or reflections can be resolved in a timely manner.140 

Therefore, this author argues that the local famous trade mark local laws do not pay much 

attention to requesting evidence corresponding to their claims on consumers’ perceptions. 

Consequently, the high reputation criterion does not play a decisive role in local 

 
137 Article 5(5) of Tianjin local famous trade mark local law. 
138 Article 4(2) of Hainan local famous trade mark local law. 
139 Shanxi local famous trade mark local law. 
140 Article 20 of Heilongjiang local famous trade mark local law.  



  

authorities’ selection of local famous trade marks, although the term ‘local famous trade 

mark’ per se places consumers’ status of known of a trade mark at the dominant factor. 

Instead of making efforts to find ways to prove consumers’ perceptions of a trade mark’s 

high reputation, the local famous trade mark local laws have, coincidently (or 

deliberately), valued significantly the economic performance criteria in defining local 

famous trade marks, which is elaborated upon in the following passages. 

2.3.3.2 Economic Indicators  

Contrary to the vague or difficult-to-present expressions and standards of ‘good 

reputation’ or ‘consumers’ recognition’, the requirements regarding economic indicators 

are outlined in the local famous trade mark regulations in a common and explicit manner. 

They often enumerate the elements of the annual sales, the operation revenue, the net 

profit, and the amount of tax payment:141  

Henan Province:  

Sales, amount of tax payment, profit, market share and other economic 

indicators of the goods designated to in the trade mark are leading in the 

province or similar domestic products;142 

Shanxi Province: 

In the past three years, the main economic indicators, such as sales and tax 

payment of the goods designated to the trade mark, are at the forefront of the 

same industry in this province;143 

Shandong province: 

The main economic indicators such as the output, sales, tax payment, market 

share and other major economic indicators of the goods designated to the trade 

mark in the past three years had a leading position among similar goods in this 

province and have a wide sales area;144 

 
141 See, e.g., Article 6(4) of the Guangdong local famous trade mark regulation, Article 6(5) of the 

Chongqing local famous trade mark regulation, and Article 5(4) of the Jiangxi local famous trade mark 

regulation.  
142 Article 8(4) of Henan Local Famous Trade Mark Regulation.  
143 Article 8(5) of Shanxi Local Famous Trade Mark Regulation. 
144 Article 6(4) of Shandong Local Famous Trade Mark Regulation. 



  

Can the economic indicators reflect trade marks’ state of knownness in the eyes of 

consumers? This author holds that sometimes the answer could be yes, as there is 

sometimes a correlation between trade marks’ status of being widely known among 

consumers and their market performance.145  

However, it is ill-considered to assert economic factors as a sufficient condition of a 

widely-known trade mark. A trade mark can be widely known horizontally for its good 

or bad names for a wide range of reasons. Moreover, vertically, the variances in terms of 

industries, product and service sectors should not be ignored. Thus, overall, the evaluation 

concerning whether a trade mark is ‘famous (著名)’ is an intricate issue of which the 

economic factors are merely one linear aspect.   

Judicial cases in China exist which support the observation of this complexity. This has 

clarified the fact that an unsatisfactory economic performance may still not block a trade 

mark from being recognized as a well-known mark. 146  The focus on the economic 

indicators and the trade mark proprietors’ investments exhibit a similar practice in 

protecting well-known marks and famous trade marks in other jurisdictions. However, 

fundamental differences exist in the approaches of treating the said focus between China 

and other jurisdictions discussed in this study, which will be elaborated on in the latter 

sections. 

Moreover, because local famous trade marks are selected within the ‘local territories’ and 

the annual number of locally selected local famous trade marks is limited, there is 

competition for places. Yet, in this case, problems do arise. Is it fair that the ranking of 

economic performances determines the ranking of ‘famous (著名)’? Is it not, as in this 

case, the better-known trade marks failing in the running of financial performance that 

will not get the local famous trade mark title. Meanwhile, the lesser-known trade marks 

with better performances in terms of the criteria mentioned above (in particular, annual 

 
145 See, e.g., the ‘Peppa Pig’ trade mark (application number 12330790) case in China. Entertainment 

One UK Ltd. v Chen and Shanghai Xunmeng Information Technology Ltd. (Entertainment One UK Ltd. 

诉陈建光，上海讯梦信息技术有限公司), (2019) Shanghai 73 Minchu No 674 （2019）沪 73 民初

674 号). See an IPKat coverage here: https://ipkitten.blogspot.com/2021/04/peppa-pig-has-for-first-time-

been.html.  
146 See, e.g., the MeituPic case. Xiamen Meitu.com Technology Co., Ltd, Bei Rongxiong v the Trade 

Mark Review and Adjudication Board of the SAIC (厦门美图网科技有限公司、贝荣雄诉国家工商行

政管理总局商标评审委员会), Administrative Judgment No. 3764 [2017], Final, Administrative 

Division, Beijing, of the Higher People’s Court of Beijing Municipality (北京市高级人民法院(2017)京

行终 3764 号). 

https://ipkitten.blogspot.com/2021/04/peppa-pig-has-for-first-time-been.html
https://ipkitten.blogspot.com/2021/04/peppa-pig-has-for-first-time-been.html


  

sales, operation revenue, net profit, and tax payment) are successful and obtain the title 

of local famous trade mark. Moreover, given that receiving the local famous trade mark 

title starts from an application, not every ‘truly famous’ trade mark will participate in the 

local famous trade mark race.  

An example is Beijing’s ‘Wang Mazi’ scissor, a famous time-honoured product with a 

history of fame dating back to the end of the Ming Dynasty.147 In 2002, it was reported 

that the ‘Wang Mazi’ scissor was not listed at the Beijing local famous trade marks that 

year. 148  The surprised journalist questioned the factory director and received the 

following answer: 

He said that this company has been in a difficult situation recently, so it 

generally does not participate in commercial selection activities, and its own 

publicity is also weak. However, the selection of local famous trade mark is 

organized by government departments, and the relevant departments in the 

factory should report it to him after receiving the notice. But for some reason, 

he currently has no information about local famous trade mark selection and 

thus did not participate.149 

The above quotation confirms this author’s two observations. First, not all the trade mark 

proprietors of the ‘actual famous’ participate in the local famous trade mark selection. 

Second, fame does not mean profit or financial well-being. It is not rare to see ups and 

downs in business, regardless of being famous or not. Thus, the presumption that good 

economic performance equals the status of being famous is questionable.  

As a result, the selected local famous trade marks do not reflect the actual status and the 

ranking of ‘famousness’ regarding the local trade marks. 

 
147 China Daily, ‘Time-honored Wang Mazi scissor opens new gallery’ 

<http://www.chinadaily.com.cn/life/2011-01/05/content_11798416.htm> last accessed on 1 June 2022. 
148 Sina Finance (新浪财经), ‘Beijing “Wang Ma Zi” misses out on local famous trade mark selection’ 

(《北京“王麻子”错过著名商标名牌评选》), available at 

<http://finance.sina.com.cn/b/20020405/190121.html> last accessed on 1 June 2022. 
149 Ibid.  

http://www.chinadaily.com.cn/life/2011-01/05/content_11798416.htm


  

2.3.4 Effective Range of Local Famous Trade Marks 

2.3.4.1 Geographically  

The local famous trade mark, as a product of the local famous trade mark local laws, is 

only valid in the administrative region in which it has been conferred with the title of 

local famous trade mark. For instance, a ‘Shanghai local famous trade mark’ means it has 

been assessed as having fulfilled the requirements of being a famous-in-Shanghai trade 

mark and, therefore, has been conferred the title of ‘Shanghai local famous trade mark’. 

Meanwhile, the Chinese domestic market is one single market wherein product 

movements are not blocked by provincial or municipal boundaries. 

It follows that a local famous trade mark features dual characteristics. In a legal sense, 

the validity of a local famous trade mark is confined to the very administrative district's 

boundary in which the trade mark is identified as a local famous trade mark by the 

competent administrative authority. Still, the range of influence is such that this local 

famous trade mark can go beyond the provincial boundaries and reach the entire Chinese 

domestic market. 

This duality inherent to local famous trade mark creates concerns regarding cross-

regional collisions in the market. For instance, a product X packaged with the wording of 

‘local famous trade mark of province A’ appears on the store shelves of province B. 

Imagine a consumer in front of the shelf facing product X and other similar products not 

labelled as local famous trade mark. It will be difficult to tell whether the wording local 

famous trade mark will – or to what extent it will – affect consumers’ psychological 

activities in purchasing. That is due to the fact that the local famous trade mark labels are 

of noted unique weight. The uniqueness of the local famous trade mark labels is evident 

in that they have administrative approval from government or government departments 

to use such labels on products or packaging, rather than any endorsement by industry or 

organizations without public authority. An administrative endorsement conveys the 

information to the administrative counter-parties, i.e. consumers, that legitimate 

expectations can be held toward the local famous trade mark labels. However, the specific 

legitimate expectation that might be generated from the mere words of ‘local famous trade 

mark’ is vague. Moreover, the meaning of the words ‘local famous trade mark’ may refer 

to differs for each individual.  



  

Furthermore, given that the criteria for identifying trade marks as local famous trade mark 

differ from region to region, it remains difficult to compare local famous trade marks 

from different provinces. Moreover, the same difficulty exists in trying to compare a trade 

mark from province A that has been identified as a local famous trade mark with another 

from province B where it has not been identified as such. 

2.3.4.2 Time Validity  

The validity term of a local famous trade mark title is often explicitly stipulated in the 

respective local famous trade mark local laws. For instance, Beijing, Shanghai and 

Guangdong all grant a three-year validity starting from the announcement date.  

After the fixed given period of validity, the local famous trade mark title is either renewed 

or terminated. However, specific coordinated measures regulating the time and types of 

local famous trade mark title uses are often absent in relevant texts pertaining to local 

laws. This can lead to an extension in the title’s use, although no empirical data have been 

collected with regard to this point. 

There are two ways of ex-post checks on the local famous trade mark titles. One is ex 

officio and the other is by consumers’ reporting.  

Only 12 out of 31 provincial local famous trade mark laws stipulate provisions regarding 

ex-post supervision of the uses of the local famous trade mark title.150 Meanwhile, it is 

notable that fulfilling the appropriate inspection might be costly and beyond the 

authorities’ capability due to a lack of administrative resources. On the one hand, the 

number of local famous trade marks increases every year, not taking into account the 

annually expired trade marks. On the other hand, the expired titles equally require 

inspection to ensure their compliances. Moreover, tracking all the local famous trade 

marks and their products in the large Chinese domestic markets is too large a task for any 

local government and its AMRs. Since the local famous trade mark title is merely granted 

to a limited number of trade mark classes, accurate and rigorous inspections will take up 

 
150 A typical provision reads as this: ‘Article 24 The administrative departments for industry and 

commerce at or above the county level shall strengthen the management of local famous trade marks, 

supervise and inspect the use and protection of local famous trade marks, and promptly investigate and 

deal with infringement acts that damage local famous trade marks.’ by Shanxi Province local famous 

trade mark local law. 



  

numerous administrative resources. In order to tell ‘the right’ from ‘the wrong’, all local 

famous trade mark products need to be examined in each of the classes.  

As to consumers’ supervision, 6 out of 31 provincial local famous trade mark local laws 

have relevant provisions. A typical one reads as follows: 

Article 25 (Social supervision) 

Any unit or individual who finds that the owner or user of a local famous trade 

mark has violated the law can complain or report to the industry and commerce 

department and relevant departments. 

If, in the course of performing its duties in accordance with the law, the 

Consumer Rights Protection Committee finds that the owner or user of a local 

famous trade mark has acted to the detriment of the legitimate rights and 

interests of consumers, it shall inform the municipal department for industry 

and commerce in writing.151 

Although a mere 1/5 of the provincial local famous trade mark local laws have the social 

supervision above, the latter is a nice addition to the local famous trade mark local laws. 

However, compared with governmental departments, social supervision could only entail 

the most of a supplementary nature and should not hold inappropriate accountability.  

Thus, as an appraisal mechanism established by the local governments, the respective 

local famous trade mark systems seem to share the common feature of ‘prioritize 

protection over restriction’. Each local famous trade mark system has paid significantly 

more attention to the ex-ante designs in stating the qualifications and criteria regarding 

local famous trade marks, and little or inadequate attention to the ex-post duly 

inspections.152  

 
151 Article 25 of Shanghai Local Famous Trade Mark local law. 
152 As mentioned by Mao Zhang, Former Director of the SAIC at the National Symposium on Industry 

and Market Supervision held in Yangzhou, Jiangsu Province of China: ‘These are […] the results of the 

failure to keep up with the supervision during and after the event, and that ‘whoever approves will 

supervise, whoever is in charge will supervise’ has not been well implemented.’ Xinhua News (新华网), 

‘The State Administration for Industry and Commerce “stops” the selection and recognition of local 

famous trade marks’ (《工商总局“叫停”地方政府商标评选认定》), available at: 

<http://www.xinhuanet.com//politics/2017-07/01/c_1121245282.htm?from=timeline>. 



  

2.3.5 Objectives of Local Famous Trade Mark Regulations  

2.3.5.1 Textual Analysis of Local Famous Trade Mark Regulations 

The legislative purposes in question can be divided into two categories: the explicit 

expressions written in local famous trade mark regulations, which are collected through 

textual analysis and the unwritten yet arguably justifiable motivations.  

The local famous trade mark local laws, based on the explicit statements provided therein, 

fall into two categories. 

As Table 3 shows, the first category (21 districts) has diverse yet relatively ‘regular’ 

purposes, with each district having at least two of the five common legislative purposes. 

The five common legislative purposes are:  

    (1) Protecting legitimate rights and interests of local famous trade mark proprietors 

(and users); 

    (2) Regulating the recognition of local famous trade mark; 

    (3) Promoting (local) economic development; 

    (4) Protecting the legitimate rights and interests of consumers; 

    (5) Maintaining social economic order. 

The second category (see Table 4) includes ten districts, with each of them having at least 

one claimed purpose that does not fall into the five regular legislative purposes that have 

been highlighted in colours.  

Among the five common legislative purposes, the yellow and the green ones are matter-

of-course common factors, albeit not expressly stated by all 31 districts. Given that the 

31 regulations/measures are named in the (district) regulation/measures form on the 

recognition and protection of local famous trade mark, the respective ‘recognition’ and 

‘regulation’ constitute commonly shared legislative purposes. 

The blue-coloured legislative purpose entails the promotion of the (local) economic 

development. It is stated in 12 districts’ regulations, that, if two matter-of-course common 

factors are excluded, is the most widely expressed legislative purpose. The red-coloured 

legislative purpose, the protection of consumers’ legitimate rights and interests, is merely 

mentioned in 9 districts’ regulations. 



  

         Table 3: The 21 districts with relatively unified legislative purposes 

 

Jilin, 

Yunna

n 

(2) 

Liaoning, 

Hunan, 

Chongqing, 

Beijing 

(4) 

Qingh

ai 

(1) 

Shanxi, 

Zhejiang, 

Jiangxi, 

Henan, Hubei, 

Guangxi 

Zhuang 

Autonomous 

Region, 

Shanghai 

(7) 

Tianjin, 

Shandong, 

Ningxia Hui 

Autonomous 

Region, Inner 

Mongolia 

Autonomous 

Region 

(4) 

Hebei, 

Anhui, 

(2) 

Sichua
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(1) 

Regulate the recognition of local famous trade marks  

Protecting legitimate 

rights and interests of 

local famous trade 

mark proprietors (and 

users) 

  

 Promoting (local) economic 

development 

  

 Protecting the legitimate rights and interests of 

consumers 

 Maintaining 

social economic 

order 

 

 

 

 

 

 

 

 



  

          Table 4: The 10 districts with their particular legislative purposes 

 

Districts  Legislative purposes  Respective unique purposes  

Hainan 

 

 

   
Promoting the establishment of well-known trade 

mark 

Xinjiang 

Uygur 

Autonomous 

Region 

   Enhancing the popularity of trade marks 

Jiangsu 

 

  
Enhancing the popularity and competitiveness of 

products from this province 

Shaanxi    
Guiding enterprises to implement the famous brand 

strategy 

Tibet 

Autonomous 

Region 

 

  

Guiding enterprises to implement the famous brand 

strategy;  

enhancing the popularity and competitiveness of 

trade marks 

Guangdong  

 

 
Enhancing the product/service quality and the trade 

mark’s reputation 

Fujian 

 

 Promoting the implementation of brand strategy 

Heilongjiang   
Enhancing the popularity and competitiveness of 

products from this province 

Guizhou  

Maintaining the reputation of trade mark, 

enhancing the quality of products/services, and 

improving the popularity of trade mark 

Gansu   
Enhancing the popularity and competitiveness of 

products 

 

 

Table 4 includes ten districts, which amounts to around one-third of the total number. 

Except for the five regular legislative purposes, each district has claimed at least one 

particular legislative purpose, reflecting the existence of various policy orientations and 

different understandings of local famous trade mark and its functions. 



  

Hainan province, in particular, treats local famous trade mark as a necessary stage of 

becoming a well-known trade mark. This coincides with the misunderstanding 

established by the ‘originator of local famous trade mark’, i.e., the Shanghai Interim 

Measures in 1996, whose details are provided in a subsequent section. However, as a 

concept rooted in the Paris Convention, the well-known trade mark has numerous distinct 

differences from local famous trade mark and no causality should be established between 

local famous trade mark and well-known trade marks. In that regard, the legislative 

purpose claimed by Hainan province is groundless. 

Six districts point out the purpose of ‘enhancing the popularity of local famous trade 

mark/their products’, and four of them indicate ‘to enhance the competitiveness of local 

famous trade mark/their products’ as well.  

These enhancements are confusing and contradictory. Who are their targeted 

beneficiaries? If the answer is the local famous trade mark, then what is the rational basis 

or legal mandate of offering ‘re-enhancement’ to the trade marks that already enjoyed 

strong popularity and competitiveness? After all, if they would not have strong popularity 

and competitiveness, then local famous trade mark local laws prescribe that they should 

not have been selected as local famous trade marks in the first place. If the target group 

is constituted by the trade marks with average popularity and competitiveness, then what 

are the rational bases and legal mandates for them to have still been selected and offered 

extra support from the local governments? Moreover, from the consumers’ or the relevant 

public’s perspective, the observation can be made that if the trade mark already enjoyed 

a high popularity and competitiveness, then why do the administrative authorities’ need 

to confirm this? 

2.3.5.2 The Top-Down ‘Trade Mark Strategy’ Campaign 

As shown in Table 4, three districts have mentioned the purpose of carrying out the trade 

mark or famous brand strategy. That echoes the top-down trade mark strategy campaign 

led by the central government which also radiates to the local level, i.e., these are local 

implementations of the National Intellectual Property Strategy.  

As previously noted, local famous trade marks local laws do not have a direct upper law 

basis from the national law levels. Why do the 31 provincial administrative regions in 

Mainland China all have their respective local famous trade mark laws? A direct driven 



  

objective is the explicitly stated ‘carrying out the trade mark or famous brand strategy’, 

which is rather political and thus must be observed from the roots of the national to local, 

i.e., top-down, trade mark strategy.  

To that end, this section provides a brief introduction of the National Intellectual Property 

Strategy of China, a dynamic overarching top-down initiation that has driven the 

implementation of the local trade mark strategies. Moreover, the local famous trade mark 

system is an integral part of the local trade mark strategies. 

On 15 October 2007, Hu Jintao, general secretary of the Central Committee of the 

Communist Party of China (CPC) 153  explicitly brought forward ‘implementing the 

strategy for intellectual property rights’. 154  On 5 June 2008, the State Council 

promulgated the Outline of National Intellectual Property Strategy, 155 vowing to turn 

China into a country with a comparatively higher level of IPRs creation, utilization, 

protection and administration by 2020.156  

The term ‘local famous trade mark’ was explicitly mentioned once: 

Enhance the administration of trade marks. Efficiency of trade mark 

examination needs to be improved, the time for examination needs to be 

shortened, and the quality of examination needs to be improved. Market rules 

need to be respected, and issues related to the determination of well-known 

trade marks, local famous trade marks, well-known commodities, famous-

brand products and high quality brands need to be truly solved.157 (emphasis 

added) 

The State Council included local famous trade marks as part of the trade mark 

administration’s work and asked for a ‘true solution’ to its ‘issues related to the 

determination’, a solution that must ‘respect the market rules.’ However, this request was 

 
153 CPC (中国共产党) is the founding and sole ruling party of the People’s Republic of China. Most 

Chinese scholars hold that the CPC’s policies are not one of the sources of law. Some believe otherwise, 

for CPC’s policies could become policies of the country, and policies of the country may transform the 

law (Zongling Shen). The bottom line is that the CPC’s policies are not made by the legislatures 

stipulated by the legislation law of China. However, this study incorporates the CPC’s policies into the 

narrative for a complete elaboration on the subject matter of this study. 
154 See Hu Jintao’s Report to the Seventeenth National Congress of the CPC, 5(1) on 15 October 2007. 
155 Outline of the National Intellectual Property Strategy, [国家知识产权战略纲要], (No. 18 [2008] of 

the State Council). 
156 See, e.g., Pattloch, T. (2013). China’s Intellectual Property Strategy: The International Perspective. 

Managing Intell. Prop., 232, 26. 
157 See Article 2(24) of the National Intellectual Property Strategy. 



  

somehow confusing for three reasons. First, determining the trade marks that are local 

famous trade marks is already an intervention to market activities by the local 

governments. Second, the term ‘local famous trade mark’ did not exist in legal documents 

pertaining to provincial local famous trade mark local laws. It was thus odd for the 

National Intellectual Property Strategy to mention a term that had not yet found its place 

in national legal documents. Third, throughout the Outline of National Intellectual 

Property Strategy, local famous trade mark was mentioned only once and no additional 

contextual explanation or guidance was provided.  

Many readers may find the CPC’s participation here unexpected. Indeed, the CPC’s 

policies are neither a source of law stipulated by the Legislation Law of China nor a 

product of law-making by the legislatures. However, some scholars hold that policies of 

the party in power are legal sources because these policies can, as precedents have shown, 

become state policies and eventually be transformed into law.158  

In 2009, the Notice on the Division of Responsibilities issued by the SAIC encouraged 

the subordinate administrative bureaus for industry and commerce to formulate policies 

or to promote the local governments to develop regional trade mark strategies 

independently in combination with the actual regional conditions:159 

Strengthen the role of trade marks in economic and social policy. Vigorously 

support governments and relevant departments at all levels and to promote 

industrial and local economic development with trade marks as the starting 

point, and formulate and implement relevant economic and social development 

policies. Promote the development and implementation of regional and industry 

trade mark strategies. Promote independent innovation and the cultivation of 

independent trade marks. According to the development characteristics of 

 
158 See 刘凯湘主编[Kaixiang Liu (ed.)]:《民法学》[Civil Law],中国法制出版社 2008 年第三版 

[China Legal Publishing House, 2008, 3rd Edition]; 郭世杰[Shijie Guo]: ‘论党内法规向国家法律转化

的具体路径’[ On the specific path for the transformation of intra-party regulations into national laws],

《中共福建省委党校学报》2019 年第 1 期 [Journal of the Party School of the Fujian Provincial 

Committee of the Communist Party of China, 2019(1)]. 
159 Guojia Gongshang Xingzheng Guanli Zongju Guanyu Guanche Luoshi ‘Guojia Zhishi Chanquan 

Zhanlue Gangyao’ Dali Tuijin Shangbiao Zhanlue Shishi De Yijian (国家工商行政管理总局关于贯彻

落实《国家知识产权战略纲要》大力推进商标战略实施的意见) [Opinions of the SAIC on 

Implementing the Outline of the National Intellectual Property Strategy and Vigorously Promoting the 

Implementation of the Trademark Strategy] (issued by SAIC, [2009] No 108, 2009) 



  

different regions, improve the trade mark support policy, cultivate regional 

characteristic economy. 

The role of trade marks therein was defined as a means to achieve local economic 

development. Under the principles of ‘The national trade mark strategy’ and ‘The 

decision of autonomy’, the ‘achievements’ on the well-known trade mark and local 

famous trade mark were subsequently recorded in each of the Annual Development 

Reports on China’s Trade Mark Strategy issued by SAIC from 2009 to 2017. The local 

famous trade mark mechanisms have directly provided numerous quantifiable 

achievements of the local governments, such as the number of local famous trade marks, 

the newly issued policies concerning local famous trade marks, and the administrative 

rewards to the local famous trade mark proprietors. 

As shown in Table 4, although a mere three regions have expressly stated the purpose of 

carrying out the Trade Mark Strategy, all the provincial administrative regions are 

participants and executants of the National Trade Mark Strategy. Therefore, whether or 

not ‘carrying out the Trade Mark Strategy’ has been written explicitly into the local 

famous trade mark local laws, it is a de facto commonly shared substantive legislative 

purpose. 

2.4 Scope of Protection Granted to Local Famous Trade Marks 

2.4.1 Lack of Upper Law Basis? 

As observed, the Chinese laws, at the national law level, have never incorporated the term 

‘local famous trade mark’. Therefore, the typical argument against the local famous trade 

mark system is that it lacks the upper law basis at the national law level. However, most 

of the local famous trade mark local laws have expressly claimed, usually in Article 1, 

that this document is ‘in accordance with the trade mark law’. 160  Are the local 

 
160 See, e.g., Hubei Province provides: ‘…in order to standardize the recognition of local famous trade 

mark, protect the legitimate rights and interests of the proprietors and the users of local famous trade 

mark and the consumers, and promote economic development, this Regulation is formulated in 

accordance with the PRC Trade Mark Law and other laws and administrative regulations, in consideration 

of the actual circumstances of this province’; Guangdong Province: ‘in order to regulate the recognition 

of local famous trade mark in this province, protect the legitimate rights and interest of the proprietors 

and the users of local famous trade mark and the consumers, and promote the quality improvement of 

products, services and trade mark reputations, this Regulation is formulated in accordance with the PRC 

Trade Mark Law, the Regulation for the Implementation of the Trade Mark Law of the PRC, and other 

laws and administrative regulations, in consideration of the actual circumstances of this province’; And 

Shanghai: ‘in order to regulate the recognition of Shanghai local famous trade mark, protect the legitimate 



  

governments all blatantly and grandly breaking the law? One must take a closer look 

before jumping to a reasonable conclusion. 

local famous trade mark mechanisms have a solid policy basis on the national level 

despite the lack of upper law. For instance, clear support has been forthcoming from the 

National Trade Mark Strategy and the encouragements conveyed by the Annual 

Development Reports on China’s Trade Mark Strategy, in which local famous trade mark 

has been a frequently used index.161  

The co-existence of the seemingly contradictory situations, i.e., the lack of relevant upper 

law and intensive supporting policies, reveals two critical aspects regarding the local 

famous trade mark mechanism, one of law and the other of administration. Both should 

be taken into the analysis of local famous trade mark and its upper law basis.  

The local famous trade mark mechanisms are operated at the provincial level and lower 

levels. The first question I will address is whether there is or should be an upper law basis 

in the first place. To that, the prevailing opinion is negative. Below is a typical proposition 

concerning local famous trade marks given by Xinhua Net, an official state-run press 

agency in China, showing the prevailing perspective of local famous trade marks at that 

time. The statement was often directly cited as if it had been a well-accepted conclusion 

that does not need further explanation:   

As an important form of intellectual property rights, trade mark exclusive rights 

belong to the category of basic civil systems and basic economic systems, which 

should be regulated and adjusted by the laws formulated by the national 

legislature. Local authorities have no right to do so.162 (emphasis added) 

This view considers the local famous trade marks as belonging to the category of the 

‘basic civil systems and economic systems’. Therefore, local famous trade marks, a civil 

matter that belongs to the ‘basic civil system’ and ‘the basic economic system’, as 

 
rights of the proprietors and users of local famous trade mark, and the consumers, and promote economic 

development, these Measures has been formulated in accordance with the PRC Trade Mark Law and the 

other laws, administrative regulations, and in consideration of the circumstances of this city.’ 
161 See SAIC, ‘Annual Development Report on China's Trademark Strategy (2008) ’ (《中国商标战略年

度发展报告（2008）》) available at < 

https://sbj.cnipa.gov.cn/sbj/sbsj/201004/P020220128627507599700.pdf> last accessed on 1 Jan 2021. 
162 Nanfang Daily (南方日报), ‘Comprehensive clean-up of out-of-date local famous trade marks’ (《全

面清理不合时宜的著名商标》), available at: < http://m.xinhuanet.com/comments/2017-

11/15/c_1121957303.htm>. 



  

stipulated in the Legislation Law of China,163 ‘shall only be governed by laws’. The ‘laws’ 

here are in the narrow sense, which refers to the national laws to which the NPC and its 

Standing Committee shall exercise the State’s legislative power.164 Hence, ‘the laws’ are 

distinct from, e.g., administrative regulations, local regulations, autonomous regulations, 

and the local famous trade mark local laws. Thus, they hold that local famous trade marks 

shall merely be adjusted by the laws in the narrow sense instead of by any lower 

legislative powers or local laws. 

Another school of thought holds that, in essence, not all matters related to trade marks 

fall within ‘the basic system of civil matters’. Otherwise, the administrative policies that 

support the local famous trade mark regime would have long contravened the laws.165 

Further, they argued that local authorities do have the competence to develop local laws 

per their specific circumstances and actual needs, as long as the local laws do not 

contravene the upper laws.166 

Both groups of perspectives have shortcomings and have merely touched upon the surface 

of the relevant issues. Specifically, they take both the local famous trade mark per se and 

the overall local famous trade mark regime as a whole and measure them against the upper 

laws. Accordingly, they could not find a direct or explicit mention of the term ‘local 

famous trade mark’ from the upper laws and thus concluded that the local famous trade 

mark mechanism is unlawful and must, therefore, be repealed. That approach has 

overlooked exploring the internal structure of the local famous trade mark and the 

multiple dimensions of the local famous trade mark regime. 

I argue that the scope of protection granted to the local famous trade marks should not be 

taken as an indivisible whole. Instead, it is necessary to subdivide both the (local) 

authority’s legislative competence boundary and the specific treatments granted to local 

famous trade marks. The question of whether the term ‘local famous trade mark regime’ 

 
163 Article 11 of the Legislation Law of China. 
164 Article 10 of the Legislation Law of China: ‘The National People’s Congress and the Standing 

Committee of the National People’s Congress shall exercise the legislative power of the state in 

accordance with the Constitution.’ 
165 See, e.g., 杨爱葵[Aikui Yang]: ‘地方著名商标认定与保护的立法问题研究’[Study on the 

Legislative Issues of Recognition and Protection of local famous trade marks],《理论与改革》1996 年

第 2 期[Theory and Reform, 2013(6)],第 164—166 页[p. 164–166]. 
166 Here only Article 72(1) is cited. The following clauses concerning the below-provincial levels are 

omitted. 



  

forms a contradiction to upper law can only be adequately answered by an analysis at the 

subdivision levels.  

First, the mere lack of a direct national law basis does not amount to a contravention of 

laws. As has been discussed, local People’s Congress and local governments do have a 

certain level of legislative competence, which might justify the local famous trade mark 

mechanisms, fully or partially. The gist is whether the local famous trade mark 

mechanism is ultra vires misconducted by local authorities – whether it ‘contravenes any 

provision of the Constitution, national law, and administrative regulations’.167 

Such inquiry is necessary to be conducted by subdivisions concerning the scope of local 

famous trade mark rights and local governments’ legislative acts. 

This section, from five sub-sections, discovers the scope of protection local famous trade 

marks received compared to ordinary trade marks. The five sub-sections have a common 

content structure: fact-description first and then the corresponding legal analyses, or the 

other way around, if necessary, according to different needs of clarity. It aims to show 

how the granted scope of protection towards local famous trade mark extends interspersed 

with analyses concerning the corresponding upper law. 

2.4.2 Governmental Reward/Subsidy  

2.4.2.1 Facts 

Monetary rewards are the most direct and specific form of special treatment that the 

competent local authorities grant to local famous trade marks. At the provincial 

administrative level, 10 out of 31 regions have explicitly stipulated the provisions of 

reward or subsidy (see Table 5).168  

 
167 See Article 80 of the Legislation Law of the PRC. 
168 The provisions listed here are all from the provincial regulations mentioned in supra §2.1 



  

Table 5: Provisions of rewards at the provincial level 

 

Province Art. Title of the local-famous-trade-mark-related local laws 

Jilin 5 
The people’s governments at or above the county level shall award 
or reward the entities or individuals that have made outstanding 
achievements in the work of Jilin local famous trade marks. 

Zhejiang 5 

People’s governments at all levels should encourage enterprises, 
public institutions, social organizations and individual industrial 
and commercial households to improve the quality and reputation 
of their products and establish Zhejiang local famous trade marks. 
The entities and individuals who have made outstanding 
achievements in establishing the Zhejiang local famous trade 
marks shall be given the awards and rewards. 

Henan 5 

People’s governments at or above the county level shall encourage 
trade mark proprietors to raise awareness of trade marks, establish 
local famous trade marks, and shall award the entities and 
individuals that have made outstanding achievements 

Hubei 19 

The provincial people’s government shall arrange special funds to 
support, cultivate and develop local famous trade marks, award 
the trade mark proprietors who have obtained the recognition of 
local famous trade marks. 
The municipal, prefectural and county (city, district) people’s 
governments shall set up special funds to reward the trade mark 
proprietors who have had his/her trade mark accredited as a local 
famous trade mark. 

Guizhou 5 

The people’s governments at or above the county level shall 
encourage trade mark proprietors to strive for Guizhou Province 
local famous trade marks. Those who have made outstanding 
achievements shall be commended and rewarded in accordance 
with the relevant provisions of the state and the province. 

Gansu 4 

People’s governments at all levels shall encourage natural 
persons, legal persons and other organizations in the province to 
establish local famous trade marks, actively cultivate well-known 
trade marks, and award those entities and individuals that have 
made outstanding achievements in the establishment of local 
famous trade marks. 

Qinghai 4 

The people’s governments at or above the county level shall 
encourage the proprietors of the registered trade mark to enhance 
the visibility of trade marks, to create local famous trade marks, 
and to reward the entities or individuals for their outstanding 
achievements. 

Ningxia 7 

The people’s governments of the autonomous region shall 
commend and reward the local famous trade mark proprietors. The 
people's governments of the city with districts, county (city, 
district) and the administrative committee of the development 
zones can give honours and awards to the local famous trade mark 
proprietors according to the actual situation of the region. 

Chongqing 5 

The people’s governments of cities, districts, counties and 
autonomous counties should encourage the proprietors of trade 
mark proprietors to improve the quality and credibility of the 
commodities, create local famous trade marks, and commend and 
reward the entities and individuals that have made notable 
achievements in the establishment of local famous trade marks. 



  

The local famous trade mark local laws at the provincial level regarding the reward or 

subsidy rendered to local famous trade marks are rather general and do not specify the 

exact amount of the rewards. 

Local stipulations have made much more explicit rules regarding the reward or subsidy 

amount in the subordinate levels. For instance, the Haidian District (in Beijing City) offers 

the winners of Beijing local famous trade mark titles a one-off cash reward of 300,000 

RMB, 169  while Shijingshan District (of Beijing City) awards 500,000 RMB. Yubei 

District (of Chongqing) offers the winners of a Chongqing local famous trade mark title 

a one-off cash reward of 200,000 RMB. 170  Yaan City (of Sichuan Province) offers 

100,000 RMB,171 and Guangzhou City offers 100,000 RMB.172 Hengqin New Area of 

Zhuhai City, Guangdong Province offers a one-time grant of 300,000 RMB supporting 

those enterprises that have obtained the title of ‘Guangdong Province local famous trade 

mark’.173 

2.4.2.2 Legal Assessments of the Facts 

The district finance allocates the award funds. Accordingly, the recipient scope of the 

eligible cash reward is narrowed down mainly to those with direct tax affiliations with 

the bonus payer. For instance, Haidian District (of Beijing City) requires that the 

applicants of the cash reward must have submitted their enterprise registration at the 

department of the Haidian District Industry and Commerce, and must therefore have paid 

tax in Haidian District. 174  Weiyang District (of Xi’an Province) highlights the tax 

affiliation in a more specific manner: ‘The first-time winner of the Xi’an local famous 

 
169 See Haidian Qu Tisheng Qiye Hexin Jingzhengli Zhichi Banfa (海淀区提升企业核心竞争力支持办

法) [Haidian District Support Measures for Improving the Core Competitiveness of Enterprises] (issued 

by People’s Government of Haidian District, Beijing, [2014] No 9, on 30 June 2014) 
170 See Article 8(3) of the Chongqing Shi Yubei Qu Shangbiao Fazhan Jiangli Buzhu Banfa (重庆市渝北

区商标发展奖励补助办法) [Notice on the Issuance of the Subsidy Scheme for the Development of the 

Trade Marks in Yubei District] (issued by People’s Government of Yubei District, [2018 No 146], on 39 

December 2018) 
171 See e.g., China Youth Network (中国青年网), ‘Ya’an rewards well-known and local famous trade 

mark enterprises with 1.8 million yuan’ (雅安 180万元奖励驰名和著名商标企业), available at:  

< https://news.china.com/news100/11038989/20170824/31169858.html>. 
172 IPRDaily, ‘Up to 1 million yuan! A collection of incentive policies for trademark registration in some 

provinces across China (including the foreign-related ones)’ (最高奖励 100 万！全国部分省份商标注

册激励政策合辑（含涉外）), available at < http://www.iprdaily.cn/article_21661.html>. 
173 Hengqin Xinqu Cujin Zhishi Chanquan Gongzuo Zanxing Banfa (横琴新区促进知识产权工作暂行

办法) [nterim Measures for the Promotion of Intellectual Property Rights in Hengqin New Area] (issued 

by Hengqin New Area Management Board Office, [2017] No 38, on 28 December 2017) 
174 Article 3.1 of the Haidian local famous trade mark local law. 

https://news.china.com/news100/11038989/20170824/31169858.html


  

trade mark, who have paid local taxes exceeding 1 million RMB in the previous year and 

have local tax relations with Weiyang District, will receive a one-time cash reward of 

100,000 RMB from the Government of Weiyang District.’175 

This specific model of local government awards rests within the scope of local fiscal 

autonomy, albeit in the normative rather than legislative sense. 176  After meeting the 

mandatory expenditure established by legislation and the central government’s 

administrative regulations, local governments could autonomously dispose their own 

fiscal revenue. Relevant examples are fiscal expenditures in the field of education, 

expenditures on pollution prevention and control in the field of environmental protection.  

Since it was founded in 1949, China has promulgated a series of laws and regulations 

regarding various administrative awards. At present, the extensive reward activities are 

mostly still taking place at the provincial and ministerial level, without the establishment 

of an overarching national framework of the governmental rewards system. 

At a higher level, the general principles generated from Chinese national law have been 

absent. The Constitution of China contains two articles that directly involve 

administrative rewards: Article 20 (for scientific research achievements and technological 

inventions) and Article 42 (model workers and progressive individuals), which merely 

form provisions on the respective issues. Other than that, the general principles at the 

national level involve key aspects like, for instance, the limits of authority and the 

procedure or the means of relief, which are lacking. 

The absence of due procedure and legal basis from the upper laws and the chaos 

concerning administrative rewards at the implementation level have been long 

 
175 See Xi’an Shi Weiyang Qu Renmin Zhengfu Guanyu Yinfa Weiyang Qu Shishi Zhiliang Xingqu 

Zhanlue Chuang Mingpai Chanpin he Chi (Zhu) Ming Shangbiao Jiangli Zijin Guanli Banfa De Tongzhi 

(西安市未央区人民政府关于印发未央区实施质量兴区战略创名牌产品和 驰（著）名商标奖励资

金管理办法的通知) [Notice of the People’s Government of Weiyang District of Xi’an City on the 

Issuance of the Management Measures for the Incentive Funds for Creating Famous Brand Products and 

Well-known Trademarks (and local famous trade mark) in the Implementation of the Strategy for the 

Promotion of Quality in Weiyang District] (issued by People’s Government of Weiyang District, Xi’an, 

[2011] No 33) 
176 冉富强 [Fuqiang Ran]: ‘地方财政自主权基本构造的缺位与补正—以中央与地方财政关系法治化

为目标’[Observations on Chinese Legal Education],《政治与法律》2019 年第 2 期 [Political Science 

and Law, 2019(2)]. 



  

criticized.177 Random rewards, excessive rewards, and other chaos are common.178 The 

31 separated and self-contained (provincial) local famous trade mark reward systems also 

reflect the chaos of implementation. Therein, the reasonable and consistent standard 

regarding the amount of local famous trade mark-related monetary rewards and 

regulatory measures based on thoughtful and extensive discussion is missed. Moreover, 

the authority to set the relevant rule and enforce the administrative rewards is the same 

body, which is vulnerable to causing corruption and abusing power.179 

2.4.3 Enterprise Name Upgrading 

2.4.3.1 Legal Standards 

The Trade Mark Law of China (2019) provides merely one provision regarding 

enterprises’ names.180 The detailed applicable regulations are stipulated in the Provisions 

on the Administration of Enterprise Name Registration (2020 Revision) 181  and the 

Measures for the Implementation of Administration of Enterprise Name Registration 

(2004 Revised).182 

Most local famous trade mark laws are closely linked to the trade mark rights and the 

enterprise name rights. The administrative protection of the local famous trade marks is 

significantly extended beyond their enterprises’ names. 

 
177 See e.g. 钱宁峰 [Ningfeng Qian]: ‘论《行政奖励法》 的立法思路’ [On the Legislative Concept of 

the Administrative Awards Act],《河北法学》2014 年第 32期 [Hebei Law Science, 2014(32)],第 53—

61 页[p. 53–61]；孙守相 [Shouxiang Sun]: ‘行政奖励的法律规制研究’[A study of the legal regulation 

of administrative rewards],《东方行政论坛》2012 年第 2 辑[Oriental administrative forum, 2012(2)]. 
178 冉富强、曹振 [Fuqiang Ran, Zhen Cao]: ‘论政府奖励制度运行的法治逻辑’[On the logic of the 

rule of law in the operation of government reward systems], 《河南社会科学》2021 年第 10 期

[HENAN SOCIAL SCIENCES, 2021(10)]，第 65-74 页[p. 65—74]. 
179 张慧平[Huiping Zhang]: ‘行政机关奖励行为及其效用的法律分析’[ Legal analysis of the rewarding 

behaviour of administrative authorities and its usefulness],《中共南京市委党校学报》2021 年第 5 期

[Journal of Party School of Nanjing Municipal Committee of CPC,2021(5)],第 47—50 页[p.47—50]. 
180 Article 58 of the Trade Mark Law of China (2019) reads: ‘Where any entity uses a registered trade 

mark or an unregistered well-known trade mark of others as a trade name in its enterprise name to 

mislead the public or if any unfair competition is constituted, it shall be handled in accordance with the 

Anti-Unfair Competition Law of the People’s Republic of China.’ 
181 Provisions on the Administration of Enterprise Name Registration (《企业名称登记管理规定》), 

issued by Order No. 7 of the SAIC of the People’s Republic of China on 6 May 1991, revised for the first 

time in accordance with the Decision of the State Council to Amend and Repeal Certain Administrative 

Regulations on 9 November 2012, revised and adopted at the 118th executive meeting of the State 

Council on 14 December 2020). 
182 Measures for the Implementation of Administration of Enterprise Name Registration (《企业名称登

记管理实施办法》). Order No. 93 issued by the SAIC on 8 December 1999 and amended by Order No. 

10 of the SAIC on 14 June 2004. 



  

In the Chinese context, the format of the enterprise name is explicitly stipulated to be 

composed of the following elements: an administrative division name, a business name, 

industry or operating characteristics, and the form of organization. 183 The business’s 

name is often equated with the enterprise name. The reason is apparent, given that the 

business’s name is the most distinctive and ‘liberal’ part that can be freely decided, while 

the other three elements are merely fact-describing. 

The competent registration authorities (the State Administration for Market Regulation 

and its local administrations at various levels, i.e., the local AMRs), carry out the level-

to-level administration of enterprise names registration. This involves two separated 

systems administrating the registration of trade marks and enterprise names. The scope 

of protection granted differs as well. In contrast to the nationwide trade mark registration, 

the enterprise names are protected merely locally, i.e., in the administrative region where 

it is registered. 

The ‘level-to-level administration’ refers to two layers: the State Administration for 

Market Regulation at the national level and the local administrative organs for industry 

and commerce. Centrally, the market regulatory authority of the State Council is in charge 

of the nationwide administration of enterprise name registration and of formulating 

specific regulations on the administration of enterprise name registration;184 locally, the 

market regulatory authorities at or above the county level are responsible for the 

administration of enterprise name registration of enterprises established in the territory of 

China.185 

Take Shanghai as an example. Per the Provisions of Shanghai Municipality on the 

Registration Administration of Enterprise Names, the Shanghai Industrial and 

Commercial Administration is responsible for examining and approving the enterprises’ 

 
183 See Supra n180, Article 6, which further provides: ‘An enterprise’s name is not required to include the 

name of the administrative division, in the case of an enterprise operating across provinces, autonomous 

regions, and municipalities directly under the Central Government, or the industry or operating 

characteristics, in the case of an enterprise operating comprehensively across industries.’ Article 7 of the 

Provisions on the Administration of Enterprise Name Registration further provides that: ‘An 

administrative division name in an enterprise name shall be the name of the local administrative division 

at or above the county level where the enterprise is located. The name of a municipal district used in an 

enterprise name shall begin with the administrative division name of the districted city to which it 

belongs. The name of a development zone, reclamation area, or any other area, when used in an enterprise 

name, shall be used together with the administrative division name rather than alone.’ 
184 Ibid., Article 2(1). 
185 Ibid., Article 2(2). 



  

names with the prefix of Shanghai administrative division. 186  The branch offices of 

Industrial and Commercial Administrations at the county levels of Shanghai are 

responsible for examining and approving the enterprise names prefixed by the name of 

the administrative division of their respective counties. That would, for instance, 

technically prevent an enterprise that is registered in a county from having a municipal-

level name. 

An apparent inconsistency in terms of validity can be observed in the limited validity of 

the local famous trade mark and the unlimited upgraded trade name. It is commonly 

considered that the local famous trade mark has limited years of validity, while the 

validity of the ‘provincial crown’ has not been expressly, openly and strictly regulated. 

The lack of the ‘crown-removing mechanism’ could easily cause the ‘once for all 

problem’. The mere fact of obtaining the local famous trade mark title becomes sufficient 

for a significantly long period of enjoying the ‘provincial crown’, although it may fail to 

reflect the enterprise’s actual and dynamically changed circumstances and could, to some 

extent, mislead the consumers.  

2.4.3.2 Facts 

A few regions offer the local famous trade marks the privilege of upgrading the 

enterprise’s name to the region the local famous trade mark belongs. Examples of relevant 

articles in the local famous trade mark local laws are quite similar in form: 

The Zhejiang local famous trade mark proprietors can apply to the provincial 

Industrial and Commercial Administration in accordance with the law to be 

awarded the wording ‘Zhejiang’ in the enterprise name.187 

The Fujian local famous trade mark proprietors can apply to the provincial 

Industrial and Commercial Administration following the law to be awarded the 

wording ‘Fujian’ in the enterprise name.188 

 
186 Article 3 of the Provisions of Shanghai Municipality on the Registration Administration of Enterprise 

Names. That Provision was adopted at the 20th meeting of the Standing Committee of the 12th People’s 

Congress of Shanghai Municipality on 16 June 2005 and was promulgated and came into force as of 1 

September 2005. [上海市企业名称登记管理规定]. Issued by the Announcement of the Standing 

Committee of the People’s Congress of Shanghai Municipality (No. 52). 
187 Article 22 of Zhejiang local famous trade mark local law. 
188 Article 14 of Fujian local famous trade mark local law. 



  

The Hebei local famous trade mark proprietors can apply to the provincial 

Industrial and Commercial Administration in accordance with the law to be 

awarded the wording ‘Hebei’ in the enterprise name.189 

The Ningxia local famous trade mark proprietors can apply to the provincial 

Industrial and Commercial Administration in accordance with the law to be 

awarded the wording ‘Ningxia’ in the enterprise name.190 

The Chinese characters used by the provisions above regarding ‘being awarded’ are the 

same. That is, instead of ‘being offered’ or ‘being given’, the four provisions above have, 

in the Chinese text, all chosen the wording ‘冠’. The literal meaning of ‘冠’ is ‘crown to’ 

or ‘to be crowned with’, which is an appreciative term. This accurately describes the 

essential nature of the competent authority’s act of granting the local famous trade mark 

title. 

The recipients of the ‘crown’ have the privilege to elevate their enterprise names, such as 

from a ‘prefectural’ to a ‘provincial’ one. Below is an example regarding a trade mark 

and its owner’s enterprise name. 

A news report covering the ‘Wotech 华天成’ local famous trade mark above had a 

descriptive paragraph on the meaning of the crowned procedure: 

A successful application for a local famous trade mark is also of great 

significance to the enterprise. Not only can the words and symbols of 

‘Guangdong local famous trade mark’ be used on goods, packaging, manuals, 

advertisements and other carriers, but they can also enjoy the right to the 

provincial name of the enterprise. After successfully obtaining the ‘Guangdong 

local famous trade mark’ title, the company was renamed from ‘Foshan Shunde 

Huatiancheng Appliance Electric Co., Ltd’ to ‘Guangdong Huatiancheng New 

Energy Technology Co., Ltd’.191  

 

 

 
189 Article 24 of Hebei local famous trade mark local law. 
190 Article 20 of Ningxia local famous trade mark local law. 
191 Ibid. 



  

The news above is further illustrated as follows: 

  

 Wotech 华天成:192 

Foshan City193 
Shunde 

(District) 
Huatiancheng Electric Appliance Co., Ltd. 

 

After being identified as a Guangdong provincial local famous trade mark in January 

2015,194 the company was able to upgrade its name to a new one as shown below:195 

 

Guangdong (Province) Huatiancheng Electric Appliance Co., Ltd. 

 

An apparent conflict in terms of validity can be observed in the limited validity of the 

local famous trade mark and the unlimited upgraded trade name. It is commonly 

considered that local famous trade mark has limited years of validity, while the validity 

of the ‘provincial crown’ has not been expressly, openly and strictly regulated. The lack 

of the ‘crown-removing mechanism’ could easily cause the ‘once for all problem’. The 

mere fact of obtaining the local famous trade mark title becomes sufficient for a 

significantly long period of enjoying the ‘provincial crown’ although it may fail to reflect 

the enterprise’s actual and dynamically changed circumstances and could, to some extent, 

mislead the consumers. 

2.4.4 Protection of the Enterprise Name  

This section discusses the issue that, aside from the direct monetary reward, local famous 

trade marks enjoy more significant and broader protection than the one rendered to 

ordinary trade marks, in particular concerning the names of enterprises. 

 
192 Trade mark registration No. 8493488. 
193 Foshan is a city in Guangdong Province. 
194 Guangdong local famous trade mark Certification No. 201518173. 
195 China Air Energy Network (中国空气能), ‘Air source heat pump, choose Guangdong local famous 

trade mark Huatiancheng’ (《 空气源热泵，就选广东省著名商标华天成》), available at: 

<https://www.chinakqn.com/a/xingyexinwen/xingyexinwen/2016/0504/2285.html> accessed on 1 Jan 

2021. 



  

The trade (or shop) name is the core element constituting an enterprises name. As 

Professor Li Mingde stated: ‘In a sense, all the creative efforts that an enterprise has made 

in the products or services, including the investment in R&D and technological 

improvements, are finally crystallized in the trade marks and trade names’.196 Although 

the latter are of different categories, they share the common feature of containing great 

commercial values, thereby reflecting relevant competitive advantages in the market 

economy. 

Unsurprisingly, there have been lots of ‘free-riders’ in the market who either registered 

others’ (better known) trade marks as their own trade name, or who registered others’ 

trade name as their own trade mark.  

Interestingly local famous trade mark regulations quite often reveal that local famous 

trade marks have an extended scope of protection toward the enterprises’ names, which 

is related to the responsibilities of the AMRs. The central AMR mainly manages the 

national trade mark registration. The local Administration for Market Regulations 

supervise the trade mark right enforcement and take charge of issues regarding the 

enterprises’ registrations, e.g., their name, address, contact information, and type. 

The local famous trade marks in most of the provincial administrative regions have the 

privilege of setting limitations to other enterprises’ names, both in the stage of registration 

as well as in the much later stages. This entails that a local famous trade mark proprietor 

has the right to prevent a third party from registering an enterprise name (or the trade 

name) identical to or similar to that of an existing local famous trade mark. A typical 

provision reads as follows: 

Others shall not use the same or similar words as the enterprise name or firm 

name with the local famous trade mark of Sichuan Province; others shall not 

use the same or similar words as the enterprise name or firm name and 

unregistered trade mark with the owner of the local famous trade mark of 

Sichuan Province.197 

 
196 李明德 [Mingde Li]: ‘商标, 商标权与市场竞争——商标法几个基本理论问题新探’ [Trade mark, 

Trade Mark Right and Market Competition - Several New Theoretical Problems on Trade mark Law], 

《甘肃社会科学》2015 年第 5 期[Gansu Social Sciences, 2015(5)], 第 157—161 页 [p. 157–161]. 
197 Article 21 of Sichuan local famous trade mark local law. 



  

The extended scope of protection in that regard can be divided into two categories: the 

ex-ante limitations and the ex-post revocation. This will be elaborated upon in the 

following section. 

2.4.4.1 Ex-Ante Limitations 

The ex-ante limitations imposed by the title of local famous trade mark on specific trade 

names can be divided into three categories.  

Category 1 refers to provinces such as Gansu, Tianjin, Sichuan and Hunan, where the 

broadest restrictions are imposed on trade name registrations. If an enterprise name is 

identical or similar to a local famous trade mark, it is excluded from being registered. No 

further qualifiers are specified, e.g., regarding the industry, consumer’s likelihood of 

confusion, or any potential damage.  

Category 2 refers to the provinces that implemented different policies with regard to the 

enterprises’ trade names from the same or from different industries. Only the enterprise 

names that are from the same industry as the local famous trade mark owners are 

forbidden to register. 

For instance, Shanghai Industrial and Commercial Administrations will disapprove the 

applications of enterprise names that are from the same industries, and are the same as, 

or similar to, the text of local famous trade marks. As for the application from different 

industries, Shanghai applies the additional criteria of causing consumers’ 

misunderstanding and the possibility of infringing on the lawful rights and interests of the 

local famous trade mark proprietors.198 In Guizhou Province, the enterprise registration 

authority will dismiss the enterprise name applications from an enterprise of the same 

industry as a Guizhou local famous trade mark when the filed enterprise name is the same 

as or is similar to a Guizhou local famous trade marks.199 

Category 3 refers to the provinces that add the factor of consumers’ confusion as a 

referential criterion, which further clarifies the scope of restricting trade names. For 

instance, to prevent misleading the public and causing damage to the lawful rights and 

interests of the local famous trade mark proprietor, Guangdong province forbids the use 

 
198 Article 22 of Shanghai local famous trade mark local law. 
199 Article 31 of Guizhou local famous trade mark local law. 



  

of a trade name that is the same as, or similar to, a Guangdong local famous trade mark.200 

Liaoning Province sets the rule that from the date when a trade mark is announced as a 

Liaoning local famous trade mark, third parties shall not use the text identical or similar 

to the Liaoning local famous trade mark as their enterprises’ names. The Liaoning 

Industrial and Commercial Administrations will disapprove such application if the 

relevant use may cause public misunderstanding.201 

From categories 1 to 3, the limiting factors are increasingly more precise, narrowing the 

scope of ex-ante limitations imposed on ordinary trade marks. However, given that these 

three categories coexist, it can merely conclude that the quality of local famous trade mark 

governance is uneven — category 1 one-sidedly stresses granting extensive protection to 

the local famous trade marks with scant thoughts on details restricting such protection. 

Provinces in categories 2 and 3 consider multiple factors, e.g., industry and consumers' 

perception, in defining the scope of ex-ante protection toward local famous trade marks. 

2.4.4.2 Ex-Post Revocation 

Aside from the ex-ante limitations for trade names that meet specific parameters, the 

proprietors of local famous trade marks sometimes hold the ex-post rights of revocation 

in a limited number of provinces. The local famous trade mark owners may apply for the 

revocation of the trade name of an enterprise registered prior to the recognition of the 

trade mark as a local famous trade mark that is identical or similar to the already existing 

local famous trade mark. 

Most of the provincial local famous trade mark regulations do not have specific relevant 

stipulations. The proprietors of local famous trade marks have been endowed with the 

right of revocation in only very few provincial administrative regions. For instance, the 

local famous trade mark proprietors in Tibet are, within two years after their local famous 

trade mark’s publication, entitled to ask the Industrial and Commercial Administrations 

to revoke the registrations of the third party’s enterprise name, or the trade name that is 

identical or similar to the graph or text of the local famous trade mark.202 In this case, no 

consideration is given to the fact whether or not the third party’s enterprise or trade name 

could cause confusion or misunderstandings. 

 
200 Article 21 of Guangdong local famous trade mark local law. 
201 Article 16(1) of Liaoning local famous trade mark local law. 
202 Article 18 of Tibet local famous trade mark local law. 



  

Shaanxi Province takes a somewhat different approach. It respects the existing prior rights 

and explicitly stipulates that the proprietor of a local famous trade mark does not have the 

right to request the revocation of another registered enterprise name. It does, in other 

words, not matter whether the enterprise name or the trade name is identical or similar to 

the local famous trade mark. 

2.4.4.3 Comments 

Trade marks and trade names can both generally be categorized as commercial signs.203  

With regard to the conflicts between trade mark rights and enterprise/trade names rights, 

three main key provisions can be distinguished at the national registration level: 

• Article 58 of the PRC Trade Mark Law  

• Article 53 of the Regulations on the Implementation of the Trade Mark Law of 

the PRC 

• Article 1 of the Interpretation of the Supreme People’s Court (SPC) concerning 

the Application of Laws in the Trial of Cases of Civil Disputes Arising from Trade 

Marks204 

Article 58 was introduced into the third revision of the PRC Trade Mark Law in 2013, 

which reads as follows:  

Where any entity uses a registered trade mark or an unregistered well-known 

trade mark of others as a trade name in its enterprise name to mislead the public, 

and if any unfair competition is constituted, it shall be handled in accordance 

with the Anti-Unfair Competition Law of the PRC. 

Furthermore, the PRC Anti-Unfair Competition Law (1993)205 did not have a specific 

provision dealing with situations in which a trade mark is illegitimately being used by a 

 
203 See, e.g., 王莲峰 [Lianfeng Wang]: ‘论我国商业标识立法的体系化’ [On the Systematization of 

Commercial Signage Legislation in China],《法学》2007 年第 3 期 [Law Science, 2007(3)],第 99—

107 页 [p. 99–107]. 
204 Adopted at the 1246th Session of the Judicial Committee of the SPC on 12 October 2002. Docket No. 

Fashi 32 [2002]. 
205 Adopted by the Third Session of the Standing Committee of the Eighth NPC on 2 September 1993.  



  

third party as its enterprise name or trade name. Such provision can neither be found in 

the 2017 or 2019 revisions of the PRC Anti-Unfair Competition Law.206  

More details on seeking relief are provided by Article 53 of the Regulations on the 

Implementation of the Trade Mark Law of the PRC. 207  It provides that trade mark 

proprietors who believe that the registration of his well-known trade mark, by another 

party, as an enterprise name is likely to deceive or mislead the public may request the 

competent registration authorities of enterprise names for the cancellation of the 

registration of the enterprise name. Article 1 of the Interpretation of the SPC Concerning 

the Application of Laws in the Trial of Cases of Civil Disputes Arising from Trade Marks 

confirms the judicial channel for remedy.208 

In combination with Article 1, Article 53 refers explicitly to the well-known trade mark 

and confirms that it is possible to seek remedies from the AMRs or courts in case of 

disputes between trade marks and trade names. In any event, Chinese national laws take 

the ex-post relief approach. Most of the local famous trade mark regulations have, 

however, extended the scope of protection to the precautionary measures in the 

registration stage of enterprise or trade names. 

The SAIC issued the Opinions on Resolution of Several Issues Concerning Trade Marks 

and Enterprise Names in 1999,209 which also came up with the ex-post measures. 

local famous trade marks enjoy bidirectional protection: precautionary protection in the 

stage of the registration of a third party’s enterprise name and the ex-post relief (i.e., after 

a third party’s registration of the enterprise name that might be a conflict with the local 

famous trade mark), although the former is not directly conflicting with the national law. 

Thus, this kind of protection has gone far beyond the principles set by the national law 

regarding the protection of ordinary trade marks. 

 
206 Order No. 77 of the President of the People’s Republic of China. 
207 This provision is from the 2002 version of the Regulations on the Implementation of the Trade Mark 

Law of the People’s Republic of China. Issued by Order No. 358 of the State Council of the People’s 

Republic of China on 3 August 2002 and revised by Order No. 651 of the State Council of the People’s 

Republic of China on 29 April 2014. The revised 2014 version deleted the provision regarding the 

enterprise name that was addressed in the 2002 version.  
208 Article 1 of the Interpretation of the SPC Concerning the Application of Laws in the Trial of Cases of 

Civil Disputes Arising from Trade Marks includes the situation of ‘Using the words that are identical or 

similar to the registered trade mark of any other person such as one’s trade name on identical or similar 

commodities so that the relevant public is liable to be misled’ as one of the causes of action. 
209 The online accessible version is available on the WIPO website: 

http://www.wipo.int/wipolex/zh/text.jsp?file_id=182073.  

http://www.wipo.int/wipolex/zh/text.jsp?file_id=182073


  

Moreover, using the same or a similar trade mark on the different products or services 

from an ordinary trade mark is allowed. The trade mark infringements that concern trade 

mark’s classes, as stipulated by the PRC Trade Mark Law, refer to two specific conducts 

unauthorized by the trade mark proprietor: (1) using a trade mark that is identical to a 

registered trade mark on the same kind of goods without obtaining licensing from the 

registrant of the registered trade mark;210 and (2) Using a trade mark that is similar to a 

registered trade mark on the same kind of goods, or using a trade mark that is identical 

with or similar to the registered trade mark on similar goods without obtaining licensing 

from the registrant of the registered trade mark, and is likely to cause confusion.211 

However, regarding the extended protection of enterprise names, category 1 (§2.4.4.1) 

did not distinguish between the different lines of products or services and thus gave the 

local famous trade marks a de facto full-class protection. This is inconsistent with the 

fundamental trade mark principle of specialty.  

The damage caused by using the same trade name on different industries without 

permission, ceteris paribus, is lighter than the damage that could occur by using the same 

trade mark. Compared with trade names, trade marks are often comparatively more 

visible and conspicuous in the market. Furthermore, due to its feature of ‘managing by 

administrative regions’, the same trade names from different regions have the possibility 

of co-existing with each other. Thus, the protection of the trade name shall, at least, not 

be more than that of the trade mark. Therefore, the contention that offering local famous 

trade marks the much-extended scope of protection that can forbid a third party from 

registering the same or similar trade name from different industries does not cause 

confusion is arguably questionable. 

From an operational perspective, examining trade names’ applications with valid local 

famous trade marks is not easy. Each year, the numbers of the newly registered market 

entities and the newly recognized local famous trade marks keeps growing. In 2016, the 

total number of newly registered market entities in China was 16. 513 million, which an 

 
210 Article 57(1) of the PRC Trade Mark Law. 
211 Article 57(2) of the PRC Trade Mark Law. 



  

average of 45,100 per day.212 The de facto number of the handled applications must be 

much larger, given that not all of them could be eventually approved and registered. 

Moreover, to ensure that the trade name applications do not conflict with the local famous 

trade marks’ entitled rights and interests, the AMRs need to cross-check the new 

applications of the market entities and their trade names with all the valid local famous 

trade marks within the specific administrative region. That will undoubtedly further 

increase the AMRs’ workload. Also, combined with the previously noted workload of 

checking whether the local famous trade mark statements are used on the correct products 

to which the title of the local famous trade mark refers to, it will probably be unattainable 

for the already limited administrative resources.  

2.4.5 Marking ‘Local Famous Trade Mark’ on Marketing Materials 

Throughout the 31 provincial regulations concerning local famous trade mark, 24 have 

explicitly allowed the use of the wording of ‘Provincial local famous trade mark’ on 

marketing materials, while details that further regulate the proper ways of relevant uses 

are not as explicit. The other seven do not explicitly allow such use, nor do they forbid it.  

Putting the wording of ‘local famous trade mark’ (of a certain province/city) on their 

goods or packaging is a powerful statement as it conveys a particular combination of 

governmental endorsement with the specific trade mark. Other types of similar statements 

made by third parties, such as ‘WOOLMARK®’ or ‘ISO9001’, merely assure certain 

product features, e.g., good quality and/or authentic materials.  

Using the term ‘well-known trade mark’ (as from the Paris Convention) or ‘local famous 

trade mark’ on products has been a well-known phenomenon in China. For such trade 

marks, the 2013 third revision of the PRC Trade Mark Law officially prohibited the 

marketing usage of well-known marks: 

Producers and dealers may not use the words ‘well-known trade mark’ on their 

goods and the packages, or on containers of their goods, or for advertisements, 

exhibitions, and other commercial activities.213 

 
212 SAIC, ‘SAIC briefs the media on the development of national market players in 2016 and other related 

information’ (《工商总局向媒体介绍 2016 年全国市场主体发展等相关情况》), available at 

<http://www.gov.cn/xinwen/2017-01/20/content_5161619.htm#1>. 
213 Article 14 (5) of The PRC Trade Mark Law of China (2013 Amendment).  



  

This could be conducive to stopping the long-time misuse of the wording ‘well-known 

trade mark’ as being mere publicity stunts or methods for obtaining improved commercial 

interests (which will be elaborated upon in §4.5.2). However, such misuse of local famous 

trade mark’s titles have always been encouraged or have never been prohibited by the 

respective local governments. In practice, instead of ‘well-known marks’, the wording 

‘local famous trade mark’ is extensively used on goods, packaging or the containers of 

the goods. In the eyes of ordinary consumers, the two words, i.e., ‘well-known (驰名商

标 )’ and ‘famous trade mark (著名商标 )’ with only one-character difference, are 

synonyms.   

It thus seems that local famous trade mark is, in fact, a perfect alternative for well-known 

marks: it looks like well-known marks, but, more conveniently, it is legally much less 

restricted than well-known marks. For trade mark proprietors, the provision mentioned 

above prohibiting the marketing usage of well-known marks can be easily bypassed by 

altering the well-known marks to local famous trade mark: only one Chinese character 

needs to be changed. 

2.4.6 Product Name, Packaging and Decoration 

2.4.6.1 Facts 

According to the PRC Trade Mark Law and by their degree of awareness, the trade marks 

in China, fall into two broad categories: ordinary trade marks, which constitute the 

overwhelming majority, and well-known trade marks, which are not local famous trade 

marks. 

local famous trade mark was only once mentioned in the Consultation Paper of the 3rd 

revision of PRC Trade Mark Law and was, eventually, eliminated. 214 The consensus 

reached was not to have a third separated category of trade marks, since the co-existence 

of the three similar sorts of trade marks with a certain fame (i.e., the well-known trade 

mark, the local famous trade mark and the known trade mark) might work confusing.215 

 
214 As stated by Professor Xinming Cao. See Legal Daily (法制日报), ‘Local famous trade mark 

recognition lacks legal basis, many regions to clean it up’ (《地方著名商标认定缺乏法律依据 多地将

进行清理》), available at:  

< http://finance.people.com.cn/n1/2017/1114/c1004-29644327.html >. 
215 ibid.  



  

Eventually, the local famous trade mark did not find its position in the national trade mark 

law. 

That did not prevent the local famous trade mark from being widely adopted in the local 

regulations and bylaws and playing a much more influential role. This section is dedicated 

to the extended scope of protection for local famous trade marks on the product name, 

packaging and decoration (hereafter referred to as ‘NPD’). 

The NPD of the goods to a local famous trade mark is yet another field lacking 

harmonization in the respective provinces. Specifically, in some provinces, the extended 

scope of protection has led to an overflow in the class of goods/services to which a local 

famous trade mark refers. Liaoning Province forbids the unauthorized use of the NPD 

that is specific to the corresponding commodity of the Liaoning local famous trade mark, 

or the unauthorized use of the NPD that is similar to the corresponding commodity of the 

Liaoning local famous trade mark.216 Henan Province rewards the local famous trade 

mark related products with the term ‘Famous Commodity’ and forbids the unauthorized 

use of the NPD that is the same of, or similar to, the Famous Commodity.217 

29 out of 31 local famous trade mark local laws have NPD-related provisions.218 The 

following are some examples: 

Chongqing:  

Article 12 Where, on non-similar goods, words or figures identical or similar 

to another person‘s local famous trade mark are used as trade names or 

decorations or as unregistered trade marks, and would imply the existence of 

some connection between the goods and the holder of the local famous trade 

mark, thus possibly causing damage to the rights and interests of the holder of 

the local famous trade mark, the holder of the local famous trade mark may, 

within two years from the date on which he knows or should know that his 

rights and interests have been damaged, request the county-level administrative 

department for industry and commerce above the county level to stop it.219 

 
216 Article 16(3) of Liaoning local famous trade mark local law. 
217 Article 15 of Henan local famous trade mark local law. 
218 Hebei, Shanxi, Liaoning, Jilin, Heilongjiang, Jiangsu, Zhejiang, Anhui, Fujian, Jiangxi, Shandong, 

Henan, Hunan, Guangdong, Sichuan, Guizhou, Yunnan, Gansu, Qinghai, Inner Mongolia, Guangxi, 

Ningxia, Xinjiang, Beijing, Tianjin, Shanghai, Chongqing, Hubei, Hainan. 
219 Article 12 of Chongqing local famous trade mark local law. 



  

Tianjin: 

Article 18 Where a trade mark is recognized as a Tianjin local famous trade 

mark, the goods recognized shall be ‘famous (著名) goods’. No organisation 

or individual may use the distinctive name, packaging or decoration of a trade 

mark, or use a name, packaging or decoration similar to it, without the 

permission of the owner of the trade mark.220 

Guangxi: 

Article 22 Where another person uses the same or similar words or figures of a 

Guangxi local famous trade mark as a trade name or decoration on non-identical 

or non-similar goods or as an unregistered trade mark, so that the public 

misunderstands or is likely to misunderstand that the goods have some kind of 

connection with the registrant of the Guangxi local famous trade mark, and the 

registrant of the Guangxi local famous trade mark considers that the act 

infringes upon his legitimate rights and interests, he may, within two years after 

he knows or should know that his interests have been damaged, it may request 

the administrative department for industry and commerce at or above the 

county level to stop and deal with it in accordance with law.221 

The scope of the ‘cross-class’ 222  protection noted above is arguably expansive and 

absolute, some of which do not consider the likelihood of confusion nor the possibility of 

misleading the public. 

Several other provinces, e.g., Jiangsu, Shandong, Fujian and Hunan, narrow down the 

scope of NPD protection by adding the factor ‘causing the relevant public’s confusion’. 

For instance: 

In the same kind of goods to which the local famous trade mark refers, others 

shall not commit the following acts. 

[…] 

 
220 Article 18 of Tianjin local famous trade mark local law.  
221 Article 22 of Guangxi local famous trade mark local law. 
222 See §3.4.2.  



  

(2) The use of the name, packaging or decoration unique to the goods referred 

to in the local famous trade mark or similar to it, and which may cause 

misunderstanding among the relevant public.223 

The third type of approach, taken by, for example, Jiangxi, Gansu, and Inner Mongolia 

autonomous regions, refines the relevant stipulations by differentiating the unauthorized 

conduct of using local famous trade mark’s NPD concerning the same, similar, and 

dissimilar goods. For instance:  

Gansu: 

Without the permission of the owner of the Gansu local famous trade mark, 

others shall not use the words, graphics, letters, numbers, three-dimensional 

symbols and colour combinations of the local famous trade mark, as well as 

combinations of the above elements, as the name, packaging, decoration or 

shop promotion of non-similar goods or services.224 

Apart from the lack of harmonization, the Chinese local governments have mainly made 

two assumptions about the correlation between local famous trade mark and their NPDs. 

First, the goods with a local famous trade mark title equal to Famous Commodity. Second, 

owning a local famous trade mark’s title equals to having obtained the extra scope of 

protection extended to its NPDs. 

2.4.6.2 Legal Assessments of the Facts  

These privileges inherent to NPDs and Famous Commodities are problematic. First, 

Famous Commodities, as stipulated in Article 5(2) of the PRC Anti-Unfair Competition 

Law (1993 version),225 are protected only when consumers are confused:226 

 
223 Article 21(2) of Shandong local famous trade mark local law. 
224 Article 17(d) of Gansu local famous trade mark local law. 
225 Adopted by the Third Session of the Standing Committee of the Eighth NPC On September 2nd, 1993. 
226 The 2017 Revision of the Anti-Unfair Competition Law of the PRC changed the term ‘well-known 

commodity’ into ‘commodity with certain influence’, follows the 2019 Revision of the Anti-Unfair 

Competition Law of the PRC as well.  



  

A Famous Commodity as mentioned in these Regulations refers to a 

commodity that enjoys a certain reputation in the market and is known among 

the relevant public.227 

In case the NPD of a commodity is used by others in the same or a similar way 

without authorization and is enough to cause misidentification of the buyers, 

this commodity can be recognized as a Famous Commodity.228 

The SPC’s judicial interpretations of Famous Commodity provided further clarifications 

on the definition of Famous Commodities,229 and the actionable confusion caused.230 

The above-mentioned provisions confirm that the NPD’s protection of Famous 

Commodities is not absolute or unconditional. Instead, it involves, albeit to a different 

extent, factors in the consumers’ confusion or misunderstanding. However, the earlier 

mentioned broader protection granted by provinces such as Liaoning and Henan did not 

incorporate any further restrictions in relation to the determination of the scope of rights 

and have, therefore, enlarged the scope of the local famous trade marks’ rights 

significantly, which is inconsistent with the legislative purpose of the Anti-Unfair 

Competition Law. 

The Famous Commodity’s notion holds different connotations when comparing the Anti-

Unfair Competition Law and the local famous trade mark local laws. However, the 

terminology disorder that equates the products bearing local famous trade marks with the 

Famous Commodities – and which is written in the context of the laws at the national 

level – has been used since the relevant local law-making stage. 

In the context of local bylaws, the notion of Famous Commodity is closely associated 

with the quantity of local famous trade marks, which has been announced to the public 

on a regular and batch basis. With respect to the Famous Commodity in the context of the 

 
227 Article 3 of the Certain Regulations on Prohibiting Unfair Competition Activity Concerning Imitating 

Specific Names, Packaging or Decoration of Well-known Commodities [关于禁止仿冒知名商品特有的

名称、包装、装潢的不正当竞争行为的若干规定]. SAIC Decree No. 33. 
228 Ibid., Article 4. 
229 Article 1 and 4 of the Interpretation of the Supreme People’s Court on Some Issues Concerning the 

Application of Law in the Trial of Civil Cases Involving Unfair Competition. [最高人民法院关于审理

不正当竞争民事案件应用法律若干问题的解释] (Adopted at the 1412th meeting of the Judicial 

Committee of the Supreme People's Court on December 30, 2006 Judicial Interpretation No. 2 [2007]).  
230 Ibid., Article 4 provided: ‘The use of a fundamentally similar NPD of a commodity or the one that is 

hardly different from the counterfeited one in terms of visual effect on the same commodity shall be 

regarded as sufficient to cause confusion with the Famous commodity of someone else.’ 



  

Anti-Unfair Competition Law, no periodic plan or requirement exists to generate a certain 

number of Famous Commodities. Instead, the Famous Commodity’s recognition shall 

merely take place in the judicial proceedings on a case-by-case basis. However, the 

administrative acts remain problematic, for example, employing the national legal notion 

of Famous Commodities into the local policy term or linking the respective notion with 

the extra protection rendered to the NPDs of local famous trade mark for both similar and 

non-similar products. 

The contention that NPDs of a local famous trade mark are ‘famous-NPDs’ is an 

imprecise presumption. Following the perspectives presented at the 1992 Tokyo Meeting 

of the Association of Industrial Property Protection,231 the NPDs and trade marks, unlike 

the ‘creative results’ type of IPRs such as patent and copyrights, could both be categorized 

into the class of ‘identifying marks right’. One often encounters several identifying marks 

co-existing on a single product. Nevertheless, the famous status of one identifying mark 

is insufficient to derive the famous status of other identifying marks on the product. There 

are no inevitable links between several identifying marks on one product, but they have 

become rather more independent of each other. 

There have been similar cases in China as well. In 2008, the SPC of China made the point 

in the ‘夏桑菊 case’232 that a highly known product packaging/decoration might come up 

with a much lesser-known trade mark without any necessary correlations between famous 

commodity and famous trade mark. 

Specifically, ‘夏桑菊’ is a term which often refers to a specific kind of Chinese herbal 

soup made from selfheal (‘夏’), mulberry leaves (‘桑’) and chamomile (‘菊’). The SPC 

held that by the relevant, consistent and prominent use, the 夏桑菊 decoration has 

acquired sufficient distinctiveness and has achieved an independent commercial 

impression among the relevant public. Therefore, regardless of its unknown trade mark 

‘GPC’, the decoration ‘夏桑菊’ per se is sufficient to be protected from unauthorized use.  

 
231 Jian, L. Y. D. (2019). Investment in Laos with the Background of. Multi-prospective Reviews in 

Economics & Management 經濟管理多視角研究, 40. 
232 See Civil Ruling No. 983, Civil Petition, SPC. [最高人民法院民事裁定书[2008]民申字第 983 号]. 



  

In 2015, the SPC reiterated that point in the high-profile case of Wong Lo Ka v. 

Jiaduobao.233 For the product at issue, namely, the herbal tea in a red can, the SPC 

analysed the overall decoration and the trade mark separately and found that ‘the 

registered trade mark, the packaging and the decoration (of a product) may respectively 

and independently play their identifying role’. 

2.4.7 The Once-for-All Silver Bullets  

A local famous trade mark-related statement is often submitted as a piece of factual 

evidence to support the argument of a trade mark’s popularity among consumers, 234 

which often reads as: ‘(The trade mark at issue) has been recognized by the competent 

administrative authority as a local famous trade mark (of a certain administrative region).’ 

Such evidence is rarely challenged, by the opposite parties or the courts, which has 

implicitly upgraded the local famous trade mark to a ‘one-time-for-all silver bullet’. The 

dimension of time, which plays a restrictive role in weighing the local famous trade mark 

title’s limitation in time, seems to be erased. 

Evidence No. 5: The company was awarded the honours of ‘local famous trade 

mark Enterprise of Hebei Province’ and ‘Hebei Province local famous trade 

mark’, which intends to prove the high reputation and high status of the trade 

mark ‘Dawu (大午)’ and its products within the Chinese market.235 

No specific year has been provided in granting the local famous trade mark mentioned in 

the above judgement. The official website of the Dawu Group shows that their trade mark 

of ‘Dawu (大午)’ was only recognized by the Hebei (provincial) AIC as a Hebei local 

famous trade mark in 2005. A relatively long period marked the time between the 

recognition of local famous trade mark in 2005 and the SPC’s retrial in 2017. However, 

 
233 Wong Lo Ka v Jiaduobao. 广东加多宝饮料食品有限公司与广州王老吉大健康产业有限公司、广

州医药集团有限公司擅自使用知名商品特有包装装潢纠纷两案[Guangdong Jiaduobao Beverage and 

Food Co., Ltd. v. Guangzhou Wanglaoji Great Health Industry Co., Ltd. and Guangzhou Pharmaceutical 

Group Co., Ltd., two cases of disputes over the unauthorized use of unique packaging and decoration of 

well-known products], No. 2 and 3 [2015], Final, Civil Division III. (2015）民三终字第 2, 3 号. 
234 E.g., the following rulings: No. 37 [2016], Retrial, Administrative Division, SPC ((2016)最高法行再

37号); No. 9 [2016], Retrial, Administrative Division, SPC ((2016) 最高法行再 9号); No. 147 [2016], 

Retrial, Civil Division, SPC, ((2016)最高法民再 147号). 
235 No. 99 [2017], Retrial, Civil Division, SPC ((2017）最高法民再 99号). The original text reads as: 

‘证据五，河北省工商行政管理局授予“河北省著名商标企业”称号，授予河北大午农牧集团食品

有限公司“河北省著名商标”荣誉。拟证明“大午”商标及产品在全国市场享有较高的声誉和地

位。’ 



  

the one-time honour has been used as a silver bullet possessing the power to penetrate the 

limits of time, particularly under circumstances in which the opposite party does not hold 

any local famous trade mark title. Cases containing a similar approach can easily be found, 

for instance:236 

In the process of use, the defending party invested huge sums of money to carry 

out extensive and various forms of advertising and public welfare sponsorship 

activities, so that the word mark involved in the case was rated as a local famous 

trade mark, and the sales of related products of the changed brand covered the 

whole country. Therefore, the registered trade mark of the defending party is a 

well-known trade mark. 

In another SPC judgement, the relevant paragraph regarding the significance of owning 

the local famous trade mark title reads as follows: 

Songhe Yannian (松鹤延年) is a local famous trade mark of Yunnan Province; 

whereas the applicant’s trade mark, i.e., Jin’ge Tiema (金戈铁马), does not 

own any other national authorized certification, except for a trade mark 

registration certificate. Those facts are capable of proving the trade mark’s 

awareness.237  

Notably, a local famous trade mark title is considered on par with a ‘national authorized 

certification’ here, which is an accurate interpretation that unveils the essential features 

of the local famous trade mark title. It also explains why enterprises and local 

governments have long been favoured and admired since its emergence in the 90s. local 

famous trade mark’s title has the endorsement of public authority, which fundamentally 

differentiates it from any endorsements granted by organisations other than governments. 

It is simply not feasible to find another certificate with equivalent weight, which leaves 

the local famous trade mark title unparalleled. 

Courts rarely review the administrative procedures involved in the selection and 

determination of local famous trade marks. The title was often directly bestowed as a 

 
236 No. 3[2006], Final, Civil Division III, Tianjin High People’s Court.（2006）津高民三终字第 3 号. 
237 No. 273 [2017], Retrial, Administrative Division, SPC ((2017) 最高法民再 273号). The original text 

writes as: ‘松鹤延年商标是云南省的著名商标，而申请人的金戈铁马除了商标注册证并没有其他的

国家权威部门认证的知名度。’ 



  

‘qualified end-product’ produced by local governments, regardless of whether the trade 

mark might be worthy of such title. That leads to persistent concerns and questions, such 

as the issue of ‘protectionism, the fraudulent evidence, the misconducts or the power rent-

seeking’238 in the process of selecting the local famous trade marks. 

Furthermore, courts rarely examine the real-time status or recent data of issues related to 

local famous trade mark acclaim. Both the status of being ‘famous (著名)’ and being 

well-known are matters of fact.239 Nevertheless, being a ‘famous (著名)’ or being well-

known is not merely a matter of fact, but a dynamic changing status, which might be 

suddenly and significantly undermined.  

At least, two reasons have contributed to the absence of judicial review on the submitted 

‘local famous trade mark evidence’.  

Firstly, the opposing party lacks the incentive to challenge the local famous trade mark 

title. As previously established within this chapter, the recognition of local famous trade 

marks by local governments is predominantly determined by economic indicators. While 

establishing a causal link between economic performance and achieving ‘fame’ presents 

problems, the opposing parties are unable to effectively contest the local famous trade 

mark title from alternative perspectives. Consequently, if the local famous trade mark title 

was indeed conferred in accordance with the authentic criteria, the opposing parties had 

little chance, thus, also little interest, to successfully challenge the title in question.  

I conducted a brief search on the ‘China Judgments Online (裁判文书网)’,240 a platform 

developed by the SPC for publishing decisions from Chinese courts. I used the keywords 

‘(local) famous trade mark’ and selected ‘the SPC’ as the court level. The search results 

revealed 41 cases from 2020 to 2022 that included the said keyword.241 Interestingly, only 

one of these cases involved a challenge to a local famous trade mark title,242 and in the 

other 40 cases, the local famous trade mark title as a piece of evidence, received no 

question from the opposing parties nor the courts. In the said only one case, as expected, 

 
238 Legal Daily (法制日报), ‘The abolition of local famous trade mark recognition is a ‘reversion’ of 

government functions’ (《取消著名商标认定是政府职能’归位’》), available at: < 

https://3g.china.com/act/news/11038989/20170829/31215648.html >. 
239 See, e.g., Mostert, F.W. and Baeumer, L. (1997). Famous and well-known marks: an international 

analysis. London: Butterworths.  
240 https://wenshu.court.gov.cn/ 
241 Nine cases in 2022, four cases in 2021 and 28 cases in 2020.  
242 No 8569 [2020], SPC, Administrative Retrial [(2020)最高法行申 8569 号] 



  

the opposing party contested the local famous trade mark by arguing the false economic 

information submitted by the proprietor of the local famous trade mark to the local 

government.243 

Secondly, there are no specific laws or regulations dedicated to the judicial 

acknowledgement of local famous trade mark status, nor provisions for judicial scrutiny 

or rectification. 

If we take the well-known trade mark as a reference, the ex officio judicial review on a 

specific trade mark’s status is rarely discussed244, although discussions probably still take 

place. Since being well-known is regarded as a fact that is subject to dynamic changes, it 

is submitted that if the court finds the status of being well-known part and parcel of the 

relevant facts to be ascertained, then this will not be excluded.245  

Regarding well-known trade marks, the Supreme People’s Court (SPC) had already 

established judicial review guidelines as early as 2002 through a judicial interpretation246  

Article 22 Where a people’s court is trying a trade mark dispute case, it may, at 

the request of a party and in accordance with the actual circumstances of the 

case, make a determination in accordance with law as to whether the registered 

trade mark in question is well-known. 

 
243 A DeepL translation of the local famous trade mark-related paragraph reads as follows:  

‘According to the original trial, from the description of the tax payment certificate of Wuhan Qiaokou 

District State Taxation Bureau and Wuhan Qiaokou District Local Taxation Bureau to Wuhan Cherry 

Blossom Company, and the decision of Wuhan Administration for Industry and Commerce on the 

handling of false materials provided by Wuhan Cherry Blossom Company in declaring the Wuhan 

(Local) Famous Trade Mark, it can be seen that the Wuhan Qiaokou District Local Taxation Bureau did 

not issue tax completion certificates for the years of 2009 and 2010 to Wuhan Toyo Sakura Electric 

Appliances Co, In May 2014, when Wuhan Toyo Sakura Electric Appliances Co., Ltd. applied for the 

recognition of Trademark No. 1721892 as Wuhan (Local) Famous Trade Mark, the tax payment 

certificates for 2011-2013 were submitted as false certificates and were revoked according to the law. The 

title of Wuhan (Local) Famous Trade Mark was revoked in accordance with the law.’ 
244 See, e.g., Jianming Cao (曹建明), ‘Comprehensively strengthening intellectual property adjudication 

to provide strong judicial guarantee for building an innovative country and a harmonious society Speech 

at the National Symposium on Intellectual Property Judicial Work of Courts’ (《全面加强知识产权审判

工作,为建设创新型国家和构建和谐社会提供强有力的司法保障──在全国法院知识产权审判工作

座谈会上的讲话》), available at:< http://zscq.court.gov.cn/dcyj/201205/t20120509_176761.html>. 
245 周俊强 [Junqiang Zhou]: ‘我国驰名商标司法认定的原则、条件与基准’[Principles, Conditions 

and Benchmarks for Judicial Recognition of Well-Known Trademarks in China],《法学杂志》1996 年

第 2 期 [Law Science Magazine, 2010(5)], 第 109—112 页[p. 109–112]. 
246 Interpretation of the Supreme People’s Court Concerning the Application of Laws in the Trial of 

Cases of Civil Disputes Arising from Trademarks (《最高人民法院关于审理商标民事纠纷案件适用法

律若干问题的解释》) (Docket No. 32 [2002] of Legal Judicial Interpretation. 



  

Determination of a trade mark as well-known should be carried out in 

accordance with the provisions of Article 14 of the Trade Mark Law. 

Where a party requests protection in respect of a trade mark that has been 

previously determined as a well-known trade mark by administrative 

authorities or a people’s court and the other party does not dispute the mark in 

question being well-known, the court will not carry out any further examination. 

If the other party does dispute the trade mark being well-known, the people’s 

court shall carry out an examination in accordance with Article 14 of the Trade 

Mark Law (emphasis added). 

However, the SPC did not address ‘(local) famous trade marks’ in any of its judicial 

interpretations until 2009, and even then, it was done in a relatively general and concise 

manner:247 

With regard to evidence such as the length of time the trade mark has been used, 

industry rankings, market research reports, market value assessment reports, 

and whether the trade mark has been recognised as a famous trade mark, the 

people’s court shall examine the evidence objectively and comprehensively in 

conjunction with other evidence for the determination of the trade mark’s well-

knownness (emphasis added). 

Significantly, the above-mentioned SPC’s judicial interpretation, in its amendment in 

2020,248 still made no mention of the judicial review of the local famous trade marks. 

Consequently, the local famous trade mark titles have, in practice, been treated as 

established and government-endorsed, with little challenge. This robust protection 

afforded to local famous trade marks starkly contrasts the absence of corresponding 

restrictions. 

 
247 Interpretation of the Supreme People’s Court on Several Issues Concerning the Application of Law to 

the Trial of Cases of Civil Disputes over the Protection of local famous trade marks (《最高人民法院关

于审理涉及驰名商标保护的民事纠纷案件应用法律若干问题的解释》) (Judicial Interpretation No. 3 

[2009] of the Supreme People’s Court. 
248 Interpretation of the Supreme People’s Court on Several Issues Concerning the Application of Law to 

the Trial of Cases of Civil Disputes over the Protection of local famous trade marks (《最高人民法院关

于审理涉及驰名商标保护的民事纠纷案件应用法律若干问题的解释》) (Judicial Interpretation No. 

19 [2020] of the Supreme People’s Court. (Issued on 29 December 2020, effective on 1 January 2021.   



  

2.4.8 Preliminary Conclusion  

It is not easy to answer whether the local famous trade mark local laws lack the upper law 

basis.  

On the one hand, the term ‘local famous trade mark’ never existed at the national level of 

legislation. If one takes a closer look at the specific protective modalities in terms of local 

famous trade mark protection, it is obvious that none of them has a direct national-level 

legislation basis. However, some may fall within the lawful legislative competence 

enjoyed by the local People’s Congress and local governments. Therefore, a more detailed 

analysis of each aspect of local famous trade mark’s protective modality is necessary to 

answer the upper law basis inquiry. 

The previous sections have revealed that the one-time reward, e.g., the cash reward or 

subsidy, may fall into the local laws’ competence. However, some local famous trade 

mark rewards have a much longer term of validity and involve a much broader audience 

of effects, e.g., upgrading enterprises’ names and using the ‘local famous trade mark’ 

label on products. Even worse, the title of local famous trade mark has become a de facto 

once-for-all silver bullet. That means the fact that 'once was identified as a local famous 

trade mark’ had been deemed in courts as a very much difficult to challenge solid fact to 

back up the claim that a trade mark is still ‘famous (著名)’, if not impossible. Thus, the 

local famous trade mark titles with a specific validation period have transformed into a 

much stronger shield with a much longer beneficial period. That strong and stable 

protection indeed falls out of the scope of competence the upper law has offered mandate 

for.  

On the other hand, it seems the local famous trade mark systems do have a national-level 

policy basis, namely, the national trade mark strategy. However, the national trade mark 

strategy does not have explicit provisions that direct the current local famous trade mark 

using the previously noted protective modalities. However, the central administrative 

departments did treat the number of local famous trade marks as an indicator of local 

economic developments.  

Hence, a large part of the local famous trade mark local laws’ protective modalities lack 

the upper law basis, but have upper central administrative policy’s incentive.  



  

2.5 The Status Quo 

2.5.1 The Breeding Ground for Corruption 

The existence of the respective local famous trade mark systems and the lack of a direct 

upper law regulating local famous trade marks have caused the fragmented ‘local 

kingdoms of local famous trade marks’ in which local authorities within their respective 

local administrative area possess a considerable degree of freedom and arbitrariness in 

selecting and designating local famous trade marks. Besides the lack of a supervisory 

mechanism and a severe information asymmetry, this has raised the concern of influence 

peddling and corruption. 

The Zheng Jianing case is a typical illustration of such concern.249 The defendant Zheng 

Jianing, took advantage of his position and accepted bribes (CNY 1 million in total) from 

enterprises and related personnel to help them to apply for well-known trade marks and 

local famous trade marks. This occurred from 2007 to 2013 during his tenure as the 

director of Trade Mark Advertisement Administration Section of the Zhongshan 

Administration for Industry and Commerce in Guangdong Province. Zheng was 

sentenced to five years’ imprisonment, reimbursement of all illegal income, and a fine of 

CNY 600,000 for the crime of accepting bribes. 

A string of subsequent relevant cases has been reported, for instance: 

Cao Gaoshan, former deputy director of the Trade Mark Advertising Section of 

the Economic and Technological Development Division of the Industrial and 

Commercial Bureau of Yantai City, was sentenced to seven years in prison for 

providing advice to companies seeking to apply for local famous trade mark 

and receiving 1.88 million RMB in bribes. 

In the ‘problematic cable’ incident that occurred last year, Okay Cable 

Company, which was exposed in covering up cable quality problems through 

bribery, was also a local famous trade mark owner in Shaanxi Province.250 

 
249 (Criminal Judgment No. 2569 [2017], First, Criminal Division, Guangdong), (2017) 粤 2017 刑初

2569 号. 
250 (Paper 2018) The Paper (澎湃), ‘The ‘local famous trade mark’ competition was twice called off after: 

or surprise public announcement, or change the selection subject’ (《‘著名商标’评比被两度叫停后：或



  

On 12 April 2018, the People’s Daily, the largest state newspaper group, reposted an 

article from the Workers’ Daily in which it commented on the Zheng Jianing case. It 

criticized the local famous trade mark mechanisms as a governmental overreach, inter 

alia: 

Suppose forces outside the market intervene or interfere with the evaluation and 

determination (of well-known marks). In that case, it is likely to bring many 

problems, including corrupt ‘flies: that will inevitably get into this seamed egg’. 

There was a time when officials helped companies certify ‘well-known trade 

marks’, businessmen were responsible for paying money. Officials were 

accountable for taking money and doing things for others, which forms a typical 

power rent-seeking (…) The key issue is that under the market economy system, 

the government, as the only visible hand and in judging whether a product is 

well-known, trustworthy, or safe enough for consumers, is obviously putting 

the cart before the horse.251 

The corruption issue was noted not only by media, but also the local authorities. Some 

local famous trade mark local laws clearly stipulated provisions against bribery and power 

rent-seeking during the determination procedure of local famous trade mark, as for 

instance:  

The members of the Provincial Local Famous Trade Mark Review and 

Adjudication Board who accept bribes and malpractices for personal favours 

during the review of local famous trade marks shall be disqualified from 

reviewing; if they commit a crime, they shall be held criminally responsible.252 

To some extent, the existence of such provisions reflects that rent-seeking was indeed a 

valid question that could arise during local famous trade marks related administrative 

activities.  

 
突击公示，或更换评选主体》), available at: < 

https://www.thepaper.cn/newsDetail_forward_2113545>. 
251 Workers’ Daily (工人日报), ‘What the withdrawal of ‘well-known trademarks’ has taught us’ (《‘驰

名商标’退出给我们的启示》), available at < http://opinion.people.com.cn/n1/2018/0412/c1003-

29920948.html>;  
252 Article 33 of Regulation on the Recognition and Protection of Local Famous Trade Mark in Anhui 

Province.  

http://opinion.people.com.cn/n1/2018/0412/c1003-29920948.html
http://opinion.people.com.cn/n1/2018/0412/c1003-29920948.html


  

The above excerpts have shown the concerns regarding possible corruption caused by the 

local famous trade mark regime. However, this does not imply any natural causation 

between the local famous trade mark regime and corruption, although further analyses 

are needed. 

2.5.2 The Insufficient Official Red Card 

The local famous trade mark system has been deeply rooted in China for decades. Since 

its emergence in 1996, this system had never encountered substantive or large-scale 

challenges or opposition until 2017. Over decades, a considerable amount of trade marks 

has been awarded the ‘honourable title of local famous trade mark’. 

The year 2017 witnessed the beginning of the downfall of the local famous trade mark 

regime. In that year, the Xi’an Line Three subway cable (hereafter referred to as ‘Line 

Three’) incident triggered a nationwide discussion on local famous trade mark and the 

overreaching of local governments.  

On 13 March 2017, an online post titled ‘Do you still dare to ride the Xi’an subway?’ 

raised countrywide attention. The post was allegedly written by an employee from 

Shaanxi Aokai Cable Co., Ltd. (hereafter referred to as ‘Aokai’), the Line Three cables 

manufacturer.  

The post pointed out severe safety concerns on Line Three. The cables used for building 

the subway system were substandard, which could easily cause a fire. Aokai was ‘a small 

workshop’ that did not meet related national quality standards and falsified its 

qualifications during the bidding process. 

On 20 March 2017, the Xi’an municipal government held a press conference to announce 

their sampling inspection results. Strikingly, out of the five samples of Aokai cables taken 

from Line Three, all of them proved to be unqualified products. 

On 15 May 2017, the Circular issued by the central government of China criticized the 

Shaanxi local famous trade mark problem concerning the Aokai trade mark:253 

 
253 Guowuyuan Bangongting Guanyu Xi’an Ditie ‘Wenti Dianlan’ Shijian Diaocha Chuli Qingkuang Jiqi 

Jiaoxun De Tongbao (国务院办公厅关于西安地铁‘问题电缆’事件调查处理情况及其教训的通报) 

[Circular of the General Office of the State Council on the investigation and handling of the ‘problematic 

cable’ incident in Xi’an Metro and its lessons learned] (issued by General Office of the State Council, 

[2017] No 56, on 21 June 2017) 



  

The Shaanxi Provincial Administration for Industry and Commerce violated 

the regulations and recognized the trade mark of Aokai as a local famous trade 

mark in Shaanxi Province with a registration period of fewer than three years 

and did not meet the requirements for recognition.254 

The Provisional Regulations on the recognition and management of local famous trade 

mark in Shaanxi Province expressly stipulates two ‘three-year requirements’ of Shaanxi 

famous trade marks.255 However, the trade mark ‘五胜’ owned Aokai,256 for goods like 

cable, wire, power supply material, was recognized as a Shaanxi Province local famous 

trade mark after it had been registered as a trade mark after merely a year.  

 

 

 

Shaanxi Province local famous trade mark Certificate257 

 

Shaanxi Aokai Cable Co., Ltd.: 

The trade mark  you used on the commodities of cable; wire; power supply 

material (wire and cable), etc. is recognized as a Shaanxi Provincial local famous trade 

mark. The validity period is three years. 

 

 

Shaanxi Provincial Industrial and Commercial Administration 

30 December 2015 

 
Figure 3 Shaanxi Provincial local famous trade mark: Wusheng 

 

 

The question arises is whether Aokai could have won the Xi’an Metro bid if it would not 

have obtained the Shaanxi Provincial local famous trade mark title. Did the name of a 

 
254 Ibid. 
255 Article 2(1) reads: ‘A trade mark applying for the recognition of a local famous trade mark must have 

been approved and registered by the SAIC for more than three years at the time of application, and a 

‘Trade Mark Registration Certificate’ or corresponding legal certification documents must be provided.’  

Article 2(4): ‘A trade mark applying for recognition of a local famous trade mark must be a trade mark 

that has been used continuously for more than three years at the time of application.’ 
256 Registration No 13211171, in class 9. 
257 This is the translated version. The image is from https://news.qq.com/a/20170323/000874.htm 



  

local famous trade mark give it a greater competitive advantage? The answer is no. This 

conclusion was also agreed upon and published by several media, including state media. 

The discussion caused by the Line Three incident initially focused on the aspects of 

product quality and safety. Soon, however, it extended to the role of the local famous 

trade mark during the bidding process and triggered a nationalwide discussion about local 

famous trade mark.  

The nationwide discussion quickly caused the issuance of a series of rectification 

measures regulating the local famous trade mark system. 

In March 2017, the Shaanxi AMR issued a decision after a full investigation, revoking 

the title of the local famous trade mark for the trade mark at issue, held accountable staff 

who were not strictly audited, and checked the identification of local famous trade mark.258 

In particular, the decision requested that a revision to the ‘Provisional regulations on the 

recognition and management of local famous trade mark in Shaanxi Province’ had to be 

made to standardize and improve the local famous trade mark review mechanism. 

The local famous trade mark system was deemed should be repealed.259 Furthermore, 

specific measures in a practical sense were announced in 2018 with two explicit goals, 

including a deadline for the action, as follows: 

 
258 Xinhuanet (新华社), ‘Shaanxi Provincial Bureau of Industry and Commerce: revoke the local famous 

trade mark of the cable in question and hold the relevant staff accountable’[陕西省工商局：撤销问题电

缆著名商标 追责相关工作人员], available at <http://www.gov.cn/xinwen/2017-

03/23/content_5180037.htm>. 
259 On 1 November 2017, the Legal Work Committee of the Standing Committee of the NPC of China 

issued the Letter on the issuance of research opinions on local laws and regulations related to the local 

famous trade mark system, explicitly requested that the local regulations related to the local famous trade 

mark system be ‘cleaned up and repealed in due course’.  After that, some provinces and cities have 

successively abolished the respective local famous trade mark protection regulations. See Letter on the 

Issuance of Opinions on the Study of Local Regulations Relating to the local famous trade mark System 

[《关于印发<对有关著名商标制度地方性法规的研究意见>的函》], Letter No. 224 [2017] of the 

Legislative Affairs Commission of the Standing Committee of the National People’s Congress (法工委函

〔2017〕224 号); Letter on the Issuance of Opinions on the Study of Local Regulations Relating to the 

local famous trade mark System [《关于印发<对有关著名商标制度地方性法规的研究意见>的函》], 

Letter No. 224 [2017] of the Legislative Affairs Commission of the Standing Committee of the National 

People’s Congress (法工委函〔2017〕224 号). See Notice of the SAIC of the Legislative Affairs Office 

of the State Council on the Special Cleaning of Local Government Regulations and Normative 

Documents Involving the local famous trade mark System (《国务院法制办公室国家工商行政管理总

局关于开展涉及著名商标制度的地方政府规章和规范性文件专项清理工作的通知》), Legislative 

Affairs Office of the State Council No 5[2018] (国法〔2018〕5 号). 



  

1. A special clean-up action shall be carried out toward the local government 

regulations and normative documents pertinent to the local famous trade mark 

mechanism. 

2. The entire ‘clean-up action’ must be completed by the end of April 2018.260 

The two measures above are clear and specific, yet their implementation did not go 

smoothly. By May 2018, most provinces had followed the measures and announced that 

the abolition and clean-up work of the local famous trade mark related local laws was 

done by local legislators accordingly.261  

However, some provinces did not truly abolish the local famous trade mark mechanism. 

Instead, they changed the subject of determining local famous trade marks from 

governmental departments such as Industrial and Commercial Administrations to a non-

governmental third party, i.e., a seemingly neutral organisation. By doing that, the 

national red card was bypassed.262 The local governments could then continue the de facto 

local famous trade mark mechanism.263 

In academia, a strong undercurrent already manifested itself in 2016, the ‘students in 

action’.264 The main argument was that the local famous trade mark regime did not have 

the basis of superior law.265 

 
260 Furthermore, on 29 January 2018, the Legislative Affairs Office of the State Council co-published the 

<Notice on Carrying out the Special Clean-up Work of Local Government Rules and Regulatory 

Documents Involving the local famous trade mark System> with the SAIC. 
261 See e.g., Guanyu Feizhi Sichuan Sheng Zhuming Shangbiao Rending He Baohu Tiaoli De Jueding (关

于废止《四川省著名商标认定和保护条例》的决定) [Decision on Repealing the Regulations on the 

Recognition and Protection of Famous Trade Marks in Sichuan Province] (issued by the Sichuan 

Provincial People’s Congress (including the Standing Committee), 7 December, 2018); Guanyu Feizhi 

Shandong Sheng Zhuming Shangbiao Rending He Baohu Banfa De Jueding (关于废止《山东省著名商

标认定和保护办法》的决定) [Decision of the People’s Government of Shandong Province on 

Abolishing the Measures for the Determination and Protection of Famous Trademarks in Shandong 

Province] (issued by Shandong Provincial People's Government, 4 July, 2018) 
262 See Jining Evening Newspaper (济宁晚报), ‘Stop forcing ‘renewal’ of “local famous trade mark”’ [别

再为“著名商标”强行“续命”], available at 

<http://www.jn001.com/paperwb/attachment/201805/03/371a6b16-3980-4e33-80d9-87409c964b12.pdf>. 
263 Paper 2018. 
264 On 26 April 2016, 22 intellectual property law postgraduates of Shanghai University sent 31 local 

famous trade mark legislative research proposals to 31 standing committees of people’s congresses of 

provinces, cities, or autonomous regions, presenting their concerns against the local famous trade mark 

regime. See IPRCHN (中国知识产权资讯网), ‘108 Intellectual Property graduate students’ review 

recommendations adopted’ [108 位知识产权研究生审查建议被采纳], available at < 

http://www.iprchn.com/cipnews/news_content.aspx?newsId=104933>. 
265 Ibid. The main claimed argument was: ‘Local regulations, rules and normative documents on the local 

famous trade mark mechanism claim to be based on China’s Trade Mark Law, which does not contain the 

concept of ‘local famous trade mark’ at all’. 



  

That action was the follow-up to a lecture entitled ‘The end of the strange phenomenon 

of well-known trade marks in China in the past two decades’ by Tao Xinliang.266 Both 

actions played an influential role in promoting substantive discussion and changes 

concerning the local famous trade mark regime. Parts of the new proposals did not 

incorporate a more in-depth analysis of the local famous trade mark’s nature and its 

internal structure and the multi-dimension of the local famous trade mark regime. As a 

result, the proposals basically took a binary either-or approach: due to the lack of upper 

law basis, the whole local famous trade mark system must be repealed. 

Given the above, it becomes evident that a mere top-down issue of a red card is an 

inadequate solution, which, I argue, is due to insufficient exploration, such as the said 

either-or approach concerning two tricky and complex local famous trade mark 

characteristics. Not only is it arbitrary to remark that the local famous trade mark is 

lacking upper law basis before a closer examination is taken, but the term local famous 

trade mark per se is also a text of an easily altered yet imperceptible nature, the analysis 

of which must be taken into the internal structure of the term.  

2.6 Concluding Remarks  

2.6.1 Summary  

This section summarises the local famous trade mark mechanism in China to facilitate an 

understanding of the contents provided in the following sections.  

The local famous trade mark mechanisms were established by local legislation in the 

1990s. Although any explicitly local famous trade mark-related legislation is absent at 

the national law level, the local famous trade mark mechanisms are, arguably, an integral 

part of the ‘national campaign of trade mark strategy’. The motivations and criteria of the 

decades-long enduring local famous trade mark mechanisms are economically centred. 

Due to their diverse legislative bodies, the respective local famous trade mark systems 

feature fragmentations in multiple aspects, apparently lacking in harmonization and easily 

susceptible to chaotic enforcement.   

The local famous trade mark mechanisms work as follows: each year, the local Industrial 

and Commercial Administrations launch a campaign of selecting local famous trade 

 
266 He was the dean of the School of Intellectual Property of Shanghai University at the time.  



  

marks from the applications submitted by trade mark proprietors. The eligible candidates 

(i.e., the eligible trade marks) must have met certain criteria, such as trade mark stability 

and consumers’ recognition. Furthermore, the proprietors of local famous trade marks 

must have close local connections, implying that the enterprise must be locally registered 

and pay tax locally. 

The local famous trade mark title comes with a much-extended scope of protection and 

significant commercial benefits. Notably, once selected as a local famous trade mark, the 

respective proprietors could put the wording ‘local famous trade mark’ on the products’ 

packaging and marketing materials.  

The local famous trade mark mechanisms have been prevailing in China for decades. 

They form a massive and influential mechanism of generating local famous trade marks 

that enjoy rewards and protection far beyond regular trade marks. The local famous trade 

mark mechanisms are set apart from the conventional approaches by which the famous 

trade marks (in a broad sense) are recognized by competent authorities as is the case in 

other jurisdictions, i.e., by courts or by Trade Mark Office. The self-contained feature of 

the local famous trade mark mechanism renders it into an almost lawless field where the 

competent authorities and local famous trade mark proprietors take what they need 

without due consideration to consumers’ interests. 

2.6.2 Structure of the Following Legal Analysis  

As expressed at the beginning of this chapter, this introductory section aims to provide a 

descriptive overview of the local famous trade mark regime to facilitate the discussions 

and analyses in subsequent chapters.  

This local famous trade mark introductory chapter already revealed several local famous 

trade mark-related problems: the inconsistency among the local famous trade mark 

regulations, the lack of principle norms, and corruption concerns. 

However, all of those problems could be mere non-substantive flaws that do not 

fundamentally affect the justification of having a local famous trade mark regime and can 

be improved or corrected by applying more comprehensive institutional designs. 

Conditions change only if some of the local famous trade mark regime’s features are 

fundamentally incompatible with the rational basis of having trade marks and trade mark 

systems. Thus, it is essential to subject the local famous trade mark regime and its defects 



  

to relevant examinations and assessments and to pursue objective answers by returning 

to the very basics of trade marks and trade mark laws.  

To that end, this study sets a framework of assessment consisting of the dimensions of 

trade mark, famous trade mark, and the boundary of public authorities’ intervention. 

The term ‘local famous trade mark’ has a similar appearance to many other types of trade 

mark that are named in the form of ‘adjective regarding fame/popularity + trade mark’, 

e.g., well-known trade mark, famous trade mark, trade mark with a reputation. However, 

similar names do not equivalate to the same essence. It is, therefore, necessary to address 

the following questions: 

1. What is the orthodoxy rationale for protecting famous trade marks in general, and 

what are the assessment criteria involved?  

2. Compared to the answers to question 1, does the local famous trade mark system 

share a similar rationale of protection and criteria assessment? 

Answering the respective questions starts from the basis of an ordinary trade mark: only 

by first knowing the basics should a further exploration of a level-up type of trade mark, 

namely, the said famous trade marks, be conducted. Therefore, in chapter 3, I will explore 

the concept of trade marks from the aspects of international and national legislations, in 

addition to the semiotic analysis looking into the internal structure of a trade mark. As a 

whole, this approach aims to explain the scope of ordinary trade marks’ exclusive rights 

and their expansion. 

This study finally looks into the boundaries of public authorities in intervention, which 

proposes suggestions concerning the normative direction the local famous trade mark 

system should take.  
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A local famous trade mark is, foremost, a trade mark. A comprehensive analysis of the 

local famous trade mark starts from and is based upon the definition of a trade mark.  

The term ‘trade mark’ is a legal concept, rendering the evident approach to studying the 

definition of a trade mark from legal texts. Thus, §3.1 first looks into the relevant key 

international treaties and subsequently provides an overview concerning the trade mark 

definitions in the leading jurisdictions focused on in this dissertation: the EU, China, and 

the US. The section furthermore includes brief coverage of the respective trade mark 

systems.  

Based upon the definitions generated from the sources above, §3.1 will identify a common 

structure of the various definitions, whose two key components will be analysed 

respectively, namely, ‘sign (§3.2 and 3.3)’ and ‘function (§3.5)’. In between is §3.4, 

discussing the structure defining the scope of trade mark exclusive rights, which links the 

respective two key components in logic.  

3.1 Trade Mark Definition 

3.1.1 The International Level 

This section seeks to find the direct definitions of trade marks from the major international 

treaties, in which China has acceded. They include the WTO (World Trade Organization) 

TRIPS Agreement and the WIPO-administrated treaties.267  

The WIPO-administrated treaties can be divided into three categories:268  

(1) Substantive standard-setting instruments: the Paris Convention, the Trade Mark Law 

Treaty, and the Singapore Treaty; 

(2) Registration instruments: the Madrid Agreement Concerning the International 

Registration of Marks (1891)269 and the Protocol Relating to the Madrid Agreement 

Concerning the International Registration of Marks (1989);270 

 
267 For detailed information on all treaties, see: WIPO, WIPO-Administered Treaties, available at 

<https://www.wipo.int/treaties/en/>. 
268 (Moerland 2013) Anke Moerland, Why Jamaica wants to protect Champagne: intellectual property 

protection in EU bilateral trade agreements. 
269 Madrid Agreement Concerning the International Registration of Marks, adopted on 14 April 1891, as 

last revised and amended on 28 September 1979, 828 U.N.T.S 389. 
270 Protocol relating to the Madrid agreement concerning the international registration of marks, adopted 

in Madrid on 27 June 1989, entered into force on 1 December 1995. 



  

(3) Classification instruments: the Nice Agreement Concerning the International 

Classification of Goods and Services for the Purposes of the Registration of Marks (1957) 

and the Vienna Agreement Establishing an International Classification of the Figurative 

Elements of Marks (1973). 

This section focuses on category (1) and tries to establish the basic structure regarding 

the definition of a trade mark, which will facilitate the discussion on trade mark functions. 

3.1.1.1 The Paris Convention  

The Paris Convention, adopted in 1883, is the earliest multilateral international 

intellectual property instrument whose original objective was to establish the national 

treatments regarding industrial properties in the markets of the member nations.271 

The Paris Convention discusses industrial property in the broadest sense.272 Although 

several specific types of marks are mentioned, e.g., well-known mark,273 service marks,274 

and collective marks, 275  it does not attempt to provide a clear and comprehensive 

definition of trade mark which usually starts with basic preconditional requirements, such 

as a graphical representation and its use in commerce. The Convention merely provides 

some brief generalised guidance. 

First, it leaves ample space and flexibility for member states to determine the registrability 

through national laws: 

(1) The conditions for the filing and registration of trade marks shall be 

determined in each country of the Union by its domestic legislation.276 

Furthermore, the Convention specifies several marks that shall not be registered, such as 

those concerning state emblems, official hallmarks, or intergovernmental organizations’ 

 
271 Besides of that original, when taking the larger historical context into account, it is submitted that the 

true object of the Paris Convention was to ‘secure import monopolies for the producing nations of the 

West in order to satisfy the needs of an expanding capitalism.’ Dhavan, R., Harris, L., & Jain, G. (1990). 

Conquest by Patent: The Paris Convention Revisited. Journal of the Indian Law Institute, 32(2), 131-178. 
272 WIPO, ‘Summary of the Paris Convention for the Protection of Industrial Property (1883)’, available 

at <https://www.wipo.int/treaties/en/ip/paris/summary_paris.html>. 
273 Article 6bis of the Paris Convention. 
274 Ibid., Article 6sexies. 
275 Ibid., Article 7bis. 
276 Article 6 of Paris Convention. 



  

emblems.277  The Convention excludes the registrability of marks that are ‘devoid of any 

distinctive character’278 and ‘contrary to morality or public order.’279 

3.1.1.2 The Trade Mark Law Treaty 

The Trade Mark Law Treaty was adopted in 1994 and is open to World Intellectual 

Property Organization (WIPO) member states and specific intergovernmental 

organisations. Its aim is to standardise the streamlining national and regional trade mark 

registration procedures.280 By 24 February 2022, the Trade Mark Law Treaty has 54 

contracting parties, 281  including China, the EU, and the US as the three major 

countries/regions on which the current study focuses.   

Unlike the broad and general approach taken by the Paris Convention regarding the 

definition of a trade mark, Article 2 of the Trade Mark Law Treaty makes clarifications 

regarding the nature and the kinds of marks to which the Treaty applies in a much more 

clear-cut way (emphasis added): 

Article 2 Marks to Which the Treaty Applies 

(1) [Nature of Marks] 

(a) This Treaty shall apply to marks consisting of visible signs, provided that 

only those Contracting Parties accepting three-dimensional marks for 

registration shall be obliged to apply this Treaty to such marks. 

(b) This Treaty shall not apply to hologram marks and marks not consisting of 

visible signs, in particular sound and olfactory marks. 

(2) [Kinds of Marks] 

(a) This Treaty shall apply to marks relating to goods (trade marks) or services 

(service marks) or both goods and services. 

(b) This Treaty shall not apply to collective marks, certification marks and 

guarantee marks. 

 
277 Ibid., Article 6ter. 
278 Paris Convention Article 6quinquies B(ii). 
279 Ibid., B(iii). 
280 https://www.wipo.int/treaties/en/ip/tlt/summary_tlt.html 
281 WIPO, ‘Summary of the Trademark Law Treaty (1994)’, available at <WIPO: 

https://wipolex.wipo.int/en/treaties/ShowResults?search_what=C&treaty_id=5>. 



  

Although no comprehensive definition of trade mark is provided, the Treaty does put 

forward one precondition of trade mark registration: visual representation excludes, in 

particular, hologram marks, sound marks and olfactory marks, from the scope of 

applications.  

3.1.1.3 The Singapore Treaty 

Building on the Trade Mark Law Treaty (1994), the Singapore Treaty on the Law of Trade 

Marks (hereafter referred to as ‘the Singapore Treaty’) aims to ‘create a modern and 

dynamic international framework for harmonising administrative trade mark registration 

procedures’.282  

Concerning the trade mark definition, the Singapore Treaty also states the nature and the 

kinds of marks to which the Treaty applies, in Article 2: 

Article 2 Marks to Which the Treaty Applies 

(1) [Nature of Marks] Any Contracting Party shall apply this Treaty to marks 

consisting of signs that can be registered as marks under its law. 

(2) [Kinds of Marks] 

(a) This Treaty shall apply to marks relating to goods (trade marks) or services 

(service marks) or both goods and services. 

(b) This Treaty shall not apply to collective marks, certification marks and 

guarantee marks.283 

Compared with the Trade Mark Law Treaty, the Singapore Treaty expands the scope of 

registrable trade marks by recognising all marks consisting of registerable signs under the 

member states’ specific domestic laws. This, arguably, has a positive impact on 

recognising non-traditional marks, e.g., sound marks and olfactory marks that the Trade 

Mark Law Treaty took as unregistrable.284 

 
282 The Singapore Treaty on the Law of Trade marks was adopted at Singapore on 27 March 2006. The 

objective of the Singapore Treaty is stated at the WIPO-Administrated Treaties at 

<https://www.wipo.int/treaties/en/ip/singapore/>. 
283 Article 2 of the Singapore Treaty. 
284 WIPO, ‘Summary of the Singapore Treaty on the Law of Trademarks (2006)’, available at 

<https://www.wipo.int/treaties/en/ip/singapore/summary_singapore.html>. 



  

3.1.1.4 The TRIPS  

The TRIPS Agreement, which took effect on 1 January 1995, is currently the most 

comprehensive multilateral agreement on intellectual property. 

Numerous authors note that the TRIPS Agreement marks the beginning of the global 

regime of Intellectual Property protection.285 The reasons given for this contain, among 

other things, that it provided WTO members with the minimum standards for the 

protection of Intellectual Property in the broadest range, which also broke new ground in 

adhering to this common set of standards. 

With regard to a trade mark definition, the TRIPS Agreement presents a more explicit 

statement than the international legal instruments elaborated thus far in this chapter. It 

embraces the broad spectrum of signs, including ordinary ones like verbal marks, non-

traditional ones like three-dimensional shapes and colours, and unconventional forms of 

signs like sounds, tastes, and smells, capable of constituting a trade mark once they are 

‘capable of distinguishing the goods or services of one undertaking from those of other 

undertakings’.286 The definition of a trade mark given by the TRIPS Agreement also 

renders the Member States discretions in two aspects. One is on the possibility of 

determining acquiring distinctiveness through uses concerning those signs that are ‘not 

inherently capable of distinguishing the relevant goods or services,’ the other is setting 

up the visual perceptibility of a sign as a possible condition for trade mark registration.287 

The basic structure of the definition can be summarised as:  

A trade mark is any sign or combination of signs capable of distinguishing 

goods/services. 

3.1.1.5 Interim Observation 

As mentioned at the beginning of this chapter, a trade mark is a legal concept. Thus, the 

definition of a trade mark reflects, at least partially, the eligibility requirements, or in 

more definitive words, the thresholds for a sign to be protected by trade mark law. In that 

 
285 See, e.g., (Moerland 2013); C. May, ‘Why IPRs are a Global Political Issue’ EIPR, 2003, Vol. 25 (1), 

1-5; Braithwaite and Drahos, Global Business Regulation, p. 61; Drahos, P. (2003). Expanding 

intellectual property's empire: the role of FTAs. Regulatory Institutions Network, Research School of 

Social Sciences, Australian National University, 1-19, p. 6; Cottier, T. (2005). The agreement on trade-

related aspects of intellectual property rights. In The World Trade Organization: legal, economic and 

political analysis (pp. 1041-1120). Springer, Boston, MA, p. 1050. 
286 Article 15(1) of the TRIPS Agreement.  
287 Ibid.  



  

sense, it is understandable that the above-mentioned international treaties merely lay the 

groundwork with relatively low thresholds, while they give the Member States great 

discretions in shaping their respective trade mark definitions. This happens without 

reducing the guidance provided by the relevant groundwork and without setting overly 

high thresholds. 

The above-mentioned international treaties appear to have taken a similar approach: far 

from presenting explicit, cohesive and comprehensive definitions of a trade mark, the 

treaties merely provide general guidance in defining trade marks regarding, for instance, 

the concepts (e.g., distinctiveness), forms (e.g., well-known trade marks, collective marks) 

and preconditions (e.g., visually perceptibility), while leaving significant space for the 

Member States’ discretions with regard to most substantive matters, e.g., the registrability 

of signs. 

Although the respective definitions are general and incohesive, they can be seen as 

milestones marking the evolving international consensus on the definitions of trade marks. 

Furthermore, a general commonly-agreed structure can be observed as follows: 

A trade mark is a sign capable of distinguishing.  

3.1.2 Regional level: The EU 

3.1.2.1 Parallel Trade Mark Systems 

The EU has three routes for a sign to obtain statutorily created trade mark rights: 

international registration via the Madrid System for the international registration of 

marks, 288  European Union trade mark registration (EUTM) via the European Union 

Intellectual Property Office (EUIPO), and national registration via the national trade mark 

registry. This section will focus on the latter two, which are exclusively EU-based. The 

Madrid System for the international registration of marks, whose aims are on the trade 

mark formality aspects worldwide, namely, providing its 128 country members a 

 
288 This System is governed by the Madrid Agreement Concerning the International Registration of 

Marks (the ‘Madrid Agreement’, firstly adopted 14 April 1891. Came into force in 1892), concluded in 

1891, and the Madrid Protocol, concluded in 1989, enables to protect a mark in many countries by 

obtaining an international registration that affects each designated Contracting Parties. The Madrid 

system is administered by the International Bureau of the WIPO in Geneva, Switzerland. 



  

‘convenient and cost-effective solution for registering and managing trade marks 

worldwide’,289 will not be included in the following discussions. 

As early as the pre-harmonisation period, a uniform trade mark right extending over the 

national borders was an inevitable requirement for the consensus of establishing a 

genuinely borderless marketplace and did not block cross-border trade in goods within 

the EU. 

The outcome of earlier efforts was embodied in the enactment of the following pillar 

documents: 

- The First Council Directive 89/104/EEC of 21 December 1988 to approximate the 

laws of the Member States relating to trade marks (TMD);290 

- The Council Regulation (EC) No 40/94 of 20 December 1993 on the Community 

trade mark (CTMR).291  

The first TMD aims to facilitate the free circulation of goods and services and to ensure 

that registered trade marks enjoy the same protection under all the Member States’ legal 

systems.292 In 1994, the CTMR established the Community trade mark (CTM) system 

which, for the first time, offered unitary protection throughout the EU with the much-

streamlined procedure of a mere single application. 

The respective EU national trade mark systems and the CTM system were meant to 

coexist and complement each other, as expressed by the CTMR in 1993.293 Specifically, 

it stated that the choices of applying for an EU member's trade mark or a Community 

trade mark were left to the undertakings themselves.294 By having that, the two trade mark 

systems answered the needs for enterprises or individuals; the latter can decide under 

 
289 See WIPO, ‘Madrid – The International Trademark System’, available at 

<https://www.wipo.int/madrid/en/>. 
290 First Council Directive 89/104/EEC of 21 December 1988 to approximate the laws of the Member 

States relating to trade marks. OJ L 40, 11.2.1989, p. 1–7; Directive 2008/95/EC of the European 

Parliament and of the Council of 22 October 2008 to approximate the laws of the Member States relating 

to trade marks (Codified version) (Text with EEA relevance), OJ L 299, 8.11.2008, p. 25–33. 
291 Council Regulation (EC) No 40/94 of 20 December 1993 on the Community trade mark. OJ L 11, 

14.1.1994, p. 1–36. 
292 See paragraph 14 the preamble of TMD.   
293 See Council Regulation (EC) No 40/94. 
294 Ibid. 



  

which trade mark system their relevant application is filed while taking their specific 

business situations into consideration.295   

3.1.2.2 The EU Trade Mark Legislative Reform 

Since its operation in 1996, the CTM system turned out to be a tremendous success. The 

actual amount of CTM applications surpassed all previous estimates with regard to 

revenues from official fees. Given that no legal basis existed for OHIM in dealing with 

this kind of surplus, the need arose to dispose of the money.296 

Following the evaluation results presented in March 2011 in the report entitled ‘Study on 

the overall functioning of the European Trade Mark System’ conducted by the Max 

Planck Institute for Intellectual Property and Competition Law, 297  the Commission 

launched the proposal for revision of the TMD and CTMR in March 2013. In December 

2015, the European Parliament approved the EUTM reform package. 

The Legislative Reform package is comprised of two primary legislative instruments: 

- The recast Directive (EU) 2015/2436 (EUTMD) replaced the Directive 2008/95/EC 

of the European Parliament and of the Council (TMD);298 

- Regulation (EU) 2015/2424 (EUTMR) amended the European Union trade mark 

regulation (EC) No 207/2009 (CTMR).299 

The Recast TMD and the amended EUTMR entered into force on 14 January and 23 

March 2016 respectively and showed notable changes of nomenclature: 

 
295 See: European Commission Press Release Database. Online resource: http://europa.eu/rapid/press-

release_MEMO-13-291_en.htm?locale=en. 
296 Kur, A., & Senftleben, M. R. (2017). European Trade Mark Law–A Commentary. Oxford University 

Press. p. 68. 
297 Available at the Publications Office of the European Union: < https://op.europa.eu/en/publication-

detail/-/publication/5f878564-9b8d-4624-ba68-72531215967e>. 
298 Directive (EU) 2015/2436 of the European Parliament and of the Council of 16 December 2015 to 

approximate the laws of the Member States relating to trade marks. OJ L 336, 23.12.2015, p. 1–26. 

Directive (EU) 2015/2436 of the European Parliament and of the Council of 16 December 2015 to 

approximate the laws of the Member States relating to trade marks; https://eur-lex.europa.eu/legal-

content/EN/TXT/?uri=CELEX%3A32015L2436#ntr3-L_2015336EN.01000101-E0003  
299 Regulation (EU) 2015/2424 of the European Parliament and of the Council of 16 December 2015 

amending Council Regulation (EC) No 207/2009 on the Community trade mark and Commission 

Regulation (EC) No 2868/95 implementing Council Regulation (EC) No 40/94 on the Community trade 

mark, and repealing Commission Regulation (EC) No 2869/95 on the fees payable to the Office for 

Harmonization in the Internal Market (Trade Marks and Designs) [2015] OJ L 341/21 (no longer in force 

since 30 September 2017). Regulation (EU) 2017/1001 of the European Parliament and of the Council of 

14 June 2017 on the European Union trade mark [2017] OJ L154/1. 

https://eur-lex.europa.eu/legal-content/EN/TXT/?uri=CELEX%3A32015L2436#ntr3-L_2015336EN.01000101-E0003
https://eur-lex.europa.eu/legal-content/EN/TXT/?uri=CELEX%3A32015L2436#ntr3-L_2015336EN.01000101-E0003


  

- CTMR → EUTMR (European Union Trade Marks Regulation, since all the 

references to the Community were replaced with European Union)  

- CTM → EUTM (European Union Trade Mark) 

- OHIM → EUIPO (European Union Intellectual Property Office) 

The EUIPO Guidelines are of particular importance; they form the main point of 

references for users of the EUTMR system, which are updated by the EUIPO on an annual 

basis. 

3.1.2.3 Definition of Trade Mark in the EU 

The EUTMD (2015/2436) defines trade marks as signs that fulfil two capabilities. The 

first is distinguishing the goods or services of one from those of other undertakings. 

Secondly, the signs must be capable of being represented on the EUTM trade mark 

register in a manner ‘which enables the competent authorities and the public to determine 

the clear and precise subject matter of the protection afforded to its proprietor.’ 300 

Examples are provided explaining which signs are possible to be registered as trade marks: 

‘in particular words, including personal names, or designs, letters, numerals, colours, the 

shape of goods or of the packaging of goods, or sounds’.301 

The basic structure of the definition can be summarized as follows:  

An EU trade mark is any sign capable of distinguishing and being represented in a clear 

and precise representation manner. 

The EU Trade Mark Law Reforms renders it unnecessary to fulfil the former requirement 

for graphical representation, which is likely to facilitate the registration of non-traditional 

marks, such as sounds or colours, and to meet the world’s practical needs with rapid 

technological developments. 

 
300 Article 3 of the EUTMD (2015/2436). 
301 Ibid.  



  

3.1.3 National Level: The US 

3.1.3.1 Federal Trade Mark Protection 

The present US legal system offers two types of trade mark protection: federal registration 

and common law protection. 

The federal agency for granting US patents and registering trade marks is the USPTO (the 

United States Patent and Trade Mark Office). The source of federal trade mark law is the 

Lanham Act enacted by Congress in 1946 (frequently referred to as the ‘Trade Mark Act 

of 1946’),302 which provides a national system of trade mark registration and protection 

for distinctive marks that are used in commerce. 

The definition of trade mark is pillared by two aspects.303 One aspect stresses the trade 

mark proprietor, who must have the acts of using the very sign or the bona fide intention 

to use that sign.304 The other aspect concerns the sign itself, which must be capable of 

identifying and distinguishing goods and indicating their sources.305 Examples of the 

possible trade marks are provided; they can be ‘any word, name, symbol, or device, or 

any combination’ that fulfil the respective two pillar aspects.306  

The basic structure of the definition can be summarised as:  

A US trade mark is a sign used in commerce or with bona fide intention of use that can 

identify and distinguish. 

The respective definition and commerce clause indicate a primary difference between the 

US federal trade mark law and that of other countries, in view of the principle that a trade 

mark must be used before the statutory creation of trade mark rights. For instance, under 

the EU trade mark law, registration per se is the only way to acquire trade mark protection: 

 
302 Pub.L. 79–489, 60 Stat. 427, enacted July 5, 1946, codified at 15 U.S.C. § 1051 et seq. (15 U.S.C. 

Chapter 22). 
303 15 U.S. Code § 1127 - Construction and definitions; intent of chapter. 
304 Ibid. It provides that ‘The term ‘trademark’ includes any word, name, symbol, or device, or any 

combination thereof— 

(1) used by a person, or 

(2) which a person has a bona fide intention to use in commerce and applies to register on the principal 

register established by this chapter,’ 
305 Ibid. The ‘term trademark’ is to ‘identify and distinguish his or her goods from those manufactured or 

sold by others and to indicate the source of the goods, even if that source is unknown.’ 
306 Ibid.  



  

EUTMR Article 6 (Means whereby an EU trade mark is obtained):307 

An EU trade mark shall be obtained by registration. 

That is to say, the EU trade mark law neither requires use as a prerequisite of trade mark 

protection, nor does mere use grant any substantive right. The principles of coexistence 

and independence between the EU trade mark system and the respective national systems 

allow member states to freely use this requirement in their national laws. 

3.1.3.2 Common Law Trade Mark Protection 

In the US, a mere federal registration does not create exclusive trade mark rights.308 The 

relationship between use and registration is not complementary but in primary and 

secondary order. For a federal trade mark application to be submitted based on the bona 

fide intent to use in commerce instead of on actual uses in commerce, the trade mark 

applicant must provide evidence in due time to prove the use of the applied sign in 

commerce.309 And it is not rare to see the attempts in providing such evidence judged by 

courts as minimal or sporadic.310 

In the US, trade marks are not always statutory creatures. As a common law country (on 

a state level excluding Louisiana, which has a mix of civil and common law), the US 

originally derived trade mark protection from state common law.311 Until the late 1800s, 

the US Congress enacted the first federal trade mark law which, since then, has been 

consistently expanded to include the ground initially covered by state common law. 

It is possible to have trade mark rights in the US without federal registration, which is 

known as common law rights, based solely on the use of the mark in commerce within a 

particular geographical area. In some cases, common law rights may be more potent than 

 
307 Regulation (EU) 2017/1001 of the European Parliament and the Council of 14 June 2017 on the 

European Union trade mark.  
308 See (Ladas 1975) Ladas, S. P. (1975). Patents, trademarks, and related rights: national and 

international protection (Vol. 1). Harvard University Press. P. 993: ‘(The registration) it is simply a 

recognition by the government of a right which has already been created by use under common law’. 
309 See (d)Verified statement that trademark is used in commerce under 15 U.S. Code § 1051 - 

Application for registration; verification. 
310 See, e.g., La Société Anonyme des Parfums Le Galion v. Jean Patou, Inc. (1974). The court held that 

the 89 sales of perfume bottles during a more than two decades period is ‘meager trickle of business’ 

which failed to constitute bona fide use for trade mark protection; Paramount Pictures Corp. v. White, 31 

U.S.P.Q.2d 1768, 1774 (T.T.A.B. 1994). The court held that the distribution for a game to a musical 

group was ‘less-than-commercial scale’ and it was ‘at a de minimis volume’ for trade mark protection.  
311 See, e.g., (Schechter 1925) Frank I. Schechter, the historical foundations of the law relating to trade-

marks (1925); McCarthy, J. T. (1996). McCarthy on trademarks and unfair competition. Clark Boardman 

Callaghan; The Trade-Mark Cases, 100 US 82 (1879). 



  

a federal registration. One instance would be if the common law right (use) happens 

earlier than the use that supports the federal registration. On the other hand, for all its 

merits, the common law rights alone may enjoy significantly fewer advantages than 

owning a federal trade mark registration on the (national) Principal Register,312 such as a 

public notice of proprietorship claim of a trade mark, a listing in the USPTO’s online 

databases, and the right to use the federal registration symbol ‘®’.313 Unless particularly 

stated, the US part of this current study’s analysis focuses mainly on the federal level. 

3.1.4 National Level: China 

The current enforced Trade Mark Law in China is the 2019 Amendment, which, in Article 

8, embraces the signs as possible trade marks capable of distinguishing the goods of a 

natural person, a legal person, or any other organization from those of others. Examples 

are provided. They are words, designs, letters, numerals, three-dimensional symbols, a 

combination of colours and sounds, and their combinations.314  

Article 8 only mentions ‘goods’, yet the definition actually includes services, as explicitly 

stated in Article 4(2) of the Trade Mark Law of China 2019.315 

The basic structure of the definition can be summarised as:  

A Chinese trade mark is a sign capable of distinguishing. 

Notably, the third revision of the Trade Mark Law of China 2013 rescinds the requirement 

of ‘visually perceptible’ stated in Article 8 of the second revision of the Trade Mark Law 

of China (2001). This explicit extension of the registrable subjects, according to CNIPA, 

was the legal response to economic and social developments as well as trends in 

diversification of market demand.316 

 
312 In the United States trade mark law, Principal Register is the primary register of trade marks 

maintained by the USPTO. It is governed by Subchapter I of the Lanham Act. 
313 USPTO: ‘Protecting Your Trademark. Basic Facts About Trademarks. United States Patent and 

Trademark Office. Enhancing your rights through federal registration’, available at:  

< https://www.uspto.gov/sites/default/files/documents/Basic-Facts-Booklet.pdf>. 
314 Article 8 of the Trade Mark Law of China 2019.  
315 Article 4(2) of the Trade Mark Law of China 2019 extends the scope of ‘trade mark goods’ to service 

as well, which reads as: ‘Provisions regarding the trade marks for goods in this Law shall be applicable to 

service trade marks.’  
316 SAIC, ‘Letter from the State Intellectual Property Office in response to Recommendation No. 1618 of 

the Second Session of the 13th National People's Congress’ 国家知识产权局对十三届全国人大二次会

议第 1618 号建议答复的函. 



  

3.1.5 Interim Observation  

This section proposes the following outline of fundamental structures after examining the 

definitions of trade marks in international treaties, with a particular focus on the main 

legislation of the EU, the US, and China: 

 

 
Table 6: The common basic structure of trade mark definitions 

 

 

An EU trade mark = A sign + capable of distinguishing 

+ clear and precise representation 

A US trade mark = A sign + use in commerce with bona 

fide intention + able to identify and distinguish  

A Chinese trade mark = A sign + capable of 

distinguishing 

 

As shown, a shared common basic structure can be observed as shown below:  

A trade mark is a sign capable of distinguishing (the goods or services of one enterprise 

from those of another). 

Therefore, a trade mark is not merely ’a sign’, but a combination of a sign and a number 

of specific goods or services. In other words, referring to a mere sign as a trade mark 

would be inaccurate in case the relevant information regarding the respective goods or 

services is not provided. Furthermore, the above-mentioned shared common basic 

structure contains two focuses: a sign and its function(s), which provide two 

corresponding perspectives in analysing trade marks. Firstly, the perspective of a sign, 

which could pave the way for an in-depth understanding of the sign’s inherent operational 

rules, and the view of the sign’s function(s) so far as a trade mark, considerably provides 

benchmarks for trade mark rights. Those two aspects will be elaborated upon in §2.2 and 

§2.3. 



  

3.2. Trade Mark as a Sign: Semiotic Lens 

As pointed out by Barton Beebe, trade mark doctrine is a hybrid doctrine.317 This implies 

that the legal recognitions and regulations of trade marks often are comprised of multiple-

faceted designs that may include practical considerations. Accordingly, multiple 

interdisciplinary approaches have been taken to explore trade mark-related issues, inter 

alia, a ‘powerful economic analysis’, 318  a semiotic analysis, 319  and a psychological 

approach. 320  Together, they counter the one-sidedness and limitations of mere legal 

(textual) analysis. 

Regarding the semiotic analysis of trade mark, back in 1989, Rochelle Cooper Dreyfuss 

first employed the linguistic approach, a branch of semiotics, to analyse trade mark rights 

and limits.321 The landmark work was the well-known article ‘The Semiotic Analysis of 

Trademark Law’ in 2003 written by Barton Beebe.322 He holds that trade mark doctrine 

is more than simply an economic doctrine. Instead, as a ‘language of commodities’, trade 

mark doctrines shall also be understood in linguistic terms.  

A trade mark, in essence, is a sign that conveys information between consumers and trade 

mark proprietors. More specifically, in that communication system, trade marks’ 

functions are based on their capabilities of communicating ‘A stands for B’, which is a 

typical semiotic process. Therefore, semiotics is a feasible approach that can be used to 

investigate questions such as ‘What is a sign?’ and ‘What are the objects of trade mark 

rights?’ The merits of semiotic analysis lie in the fact that it provides a necessary and 

fundamental framework for understanding the internal structure of a trade mark, the 

interactions of the subparts within the respective internal structure, and its dynamic 

interactions with society. Given that applying this kind of interdisciplinary approach with 

 
317 (Beebe 2003) Beebe, B. (2003). The semiotic analysis of trademark law. UClA l. reV., 51, 621. p.624. 
318 Ibid., p.624. 
319 See, e.g., (Landes & Posner 1987) Landes, W. M., & Posner, R. A. (1987). Trade Mark law: an 

economic perspective. The Journal of Law and Economics, 30(2), 265-309; (Economides 1988) 

Economides, N. S. (1988). The economics of trade marks. Trade Mark Rep., 78, 523. 
320 See, e.g., Leeds, D. (1956). Confusion and consumer psychology. Trade Mark Rep., 46, 1.; Kruger, J., 

& Vargas, P. (2008). Consumer confusion of percent differences. Journal of Consumer Psychology, 

18(1), 49-61.; Jacoby, J. (2001). The psychological foundations of trade mark law: secondary meaning, 

genericism, fame, confusion and dilution. Trade Mark Rep., 91, 1013; Tushnet, R. (2007). Gone in sixty 

milliseconds: Trade Mark law and cognitive science. Tex. L. Rev., 86, 507. 
321 (Dreyfuss 1989) Dreyfuss, R. C. (1989). Expressive genericity: trademarks as language in the Pepsi 

generation. Notre Dame L. Rev., 65, 397. 
322 Beebe 2003. 



  

regard to trade marks is imperative, I use semiotics to explore the internal structure of 

trade marks and the subject matter of this study: local famous trade mark. 

There are many tools and ways by which we can explore and understand society and 

everyday life. This can entail experiments in a laboratory, having conversations, or 

looking into texts. Semiotics, or ‘semiology (from the Greek semeîon, ‘sign’)’, whose all-

embracing definition is ‘the study of signs’,323 is suitable for studying local famous trade 

mark— a specific kind of sign. local famous trade mark’s nature, functions, actual 

meanings, and communication with the public can be explained within the domain of 

semiotics. 

Given that detailing the historical genealogy of semiotics will be mostly beyond the scope 

of this study, the most direct and relevant parts of semiotics that can be used for the 

specific research questions will be employed in the following sections.  

3.2.1 The Saussurean Dyadic Sign Model 

Modern semiotics has two principal founders, the Swiss linguist Ferdinand de Saussure 

(1857-1913, the ‘linguistic tradition’) and the American philosopher Charles Sanders 

Peirce (1839-1914, the ‘logical tradition’).324  

Saussure is known as the father of modern linguistics. His masterpiece Cours de 

linguistique générale (Course in General Linguistics, hereafter referred to as the Course) 

was published posthumously in 1916 and has been highly influential. It is regarded as the 

beginning of both structural linguistics and semiotics. Saussure did not write the Course. 

The Course is a book compiled by his pupils Charles Bally and Albert Sechehaye from 

notes on lectures given by Saussure at the University of Geneva between 1906 and 1911. 

The essence of the Course contains several binary oppositions. Among those, the ones 

elaborated in the following sections are the most relevant to the current study: the signifier 

and the signified, langue and parole, and diachronic and synchronic. 

 
323 (Chandler 1994) Chandler, D. (1994). Semiotics for beginners, Daniel Chandler. 
324 There are many other significant semiologists or philosophers who have made a great contribution to 

semiotics, such as Charles W. Morris, Umberto Eco and Ludwig Josef Johann Wittgenstein, and they may 

be frequently referred to when explaining specific parts of semiotics according to the needs of this 

research. For the introduction purpose, the author will mainly analyze theories of Saussure and Peirce. 



  

3.2.1.1 Signifier and Signified 

In the Course, the well-known Saussurean linguistic formulation of the ‘dyadic sign 

model’ proposed that a sign is a ‘double-entity’ formed by associating the ‘signifier’ and 

the ‘signified’. In simple terms, the signifier is a perceptible form of a sign, e.g., the sound 

of music, the smell of a pizza.325 The signified consists of the particular mental idea the 

perceptible form stands for,326 or roughly speaking, the concept.  

For instance, the concept of ‘cat, the animal’ in human beings’ mind is the signified, while 

the mental imprints of its perceptible forms, such as the pronunciations of the word ‘cat’ 

and the visual appearance of the cat, are the qualifying signifiers. The respective animal 

can be called ‘cat’ in English) ‘猫’(in Chinese), ‘kat’ (in Dutch) ‘ネコ’ (in Japanese), 

and so on. The corresponding relations between signified and signifier are in forms of 

one-to-many rather than one-to-one. This, in essence, involves the so-called ‘arbitrariness 

of a sign’ or, in other words, the arbitrary relation between the sign’s signifier and its 

signified. 

3.2.1.2 Arbitrariness of Signs 

Given the above ‘cats’ example, the signifiers’ arbitrary nature indicates no inherent or 

fundamental connection of a signified with its signifiers. As means of expression used in 

society, signifiers are based on no more than conventions, which eventually amounts to 

collective behaviours). In English, a cat is called a ‘cat’ is because it has been 

conventionally called so in this language. It could have simply been called something else 

if the social convention had commonly agreed on doing so. 

What does this apparent arbitrariness of signs have to do with trade marks and the present 

research object? If we take the globally well-known trade mark Coca-Cola as an example, 

its success is not an inevitable causality of the name choice or the combination of specific 

letters therein (i.e., the signifier). It could have simply been called something else at the 

outset but would still have held the same characteristics, such as the unique taste and the 

distinct industrial designs in consumers’ minds.327  

 
325 Strictly speaking, the Saussurean signifier refers to the ‘psychological imprint’ of the ‘purely physical 

thing(s)’. The sayings of ‘material’ are fundamentally sensory, and such sayings are ways of opposition 

with other associations, e.g., the ‘concept’. 
326 Ibid. 
327 Of course, the term ‘same imprints’ excludes the ones triggered by the exact wordings of the 

signifiers. 



  

Interestingly, when this brand was launched in China in 1927, it was (poorly) translated 

as 蝌蝌啃蠟 (kē kē kěn là),328 which means ‘bite the wax tadpole’ in English.329 In 1928, 

a better translation of 可口可乐 (‘kě kǒu kě lè’, which means ‘to permit mouth to be 

able to rejoice’) proposed by Chiang Yee (蒋彝) was adopted, and it has been in use until 

today.  

Neither 蝌蝌啃蠟 or 可口可乐 sound identically to the original ‘Coca-Cola’. It is an 

example showing that after marks have come into being, they are fungible if given a 

similar intensity of investment and advertising campaigns. Therefore, at the very 

beginning stage of choosing a sign to be a trade mark, the number of alternative marks is 

‘practically infinite’, which is called ‘the irrelevant mark assumption (IM)’ by Stephen L. 

Carter.330 The IM applies within a limited scope of potential marks, though. Even per 

plain intuition, some words are better than others; trade mark laws usually also have 

restrictions forbidding certain words of being registered as a trade mark. For instance, the 

words that have adverse effects, e.g., the mark ‘IPARRETARRAK REKORDS’ will not 

be registered as a trade mark for its allusion to terrorist organizations.331 

The arbitrariness of a sign also finds its place in ancient China. Xuncius, a Chinese 

philosopher, pointed out that there is no such thing as an appropriate name, but rather a 

name that people agree or disagree on, so it can be said to be appropriate.332  

In the EU, a typical use in judicature could be found in the opinion given by Advocate 

General (AG) Cosmas on ‘Windsurfing Chiemsee’,333 in which he stated: 

[...] In all the above cases, the geographical term does not designate the 

geographical origin of goods, either because of its nature or because of the 

circumstances, and therefore, legitimately may be used as a trade mark. That is 

 
328 kē kē kěn là are Chinese phonetic alphabets. 
329 See Hutt, P. B. (2001). The Image and Politics of Coca-Cola: From the Early Years to the Present. 

Harvard Law School, 200. 
330 Stephen L. Carter, Trouble with Trade mark, The, 99 Yale L.J. 759, 800 (1990). 
331 See DECISION of the Second Board of Appeal for in Case R 176/2004-2 on 29 September 2004. It 

provided: ‘The Office gives the example of ‘IPARRETARRAK REKORDS’, which was refused on the 

basis of Article 7(1)(f) CTMR because the trade mark contains the word ‘IPARRETARRAK’, a French 

terrorist independence organisation. The inclusion of this word in a trade mark could cause anger and 

repulsion amongst the public, or at least part of the public.’ 

332 See Xunzi·Zheng Ming (荀子·正名): ‘名无固宜，约之以命，约定俗成，谓之宜’. 
333 Judgment of 4 May 1999. Windsurfing Chiemsee Produktions- und Vertriebs GmbH (WSC) v Boots- 

und Segelzubehör Walter Huber and Franz Attenberger. Joined cases C-108/97 and C-109/97. 

EU:C:1999:230 



  

so because the connection between the ‘designator’ (the name itself) and the 

‘designee’ (the thing to which the name refers) is arbitrary, that is to say, so 

original and unexpected that it does identify the goods and distinguish them 

from equivalent goods made by other undertakings. 

3.2.1.3 Immutability of Signs 

Xuncius provided another observation, 334  which can be literally translated as: 

‘Conventional names are suitable names; it is not suitable to use names that are different 

from conventional ones (异于约，则谓之不宜)’. That coincided with yet another of 

Saussure’s critical observations: the immutability nature of signs. Similar insights can 

also be found in Plato’s Cratylus:  

Whatever name you give to a thing is its right name; and if you give up that 

name and change it for another, the later name is no less correct than the earlier, 

just as we change the name of our servants; for I think no name belongs to a 

particular thing by nature.335 

The sign bears the nature of arbitrariness, but at the same time, it is immutable. Each sign 

represents something ‘fixed’ rather than freely mutable.336 For instance, the fact that the 

sun is called ‘sun’ is a ‘heritage of the preceding period’.337 The word ‘sun’ is immutable 

if someone decides to call it a ‘tree’; meanwhile, in the very beginning, it was called ‘sun’ 

has no ‘must-to-be-so’ reason. 

Today, a person may refer to the sun with the word ‘tree’, but this would not change how 

the whole society has conventionally named it. He simply has to call the sun ‘sun’ every 

time he communicates with others, as long as he still wants the conversation to proceed 

efficiently. In terms of trade marks, the Coca-Cola example shows that the respective 

words’ combination is a result of arbitrariness. Nevertheless, let’s suppose that the 

company would suddenly change their products’ name into something else. In that case, 

the newly named cola’s sales volume probably will decline at least for a short period, as 

 
334 Supra note n(332). 
335 Harris, Roy (1987): Reading Saussure: A Critical Commentary on the ‘Cours de linguistique 

générale’. London: Duckworth. 
336 Taylor, V. E., & Winquist, C. E. (Eds.). (1998). Postmodernism: Foundational essays (Vol. 1). Taylor 

& Francis. It provides: ‘The signifier, thought to all appearances freely chosen concerning the idea that it 

represents, is fixed, not free, with respect to the linguistic community that uses it…we say to language: 

‘choose!’ but we add: ‘It must be this sign and no other’.’ 
337 Ibid.  



  

it takes time for consumers to rebuild the association between the new name and the old 

product. 

3.2.1.4 Mutability of Signs  

Saussure also pointed out the nature of the mutability of signs, i.e., the meaning of signs 

is changeable by including the dimension of time. This is not difficult to understand as 

languages and signs exist in the continuous course of time and are exposed to alteration. 

In other words, the shift in the relation between the signified and the signifier happens 

and can be observed. One of the Saussurean examples is the old German dritteil (one-

third) that became drittel in Modern German without changing the concept.338  

The number of similar examples is too large to enumerate. The following example, 

however, constitutes a representative and intricate one. Since the Reform and Opening-

up Policy of China started in 1979, massive foreign goods, services, capital and labours 

have poured into the country and changed the domestic society profoundly. Plenty of 

loanwords have been gradually used and substituted the former Chinese version: ‘巴士 

(bā shì, bus)’ replaced ‘公共汽车’, ‘WC’ replaced ‘厕所’, and ‘copy’ for ‘复制’, among 

many others. This substitution phenomenon occurred in response to the arbitrary nature 

of the sign, as there is no intrinsic connection between the signified and the signifier. The 

life of a sign has its phases of emerging, modification, and even demise, along with the 

changes of the social environment over time. The elements that drive these changes 

objectively exist, although they can be hardly predictable and can, occasionally, only be 

perceived long after the changes took place. 

3.2.1.5 Langue and Parole, Synchrony and Diachrony 

Langue (language) and parole (speech) form yet another pair of Saussurean fundamental 

oppositions. Parole contains an individual’s speech or acts, constituting langue; langue 

is the overall system with conventions and rules. A language reflects langue (sometimes 

‘langue is translated as language’).339 When a person speaks that language, his or her 

words are an instance of parole, which can be much freer and non-conventional. In other 

 
338 Ibid. 
339 Beebe 2003, at 638. It provides that, langue can also be translated as ‘language’ ‘code’ or 

‘competence’. 



  

words, langue, as the abstract system to which each individual’s language assimilates, is 

‘independent of,’ and ‘pre-exists’, an individual’s parole.340 

Those distinctions between langue and parole, together with other contrasts between the 

two, are clearly summarized by Professor David Holdcroft, as shown in the Table 

below.341 

 

                 Table 7: Comparison of Langue and Parole 

Langue Parole 

Social  Individual  

Essential  Contingent  

No active individual role  Active role 

Not designed Designed  

Conventional  Not conventional  

Furnishes a homogeneous subject matter 

for a branch of social psychology 

Furnishes a heterogeneous subject 

matter studied by different disciplines  

 

 

Saussure also distinguished another pair of oppositions, synchrony and diachrony. As a 

linguist, he held that a language is a complete system that can be studied through two 

approaches: synchronic and diachronic. The difference lies in the period of time selected 

for different research.  

The synchronic approach is a static one that captures a particular period of time where 

the research objects coexist at the same time (e.g., what the term ‘well-known mark’ refers 

to in 2022 in China and the EU). The diachronic approach is evolutionary and studies the 

objects that do not coexist at the same time but that separately belong to a respective 

vertical historical span (e.g., how the connotation of ‘trade mark’ evolved in China since 

the 1980s). Accordingly, the two approaches have their own merits. 

 
340 (Chandler 2007) Chandler, D. (2007). Semiotics: The Basics, Taylor & Francis. At 8.  

341 (Holdcroft 1991) Holdcroft, David. Saussure: Signs, System, and Arbitrariness. Cambridge etc.: 

Cambridge University Press, 1991. Print. Modern European philosophy; Modern European philosophy. 

At 20.  



  

Saussure privileged the synchronic approach over the diachronic one, for the former one 

captures multiple factors that caused the language form as it is now and thus could provide 

a comprehensive picture on the state of a language.  

3.2.2 The Peircean Triadic Sign Model 

The Saussurean dyadic model of sign merely touches upon the aspects of intangible 

imprints, excluding the actual physical object (the referent), e.g., the physical ‘cat’ 

actually always existed. The Peircean triadic sign model does involve one extra element, 

the referent, as in ‘the cat in the external physical world’. 342  Hence, pragmatically 

speaking, the Peircean triadic sign model is (more) necessary in terms of better facilitating 

a description that refers to a specific physical object.343  

Saussure was convinced that, from the linguistic perspective, the sign is a combination of 

concept and sound-image, not a thing and a name.344  

The Saussurean viewpoint is based on the belief that without the help of language (signs), 

it would be impossible to express, compare, or interpret different concepts with each other. 

Language is an efficient carrier of enormous information that directs people out of the 

‘vague, uncharted nebula’.345 Actual physical worlds have existed for a long time and yet, 

not until the emergence of language did the cognition concerning actual physical objects 

clearly manifest itself in human communication. In this sense, the actual physical object 

is understandably not included in Saussure’s sign model.346  

Peirce’s lifetime spanned the period in which human knowledge underwent tremendous 

change. Within this societal context, his thoughts were influenced by the imprint of 

valuing science. Therefore, he is seen as a logician and ‘a man of science in the open 

sense’.347 He played a leading role in the history of American philology.  

 
342 The triadic model is not necessarily more advanced than the Saussurean dyadic model. Each of them 

merely has its own focuses.  
343 Pulos, M. (2005). A semiotic solution to the propertization problem of trademark. UCLA L. Rev., 53, 

833, p.845. 
344 (Saussure 2011). De Saussure F, Baskin W. Course in general linguistics[M]. Columbia University 

Press, 2011.  
345 Ibid. 
346 The complexity of discussing the question ‘Thoughts and language, which was pre-existing?’ in order 

to test Saussure’s theory can be easily imagined, not to mention the massive details of terminology-

definition, such as for ‘language’ and ‘thought’. So, to avoid straying from the point, the author will 

exclude the redundant analysis here. 
347 Jay Zeman, Peirce’s Theory of Signs, available at 

http://users.clas.ufl.edu/jzeman/peirces_theory_of_signs.htm. 



  

His vast contributions extend to multiple fields. Notably, he is the representative figure 

of the sign’s triadic structuration. A very general scheme of Peircean well-known triadic 

models of the sign is presented in §3.2.2 The Peircean Triadic Sign Model. Each of the 

three Peircean elements, i.e., the representamen, object/referent, and the interpretant, 

corresponds to Peirce’s three categories: firstness, secondness, and thirdness, respectively. 

 

               Table 8: Peircean and Saussurean sign subparts 

Peircean 

categories 
Counterparts 

Saussurean dyadic 

sign subparts 

Firstness  Representamen Signifier  

Secondness  Object/Referent  

Thirdness  Interpretant Signified  

 

 

The representamen (the Firstness) is comparable with Saussure’s signifier. Peirce 

describes it as the ‘vehicle conveying into the mind something from without’,348 which 

was subsequently called the sign vehicle by some theorists.349  

The object/referent (the Secondness) has no correspondence within the Saussurean sign 

model. The object/referent may include two dimensions: it can be the actual physical 

‘object of the world’ or a mental entity ‘of the nature of thought or a sign’.350 

The interpretant (the Thirdness) is comparable with the Saussurean signified. A 

distinction should be noted here: the interpretant is not an interpreter. The former it is not 

an individual who performs the activity of interpretation; instead, it is ‘the sense made of 

the sign’,351 and the result of the interpreter’s cognition, interpretation, perception and 

reaction.    

 
348 (CP 1994). Charles Sanders Peirce, Collected Papers of Charles Sanders Peirce (Charles Hartsborne & 

Paul Weiss eds., 1934).  ¶ 339. 
349 See, e.g., Liszka, J. J. (1982). Peirce and Jakobson: Towards a structuralist reconstruction of Peirce. In 

Semiotics 1980 (pp. 297-306). Springer, Boston, MA. 
350 CP 1994, ¶ 538. 
351 Chandler 1994. 



  

A so-called semiotic triangle was then made and often used to present the Threeness 

graphically. 

 

 

 

 

                       Figure 4: Peirce’s semiotic triangle 

 

 

3.2.3 Theory of Semiosis 

Between the preliminary semiotics basics and later the semiotic analysis of trade mark 

doctrine, there is a ‘bridge’ connecting the two ends – semiosis. Semiosis is a process, or 

more detailed, it is ‘the processes and effects of the production and reproduction, 

reception and circulation of meaning in all forms, used by all kinds of agent[s] of 

communication.’352 In order to facilitate further analyses such as trade mark dilution and 

trade mark infringement, some key concepts need to be clarified. 

3.2.3.1 Signification 

Signification describes the intra-sign vertical relations between the signifier and the 

signified with regard to parole. Algirdas Julien Greimas proposed a relatively 

conspicuous notion of signification: ‘Individuals perceive what is significant to them’.353 

The word ‘dragon’, for example, constitutes a signifier that is plain and ‘empty’. In 

contrast, the signified part can be very meaningful for individuals: while it is propitious 

 
352 Hodge R, Kress G. Social semiotics[M]. Polity Press, 1988. 
353 Broekman, J. M. (2011). The semiotics of law in legal education (p. 21). F. J. Mootz (Ed.). Dordrecht, 

Heidelberg, London, New York: Springer. 



  

in Chinese culture, it often has vicious meanings in western cultures. What, then, makes 

the hollow word meaningful? The answer is the signification. Let’s take two parts from 

Le petit prince to illustrate this point: 354  

• The little prince said to a rose: ‘You are empty…’355 The relevant interpretation 

in semiotics terms is that the rose is just an empty signifier, i.e., its perceived 

appearance and fragrance. 

• ‘It is the time you have wasted for your rose that makes your rose so important’.356 

The relevant interpretations in semiotics terms is that ‘spending time (and 

interaction)’ constitutes the process of signification, after which the rose becomes 

important (i.e., meaningful) to the little prince. 

Finally, signification can refer to several rounds of interaction processes between the 

signifier and the signified: knowledge or impression (i.e., the signified) for one signifier 

can be changed over time or due to circumstances. Roland Barthes follows Louis 

Hjelmslev who argued that there are certain different orders (although they are not ‘clear-

cut’) of signification, i.e., the denotative, connotative and mythological/ideological 

order. 357  The signification process may have multiple depth levels. Fundamentally, 

signification looks into the internal of a sign, describing the relations between the signifier 

and signified, is perceived by an individual within a specific example of parole. 

3.2.3.2 Value 

We have arrived at the so-called ‘climax’358 of Saussure’s theory: value. Saussure takes 

both linguistics and political economy as ‘value science’. He held the opinion that there 

are similar ‘systems of equating things of different orders’ in both fields: labour-wage 

and signifier-signified. It is easily understandable that there is a specific equivalence 

relation between labour and wage, but this might not be so obvious in semiotics terms. 

 
354 (Exupéry 1986) De Saint-Exupéry, A. (1986). Le Petit Prince. Klett. The globally beloved novella 

(and beloved by the present author). Le petit prince contains thought-provoking philosophy about life and 

love, and surprisingly, about semiotics. The present author has found it is a quite helpful and accessible 

resources in terms of providing semiotic examples. Therefore, pertinent quotes will be used in this thesis. 
355 Ibid. 
356 Ibid. 
357 See, e.g., Barthes, Roland ([1957] 1987): Mythologies. New York: Hill & Wang; Hjelmslev, Louis 

(1961): Prolegomena to a Theory of Language (trans. Francis J Whitfield). Madison: University of 

Wisconsin Press 
358 Holdcroft 1991. At 107. 



  

For a more leisurely start, the often-cited Saussurean statement of value will be presented 

first: 

To determine what a five-franc piece is worth one must therefore know: (1) that 

it can be exchanged for a fixed quantity of a different thing, e.g., bread; and (2) 

that it can be compared with a similar value of the same system, e.g., a one-

franc piece, or with coins of another system (a dollar, etc.).  

In the same way a word can be exchanged for something dissimilar, an idea; 

besides, it can be compared with something of the same nature, another word. 

Its value is therefore not fixed so long as one simply states that it can be 

‘exchanged’ for a given concept, i.e., that it has this or that signification: one 

must also compare it with similar values, with other words that stand in 

opposition to it. Its content is really fixed only by the concurrence of everything 

that exists outside it.359 

What Saussure tried to indicate here can also be stated as follows: 

First, two verbs are stressed: ‘exchange’ and ‘compare’. With the expression ‘exchanging 

with something dissimilar’, a general outline of a sign can be described (e.g., one euro = 

one loaf of bread), this is a process of ‘locating signified (s) to a signifier’, i.e., 

signification. And, by ‘comparing with something similar’, the much more accurate value 

can be established. For instance, one-euro coin is not a two-euro coin. Signification 

presents a one-dimensional corresponding relation telling ‘A is B’; value spreads out the 

n-dimensional difference that ‘A is not B, nor C, nor D.’360 

As stated in the last section, signification describes the vertical relation between signifier 

and signified perceived by individuals, which relates to parole. Value, on the other hand, 

describes the horizontal relation between signs, signifiers and signifieds, which 

constitutes social langue. From another angle, signification refers to all the meanings an 

individual may perceive from a sign; while value refers to what differentiates one (sign, 

signifier or signified) from another.  

 
359 Saussure 2011.  
360 See (Dinwoodie 2008) Dinwoodie, G. B., & Janis, M. D. (Eds.). (2008). Trademark law and theory: A 

handbook of contemporary research. Edward Elgar Publishing. P. 53, provides: ‘Signification is one-

dimensional equivalence; value is n-dimensional difference.’ 



  

Second, it is natural to understand that the value of a sign is neither fixed nor independent. 

There is no ‘absolute’ value of signs, their value depends on the relations with other signs 

within the system as a whole: ‘The value of a term may be modified without either its 

meaning or its sound being affected, solely because a neighbouring term has been 

modified’.361 Signs are co-existing and interrelating in a competitive way in different 

systems. The value of a specific sign is unfixed and depends on the system in which the 

sign is located. As the saying goes: ‘How to make a pen shorter? Find a longer pen to 

compare with’. Rather than some ground-breaking discovery, this is an adoption of 

relativeness from other fields into semiotics.  

Furthermore, ‘modify’ is an interesting word and reveals the price mechanism of values: 

the more modification a sign obtains from other signs, the more valuable the sign becomes. 

Modifications refer to negative differences (in the form of ‘=’) between signs, while 

signification refers to the positive relation between signifier and signified (in the form of 

‘≠’), resembling the pieces that Auguste Rodin had to shave off from the raw materials 

in order to complete a fine sculpture. Or, in other words, the more elaborate the ‘shaving 

off process’ is, the more exquisite the ideal work will be revealed. As Saussure once 

concluded: ‘Whatever distinguishes one sign from another constitutes it’.362, echoing the 

wise viewpoint from Lao Tzu: under the premise of knowing what the ugliness is, people 

know beauty; under the premise of knowing what goodness is, people know the non-

goodness.363 

3.2.3.3 Sign Value 

Does a sign have value? A quick response might be: the trade mark/sign Enzo Ferrari 

seems to be much more valuable than Kia Forte. But is that so? And if, then why?  

In a classical political-economic context, commodities value, the influential notion from 

Karl Marx, is separated into two forms: the ‘use-value’ and the ‘exchange-value’ (i.e., 

price). Sign value is regarded as a branch of use value: ‘A commodity may have various 

use values, one of which may be that it signals high status’.364 After all, the notions 

commodity and sign are different since the respective suitable approaches apply. 

 
361 Saussure 2011. 
362 Bredin, H. (1984). Sign and value in Saussure. Philosophy, 59(227), 67-77. 
363 Lao-tzu. In Chinese: ‘天下皆知美之为美, 斯恶已。皆知善之为善, 斯不善已.’ 
364 Dinwoodie 2008. 



  

Following the Saussurean tradition of value, Jean Baudrillard developed the concept of 

sign value more logically. One of his most outstanding viewpoints reads:  

In expenditure, money changes meaning… The act of consumption is never 

simply a purchase (reconversion of exchange value into use value); it is also an 

expenditure (an aspect as radically neglected by political economy as by Marx); 

that is to say, it is wealth manifested, and a manifest destruction of wealth. It is 

that value, deployed beyond exchange value and founded upon the latter’s 

destruction, that invests the object purchased, acquired, appropriated, with its 

differential sign value. It is not the quantity of money that takes on value, as in 

the economic logic of equivalence, but rather money spent, sacrificed, eaten up 

according to a logic of difference and challenge. Every act of purchase is thus 

simultaneously an economic act and a trans-economic act of the production of 

differential sign value.365 

Baudrillard keenly perceived the ‘wealth manifest’ function of sign value: the high sign 

value endows the possessor (of a certain object) with a ‘high status’. It is easy to 

understand that a pricy Lamborghini probably does a better job in providing the proprietor 

with a higher status than a Kia Forte.  

However, does this ‘prestige providing’ or ‘status connotation’ constitute the sign value 

in itself? If so, then to whom will it be equally applicable? If the answer is to buyers, it 

will fall into the category of ‘motivation for purchase’, which makes it no more special 

than all the other purchase motivations and renders it unnecessary to accord at special 

‘status’ to it. Or, if the answer would be to non-specific people in general, then it would 

merely be an effect of sign value366, which originates from people’s perception concerning 

a ‘high status’. However, it is still merely one of those sorts of imprints that may be 

aroused, which can be either positive or negative.  

In fact, as the citation in above saying stated, ‘differential’ is the core of sign value. Both 

the functions working for potential or actual buyers are based on the premise that a certain 

car is different from other cars. Or, to put it more accurately, the car is highly distinctive. 

Consumer behaviour or audience reaction to the car (or: the signification) are all based 

 
365 Baudrillard J, Levin C. For a Critique of the Political Economy of the Sign[M]. Telos Press Publishing, 

1981. At 112. 

366 Rosemary Coombe, The cultural life of intellectual properties: authorship, appropriation, and the law 

(1998). At 56. 



  

on the premise that they have some knowledge of this specific car – or are, at least, 

familiar with some relevant key features.  

In other words, sign value does not necessarily or exclusively relate to showing wealth, 

prestige or high social status, and is not ‘the more expensive, the higher sign value’. 

Instead, sign value is about displaying distinctions and differences. The nature of the 

distinctions and differences, as previously stated is ‘n-dimensional’ – Thus, it is an 

‘inexhaustible and easily renewable supply’.367 

Take some specific examples. In seeking to maximize the sign value of their trade marks, 

brand owners do not necessarily aim to show and level up to high social prestige. After 

all, a product/trade mark needs to reach consumers through its relatively ‘high profile’ 

first. This high profile does not necessarily imply the most expensive one, the best quality 

product, or the one with the most extended history. It merely indicates the high sign value 

or the differentiation. The efforts brands owners are putting in enhancing their brands’ or 

products’ distinctiveness from other brands and products. This differentiation is, of course, 

not the sole reason driving specific consuming behaviour. 

The above-mentioned semiotic issues should assist you, the reader, in acquiring a better 

understanding of the relevant trade mark issues and have aimed to provide a handy 

semiotic framework for the remainder of this study. 

3.3 Semiotic Analysis of Trade Marks 

The life story of a trade mark starts with being an ordinary sign. Before elaborating on 

the functions that trade marks can potentially perform, this study aims to take a look into 

the internal structure of trade marks from a semiotic perspective. This approach is based 

on the consideration that semiotics is ‘a domain of investigation that explores the nature 

and function of signs as well as the systems and processes underlying signification, 

expression, representation, and communication”.368 Such an approach has served as the 

current study’s tool to analyse trademarks’ internal structure as well as a number of key 

concepts such as trade mark dilution and distinctiveness, where the robust economic 

analysis of trade marks was considered inadequate.369  

 
367 Dinwoodie 2008. 
368 Perron 2005. 
369 Beebe 2003. 



  

This section does not explore the in-depth definition of trade marks, nor does it offer a 

negative list of non-registrable trade marks and their absolute grounds for refusal. Instead, 

it intends to seek the shared typical basic structure of the respective trade mark definitions 

and, thus, aims to provide a useful starting point for a meaningful semiotic analysis of 

trade marks.  

Although they share the same starting point with regard to definitions, the complete 

definitions of trade marks in the selected jurisdictions may differ in terms of other 

qualities that a sign must possess to fulfil its purpose within the respective system.  

As for the question raised at the beginning of this chapter, the answer to ‘What is a trade 

mark?’ seems easy enough to find, due to the multiple definitions available in various 

trade mark law documents. However, such definitions are often confined to a legal 

dimension, which has its borders and limits.  

One critical perspective to adopt when looking into the concept of trade marks is to be 

aware of the specific context in which it is discussed. This allows us to draw a more 

comprehensive picture of the status quo regarding trade mark governance. This also forms 

the first step in understanding and eventually regulating the subject matter of this very 

study, the apparent local famous trade mark riddle in China. 

3.3.1 The Traditional Triadic Structure of Trade Marks 

After having reviewed a number of essential black letter laws and documents, we had 

reached a basic and rather vague conclusion: ‘A trade mark is a sign that has certain 

functions’. After having involved semiotics, we can now analyse trade marks in a much 

more focused approach.  

When talking about Coca-Cola, the trade mark, we are implying something much more 

than just the alphabet combination per se. The trade mark Coca-Cola can trigger 

connotations of the red can, its global reputation or its delightful taste. This can be taken 

as a perceptual knowledge of the trade mark’s internal structure: the trade mark does not 

equal (in most cases) the word itself. A trade mark contains a bundle of information. As 

a sign, it bears the inner elements that the respective sign contains. Therefore, although 

the term trade mark is the basic concept in trade mark laws, it can be sub-divided. 

Traditionally, a trade mark’s internal structure is presented in a triadic model, which 

generally corresponds with the Peircean semiotics triangle (see below). 



  

Mental imprint of the perceptible form 

 

 

 

   

  The perceptible form of a trade mark          Goods/services of the trade mark 

 

                 Figure 5 Trade mark’s traditional triadic structure 

 

 

The perceptible forms (signifier) of a trade mark can be a word (e.g., Coca-Cola), a device 

(e.g., the ‘swoosh’ of Nike), a person’s name (e.g., COCO CHANEL370), or a specific 

scent (e.g., the strawberry scent trade mark of a strawberry toothbrush371). The eligible 

requirements for perceptible forms may differ according to location.  

The circumstances of having the same trade mark name with different goods/services are 

indeed possible. Known as the principle of specialty, the proprietor of a trade mark cannot 

prevent later users from employing their marks on different goods/services. The trade 

mark name (in the narrow sense, the signifier) can be legally shared on particular goods 

and services.  

The ‘mental imprint of the perceptible form’ is the most complicated element within trade 

mark’s internal structure. That is because the mental imprint may differ from one 

individual to another, and there is no way to measure it exhaustively. For instance, the 

functions of trade marks identifying the referent, indicating that the sources are all carried 

out in this ‘making mental imprint’ process. The mental imprint, the signified, constitutes 

a set of information.  

Trade mark laws have been designed accordingly to ensure, or at least attempt to ensure, 

the triadic model’s integrity.372 On the one hand, trade mark laws work on maintaining 

 
370 French trade mark registration No 154203492. 
371 US trade mark registration No. 3332910. 
372 Beebe 2003. 



  

the triadic relations, or more accurately, the three pairs of interrelations between the three 

elements and the totality connection. A trade mark is a combination of its perceptible 

form with the goods or services to which it is designated. Meanwhile, that structure is a 

demonstration of the necessity of a signifier to be qualified for protection: it has to be 

affixed to certain goods/services. 

On the other hand, trade mark laws do not neglect the separations of the three elements. 

Under certain circumstances, the distance (tension degree) between two elements can be 

very close. However, it should not be too compact in order to be observed. In trade mark 

laws, this distance can find its place mainly in the functionality doctrine. For instance, in 

the Lego case373, in which the OHIM refused the application of the Lego-toy-brick as a 

trade mark in which the shape of a product merely incorporated a technical solution, the 

trade mark could not be protected (Article 7(1), (e) and (ii), Trade Mark Regulation). 

3.3.1.1 A Common ‘Mistake’ 

First, as has frequently been done by other scholars, the current author would likewise 

like to quote Saussure’s analysis regarding the ambiguity regarding the interdependence 

of signifier and signified: 

Our definition of the linguistic sign poses an important question of terminology. 

I can call the combination of a concept and a sound-image a sign, but in current 

usage the term generally designates only a sound-image, a word, for example 

(arbor, etc.). One tends to forget that arbor is called a sign only because it carries 

the concept ‘tree’, with the result that the idea of the sensory part implies the 

idea of the whole. 

Ambiguity would disappear if the three notions involved here were designated 

by three names, each suggesting and opposing the others. I propose to retain 

the word sign [signe] to designate the whole and to replace concept and sound-

image respectively by signified [signifié] and signifier [significant]; the last two 

terms have the advantage of indicating the opposition that separates them from 

each other and from the whole of which they are parts. As regards sign, if I am 

 
373 Judgment of 14 September 2010. Lego Juris A/S v OHIM. C-48/09 P. EU:C:2010:516 



  

satisfied with it, this is simply because I do not know of any word to replace it, 

the ordinary language suggesting no other.374 

The legal term trade mark can be interpreted in either an entire or partial way. In the 

partial interpretations, trade mark stands for the perceptional (primarily graphical) forms, 

such as certain word combinations (as signifier). This kind of interpretation often applies 

in (relatively narrow) discussions regarding the layer of perceptional forms and term 

comparisons. 

More often, however, a trade mark is (or shall be) seen as an entirety consisting of 

perceptional forms (signifier), its products (referent), and the accordingly evoked mental 

imprints (signified). A sole signifier is neither sufficient to be a trade mark in the sense 

of trade mark law nor to be granted the bundle of exclusive trade mark rights.  

A number of scholars have repeatedly expressed their concerns regarding the trade mark 

monopoly issue. The latter has often been labelled as a mere ‘common mistake’, as 

missing the complete observation of a trade mark’s internal structure for the mere parts 

of it. For instance, it was submitted that a trade mark ‘is tantamount to the gift of exclusive 

proprietorship of the use of an English word’. 375 Such worries overlook the further-

dividable trade mark’s internal structure, which can concern different specific goods or 

services. A specific combination might have been used as a trade mark (in the sense of a 

signifier), preventing later users from using it for similar business products. Nevertheless, 

later users could probably use the wording in different correlations with signified and 

referent – on uncompetitive products/lines of businesses.  

The following sub-chapters will scrutinise the core issue of the current research: the 

famous trade mark mechanism in China as the outcome of a lack in an integral observation 

of trade marks. 

3.3.1.2 Mediation 

Following the former chapter’s discussion of the sign’s internal structure, a problem is 

evident. When placing a trade mark under the semiotics lens and looking into its triadic 

internal structure, what does the signifier of that mark refer to, the (source of) the goods 

 
374 Saussure 2011. 
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or services, 376 or the goods or service per se, 377 or ‘either the source or the product 

depending on the facts’?378 

Given consumers’ diverse individual experience/cognition situations, the answers 

regarding ‘what does the signifier of a trade mark refer to’ can indeed be any of the three 

possibilities mentioned above. One signifier may trigger different signifieds among 

individuals.  

For that difficult and blurring question, semiotic efforts lie in introducing the concept of 

‘mediation’. Mediation means ‘the process by which the signified mediates between the 

signifier and the referent’.379 In other words, ‘mediation’ seems not to be introduced as a 

solution to the respective question, but it merely describes that different answers are all 

possible and that it embraces them.  

Let’s take the answer of ‘the product per se is the first thing to which a (trade mark’s) 

signifier refer’ as an example. 380  The CJEU confirmed the Court of First Instance’s 

correct application of Article 7(1)(d) of the Regulation, while it: 

 (…) considered that the term BSS had, by the date of filing of the appellant’s 

application for registration of the mark BSS, become a current generic term 

among the public targeted by the goods concerned, namely ophthalmologists 

and ophthalmic surgeons, for a balanced salt solution. That was apparent from 

a number of scientific dictionaries and articles, and from the fact that various 

companies marketed ophthalmic products under designations containing the 

term BSS.381 

We can summarize the case in semiotic terms: when seeing BSS (the signifier), evidence 

showed that ophthalmologists and ophthalmic surgeons (the targeted public) would likely 

 
376 Publ'ns Int'l Ltd. v. Landoll, Inc., 164 F.3d 337, 343 (7th Cir. 1998); see also Ill. High Sch. Ass'n v. 

GTE Vantage Inc., 99 F.3d 244, 246 (7th Cir. 1996) (‘[The trade mark] is mainly just a designation of 

source [that] dies when it ceases to designate.’). 
377 Duraco Prods., Inc. v. Joy Plastic Enters., Ltd., 40 F.3d 1431, 1440 (3d Cir. 1994). Judge Becker uses 

the term ‘signified’ to refer to what I am calling the ‘referent.’ 
378 Deere & Co. v. MTD Prods., Inc., 860 F. Supp. 113, 120 (S.D.N.Y. 1994). Judge McKenna uses the 

term ‘referent' to refer to both, in my terminology, the signified and the referent. 
379 Nöth, Winfried. 1990. Handbook of Semiotics. Advances in semiotics; Bloomington etc.: Indiana 

University Press. At 89. 
380 Judgment of 5 October 2004. Alcon Inc. v European Union Intellectual Property Office. Case C-

192/03 P, EU:C:2004:587 
381 Ibid. Para. 13. 



  

perceive it (the signified) as an abbreviation of ‘balanced salt solution’ (the product, in a 

generalized sense).  

In that case, the answer of ‘to which does the (trad mark’s) signifier refer?’ is the product 

per se, which means that the trade mark is ‘genericized’ and has become identical with a 

type of goods or services in the public’s mind. Some examples of those generic trade 

marks are Aspirin and Videotape.382 

Once the signifier has triggered the signified of the product instead of its origin, the intra-

sign-action is closed. It does not activate the origin of product at all and is therefore an 

unfulfillment of the primary function of trade marks. 

As opposed to ‘product first’, the path of ‘source of the products/services first’ has been 

mainly recognised by trade mark laws. And the answers or preferred answers become 

slightly easier to find when limiting the discussion within a specific trade mark law 

scenario. 

3.3.2 Modern Dyadic Structure of Trade Marks 

Numerous scholars have observed the remarkable changes that have been taking place 

within trade marks: the collapse of the traditional triadic structure and the rise of the new 

dyadic structures:  

In sum, the triadic structuration is being attacked on two fronts, on one front by 

the granting of protection to trade marks as products themselves, and on the 

other, by the granting of protection to products (or product features) as trade 

marks.383 

As Judge Alex Kozinski once mentioned, ‘Only relatively recently have trade marks 

begun to leap out of their role as source-identifiers and, in certain instances, have 

effectively become goods in their own right.’384 Barton Beebe summarised the situation 

as ‘the merger of signified and referent’.385 However, I argue that the product/referent, as 

in the triadic structuration, is not merged into anything new. Instead, it remains a separate 

 
382 A list of generic and genericized trade marks can be found at Wikipedia, available at: 

<https://en.wikipedia.org/wiki/List_of_generic_and_genericized_trademarks>. 
383 Ibid.  
384 Kozinski A. Trade Marks unplugged[J]. NYUL Rev., 1993, 68: 960. At 962. 
385 Beebe 2003. 



  

element of the trade mark; it is not ‘in absence’, but does probably not enjoy as much 

‘strong visibility’ as before. 

Meanwhile, as the perceptual form that can reach consumers most directly, the signifier 

has been receiving more and more investments, advertisements, or exposures from, for 

instance, brand managers, to deliver and foster more and better signifieds to consumers 

to distinguish their trade mark. 

Around 1980, a few smart brand managers realized that the ‘established brands’386 could 

be valuable assets for a company.387 Since the second half of the 1980s, more emphasis 

has been placed on the importance of a successful brand. It has been more widely accepted 

and believed that a successful brand could be one of the most valuable possession of a 

company.388 Accordingly, significant cases (both commercial and legal cases, e.g., the 

‘1985 New Coke and Coca-Cola Classic case’389) have repeatedly proved the brand’s 

power. 

Gradually, specific combinations of strong signifier and strong (or stable) signified (with 

or without products) have formed solid inter-relations. This has ‘worked their way into 

the English language’ 390  (of course, other languages as well) and enhanced the 

combinations as a whole in return.  

Some trade marks become highly distinctive and sufficiently known to become part of 

the ‘emerging lingua franca’. 391  As a short-hand information package containing its 

distinct signifieds, those trade marks enable their products’ users to speak to others 

without actually using words.  

For decades, the respective power of the brand/trade mark has been reinforced by means 

of, for instance, marketing, advertising and capitalization. This has significantly 

reinforced the signifiers and signifieds in consumers’ minds, together with the formation 

 
386 Brand is normally seen as a marketing term, while trade mark, as explained at the outset of this 

dissertation, represents certain legal status, which is regulated by trade mark law. This a very general 

attempt of telling the differences between brand and trade mark of course; after all, ‘the modern brands 

are “far more complex” than were the technical trade marks Schechter knew’ as stated by Sara Stadler 

Nelson mentioned in Nelson S S. The Wages of Ubiquity in Trade Mark Law[J]. Iowa L. Rev., 2002, 88: 

731. 
387 (Riezebos 2003) Riezebos, R., et al. (2003). Brand Management: A Theoretical and Practical 

Approach, Financial Times Prentice Hall. At 8. 
388 Riezebos 2003. 
389 Riezebos 2003, p10.  
390 Dreyfuss 198, at 397. 
391 Ibid., at 397, 398. 



  

of a very general and simplified dyadic structure. The products are usually not ‘mentally 

reinforced’ accordingly, because information travels much faster than physical goods.  

Moreover, within this dyadic structure, the actual physical product is not missing or 

reduced to a nullity.392 Instead, it just becomes quite faded while the other two elements 

in the triadic structure turn more vivid. 

Finally, by utilising the existing trade marks’ strong signifiers and signified or by 

reducing cost and risk, trade mark proprietors keep adding new products underneath the 

same trade mark umbrella (signifier). This ‘brand-stretching/brand extension’ 393 

furthermore blurred the mental image of the original products and made the dyadic 

structuration emerge. 

3.4 Scope of Trade Mark Rights 

Two general principles have governed trade mark laws and trade mark rights: territoriality 

principle and specialty principle. After briefly explaining the two principles, this section 

explores the negative and positive contents of trade mark exclusive rights and other 

limitations concerning the scope of exclusive trade mark rights. 

3.4.1 Principle of Territoriality  

The principle of territoriality prescribes that trade mark rights own their legal existence 

to each nation’s sovereign powers or specific regions (e.g., the EUTM). It has been 

reiterated as the axiomatic principle, or even as an actual truism, that trade marks and 

trade mark laws are territorial 394  ever since the conclusion of the Paris and Berne 

Conventions in the context of the world political order of the late nineteenth century.395 

Article 6 of the Paris Convention recognised the principle of territoriality for trade 

marks.396 

 
392 Beebe 2003. 
393 Nelson S S. The Wages of Ubiquity in Trade Mark Law[J]. Iowa L. Rev., 2002, 88: 731. At 51. 
394 (Graeme 2004) Graeme B. Dinwoodie, Trade Marks and Territory: Detaching Trade Mark Law from 

the Nation-State, 41 Hous. L. Rev. 885 (2004), p.887. 
395 Abbott, F. M., Cottier, T., & Gurry, F. (2019). International intellectual property in an integrated 

world economy. Aspen Publishers. P.82-83. 
396 Article 6 of the Paris Convention provides that: “(1) The conditions for the filing and registration of 

trade marks shall be determined in each country of the Union by its domestic legislation. 



  

The principle of territoriality may seem to be straightforward and self-explanatory. 

However, as a multidimensional concept, its connotations in the Intellectual Property 

context might not be as simple. Instead, the respective concept was submitted in 

ambiguous and unclear wording, due to which a relatively integral understanding requires 

to take at least two aspects into account. 

First, the territoriality principle is multiple-dimensional, including the territoriality of 

rights, laws, and goodwill. 397  Second, challenges are brought to the principle of 

territoriality and its multiple dimensions in light of the globalization of markets and 

accompanying changes in modern marketing practices. 398  The challenges reflect the 

changing social realities and raise further discussions regarding, e.g., the distinction 

between territorial and national and the extent to which a famous trade mark should be 

protected, both globally and within the national territory. 

However, all of these challenges and discussions do not alter the predominance of 

territoriality. Instead, these non-contradictory additional observations describe the 

changing social realities and their interaction with the multiple dimensions of territoriality 

more accurately and comprehensively. Therefore, the cornerstone position of territoriality 

in trade mark law remains ‘unshaken’. 399 

The principle of territoriality leads to entitlement by registration. Since the Paris 

Convention of 1883, trade marks have been protected within the sovereign’s specific 

territory under the laws upon which the trade mark rights are granted. Such protection is 

usually granted through registration at the national trade mark office. 

 
(2) However, an application for the registration of a mark filed by a national of a country of the Union in 

any country of the Union may not be refused, nor may a registration be invalidated, on the ground that 

filing, registration, or renewal, has not been effected in the country of origin. 

(3) A mark duly registered in a country of the Union shall be regarded as independent of marks registered 

in the other countries of the Union, including the country of origin.’ 
397 Peukert, Alexander, Territoriality and Extraterritoriality in Intellectual Property Law (April 19, 2010). 

Günther Handl, Joachim Zekoll & Peer Zumbansen (eds), Beyond Territoriality: Transnational Legal 

Authority in an Age of Globalization, Queen Mary Studies in International Law, Brill Academic 

Publishing, Leiden/Boston, 2012, 189-228. Available at SSRN: https://ssrn.com/abstract=1592263 
398 Graeme 2004, p.889. 
399 吴汉东[Handong Wu]YEAR, ‘Study on the trade mark law issues of Chinese translations of foreign 

names’ (《 外文名称中文译名的商标法问题研究》), available at: 

<https://www.zhichanli.com/p/1159068159>. 



  

3.4.2 Principle of Specialty  

The principle of specialty, taken from WIPO’s definition, refers to ‘a principle of trade 

mark law under which protection for a trade mark extends only to the same or similar 

goods as are covered by the registration or use of the trade mark’.400 An explicit example 

is Article 56 of the Trade Mark Law of the PRC: ‘The exclusive right to the use of a 

registered trade mark shall be limited to trade marks which are registered upon approval 

and to goods the use of a trade mark on which is approved.’ 

The trade mark right is limited by the goods or services to which the trade mark is 

designated. Theoretically, in the absence of prior rights, for example, the principle of 

specialty allows the co-existence of several identical (ordinary) trade marks as long as 

they are registered in dissimilar goods or services. In general terms and by trade mark 

registration, its proprietor has the right to prevent a third party from using that mark on 

those goods and services to which the trade mark offers protection. 

The first modern trade mark legislation, the French Trade Mark Law in 1857, condemned 

merely two types of infringement on trade mark rights. The two types of infringement 

referred to the mere reproduction of a (senior) trade mark and the use of a similar sign 

that will cause a likelihood of confusion.401 Trade marks are used for particular products 

(or services). The ‘universal basis of protection under the trade mark law everywhere’402 

is that third parties are precluded from using an identical or similar sign on the same or 

similar products or services that risk causing confusion.   

3.4.3 Scope of Trade Mark Rights 

3.4.3.1 Negative and Positive Nature of Trade Mark Rights  

The nature of trade mark rights are primarily negative rights, namely, they prevent others’ 

certain use. 403  Those, in trade mark legislations, refer to primarily the provisions of 

preventing a third party’s specific unauthorised use of a trade mark. In the EU, the directly 

relevant provision is Article 9 ‘Rights conferred by an EU trade mark’ of the EUTMR, 

 
400 WIPO. (1999). The management of Internet names and addresses: intellectual property issues, 

available at <https://www.wipo.int/export/sites/www/amc/en/docs/report-final1.pdf>. 
401 See Bohaczewski M. Special Protection of Trade Marks with a Reputation under European Union 

Law[M]. Kluwer Law International BV, 2020. P7. The provisions in the French Trade Mark Law 1857 

were Articles 7 and 8, respectively.  
402 Ladas 1975, p1087, § 609. 
403 Opinion of Mr Advocate General Cruz Villalón Case C‑661/11 Martin Y Paz Diffusion v David 

Depuydt and Fabriek van Maroquinerie Gauquie Trade Marks. 



  

wherein the criteria concerning ordinary trade marks and the trade mark with a reputation 

in the Union are differentiated. In China, Article 57 of the Trade Mark Law of the PRC 

addresses the exclusive rights for ordinary trade marks,404 and the protection of well-

known trade marks in the form of preventing third parties from certain use, is stipulated 

in Article 13 of the Trade Mark Law of the PRC.405 

The negative nature of trade mark rights is also present in opposing later trade mark 

registrations and filing a declaration of invalidity of a later trade mark.406 

Meanwhile, it is undeniable that trade mark exclusive rights contain positive content. In 

particular, trade mark laws require the genuine use of a trade mark on the registered goods 

or services,407 which echoes the principle of specialty. In addition, trade mark proprietors 

can be identified by the rights generated from trade marks as objects of property, for 

instance, the right to license and transfer.408 

3.4.3.2 Other Limitations of Trade Mark Rights  

The scope of trade mark protection can be observed via both the conflicts from the 

perspective of trade mark infringement and enforcement, and conflicts between trade 

mark and other types of rights within commercial indicia.409 This study focuses on the 

infringement perspective. 

As previously mentioned, trade mark exclusive rights are primarily negative rights to 

exclude other parties’ use. Multiple limitations are given to restrict the scope of exclusive 

 
404 Article 57 starts with: ‘Any of the following acts shall constitute an infringement on the exclusive 

rights to the use of a registered trade mark’, followed with listed six specific acts of infringement and one 

catch-all clause when reads ‘impairing in other manners another person’s exclusive right to the use of its 

registered trade mark.’ 
405 Article 13 of the Trade Mark Law of the PRC reads as follows: 

‘A holder of a trade mark that is well known by the relevant public may, if he holds that his rights have 

been infringed upon, request for well-known trade mark protection in accordance with this Law. Where 

the trade mark of an identical or similar kind of goods is a reproduction, imitation, or translation of 

another person’s well-known trade mark not registered in China and is liable to cause public confusion, 

no application for its registration may be granted and its use shall be prohibited. 

Where the trade mark of a different or dissimilar kind of goods is a reproduction, imitation, or translation 

of another person’s well-known trade mark not registered in China and it misleads the public so that the 

interests of the owner of the registered well-known trade mark are likely to be impaired, no application 

for its registration may be granted and its use shall be prohibited.’ 
406 See EUTMR Article 8 and 60; Trade mark Law of China Article 33 and 44. 
407 See EUTMR Article 18; Trade Mark Law of the PRC Article 49.  
408 See EUTMR Section 4 EU trademarks as objects of property; Trade Mark Law of the PRC Chapter 

IV.   
409 Alexander von Mühlendahl, Dimitris Botis, Spyros Maniatis, Imogen Wiseman. Trade Mark Law in 

Europe Third Edition. Oxford University Press. 2016. 



  

trade mark rights to prevent overly broad trade mark rights of excluding others’ certain 

use or even trade mark monopoly. From a trade mark infringement perspective, the 

limitations particularly refer to (1) explicit statements on what acts constitute 

infringements,410 (2) the use of an infringing trade mark that must be in the course of 

trade,411 and (3) the due cause defense. The latter, both in the EU and China, does not 

concern ordinary trade marks, but the ‘trade mark with reputation’412 as well as the ‘trade 

mark with relatively high popularity.413. Notably, the function theory has significantly 

limited the scope of trade mark rights in the EU even further: infringements can only be 

found when certain trade mark functions are affected.414  

On the other hand, it is notable that the function doctrines have been disputably broadened 

by, inter alia, the Mitsubishi ruling by the CJEU, which found infringement valid on the 

basis of an infringement of functions alone (for a detailed discussion on the Mitsubishi 

case, see §3.5.6). Such ‘broadness’ provided by courts reflects a certain level of 

liberalization in defining the scope of protection, which may be seen as comparable to the 

local famous trade mark mechanism in China that adds functions such as ‘Promoting local 

economic development’ into the goals pursued. However, the EU doctrinal approaches 

provide significantly more explanations, reasoning, opinion and materials for discussion 

in cases, which pushes the function doctrines to evolve and improve. In contrast, the local 

famous trade mark mechanisms take the set goals as the administrative guide of direct 

implementation, which lacks in in-depth analysis, discussion and critique as the doctrinal 

approach.  

 
410 See §2.4.3.1. 
411 See EUTMR Article 9.2; Trade Mark Law of the PRC Article 48: ‘For the purpose of this Law, the 

use of trade marks shall refer to the use of trade marks on goods, the packaging or containers of goods 

and the transaction documents of goods, as well as the use of trade marks for advertising, exhibition and 

other commercial activities for the purpose of identifying the sources of goods.’ 
412 See EUTMR Article 9.2(c), which concerns a trade mark with reputation. 
413 See Article 24.2 China National Intellectual Property Administration No. 23 [2020], Judging Criteria 

for Trademark Infringement, (《商标侵权判断标准》): ‘When the registered trade mark is of high 

popularity, the suspected infringer and the registered trade mark owner are in the same industry or a 

relatively related industry, and they use the same or similar signs as the registered trade mark without 

justifiable reasons, it shall be determined that the suspected infringer has the intention of attaching the 

alleged trade mark to the said trade mark of high popularity.’ 
414 European Union Trade Mark Regulation: An Article by Article 

Commentary. (2018). Germany: Bloomsbury Academic. 



  

3.5 Trade Mark as a Sign with Functions 

As previously analysed, a common structure of trade mark definition is observed: a trade 

mark is a sign capable of distinguishing the goods or services of one enterprise from 

another. 

As the above-mentioned common structure of trade marks has shown, ‘capable of 

distinguishing’ reveals the essential function a trade mark must play: to indicate the 

commercial origin (or, the distinctive function). All the other functions, the modifiers, 

can only be added on the premise that the essential function is fulfilled. Some scholars 

even hold the ‘trade mark mono-function’ position, arguing that source identification is 

the one and only legal interest trade mark laws will protect.415  

Not all of the trade marks’ functions have been acknowledged by the de jure protection 

in all jurisdictions, as relevant specific scope may differ for each jurisdiction. Meanwhile, 

source identification function is the least controversial one. Jurisdictions do not treat 

‘trade mark function’, the expression per se, similarly. Notably, the expression per se has 

been frequently used by courts in the EU to explain and justify trade mark protection,416 

while courts in the US and China do not often speak the ‘language of trade mark 

functions’.417  

Historically and generally speaking, trade mark law originated in and was developed 

mostly by western countries. Accordingly, the existing literature features a western-

centric viewpoint.418 The subject matter of this study, a local famous trade mark, though 

it seems to be a local law invention in China, belongs to the more extensive scope of 

national Intellectual Property governance. In that regard, the discussions regarding 

Intellectual Property issues in China and their possible resolutions also require an in-depth 

exploration of Western literature.    

 
415 孔祥俊[Xiangjun Kong]:《商标与不正当竞争法: 原理和判例》[Trademark and Unfair 

Competition Law: Principles and Jurisprudence], 法律出版社, 2009 [Law Press China, 2009]. 
416 Annette Kur (2020). Trademark Functions in European Union Law. In I. Calboli & J. Ginsburg (Eds.), 

The Cambridge Handbook of International and Comparative Trade mark Law (Cambridge Law 

Handbooks, pp. 162-177). Cambridge: Cambridge University Press.  
417 Dinwoodie, G. (2020). The Function of Trade marks in the United States. In I. Calboli & J. Ginsburg 

(Eds.), The Cambridge Handbook of International and Comparative Trade mark Law (Cambridge Law 

Handbooks, pp. 178-191). Cambridge: Cambridge University Press. 
418 Drahos, P. (2016). A philosophy of intellectual property. Routledge. 



  

From the very beginning, trade mark protection has focused on its functions, not on 

objects.419 Scholars have proposed multiple categories regarding trade mark functions. 

Schechter once pointed out that trade marks have the function of differentiating products 

from one to those sold by others; and further, that trade marks function as a product 

guarantee and an advertiser for both the products and their manufacturer.420 Similarly to 

that, Cornish regarded trade mark functions as directing the origin, quality and trade mark 

proprietors’ investments.421 Courts also acknowledged several functions in rulings. The 

European Court of Justice (ECJ) constantly used the term ‘trade mark function’ in its 

plural form.422 Although the term ‘trade mark function’, oddly,423 is not stated in the 

EUTMR or the EUTMD. Perhaps not that odd, though, given that ‘trade mark’s function’ 

is not mentioned in the US nor China trade mark law.  

Besides the absence of an explicit legal text on trade mark functions, consensus on the 

scope of functions of trade marks is not reached at the terminological or substantial 

level.424 Specific common grounds can still be found, e.g., the acknowledgement on the 

essential function of a trade mark. 

Meanwhile, the ‘1+X’ approach of extending the scope of protectable functions, which 

is, in essence, adding more and more functions besides the essential function, should be 

treated with caution.425 The semi-open structure enables uncertainty to the extent that 

more functions may be added, and accordingly, the scope of trade mark protection will 

keep on extending. For instance, many were surprised426 when the ECJ in L’Oréal v 

Bellure stated that the double identity (using an identical sign for identical products) 

 
419 (Kur & Senftleben 2017) Kur, A., & Senftleben, M. R. (2017). European Trade Mark Law–A 

Commentary. Oxford University Press. p100. 
420 (Schechter 1927) Schechter, F. I. (1927). The Rational Basis of Trademark Protection. Harvard Law 

Review, 40(6), 813–833. https://doi.org/10.2307/1330367. 
421 William Cornish, Intellectual Property: Omnipresent, Distracting, and Irrelevant? (OUP, Oxford 2004) 

89. 
422 Ibid. 
423 Jehoram T C. The function theory in European trade mark law and the holistic approach of the 

CJEU[J]. Trade Mark Rep., 2012, 102: 1243. 
424 Judgment of 12 July 2011. L’Oréal SA and Others v eBay International AG and Others. Case C-

324/09. EU:C:2011:474, at footnote 20. As pointed out by AG Jääskinen, ‘there is no terminological or 

substantial consensus as to how the ‘functions’ of the trade mark should be understood’. 
425 This approach is called ‘expansionist’. See Senftleben, M. (2011). Bringing EU Trademark Protection 

Back Into Shape–Lessons to Learn From Keyword Advertising. Viewed at: http://www. epip. 

eu/conferences/epip06/papers/Parallel% 20Session% 20Papers/SENFTLEBEN% 20Martin. pdf. 
426 (Ohly 2019) Ohly, A. (2019). Free riding on the repute of trade marks: does protection generate 

innovation? In The Innovation Society and Intellectual Property. Edward Elgar Publishing.) 



  

provision referred to not only the origin function but ‘other functions’. 427  Further 

uncertainty can be observed in the ECJ’s statement as well, for it did not explain the ‘other 

function’ in an exhaustive manner, but only enumerated several examples as ‘particular’ 

ones as follows: 

These functions include not only the essential function of the trade mark, which 

is to guarantee to consumers the origin of the goods or services, but also its 

other functions, in particular that of guaranteeing the quality of the goods or 

services in question and those of communication, investment or advertising.428 

(emphasis added) 

A trade mark could perform multiple functions in the real world and satisfy many 

consumers’ (e.g., product quality guarantee) and market entities’ needs (e.g., investment 

protection), which may be determined by the political and economic contexts in the 

respective jurisdictions, rather than vice versa. I argue that the analyses concerning the 

extensions of trade marks’ functions shall be confined to the fundamental normative 

pursuits of trade mark laws with regard to individual jurisdictions’ particular social 

contexts. Through that, only the trade mark functions which comply with the normative 

basis and which possess sufficient justifications should be incorporated as legitimate 

protectable functions. Such an approach is also the critical framework for exploring the 

justifications of the local famous trade mark regime. 

The following sub-sections serve to discuss the main functions of trade marks, both the 

essential as well as the accessory ones. 

3.5.1 Source Identification Function 

3.5.1.1 From the Inception of Trade Mark 

Historically, the beginning phase of trade mark protection had as its primary goal to go 

against the act that one trader sells goods as those of another trader by using that trader’s 

 
427 Judgment of 18 June 2009. L'Oréal SA, Lancôme parfums et beauté & Cie SNC and Laboratoire 

Garnier & Cie v Bellure NV, Malaika Investments Ltd and Starion International Ltd. Case C-487/07. 

EU:C:2009:378. Para 58. 
428 Ibid.  



  

trade mark.429 That pursuit of the primary goal can be stated differently as a trade mark 

carrying the source indicating function. 

In China, the oldest trade mark in existence is the ‘White rabbit pounding medicine mark’ 

from the Northern Song Dynasty (‘北宋’; 4 February 960 – 20 March 1127), as shown 

below.430  

 

 

 
 

Figure 6 The oldest trade mark in existence in China 

 

Collected by the National Museum of China, the material object containing the trade mark 

as shown in the upper left image is a copper plate for printing, which is known as the very 

first advertisement in China431 on which engraved Chinese characters and a pattern of a 

rabbit of pounding medicine can be found. It was made for, or by, a needle-producing 

shop at Jinan, Shandong Province of China.   

The image on the right shows the printed version. It contains the producer’s name and 

location (‘济南刘家功夫针铺’: ‘The Liu’s kung fu needle store in Jinan’) in the first line. 

 
429 (Ladas 1975), p.967. He noted that: ‘Historically and logically the protection of trade marks is a part 

and aspect of the protection against unfair competition or of the common law tort of passing off. The 

fundamental rule was that no man has the right to offer his goods for sale as the goods of another trader. 

Using the trade mark, with which another trader marked his goods to enable the purchasing public to 

distinguish them from those of others, was one way of committing the tort of unfair competition or 

passing off.’ 
430 Source of photos: the one on the upper left: https://kknews.cc/zh-my/news/gpma8m8.html; the one on the 

upper right https://kknews.cc/zh-my/news/yy9pzvj.html 
431 IPCHN (中国知识产权报), ‘The oldest trademark in China: the Liu Family Kung Fu Needle Shop in 

Jinan’ (我国最古老的商标：济南刘家功夫针铺), available at: < 

http://ip.people.com.cn/n1/2018/0509/c179663-29973465.html>. 

https://kknews.cc/zh-my/news/gpma8m8.html


  

The middle part shows the figurative mark (the working rabbit) combined with a textual 

explanation (‘认门前白兔儿为记’: ‘Recognize (us) by noticing the white rabbit (mark) 

in front of our shop’. Below this follows: 

We buy first-class steel bars and take ample time and care in handcrafting the 

skinny needles. Our products will be provided to the houses with courtyards in 

time.  

Discount will be given to the vendors who would like to resell out products. 

Please remember the white rabbit mark.432 

Sidney A. Diamond pointed out that the indicator-of-source function of trade marks could 

already be found in Ancient Rome.433 

The first legislative act concerning trade marks was the Bakers’ Marking Law enacted by 

the British Parliament in 1266, which required every baker to put a distinctive sign (his 

or her name) on their bread:434  

Merchants’ marks - personal marks used from the 13th to 16th century - could 

be considered the predecessors of modern trade marks in that they bore names 

of traders and served as a guarantee that the goods sold were of the expected 

quality.435 

The merchants’ marks already revealed the fundamental feature of a trade mark. This 

feature remains valid in the context of the modern trade mark regimes: a mark functions 

as an indication of origin. The term ‘origin’ does not necessarily refer to a physical origin, 

but to a more general connection of the trade mark proprietor that is responsible for the 

very trade marked goods.436 Thus, the origin generally refers to a commercial origin.  

 
432 Translated by the author. The original text is: ‘收买上等钢条，造功夫细针，不误宅院使用，转卖

兴贩，别有加饶，请记白’. 
433 Diamond S A. The historical development of trade marks[J]. Trade Mark Rep., 1983, 73: 222. 
434 WIPO MAGAZINE, ‘Trademarks Past and Present’, available at 

<https://www.wipo.int/wipo_magazine/en/2005/02/article_0003.html>. 
435 Ibid. 
436 See, e.g., Denicola, R. C. (1996). Some thoughts on the dynamics of federal trademark legislation and 

the Trademark Dilution Act of 1995. Law and Contemporary Problems, 59(2), 75-92. 



  

3.5.1.2 Origin Indication: From Accuracy towards Anonymity 

Does origin refer to an exact, single physical location? At the dawn of a trade mark’s 

commercial use, the answer might have been a ‘yes’. At that time, products usually came 

from one single location, e.g., the Macmahan back in 1901 in the US,437 in which the 

licensing of trade marks for the use of a third party was considerably limited by the court. 

The latter was crucial for consumers to be able to associate the goods designated with the 

very trade mark and its actual source. 

During the first quarter of the 20th century, the US ‘strict source theory’ was turning into 

an ‘anonymous source theory’ in order to meet the needs of the actual changes emerging 

in society, such as, among other things, the rise of mass consumption and advertising. 438 

There was simply a massive amount of trade marks, products and information available 

at that time. Gradually, however, consumers could no longer manage to keep track of all 

places of origin of an ever-increasing number of products. They did not need to do so 

either, as ‘a trade mark indicates a single, albeit anonymous source’. 439  The current 

Lanham Act, in defining a trade mark, explicitly accepted the view that a source can be 

‘unknown’.440 

As submitted by, for instance, Barton Beebe, the shift towards the anonymous source 

theory is of ‘epochal significance’, as it inverted the superior status of goodwill over trade 

mark.441 That was because, before that, goodwill and trade mark were regarded as two 

separate concepts, with the former deemed as being superior to the latter. That perspective 

viewed ‘trade mark’ in a much one-sided sense. It split the interconnected triadic structure 

of a trade mark (the signifier, signified and the object) into two non-interacting elements: 

the signifier and signified. In what follows, some relevant propositions are offered. 

 
437 MacMahan Pharmacal Co. v. Denver Chemical MFG. Co., 113 F. 468 (8th Cir. 1901). 
438 Beebe 2003, p.678. 
439 McCarthy 1996. 
440 15 US Code § 1127.Construction and definitions; intent of chapter. It defines a trade mark as follows: 

The term ‘trade mark’ includes any word, name, symbol, or device, or any combination thereof— 

(1) used by a person, or 

(2) which a person has a bona fide intention to use in commerce and applies to register on the principal 

register established by this chapter, 

to identify and distinguish his or her goods, including a unique product, from those manufactured or sold 

by others and to indicate the source of the goods, even if that source is unknown. (emphasis added) 
441 (Beebe 2003), p.679. 



  

That perspective viewed ‘trade mark’ in a much narrower sense, meaning, simplifying 

the triadic structure of a trade mark (the signifier, signified and the object) into the 

signifier and signified. Some relevant propositions are as follows:  

Usually, a trade mark is not purposely created for its own sake; the ‘benefit’ 

purposely created is the good will of the owning entity (such as its reputation 

for manufacturing high-quality products), which the trade mark merely 

happens to represent.442 (emphasis added) 

And also: 

Recently… judges have begun to appreciate that the trade mark in and by itself 

is of little importance, that it is but the visible manifestation of a much more 

important thing, a business good will, that the good will is the substance, the 

trade mark merely the shadow, and that this business good will is the property 

to be protected against invasion.443 (emphasis added) 

Under that one-sided perspective and when describing the relationship between trade 

mark and goodwill, ‘merely’ has been a frequently used word. This ‘artificially defined 

hierarchy’ is particularly problematic from a semiotic perspective, considering that it 

splits the interdependent and mutual constitutive relationship of the signifier and the 

signified.444 Goodwill is part of the signified and will also be considered part of a trade 

mark’s complete concept. 

Another ‘merely’ comes from Frank Schechter, although it is in the opposite sense. He 

said a trade mark is ‘not merely the symbol of goodwill’ but also the ‘most effective agent 

for the creation of goodwill’.445 His observation was more advanced to the extent that it 

pointed out that the relation between the trade mark’s signifier and signified was mutual 

constitutive, and not one superior to another. The signifier, i.e., a trade mark’s words or 

a logo, acts as an agent, enabling the consumers to attach an impersonal experience with 

 
442 Gordon, W. J. (1993). A property right in self-expression: Equality and individualism in the natural 

law of intellectual property. The Yale Law Journal, 102(7), 1533-1609. P1588. 
443 Rogers, E. S. (1908). Comments on the Modern Law of Unfair Trade. Ill. LR, 3, 551. 
444 As elaborated in Chapter 2, the signifier is, simply put, a mark’s tangible form; and the signified is the 

mark’s full semantic content, the mark’s perceived imprint for each consumer. 
445 Schechter 1927. p.819. He wrote: ‘…but today the trade mark is not merely the symbol of good will 

but often the most effective agent for the creation of good will, imprinting upon the public mind an 

anonymous and impersonal guaranty of satisfaction, creating a desire for further satisfactions. The mark 

actually sells the goods. And, self-evidently, the more distinctive the mark, the more effective is its 

selling power.’ 



  

the goods or services to which the trade mark is designated to the signifier (e.g., the 

goodwill).   

Goodwill has been one of the high-frequency words in trade mark related discussions. It 

seems to be easily used to help demonstrate scholars’ perspectives. A classic description 

of goodwill was provided by Lord Macnaghten: 

What is goodwill? It is a thing very easy to describe, very difficult to define. It 

is the benefit and advantage of a good name, reputation, and connection of 

business. It is the attractive force which brings in custom. It is the one thing 

which distinguishes an old established business from a new business at its first 

start. The goodwill of a business must emanate from a particular centre or 

source. However widely extended or diffused its influence may be, goodwill is 

worth nothing unless it has a power of attraction sufficient to bring customers 

home to the source from which it emanates. Goodwill is composed of a variety 

of elements. It differs in its composition in different trades and in different 

businesses in the same trade. One element may preponderate here and another 

element there.446 

Lord Macnaghten’s wise observation above pointed out the ambiguity in the concept of 

goodwill: it can contain many elements that may differ from industry and many other 

factors. Goodwill is challenging as well to be described or incorporated in a legislative 

context.447 

First, goodwill is an intangible and open-ended concept. As part of the signified of a trade 

mark’s signifier, goodwill can include anything. One could say that, alternatively, it could 

refer without distinction to all aspects of customer patronage. If we would assume that 

the definition of goodwill must be provided via the enumeration approach, this would 

then form a very long list containing all the reasons inducing consumers’ repeated 

purchases and with new content being added all the time. Moreover, the complexity of 

defining goodwill increases when taking into account that not all purchases stem from 

rational decisions. 

 
446 IRC v. Muller Co.’s Margarine [1901] AC 217, 224 per Lord Macnaghten. 
447 Calboli, I. (2005). Trade Mark Assignment with Goodwill: A Concept Whose Time Has Gone. Fla. L. 

Rev., 57, 771. 



  

The ‘essential function’448 of trade marks, i.e., its origin indication, is fulfilled as long as 

consumers are aware that certain goods bearing the same trade marks emanate from the 

same/single source. This source can involve a trade mark proprietor, a producer, or simply 

an anonymous commercial origin. In other words, consumers do not need to know the 

actual origin of product A bearing a trade mark AA. The mere knowledge that product A 

with trade mark AA does not emanate from other products with trade mark BB is 

sufficient. That echoes with the observation that ‘differential is the core of sign value’ in 

the previous passages, as well as with the Court of First Instance’s (the General Court) 

2003 judgement: 

Furthermore, it is not necessary for a mark to convey exact information about 

the identity of the manufacturer of the product or the supplier of the services. It 

is sufficient that the mark enables members of the public concerned to 

distinguish the product or service that it designates from those which have a 

different trade origin and to conclude that all the products or services that it 

designates have been manufactured, marketed or supplied under the control of 

the proprietor of the mark and that the proprietor is responsible for their quality 

(see, to that effect, Case C-39/97 Canon [1998] ECR I-5507, paragraph 28).449 

Again, the origin indication function lies in the capability of distinguishing one from 

another, not pinpointing the exact physical origin. It also ‘enhances the ability to 

conceptualize the abstract notion of a product’.450  

The commercial origin indication function is a grand unifying theory, which ‘has 

fundamentally influenced the development of the central tenets of trade mark law’ and 

has been expounded massively by scholars and courts.451 The incomparable importance 

 
448 Judgment of 23 May 1978. Hoffmann-La Roche & Co. AG v Centrafarm Vertriebsgesellschaft 

Pharmazeutischer Erzeugnisse mbH. Case 102/77. EU:C:1978:108 
449 Judgement of 5 March 2003, Unilever v OHIM, Case T-194/01, ECLI:EU:T:2003:53, paragraph 43. 
450 Sanders, A. K., & Maniatis, S. M. (1993). A consumer trade mark: protection based on origin and 

quality. European Intellectual Property Review, 15. 
451 See e.g. (Ladas 1975), §732: ‘to identify a product and distinguish it from other products of the same 

nature’; (Schechter 1927), P334: ‘to identify the origin or proprietorship of the goods to which it is 

affixed’; Lemley, Mark A., The Modern Lanham Act and the Death of Common Sense (January 1, 1999). 

Yale Law Journal, Vol. 108, p. 1687, 1999. Available at SSRN: https://ssrn.com/abstract=147788 or 

http://dx.doi.org/10.2139/ssrn.147788: ‘We give protection to trade marks for one basic reason: to enable the 

public to identify a particular product easily from a particular source’; Annette Kur (2020): ‘Each 

Intellectual Property right has an essential function defined by the basic task assigned to it. […] trade 

marks indicate commercial origin’. Also, in the early CJEU decisions, ‘indication of origin’ used to be the 

sole protectable trade marks function. See e.g., C-206/01 - Arsenal Football Club; 

(http://curia.europa.eu/juris/document/document.jsf?text=&docid=47877&pageIndex=0&doclang=EN&

http://dx.doi.org/10.2139/ssrn.147788


  

of the commercial origin indication function of trade marks lies in that it is beneficial for 

both trade mark proprietors and consumers - the interests of different parties are balanced. 

Trade mark proprietors use their own trade marks as an agent to enable consumers to 

attach an impersonal experience with the trade mark; consumers could rely on the 

information they have interacted with the trade marks, which will reduce search costs for 

future purchases. As long as a trade mark's commercial origin indication function works 

well, the communication between trade mark and consumers is unimpeded. Upon that, 

trade mark system must be ‘carefully crafted to allow the trade mark proprietor to protect 

the essential function of their mark’.452  

Furthermore, the origin indication function does not only facilitate consumers making 

(well-informed) choices between products, it also creates a buffer zone around the trade 

mark and its proprietor by means of warning trade-mark-in-competition to keep distance. 

The origin indication function is the foundation of all other discussions pertaining to trade 

mark functions as well as of any protection criteria.453 

3.5.2 Quality Assurance Function  

Beyond the essential function covered in the last section, trade marks have been 

demonstrated performing certain economic functions.454  

Between the indicated source of origin and the consumers lies a channel of 

communication. A communication channel exists between the signifier’s imprints and the 

 
mode=lst&dir=&occ=first&part=1&cid=164369), C-17/06 – Céline 

(http://curia.europa.eu/juris/liste.jsf?num=C-17/06). An often-recited formula crafted by the ECJ summarized 

the essential function of trade mark as: ‘…The essential function of a trade mark is to guarantee the 

identity of origin of the marked goods or services to the consumer or end user by enabling him, without 

any possibility of confusion, to distinguish the goods or services from others which have another origin. 

For the trade mark to be able to fulfil its essential role in the system of undistorted competition which the 

Treaty seeks to establish and maintain, it must offer a guarantee that all the goods or services bearing it 

have been manufactured or supplied under the control of a single undertaking which is responsible for 

their quality (see, inter alia, Case 102/77 Hoffman-La Roche [1978] ECR 1139, paragraph 7, and Case C-

299/99 Philips [2002] ECR I-0000, paragraph 30)’: Case C-206/01 – Arsenal Football Club plc v. 

Matthew Reed [2003] ETMR 19, 34 IIC 542 (2003). para. 48.; and ‘For that guarantee of origin, which 

constitutes the essential function of a trade mark, to be ensured, the proprietor must be protected against 

competitors wishing to take unfair advantage of the status and reputation of the trade mark by selling 

products illegally bearing it (see, inter alia, Hoffmann-La Roche, paragraph 7, and Case C-349/95 

Loendersloot [1997] ECR I-6227, paragraph 22.’ 
452 See Antill & James ‘Registrability and the Scope of the Monopoly: Current Trends’, 2004 EIPR 157; 

and Simon Fhima I. How Does ‘Essential Function’ Doctrine Drive European Trade Mark Law? [J]. 

International Review of Intellectual Property and Competition Law, 2005, 36(4): 401. 
453 See Tarawneh, J. (2016). A New Classification for Trade Mark Functions. Intellectual Property 

Quarterly, 4, 352-370. 
454 Ibid. 

http://curia.europa.eu/juris/liste.jsf?num=C-17/06


  

actual signified in semiotic terms, which keeps enriching the signifier’s imprints as time 

goes by. Many functions of trade marks are derived from the respective channel of 

communication, e.g., quality assurance functions and advertisement functions, which are 

referred to as the communicative functions of trade marks. 455  The protection of the 

communication, investment and advertising function is to protect the investment while 

creating a favourable brand image as well as the relevant communication based on the 

respective image.456 

Since the 1930s, the quality assurance/guarantee function, i.e., assuring that consumers 

enjoy a certain degree of quality uniformity in the products they are attached to, has been 

most prevailing in the US. Much of the credit for developing the quality function was 

given to Schechter.457 This function does not mean that the trade mark proprietor has an 

obligation to guarantee that a high standard of quality is attached to their trade marks. 

Instead, it means consumers could expect the products bearing a specific trade mark to 

have a consistent level of quality.458 Ever since the L’Oréal and Others case,459 the CJEU 

started the practice of considering other trade marks’ functions aside from their essential 

function. In China, ‘urging producers and dealers to guarantee the quality of goods and 

services’ is explicitly mentioned in Article 1 of the Trade Mark Law of China 2019. 

The quality assurance function serves as a connotation extension of the origin indication. 

It may be an enrichment of the signified (i.e., the impersonal imprints in consumers’ 

minds on a specific trade mark). That is a logical procedure to the extent that a person 

must first recognize a trade mark before connecting the very trade mark with its respective 

personal interaction. Thereupon, ‘what is the usual level of quality the products with that 

trade mark adheres to’ can be seen as a part of the whole information set of the personal 

 
455 Jerre Swann et al, ‘Trade marks and Marketing’ (2001) 91 Trade mark Reporter 787; Colin Davies, 

‘To Buy or not to Buy: The Use of a Trade Mark as a Communication Tool Rather than as a Link 

Between a Product and its Source - a Further Consideration of the Concept of Dilution’ (2013), European 

Intellectual Property Review 373. 
456 Senftleben, Martin, Function Theory and International Exhaustion – Why It Is Wise to Confine the 

Double Identity Rule to Cases Affecting the Origin Function (November 19, 2013). European Intellectual 

Property Review, Vol. 36, No. 8 (2014), pp. 518-524, Available at SSRN: 

https://ssrn.com/abstract=2356772 or http://dx.doi.org/10.2139/ssrn.2356772 
457 (Hanak 1974) Elmer William Hanak, III, The Quality Assurance Function of Trade Marks, 43 

Fordham L. Rev. 363 (1974). P 363. 
458 See (Gladwell 2008) Gladwell, M. (2008). Outliers: Well-Known Trade Marks: A Comparative Study 

of Japan and the EU (Routledge Research in Intellectual Property) [Kindle version]. Retrieved from 

Amazon.com: ‘(It) does not mean that the product is of excellent quality; the trade mark operates to 

indicate an equal quality’; and that in (Hanak 1974), at 363, it wrote: ‘(It) assuring the purchaser a certain 

degree of uniformity or quality in the products to which they are attached.’ 
459 ECLI:EU:C:2009:378. 



  

signified with the mark. It follows that other functions of trade marks might start to come 

into play, e.g., quality assurance. 

Specifically, this function concerns three layers: consumers, trade mark proprietors, and 

other parties – on which jurisdictions place different emphases.  

The quality assurance function provides information for consumers, not imposing an 

obligation on trade mark proprietors. In other words, consumers do not have directly 

enforceable rights when their ‘expectation of quality assurance’ does not correspond to 

the product’s actual quality.460 Earlier, Friedrich-Karl Beier’s often-cited comments on 

the unpopular protection in trade mark law reads as follows: 

The quality or guarantee function has in my view no independent legal 

significance. It is derived from the basic function of identifying the origin of 

goods and simply means that the public, from its knowledge that trade marked 

articles have the same origin, often believes these to be of the same quality. But 

this expectation to the extent that it really exists is not protected by trade mark 

law. Protection against deception of quality is rather a matter for criminal law 

or the law against unfair competition.461 

Notwithstanding that some people may have expectations for trade mark proprietors to 

maintain their products’ quality, such expectations would not directly be enforceable in 

trade mark laws. In other words, the quality assurance function of trade marks is more for 

the sake of trade mark proprietors’ benefits. Exercising the continuity of quality is one of 

many ways to enhance a trade mark’s distinctiveness. Hence, doing so would contribute 

to forming a positive signified. The quality assurance function of trade marks can thus be 

seen as an efficient incentive: if traders choose to voluntarily take commercial 

responsibility for ensuring a high and consistent quality, their trade marks will likely 

perform satisfactorily on the market, which makes it worth the while. AG Jacobs 

described the essence of trade marks’ guarantee function as follows: 

The guarantee of quality offered by a trade mark is not of course absolute, for 

the manufacturer is at liberty to vary the quality; however, he does so at his own 

 
460 See Andrew Griths, Quality in European Trade Mark Law, 11 Nw. J. Tech. & Intell. Prop. 621 (2013).  

http://scholarlycommons.law.northwestern.edu/njtip/vol11/iss7/3: ‘(It) does not of itself give consumers any 

directly enforceable legal rights concerning the actual quality of marked products.’ 
461 Beier, Friedrich-Karl. Territoriality of trade mark law and international trade. 1970. At 64. 

http://scholarlycommons.law.northwestern.edu/njtip/vol11/iss7/3


  

risk and he — not his competitors — will suffer the consequences if he allows 

the quality to decline. Thus, although trade marks do not provide any form of 

legal guarantee of quality — the absence of which may have misled some to 

underestimate their significance — they do in economic terms provide such a 

guarantee, which is acted upon daily by consumers.462 

On the other hand, the function is emphasized during trade mark licensing activities.463 

In China, similar provision could be found in Article 42.1 of the Trade Mark Law of 

China 2019.464 

Moreover, to unspecific third parties, the quality assurance function may have the actual 

effect of extending the scope of trade mark rights and accordingly prohibit certain 

conducts.465  

3.5.3 Advertising Function 

Trade marks have the possibility of having advertising powers and, thus, being used as 

tools of advertising 466 , a mechanism particularly understandable from a semiotic 

perspective. Simply put, the trade mark as a signifier creates a channel of communication 

 
462 Opinion of Mr Advocate General Jacobs delivered on 13 March 1990. SA CNL-SUCAL NV v HAG 

GF AG. Reference for a preliminary ruling: Bundesgerichtshof - Germany. Free movement of goods - 

Trade mark. Case C-10/89. European Court Reports 1990 I-03711. ECLI identifier: 

ECLI:EU:C:1990:112.  
463 For instance, CJEU: ‘[A trade mark] must constitute a guarantee that all the products bearing it have 

been manufactured under the supervision of a single enterprise to which responsibility for their quality 

may be attributed.’ Hag II, 3 C.M.L.R. 571, ¶ 13. 
464 Article 42.1 of the Trade Mark Law of China 2019 reads as: ‘Where a registered trade mark is 

assigned, the assignor and the assignee shall enter into an assignment agreement, and jointly file an 

application with the Trade Mark Office. The assignee shall guarantee the quality of goods on which the 

registered trade mark is used.’ 
465 See, e.g., the ‘五粮液’ case in China. The liquor product with the trade mark ‘五粮液 (‘Wuliang 

Ye’)’, owned by Wuliang Ye Group, is a high-end liquor in China. Wuliang Ye Group runs a wide range 

of liquor products, from high-end to ordinary. Wuliang Ye Group sued a liquor retailer for trade mark 

right infringement. The retailer removed the original ordinary trade mark of Wuliang Ye Group and 

attached the high-end ‘五粮液’ trade mark label to it. The court held that conduct as having affected the 

well-functioning of origin indication (both are from Wuliang Ye Group) and noticeably harmed the 

quality assurance function of trade mark, and infringed 五粮液 company’s trade mark rights. Moreover, 

this case is an example of how trade marks' other functions are hardly independent of the origin indication 

function. Civil Judgment No. 75 [2013], Final, Civil Division III, Shandong Province. (2013）鲁民三终

字第 75 号. 
466 It seems that not all the trade marks have the advertising functions, but, according to AG Jacob, only 

marks of reputation have an advertising power. OPINION OF ADVOCATE GENERAL JACOBS 

delivered on 21 March 2002 (1), Case C-292/00, Davidoff & Cie SA & Zino Davidoff SA v Gofkid Ltd: 

‘46 … Such situations will concern above all marks which enjoy a reputation in themselves rather than 

those which function only as a guarantee of origin. […]’ Apparently, AG Jacob deemed that not all trade 

marks have the function of advertising.  



  

with consumers’ imprints, i.e., the signified. With accumulative investments (financially 

and, for example, socially and culturally), the signified might turn out to be quite positive. 

The signified, vice versa, could also be quite unflattering. The first reason would be that 

consumers are not a stooge of advertising marketing, but human beings with the ability 

to think. Second, the signified is not solely determined by the signifier, nor by the efforts 

made by the trade mark proprietor. Instead, it is all-embracing. As Justice Frankfurter 

once observed, trade mark protection is ‘the law’s recognition of the psychological 

function of symbols.’467 Naturally, to any reasonable human, the ‘psychological function 

of symbols’ does not always indicate positive outcomes. 

The advertising function of a trade mark was explicitly pointed out by the CJEU in the 

Google v. Louis Vuitton case.468 Specifically, it stated that the advertising function of a 

trade mark is a strategic commercial instrument, which involves the ability of a trade mark 

to be used for the purpose of informing and persuading consumers. Trade mark 

proprietors could use that strategic commercial instrument to create a loyal base of 

information and communication with targeted consumers. The protection of the 

advertising function is generally seen as protecting trade mark proprietors’ interest in the 

advertising power of their marks. 469  Likewise, through investments, the trade mark 

proprietors engage in building a strong image of the trade mark.470  

Perspectives by trade mark proprietors refer to the anticipated consumers’ association of 

a certain attitude, lifestyle or prestige with the very trade mark. This often occurs after 

investments done by the enterprises/trade mark proprietors. Ideally, relevant investments 

could gradually reinforce certain aspects regarding the signified in consumers’ imprints. 

Eventually, after repeated communication, speeches and reinforcements, the trade mark 

per se becomes as strong as an independent product in its own right, one ‘for which 

consumers may be willing to pay’.471 

The advertising function has a close association with goodwill. Schechter pointed out that 

trade marks can gain a psychological hold upon the public and thus have a ‘selling 

 
467 Mishawaka Rubber and Woolen Mfg Co. V. SS Kresge Co. 316 US 203, [1942], at 205.  
468 Judgment of 23 March 2010. Google France SARL and Google Inc. v Louis Vuitton Malletier SA. C-

236/08. EU:C:2010:159 
469 Simon Fhima I. The Court of Justice's protection of the advertising function of trade marks: an 

(almost) sceptical analysis[J]. 2012. 
470 Ibid. 
471 (Kur & Senftleben 2017), P104. 



  

power’. 472  The psychological hold on consumers’ minds can be considered as the 

semiotic signified.  

Advertising certainly can do wrong due to the fact that, fundamentally, its ultimate 

purpose is profit-seeking, which is, in Ralph S. Brown’s words, ‘the bait for 

investment’.473  

Is this extended scope of protection of the integrity of a trade mark’s image, the so-called 

‘aura of the trade mark’, 474  worthy of legal protection? The answer requires an 

examination extending beyond the welfare consequence of trade mark protection.  475 It 

will often depend on the choice of policy involving the qualitative aspects of trade mark 

rights. Not all the functions that trade marks may be able to perform fall into the scope of 

legal protection, nor do they need to be regulated by trade mark law. They may, for 

example, have the possibility to be regulated by an alternative legal framework of 

protection.476   

Moreover, extended protection should not be granted to all trade marks, but only to those 

that have established a relatively robust signified with relevant consumers due to their 

repeated and extensive advertising investments. 

In the EU, the CJEU has ‘readily embraced the concept of functions’ and actively ‘created 

a fairly consolidated body of case law combining elements of trade mark law and unfair 

commercial practices.’477 This involved a noticeable utilization of the expanding scope 

of trade mark functions. The CJEU recognized the advertising function in Dior v. Evor478 

by acknowledging that the harm done to a trade mark’s advertising function can be 

actionable. The ruling, for many, seems to have provided more questions than answers. 

Later, in a series of keyword advertising cases, the CJEU expanded the accessory 

 
472 Schechter 1927. 
473 Brown Jr, R. S. (1947). Advertising and the public interest: legal protection of trade symbols. Yale LJ, 

57, 1165.  
474 Ciocca, C. (2004). Total brand experience. Teorie, processi ed organizzazione per la costruzione 

dell'azienda marca (Vol. 565). Informa Health Care. 
475 (Lunney 1999) Lunney Jr, G. S. (1999). Trade mark monopolies. Emory LJ, 48, 367.  
476 See, e.g., Perraki M. The misconception of FI Schechter[D]. Queen Mary University of London, 2010. 

‘The advertising expenses that the trade mark owner has engaged into and the unfairness promulgated by 

that could be resolved by the application of unfair competition or passing off provisions.’ 
477 (Kur 2019) Kur, Annette, Trade mark Functions in European Union Law - Also Containing a 

Comment on CJEU case C-129/17, Mitsubishi v. Duma (July 24, 2019). Max Planck Institute for 

Innovation & Competition Research Paper No. 19-06, Available at SSRN: 

https://ssrn.com/abstract=3425839 or http://dx.doi.org/10.2139/ssrn.3425839  
478 Judgment of the Court of 4 November 1997. Parfums Christian Dior SA and Parfums Christian Dior 

BV v Evora BV. Case C-337/95. EU:C:1997:517. 

http://dx.doi.org/10.2139/ssrn.3425839


  

functions. In Google v. Louis Vuitton,479 the Court stated that, as far as the adverse effect 

on the advertising function was concerned, the trade mark proprietor might employ its 

trade mark as ‘a factor in sales promotion or as an instrument of commercial strategy’.480 

As long as the home page and advertising page of the respective mark’s proprietor will 

appear and remains free of charge in one of the highest positions in the natural results, 

the trade mark’s advertising function will be deemed as guaranteed. Furthermore, this is 

‘irrespective of whether or not that proprietor successfully secured the display, in one of 

the highest positions, of an ad under the heading ‘sponsored links.’481 

3.5.4 Investment Function 

The CJEU elaborated on the investment function in the Interflora/Marks & Spencer 

decision: 

60 In addition to its function of indicating origin and, as the case may be, its 

advertising function, a trade mark may also be used by its proprietor to acquire 

or preserve a reputation capable of attracting consumers and retaining their 

loyalty.482 

The ‘loyalty retaining mechanism’ stated above seems to overlap with the advertising 

function. Nevertheless, according to the Court, distinctions can be observed: 

61 Although that function of a trade mark – called the ‘investment function’ – 

may overlap with the advertising function, it is none the less distinct from the 

latter. Indeed, when the trade mark is used to acquire or preserve a reputation, 

not only advertising is employed, but also various commercial techniques.483 

Furthermore, the CJEU considered the investment function in the debranding and 

subsequent rebranding scenario as in, for example, the Mitsubishi case.484 Moreover, 

given the overlaps mentioned above between the advertising function and the investment 

 
479 Supra note n(468). 
480 Ibid., paragraph 92.  
481 Ibid. 
482 Judgment of 22 September 2011. Interflora Inc. and Interflora British Unit v Marks & Spencer plc and 

Flowers Direct Online Ltd. Case C-323/09. EU:C:2011:604. 
483 Ibid.   
484 Judgment of 25 July 2018. Mitsubishi Shoji Kaisha Ltd and Mitsubishi Caterpillar Forklift Europe BV 

v Duma Forklifts NV and G.S. International BVBA. Case C-129/17. EU:C:2018:594 



  

function, the Court referred to and commented on both accessory functions in the 

Mitsubishi case.485  

Finally, the recognition of protecting the investments as a value and a function of trade 

marks entails an analogous extension of legal protection. This might considerably affect 

the competitors' freedom in trade, and thus, should be handled with caution.   

3.5.5 Trade Mark Search Costs Theory 

Trade mark functions have close connection with the search costs theory. As the 

respective names suggest, the former focuses more on trade marks per se. In contrast, the 

search costs theory, whose subjects are the consumers, places the latter into the centre of 

a relevant analysis. It thus provides another perspective to observe and balance the mere 

emphasis on trade mark functions. Such classification is rather general; neither theory, 

i.e., trade marks nor consumers, exclusively concerns one aspect only. Such classification 

is, therefore, limited to this mere general note.  

The search costs theory was developed in the US and subsequently spread worldwide. 

The reasons for its global acceptance might include the increasingly close international 

trade relations and the US’s leading role in global trade. And it goes without saying that 

the central concept of the search costs theory, i.e., consumers, involves human beings 

who do not have significant nationality-based psychological differences in purchasing 

activities.   

The term ‘search costs’ is derived from The Economics of information by George Stigler 

in 1961.486 In that paper, Stigler pointed out that advertising reduces consumers’ costs in 

terms of, e.g., time. Later, the search costs rationale was applied to trade mark protection, 

mainly by the Chicago school of economics. In 1987, William Landes and Richard Posner 

presented the search costs theory of trade mark laws in their highly influential book Trade 

Mark Law: An Economic Perspective.487 They argued that, by improving the quality of 

information attached by trade marks in markets, trade mark law aims to promote more 

 
485 Ibid., mainly in paragraph 46.  
486 Stigler, G. J. (1961). The economics of information. Journal of political economy, 69(3), 213-225. 
487 Landes & Posner 1987. For the search costs argument, also see, e.g., Bently, L., & Sherman, B. 

(2014). Intellectual property law. Oxford University Press, USA.; Bone, R. G. (2006). Hunting goodwill: 

a history of the concept of goodwill in trade mark law. BUL Rev., 86, 547.; Carter, S. L. (1990). The 

trouble with trade mark. The Yale Law Journal, 99(4), 759-800; Strasser, M. (1999). The rational basis of 

trade mark protection revisited: putting the dilution doctrine into context. Fordham Intell. Prop. Media & 

Ent. LJ, 10, 375. 



  

competitive markets, and that by reducing consumer search costs, trades mark will 

promote overall efficiency in the economy. Another ‘succinct articulation’488 that follows 

from Landes and Posner’s article points out the ‘dual advantages of the trade mark 

system’, in terms of both the buyers and trade mark proprietors:  

(…) allowing buyers to ‘make rational purchasing and repurchasing decisions 

with speed and assurance,’ while simultaneously ‘creat[ing] incentives for 

firms to create and market products of desirable qualities, particularly when 

these qualities are not observable before purchase’.489 

Numerous similar observations exist. Trade marks are seen as ‘shorthand indicators’490 

whose informational value can help consumers in locating the desired products or services 

more efficiently and at a lesser cost than detailed inquiries. The informative value, in 

return, can provide an incentive for trade mark proprietors to invest efforts in maintaining 

the quality of their products or services, or even their goodwill, which, in turn, could 

benefit ensuring market transparency. As noted by Glynn Lunney: 

(…) ownership was assigned to the person who adopted the mark for her trade, 

not because she had created it or its favourable associations, but because such 

person was conveniently placed and strongly motivated to vindicate the broader 

public interest in a mark’s ability to identify accurately the source of the goods 

to which it was attached. 

By enabling consumers to connect information to precise product[s] more 

accurately, trade marks help consumers express more accurately their 

preferences and tastes for the varying mix of product features, quality, and 

prices each finds desirable. Trade Marks can, therefore, help ensure that the 

pricing signals received by producers from the market (or ‘expressed demand’) 

more accurately reflect consumers’ actual tastes and preferences (or ‘actual 

demand’).491    

 
488 (Bartow 2004) Bartow, A. (2004). Likelihood of confusion. San Diego L. Rev., 41, 721. 
489 Marshall A. Leaffer, The New World of International Trademark Law, 2 MARQ. INTELL. PROP. L. 

REV. 1, 5–6 (1998); see also: Lanham Act Senate Report. S. REP. NO. 79–133, at 3 (1946), reprinted in 

1946 U.S.C.C.A.N. 1274 (detailing the legislative history of the Lanham Act.) 
490 (Dogan & Lemley 2007) Dogan, S. L., & Lemley, M. A. (2007). A search-costs theory of limiting 

doctrines in trade mark law. Trade Mark Rep., 97, 1223. And also (Kur & Senftleben 2017). 
491 Lunney 1999. At p.432. 



  

This search costs reduction proposition is a well-established and relatively 

straightforward rationale for trade mark protection, as stated by Stacey L. Dogan and 

Mark A. Lemley: 

Economists have long recognized that the goal of facilitating the free exchange 

of goods requires consumers to be able to find what they are looking for quickly 

and cheaply. Reducing consumer search costs, in turn, is the primary traditional 

justification—and still the best one—for having trade mark law.492 

The reduction of consumers’ search costs, on the other hand, is of particular importance 

concerning the unobservable product features in the information asymmetry scenarios, as 

noted by Nichlas Economides.493 

Consumers eventually realize that the sellers’ advantageous position of information may 

hold doubts regarding the sellers in general, even the honest ones who form part of the 

information asymmetry. This may consequently result in a market failure, as firstly 

identified by George Akerlof in the article The market for lemons.494 Thus, on the other 

hand, the search costs rationale may encourage trade mark owners to provide more 

various products and maintain their quality, which would, ultimately, benefit 

consumers.495   

The aforementioned normative goals of trade mark law have been widely accepted.496 

Nevertheless, for all its inherent merits, the search costs theory also encounters 

considerable criticism. For instance, some are regarding the said market as a lemons 

problem. In this regard, Ann Bartow pointed out that mark holders ‘are free to manipulate 

to their greatest commercial advantage’.497 Mohammad Amin Naser argued that trade 

 
492 Dogan & Lemley 2007. 
493 Economides 1988. It provides: ‘In many markets, sellers have much better information as to the 

unobservable features of a commodity for sale than the buyers. This is known as information asymmetry. 

Unobservable features, valued by the consumer, may be crucial determinants of the total value of the 

good. Observable’ features can often be imitated to the smallest detail, even though huge differences 

remain in the unobservable features of the product. In the absence of trade marks, faced with the choice 

between goods which look identical, the consumer will only by chance pick the one with the desirable 

unobservable qualities.’ 
494 Akerlof, G. A. (1978). The market for ‘lemons’: Quality uncertainty and the market mechanism. In 

Uncertainty in economics (pp. 235-251). Academic Press. 
495 See, e.g., Bone 2006, 555-6. Barrett, M. (2005). Internet trade mark suits and the demise of trade mark 

use. UC Davis L. Rev., 39, 371. 
496 See, e.g., Qualitex Co. v. Jacobson Prods. Co., 514 US 159, 163-64 (1995); Brennan’s, Inc. v. 

Brennan’s Restaurant, L.L.C., 360 F.3d 125, 132 (2d Cir. 2004); Ty Inc. v. Perryman, 306 F.3d 509 (7th 

Cir. 2002); Clarisa Long, Dilution, 106 Colum. L. Rev. 1029, 1056-59 (2006); Margreth Barrett, Internet 

Trade Mark Suits and the Demise of ‘Trade Mark Use,’ 39 U.C. Davis L. Rev. 371, 376-78 (2006). 
497 Bartow 2004. 



  

marks may indeed reduce the search costs, yet the search costs theory cannot explain the 

incentive to producers.498 To some extent, the criticism can be interpreted as narrowing 

down the focus to one or several specific points, characteristics or scenarios in the whole 

search costs theory. These scenarios reflect various understandings and opinions caused 

by the lack of the definition of the actual search costs, or the minimum level of search 

costs. Meanwhile, the standpoints also matter: trade mark restrictions and apologists 

could likely hold divergent perspectives on a discussion involving a trade mark 

proprietors and consumers scenario. 

3.5.6 Function Doctrines in Expansion 

The recognition of a trade mark’s new functions does not stop at the widely-accepted 

functions mentioned above. For instance, in 2017, the Supreme Court of the United States 

endorsed the expressive function of a trade mark in the Matal v. Tam case.499 Therein, the 

Court held that persons are entitled to use trade marks to express themselves and opinions, 

which should be protected by the first amendment of the United States Constitution.  

Another example is the Mitsubishi case500 in the EU, which further extended the trade 

mark’s scope of protection.  

Trade mark proprietor is entitled to oppose, on the grounds of Article 5 of the 

Trade Marks Directive and Article 9 of the EU Trade Mark Regulation, to a 

third party removing all the signs identical to that mark and affixing other signs, 

without its consent, on products placed in the customs warehouse, with a view 

to importing them or trading them in the EEA where they have never yet been 

marketed.501 

The CJEU held that the debranding and rebranding of genuine products could also 

constitute trade mark infringement under the double identity standard. The debranding 

 
498 Amin Naser, M. (2007). Rethinking the foundations of trademarks. Buff. Intell. Prop. LJ, 5, 1. 
499 Matal v. Tam - 137 S. Ct. 1744 (2017). Opinion of Kennedy, J from the judgement reads as: ‘A law 

that can be directed against speech found offensive to some portion of the public can be turned against 

minority and dissenting views to the detriment of all. The First Amendment does not entrust that power to 

the government’s benevolence. Instead, our reliance must be on the substantial safeguards of free and 

open discussion in a democratic society.’ Available at:  

< https://www.supremecourt.gov/opinions/16pdf/15-1293_1o13.pdf > last visited 1 June 2022. 
500 See Kur 2019. 
501 IPPT20180725, CJEU, Mitsubishi v Duma - IP-PorTal. Available at:  

< https://www.ippt.eu/sites/ippt/files/2018/IPPT20180725_CJEU_Mitsubishi_v_Duma.pdf> last access 

on 1 December 2021. 



  

was deemed as impeding the ‘right to import control’,502 which was addressed by the 

CJEU as well.503  

The Mitsubishi ruling is disputable as being to ‘create harmonised law without a proper 

mandate.504 

As previously stated, the various definitions of trade marks discussed there are made via 

the function approach: a trade mark is ‘a sign plus what it is capable of’.  

When justifying trade mark rights, a function approach is a frequent option as well: 

Courts and scholars frequently justify the grant and scope of trade mark rights 

by pointing to certain functions that trade marks fulfil in trade and by deducing 

the need for legal protection directly from these functions.505  

Such an approach of justification is submitted as ‘problematic.’506 It applies an approach 

that derives the normative choice of ‘what should be protected’ directly from ‘what a 

trade mark can do’. From the de facto functions, a trade mark is capable of being upgraded 

to a de jure protection of trade mark rights, but sufficient justification should be provided 

first. However, the CJEU easily deemed new functions of trade marks as worthy of 

protection, which makes it ‘increasingly difficult to see where the limits of protection of 

trade mark rights lie’.507 

Certainly, not all the de facto functions in the empirical sense are recognized as de jure 

functions of trade marks. A pre-selection had taken place when discussing the functions 

of trade marks in the legal sense. Furthermore, the rationales of de jure trade mark 

protection, although some indeed are derived from ‘the empirical is’, are not as direct and 

independent; they are all being designed with additional criteria which are intended to 

facilitate their realizations. In this regard, the reasons on why a certain type of trade mark 

right cannot always be properly justified may lie in the problematic and specific design 

 
502 See Kur 2019, 468. 
503 See n475. The judgment reads as: ‘(It) prevents the goods for which that mark is registered from 

bearing that mark the first time that they are placed on the market in the EEA and, hence, deprives the 

proprietor of that trade mark of the benefit of the essential right…to control the initial marketing in the 

EEA of goods bearing that mark .’ 
504 See Kur 2019, n68. 
505 Sakulin, W. (2011). Trade Mark protection and freedom of expression: an inquiry into the conflict 

between trade mark rights and freedom of expression under European law (Vol. 22). Kluwer Law 

International BV. 
506 Ibid.  
507 Kamperman Sanders, A. (2020). Dilution and Damage Beyond Confusion in the European Union. The 

Cambridge Handbook on International and Comparative Trademark Law, 499-511. 



  

of rules. The latter were provided to guard the realization of a specific function of a trade 

mark that only works with a different design of realization. In other words, it can occur 

that the wrongness of a trade mark right lies not in the function of a trade mark 

acknowledged by law per se, but in the relevant rules. 

Combining the two general principles have governed trade mark laws and trade mark 

rights (territoriality principle and specialty principle) with trade mark’s essential function, 

namely, source indication. This has led to a basic scope of trade mark rights: one 

belonging to a specific territory in a specific class(s). Correspondingly, trade mark rights 

exclude third parties’ use of the very trade mark in the same territory for the same or 

similar goods or services. That benefits consumers in terms of anti-confusion and enables 

them to identify a trade mark and the goods or services the trade mark is designated to. 

The satisfactory performance of the essential function of trade marks, i.e., the source 

identification function, benefits consumers by informing them about the source of goods 

or services associated with a specific trade mark. With it, the information asymmetry in 

the market, as well as the misrepresentation, are expected to be avoided. To date, the 

protection of trade marks against confusion constitutes the core of trade mark laws. 

As the international law aspect, the TRIPS Agreement on the rights conferred to a trade 

mark stipulates four scenarios (emphasis added):  

The owner of a registered trade mark shall have the exclusive right to prevent 

all third parties not having the owner’s consent from using in the course of trade 

identical or similar signs for goods or services which are identical or similar to 

those in respect of which the trade mark is registered where such use would 

result in a likelihood of confusion.  

In case of the use of an identical sign for identical goods or services, a 

likelihood of confusion shall be presumed.508 

 
508 Article 16.1 of the TRIPS Agreement. 



  

The TRIPS Agreement, as a ‘minimum standards agreement’,509 allows its members to 

build more extensive protection of intellectual property for the purpose of their own legal 

system and practice.510  

In the US, trade marks are governed by federal (mainly the Lanham Act) and state law, 

and registration is not necessarily a prerequisite for trade mark rights. An unregistered 

common law trade mark right could be established in a mark solely on the use of the mark 

in commerce, without registration. The discussions in the current study focus mainly on 

federal law.  

Any violation regarding a registered trade mark is stipulated under 15 U.S.C. § 1114 of 

the Lanham Act, and for an unregistered mark under 15 U.S.C. § 1125(a) of the Lanham 

Act. In trade mark infringement claims, the likelihood of confusion is the key focus and 

necessary condition, regardless of double identity or not, which differs from the EU 

practices. The EU legislators have formulated a dual paths approach by differentiating 

two infringing scenarios: double identity and confusing similarity.511  

The double identity rule is straightforward and absolute, no evaluation regarding the 

likelihood of confusion needs to be carried out, as provided in the preamble of the 

EUTMD: 

The protection afforded by the registered trade mark, the function of which is 

in particular to guarantee the trade mark as an indication of origin, should be 

absolute in the event of there being identity between the mark and the 

corresponding sign and the goods or services.512 

The double identity rule is an appropriate tool to address counterfeits. On the other hand, 

for providing flexible responses to the referential uses of trade marks (e.g., the scenario 

 
509 WTO, ‘Frequently asked questions about TRIPS in the WTO’, available at: 

<https://www.wto.org/english/tratop_e/trips_e/tripfq_e.htm>. It provides: ‘The TRIPS Agreement 

requires members to comply with certain minimum standards for the protection of intellectual property 

rights covered in it’. 
510 Ibid. 
511 In the 1980 Commission Proposal, there was no such distinction between the two scenarios. A change 

was made in the 1984 Amended Commission Proposal.   
512 Directive (EU) 2015/2436 of the European Parliament and of the Council of 16 December 2015 to 

approximate the laws of the Member States relating to trade marks. 



  

of reselling genuine goods), accounts must be taken on, such as for the exhaustion of trade 

mark rights513 or other legitimate reasons.514  

China adopts a similar legislative structure vis-à-vis the EU on trade mark infringements 

against confusion. Whenever double identity occurs, the Chinese Trade Mark Law does 

not require the likelihood of confusion being demonstrated.515  

However, the above-mentioned ‘basic scenario’, the mere applying of the territoriality 

and specialty principle, gradually became insufficient. In other words, territorial-wise, the 

basic scenario does not respond to the increasingly close global commercial activities and 

the existence of trade mark pirates. On the specialty principle, the basic scenario does not 

cover the uses of a certain trade mark in non-competitive goods or services. That kind of 

use may not confuse the consumers, but it could harm the trade mark proprietors’ interests. 

As a result, the need for the corresponding expanded scope of trade mark protection is 

gradually created, to which, in general, the famous trade marks are closely linked.  

Given the above, chapter 4, i.e., the famous trade mark dimension, elaborates on the 

corresponding need for trade mark right expansion. Then, from the international to the 

regional and national levels, it looks into the main types of famous trade marks and 

summarizes their common assessment criteria. After that, this study takes a closer look at 

the famous trade marks’ developments in China and compares the differentiations 

between the well-known trade mark and local famous trade mark in China. After this 

comparison, local famous trade mark’s uniqueness will be revealed, which serves as the 

basis for the normative evaluations taken in the following chapter. 

Before starting chapter 4, namely, the discussion on the extended trade mark scope of 

protection towards trade mark proprietors, it is necessary to discuss the different parties 

involved in trade mark protection. Based on their uneven status and power, the weight of 

the order in which the protection is granted shall be obtained and determined by different 

parties. 

 
513 Article 15(1) EUTMR. 
514 See, e.g., Kur, A. (2021). ‘As Good as New’–Sale of Repaired or Refurbished Goods: Commendable 

Practice or Trade Mark Infringement? GRUR International, 70(3), 228-236. 
515 Article 57(1) of likelihood of confusion in order to prevail; the protection conferred by Article 8(1)(a). 



  

3.5.7 Stakeholders and Interest-Balancing 

Trade mark laws and policies, as other IPRs, ‘do not exist as legal rights except as the 

creatures of municipal legal rules.’516 The so-called standards, rules, and concepts result 

from decisions or choices of policies weighing the domestic and international 

circumstances. Externally, it is often subject to the respective jurisdiction’s international 

treaties obligations, while domestically, it aims at balancing multiple stakeholders’ 

interests.  

Take the PRC Trade Mark Law (2019 revision) as an example. Although it is not 

exhaustive, it still covers key points and concisely points out several main parties of 

interest that take part in the trade mark system: 

This Law is formulated for the purposes of strengthening trade mark 

administration, protecting the right to the exclusive use of a trade mark, urging 

producers and dealers to guarantee the quality of goods and services, 

maintaining the reputation of trade marks, protecting the interests of consumers, 

producers and dealers, and promoting the development of the socialist market 

economy.517 

This article, albeit at times indirectly, expresses five main parties’ elements: (1) the 

relevant authorities, (2) the trade mark proprietor, (3) the trade mark proprietors’ 

competitors, (4) the producers/dealers, and (5) the consumers. Countries use their 

respective trade mark system as a tool to coordinate the corresponding relations and 

tensions between the other four central bodies, with which a dynamic system of trade 

mark is formed. 

Furthermore, each of the respective parties can be subdivided into numerous layers of 

smaller parties. For instance, the relevant authorities may include trade mark office, 

customs enforcement and other relevant governmental departments; trade mark 

proprietors can be further divided into groups per various criteria, e.g., trade mark licenser, 

licensee, domestic trade mark proprietor, foreign trade mark proprietor, while consumers 

may refer to targeted consumers, potential consumers. 

 
516 (French 2014) French, R. (2014). A Public Law Perspective on Intellectual Property. The journal of 

world intellectual property, 17(3-4), 61-80. 
517 Article 1 of the PRC Trade Mark Law (2019 revision). 



  

The degree of tensions between each pair of corresponding relations between each party 

and the said sub-parties further contributes to the alien presence of each dynamic trade 

mark system. Some of the relation pairs are mainly competitive, for instance, the one 

between the trade mark proprietor and the trade mark proprietor’s competitor. Some 

relation pairs can be complementary, such as the pair of trade mark proprietors and the 

relevant authority. Take China as an example. Given the characteristics of management-

based governing, the interaction between trade mark authorities with trade mark 

proprietors is, generally speaking, closer than that in other countries, which is evident in 

the operation of local famous trade mark system. 

Based on the five main interested parties’ value rankings in specific matters combined 

with the detailed technical legislation designs, we can analyse the respective jurisdiction’s 

trade mark system through a shared infrastructure. 

The operation of a domestic trade mark system is a national affair in which territoriality 

functions as the fundamental rule and the domestic governing of trade mark laws are 

greatly influenced by policy considerations and trade-offs. The features of trade mark 

laws do not mean they are subject to non-limitation or restrictions. There are certain 

common restrictions to which the national trade mark laws ought to conform. This 

includes, externally, the obligations attached to international treaties for signatory 

countries. Internally, however, the normative foundations of trade marks and trade mark 

laws must be carefully examined to ensure healthy and sustainable future developments 

sticking to trade mark laws that could be better designed.  

Arguably, there are differences of ‘aright and astray’ – to quote Judge Learned Hand: 

[We] are nearly sure to go astray in any phase of the whole subject, as soon as 

we lose sight of the underlying principle that the wrong involved is diverting 

trade from the first user by misleading customers who mean to deal with him.518 

Between the ‘extremely wrong system’ and the ‘perfectly right system’ lies a wide range 

full of ‘hybrid systems’. Although the latter’s specific rules might differ on specific 

matters, such systems can equally be reasonable – as long as they can be sufficiently 

justified. Nevertheless, the ‘universal failures’ that harm the parties’ bottom-line interests 

 
518 S. C. Johnson & Son, Inc. v. Johnson (Johnson II), 175 F.2d 176 (2d Cir. 1949); Dwinell-Wright Co. 

v. White House Milk Co., 132 F.2d 822, 825 (2d Cir. 1943); Durable Toy & Novelty, 133 F.2d at 853; S. 

C. Johnson & Son, Inc. v. Johnson (Johnson I), 116 F.2d 427 (2d Cir. 1940). 



  

need to be addressed. A trade mark system, at least, must stop blatant infringements, and 

meanwhile, not irrationally expand trade mark proprietors’ scope of protection to the 

extent that leaves competitors an extremely narrow space to compete. 

Lawmakers, policymakers and, on the enforcement level, relevant public officials play 

the dominant role in designing and operating the trade mark system. The power of those 

controlling and enforcing trade mark laws often outweighs the influence of the other 

parties involved, such as the consumers and the trade mark proprietors. Consumers 

probably constitute the most vulnerable group because of their anonymity and the mostly 

asymmetric information in market activities. Further, consumers must be placed as the 

measure throughout all the issues in trade mark law, not because they are disadvantaged, 

but because a trade mark only works when consumers perceive it as a designation of 

commercial origin. And that trade mark infringement is when consumers perceive a trade 

mark as referring to another commercial source - a trade mark is based on consumers’ 

minds.519 

A sound trade mark system should aim to benefit all involved parties with well-balanced 

interests instead of offering unbalanced protection to one party at the expense of the 

interests of other groups. Accordingly, the interest-balancing procedure should first 

acknowledge the de facto unequal position of the parties. The unbalanced part of the 

parties set up two overarching normative goals that restrain the very procedure’s 

arbitrariness: the design should facilitate the most vulnerable party, i.e., the consumers, 

to locate their desired products easily.  

Meanwhile, the interest balancing procedure should be careful not to achieve the 

opposite,520 namely, offering over-protection to established trade marks and making it too 

difficult for new entrants. All in all, promoting consumer welfare and fair competition are 

two pillars to consider in trade mark related issues, which are valid for evaluating the 

local famous trade mark mechanism.  

For the current study on local famous trade mark, I argue that the dominants’ power and 

interests, i.e., held by local governments and local famous trade mark proprietors, should 

be carefully examined and reasonably restrained. In other words, the policy questions that 

 
519 Beebe, B. (2004). Search and persuasion in trade mark law. Mich. L. Rev., 103, 2020. It provides: 

‘Consumers are the measure of all things in trade mark law.’ 
520 Dogan & Lemley 2007. 



  

must be asked should be ‘Why protect?’ and not ‘Why not (protect)’? With regard to the 

two pillars mentioned above, we must answer two questions. Does local famous trade 

mark reduce the consumers’ search cost? And how can local famous trade mark, as a 

policy tool, be further revised to facilitate the reduction of consumers’ search costs? 

3.6 Summary 

There are two essential starting perspectives to observe a local famous trade mark: (1) a 

local famous trade mark is, foremost, a trade mark, and (2) a local famous trade mark is 

a trade mark that is rendered a broader scope of protection than ordinary trade marks. 

Accordingly, two questions must be answered: (1) what is a trade mark and (2) what is 

the regular and extended scope of protection?  

This chapter explores the definitions of a trade mark, from the textual legislative and 

semiotic perspectives as well as the functions of trade marks, per which the scope of 

protection could be defined.  

I address the widely accepted normative goals of trade mark law: to reduce consumers’ 

searching costs. Meanwhile, we observe the expanding trade mark function doctrines that 

mainly benefit the trade mark proprietors. Further, the significant differences in strength 

and power among the multiple involved parties are pointed out, e.g., among policymakers, 

trade mark proprietors, and consumers. These observations are in line with the two 

benchmarks this study applies in assessing the local famous trade mark mechanism: the 

core trade mark rationale and the balancing of the market subjects’ interests. By careful 

examination and in-depth analyses, this study seeks to restore the possible disadvantages 

or harms local famous trade marks caused to consumers and suggests reasonable restraints 

to the local famous trade mark mechanism. 

The subject matter of this study, the local famous trade mark, has a highly similar name 

to other famous trade marks (i.e., the ones that are widely acknowledged globally). The 

broader scope of protection enjoyed by the local famous trade mark also seems similar to 

the other famous trade marks. If local famous trade mark is, indeed, essentially similar to 

the said other famous trade marks in terms of the rationales with regard to the extended 

scope of protection and the modality of realizing such protection, it can thus be seen as a 

sub-category under the widely-accepted term of famous trade marks. Such conceptual 



  

subordination will be significant, for it will serve as a valid justification to explain the 

existence of local famous trade marks. 

Therefore, chapter 4, i.e., the famous trade mark dimension, elaborates on the 

corresponding need for trade mark rights expansion and the common-seen conventional 

famous trade marks at both the international and the regional/national levels. Furthermore, 

chapter 4 summarizes different famous trade marks’ common assessment criteria and 

explores their similarities and differences between the local famous trade mark and other 

famous trade marks. After the respective comparison, the local famous trade mark’s 

uniqueness will be revealed, which serves as the basis for the normative evaluations taken 

in chapter 5. 

Chapter 4 serves to answer the following research questions: 

Is the local famous trade mark identical to the internationally agreed famous trade mark 

notions (as in international treaties and regional agreements)? 

If the answer to the question above is negative, under what categories of trade marks 

should the local famous trade mark then be classified?  
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In order to set out to explore the dimensions of famous trade marks, a clarification of 

famous trade mark-related terminologies is of high importance. As for famous trade 

marks, the co-existence of several similar terminologies in different jurisdictions can 

result in a linguistic muddle. To avoid this, the term ‘famous trade mark’ refers to an 

unspecified umbrella term covering all the various existing terms that courts, scholars or 

commentators have used to describe any trade mark with a certain high degree of 

prominence. This includes trade marks with the following characteristics: being notorious, 

highly renowned, highly reputed, exceptionally well-known, well-known, reputable, as 

well as the local famous trade mark in China. 

Further, an important question arises: Are local famous trade marks indeed a sort of 

famous trade mark that is consistent with similar general trade marks in the conventional 

sense? If not, to what extent do local famous trade marks overlap with or diverge from 

the respective famous trade marks? The protection of a famous trade mark has its 

international treaties basis and is bounded by national laws, that, as parameters, draw the 

lines between famous trade marks with the rest of general trade marks. 

The mechanism of broadening the scope of trade mark rights due to a trade mark’s status 

of ‘being famous’ finds its presences in international agreements and an individual 

country’s trade mark law system. Exploring those agreements is essential for the 

positioning and reviewing of the local famous trade mark regime. This chapter outlines 

the famous trade mark regime framework in general.  

4.1 Needs for Extended Protection 

Suppose that a trade mark ‘X’ has accumulated a certain degree of popularity. Such 

popularity has extended to the goods or services that the proprietor of trade mark ‘X’ had 

not filed in a trade mark application. In that case, a third party may seek gains by filing a 

trade mark application on the goods or services that the proprietor of the trade mark ‘X’ 

had not applied for in a trade mark.  

According to such scenario, the solution would be that the proprietor of trade mark X 

could take the all-classes approach and would file trade mark applications in all respective 

classes. However, such approach lacks practical operability and it would cost money and 

time. Moreover, the registrations’ maintenance in the classes that the trade mark 



  

proprietor has no interest in could be burdened with, for instance, the uninvited challenges 

of opposition and cancellation if no (genuine) use is made of the mark for all classes.  

It seems unfair if such an all-class application strategy, or rather ‘burden’, is done merely 

as a helpless action to prevent bad-faith third parties from pre-emption. On the other hand, 

this seemingly unfair practice is insufficient. The specific criteria and requirements will 

depend on the respective domestic laws.  

By also bringing territoriality into consideration, a typical scenario would be that a 

particular trade mark is a ‘famous’ one and is registered in country A. In country B, a 

third party seeks trade mark protection of an identical sign in the same class on purpose, 

intending to take the gains attracted by the famous trade mark. 

As time goes by, conventional trade mark principles were further challenged by immense 

changes in social conditions, e.g., deepening globalization, increasing satellite traffic and 

air travel, as well as the rapid development of the Internet. Gradually and rapidly, trade 

mark proprietors were conducting business activities on a much broader global scale. 

As for the aforementioned significant cost in terms of time and money, it is quite tricky, 

if not impossible, for trade mark proprietors to register their signs within a certain period 

of time. Moreover, it would also be difficult to do so in all classes and in all jurisdictions 

that they have an interest in, only in order to fill the loophole or to offset the disadvantages 

that were caused by the aforementioned rigid conventional principles. 

On the other hand, under the given circumstances of such immense changes, local players 

have been facing the increasing temptation to free-ride the reputation of those famous 

marks which had not yet been locally registered. With the fosterage of information 

technologies, the playgrounds of such rampant operations are extensively growing. In this 

regard, the WIPO Committee of Experts on Well-Known Marks observed in a 1995 

memorandum: ‘National Trade Mark Offices are often confronted with the problem that 

so-called ‘trade mark pirates’ apply for the registration of marks ahead in time of the true 

proprietors’.521  

 
521 WIPO: ‘Protection of Well-Known Marks: Results of the Study by The International Bureau and 

Prospects for improvement of the Existing Situation’, Committee of Experts on Well-Known Marks, 

Meeting in Geneva, 13-16 November 1995, paragraph 36, at 11. Available at 

<https://www.wipo.int/edocs/mdocs/mdocs/en/wkm_ce_iii/wkm_ce_iii_2.doc>. 



  

Furthermore, the reputation or level of a trade mark’s prestige may extend across borders 

of different territories and beyond the original goods or services this very trade mark used 

to cover, as well as to unrelated classes of trade marks. When the famous trade mark 

proprietors could not seek help from the classic anti-confusion trade mark protection, the 

dilution theory came into being. 

By the second half of the 20th century, trade mark protection was still confined to 

preventing confusion, although its current scope has been extended. This protection has 

its roots in the early 20th century, when courts started to recognise that famous trade marks’ 

positive image may have reached across a particular class of goods or services and that it 

could therefore be misappropriated by a third party applying the very mark to other class.   

Kodak was a prime example at that time. In 1898, an English court granted Kodak US 

trade mark protection against the unauthorized use of the mark by a British bicycles 

company.522 German courts, from the Odol case in 1924, started prohibiting the similar 

third-party’s practice. 523  With regard to the nationally famous trade mark Odol for 

mouthwash and the defendant’s trade mark registration of Odol on steel products, the 

Court presented the following reasoning regarding selling power, deriving advantage, the 

fruit of labour, and the extension of protection to dissimilar goods, respectively:  

The respondent has registered the mark for its steel goods for the obvious 

purpose of deriving from its selling power some advantage in marketing its own 

products.524 

(…) it is opposed to good morals to appropriate thus the fruits of another’s labor 

in the consciousness that that other will or may thereby be damaged525  

To be sure, the parties, on account of the wholly different goods put out by them 

are not in actual competition. That, however, is beside the point. The 

complainant has created a demand for its goods, while employing thereon a 

 
522 Eastman Photographic Materials Co v. John Griffiths Cycle Corporation, (1898) 15 RPC 105. 
523 LG Elberfeld GRUR 1924, 204 – ODOL. The English translation is from Dr. Ludwig Wertheimer, 

‘Broadened Protection of Names and Trade-Marks Under the German Law,’ 20 T. M. Bull. (N. S.) 75, 77 

(1925).  
524 Ibid. 
525 Ibid.  



  

word having drawing power, for only through the year[s]-long and extended 

activity of the complainant was its selling power acquired.526 

The utmost interest in seeing that its mark is not diluted [verwässert]: it would 

lose in selling power if everyone used it as the designation of his goods.527 

The widely-cited quotations above point out that the protection extended to dissimilar 

goods was an attempt to deal with misappropriation instead of misrepresentation.  

Outside of Germany, the remarkable reasoning of the Odol case was enthusiastically 

received across the Atlantic in the United States. In 1927, Frank Schechter’s Harvard 

Law Review article ‘The Rational Basis of Trade mark Protection’ brought the Odol case 

and its judgment worldwide fame.528 The development of the advertising function is the 

foundation of the trade mark dilution theory, which is also derived from that article.  

Frank Schechter deemed the origin identification function of trade marks and the 

protection rendered to trade marks thereof as ‘obsolete’.529 Because even interpreted ‘in 

the most liberal way’,530 the protection they offer can merely cover misuse leading to 

confusion.  

His perspective was based on acknowledging the evolving nature of trade marks. He 

identified two more functions of trade marks other in addition to the origin identification 

function: to show satisfactory products and advise consumers for further purchase. 531 

Therefore, Schechter sought to find a solution to the cases involving the said two 

additional functions of trade marks. In particular, he aimed to solve the injury caused by 

the use of trade marks on the ‘non-related goods’. Accordingly, he explored the ‘injury’ 

and how the law should react to such injury.532  

 
526 Ibid.  
527 Ibid. 
528 Schechter 1927, p813. 
529 Ibid. Frank Schechter pointed out that the ‘obsolete’ conceptions both as to the function of a trade 

mark and as to the need for its protection has hampered the ‘proper expansion of trade mark law’. 
530 Ibid. Frank Schechter held that ‘even in its most liberal interpretation at the present time, (the current 

trade mark law) can only prevent the misuse of that mark where there is an actual confusion created by 

such misuse, resulting in either diversion of trade or other concrete financial liability or injury to trade 

repute’. 
531 Ibid. Schechter wrote that: ‘The true functions of the trademark are, then, to identify a product as 

satisfactory and thereby to stimulate further purchases by the consuming public.’ 
532 Ibid. 



  

The source identification function of trade marks and the advertising function tend to 

serve the different purposes of trade mark law, a phenomenon Stephen P. Ladas pointed 

out as follows:  

… [Protection] of the public against confusion and deception by the 

identification of source of origin of particular products as distinguished from 

similar products of another source, and the protection of the trade mark owner’s 

trade and business and his advantageous relations with the public symbolized 

by his trade mark.533 (emphasis added) 

As a number of scholars have done, Schechter also points out the value of goodwill, which 

constitutes more than the trade mark signifier itself.534 

Schechter’s view has not been universally accepted. He applied his theory to the ‘coined, 

arbitrary or fanciful’ trade marks and deemed them as the only sort of marks that ‘have 

not been used previously (and thus shall be granted a much broader degree of protection 

than other common use words).’ He also deemed that they could ‘clearly and 

unambiguously indicate one manufacturer’s goods and thus communicate the message of 

past satisfactory experiences.’535 

The tensions mentioned in the previous passages exposed the inadequateness between the 

conventional rules of trade mark protection and the actual need of famous trade mark 

proprietors. If not adequately addressed, numerous interests are at risk, which concerns 

the private law level between trade mark proprietors and consumers and up to the trading 

relations between nations. 536  Given the broad global scope of the issue, its possible 

resolution thus requires global cooperation based on commonly agreed principles.537 

 
533 Ladas 1975, p.967. 
534 See, e.g., 杜颖[Ying Du]:《商标淡化理论及其应用》[Trademark dilution theory and its application 

2007 (6). 法学研究 Chinese Journal of Law. 2007 年第 6 期. She wrote: ‘The premise behind a dilution 

action is that a trade mark has value beyond its ability to distinguish the source of goods or services. A 

strong, distinctive trade mark may become a symbol of consumer loyalty and goodwill rather than merely 

an indicator of supplier identity.’ 
535 Simon Fhima, I. (2010). Dilution by blurring: a conceptual roadmap. Intellectual Property Quarterly, 

44. 
536 (Mostert 2020) Mostert, F. (2020). The Protection of Well-Known Marks Under International 

Intellectual Property Law. Cambridge Handbook of International and Comparative trademark Law (edited 

by Irene Calboli and Jane C. Ginsburg). P.84-102. It provided: ‘For instance, ‘not only are the equities 

and the economic concerns of trade mark proprietors at stake but also the international standards of fair 

play and comity between nations.’ 
537 Ibid.  



  

In response, efforts to release the respective tensions have been made by means of 

international treaties, national legislation and judicial recognitions. These efforts 

eventually contributed to the development of the well-known trade mark regime as well 

as to several other famous trade mark related regimes. The extended scope of protection 

other than the classic core area of trade mark law, i.e., the one against confusion, is closely 

related to the extra protection rendered to famous trade marks. Moreover, the local famous 

trade mark mechanism in China is a unique one of which the comparisons and discussions 

are addressed in this chapter. 

4.2 Well-Known Marks in International Laws 

The notion of internationally well-known trade mark protection has been steadily 

developing over decades. Notably, the cornerstone of well-known marks was laid by 

Article 6bis of the Paris Convention.538 Since the 1920s, the Paris Convention has played 

a fundamental role in, among other things, clarifying the terminological divergences 

concerning famous trade marks by setting up a globally acknowledged concept of ‘well-

known trade marks’. That concept can be used as a benchmark or a helpful starting point 

for later discussions on famous trade marks in different jurisdictions. The contracting 

states, although they do have discretions, must explain why the different terminology 

regarding the well-known trade mark has been adopted domestically. For instance, in the 

EU, such explanations can be easily found in Guidelines issued by the competent 

authorities or case law.539  

4.2.1 The Paris Convention 

The need to protect the famous marks, in general, was discussed by the member states of 

the Paris Convention in the 1920s. On 2 June 1911 at the Washington Diplomatic 

Conference (which aimed to amend the Paris Convention), the French Delegation 

proposed to give registered mark proprietors the right to continue using the mark in 

another country, without registration and even in the face of registration by a third party. 

That proposal was not accepted at that time. 

 
538 Ibid. It provided: ‘Ius gentium or universal body of law of well-known marks finds its roots in Article 

6bis of the Paris Convention.’ 
539 Among other things, EUIPO Guidelines for Examination of European Union Trade Marks, PART C, 

2.1.2 Relationship between marks with a reputation. 



  

Fourteen years later, on 6 November 1925 at The Hague Diplomatic Conference, 

providing extended protection to unregistered foreign marks was raised again. 

Consequently, the concept of a well-known trade mark was eventually embodied in 

Article 6bis of the Paris Convention, which reads as follows: 

(1) The countries of the Union undertake, ex officio if their legislation so 

permits, or at the request of an interested party, to refuse or to cancel the 

registration, and to prohibit the use of a trade mark which constitutes a 

reproduction, an imitation, or a translation, liable to create confusion, of a mark 

considered by the competent authority of the country of registration or use to 

be well-known in that country as being already the mark of a person entitled to 

the benefits of this Convention and used for identical or similar goods. These 

provisions shall also apply when the essential part of the mark constitutes a 

reproduction of any such well-known mark or an imitation liable to create 

confusion therewith. (emphasis added) 

(2) A period of at least five years from the date of registration shall be allowed 

for requesting the cancellation of such a mark. The countries of the Union may 

provide for a period within which the prohibition of use must be requested. 

(3) No time limit shall be fixed for requesting the cancellation or the prohibition 

of the use of marks registered or used in bad faith.540 

This first official international recognition of the well-known trade mark encouraged all 

Member States to provide extended protection to well-known marks and provided concise 

standards of infringement and legal sanctions. 

The respective article formalises two noticeable exceptions, one regarding the principle 

of territoriality,541 the other on the principle of entitlement-by-registration by conferring 

exclusive legal protection to well-known trade marks, irrespective of whether the mark 

has been registered. Moreover, it demands the Member States to reject or cancel the 

registrations of trade marks that are confusingly similar to identical or similar goods of 

the well-known mark and prohibits their prospective uses. This seems, nevertheless, to 

point at a deficiency in legislation, as it does not include service marks. However, the 

 
540 Article 6bis of the Paris Convention. 
541 McCarthy 1996. 



  

Paris Convention does not prevent the Member States from extending the protection of 

well-known marks to services.    

Article 6bis furthermore stipulates that there shall be no time limit for cancelling a trade 

mark that has been registered in bad faith. This article was positioned as a cornerstone 

within international well-known trade mark legislation. Afterwards, an increasing number 

of countries started to participate in the mainstream of well-known trade mark protection. 

Notably, it is silent on several key concerns, such as the definition of well-known trade 

marks or the criteria for establishing such marks.  

For the current study, Article 6bis is important for the sake of making terminological 

comparisons. The term ‘well-known trade mark’ forms a benchmark in clarifying relevant 

complicated terminology. Numerous other similar and sometimes overlapping terms in 

the subset of famous trade marks are not stipulated in international treaties but only appear 

on a regional or national level. However, despite a lack of unambiguous definition, the 

notion of a well-known trade mark widely enjoys a relatively higher degree of textual 

certainty. Proof of such is the fact that it has been used in various key international treaties: 

the Paris Convention, GATT TRIPS and the Joint Recommendation Concerning 

Provisions on the Protection of Well-Known Mark. Moreover, the respective notion will 

serve this study to facilitate relevant terminological comparisons.  

The rationale, or justification, for this well-known trade mark protection initiative, as 

summarized by the WIPO, is to grant legal recognition to ‘an (entitled) right’: 

The protection of well-known trade marks is deemed justified on the grounds 

that a trade mark that has acquired goodwill and a reputation in a member 

country ought to give rise to a right for its proprietor. The registration or use of 

a confusingly similar trade mark would, in most cases, amount to an act of 

unfair competition and be prejudicial to the interests of the public, who would 

be misled by the use of a conflicting trade mark for the same or identical goods 

than those in connection with which the well-known trade mark is registered.542 

(emphasis added) 

 
542 WIPO. (2004). WIPO intellectual property handbook: Policy, law and use (Vol. 489). WIPO. § 5.82. 



  

The above explanation provided by the WIPO touches upon the direct and apparent 

reasons for introducing the well-known mark protection of ‘an (entitled) right’ based on 

anti-unfair competition and public interests.  

4.2.2 The TRIPS Agreement 

The TRIPS Agreement reinforced and extended the protection of the well-known trade 

mark based on the Paris Convention. In 1994, a broadened and more precise scope of 

protection regarding well-known trade marks was incorporated into the TRIPS 

Agreement through Article 16(2). In particular, it expanded the protection to services 

(marks) and the non-competing goods and services, which formed an exception of the 

principle of specialty.543 

Another key point regarding the TRIPS Agreement is that it extended the Paris 

Convention level of protection to all WTO member states according to Article 2(1). 

Accordingly, the not self-executing TRIPS Agreement obtained its power by the WTO 

mandates adherence and extended its minimum level of protection to all the WTO 

members and allowed the latter to freely decide on further increasing this protection. 

Moreover, Article 16(2) provides general directions on where to seek evidence in support 

of such status, i.e., the fact that a well-known trade mark is knowledge-based. The 

promotion of the trade mark is one of the many ways to obtain such knowledge.  

Meanwhile, several key issues remain unanswered; for instance, what level of 

‘knowledge’ is required and what constitutes the determining factors for a mark to be 

considered well-known. Once more, the conceptual definition of the well-known trade 

mark itself is still deficient, to the extent that it has left space to member states’ 

corresponding discretion in interpreting what is a well-known trade mark.  

Another highlight is that the TRIPS Agreement provided international recognition to the 

trade mark dilution doctrine. 544  Particularly, Article 16(3) of the TRIPS Agreement 

provides as follows: 

 
543 Article 16(2) of the TRIPS Agreement provides: ‘Article 6bis of the Paris Convention (1967) shall 

apply, mutatis mutandis, to services. In determining whether a trade mark is well-known, account shall be 

taken of the knowledge of the trade mark in the relevant sector of the public, including knowledge in that 

Member obtained as a result of the promotion of the trade mark.’ 
544 Senftleben 2009. 



  

(3) Article 6bis of the Paris Convention (1967) shall apply, mutatis mutandis, 

to goods or services which are not similar to those in respect of which a trade 

mark is registered, provided that use of that trade mark in relation to those 

goods or services would indicate a connection between those goods or services 

and the proprietor of the registered trade mark and provided that the interests 

of the proprietor of the registered trade mark are likely to be damaged by such 

use. (emphasis added) 

Such ‘international recognition of trade mark dilution doctrine’ could be read as not 

establishing a concrete or explicit international obligation, for it did not specify the term 

‘dilution’. This scenario stated in Article 16(3) could also be interpreted as a sort of 

confusion in a broader sense.545 Therefore, the respective article left space for national 

legislators and policy makers to decide the specific eligibility for trade mark anti-dilution 

protection.  

4.2.3 WIPO’s Recommendation  

At the international level, in order to protect well-known trade marks in a harmonised 

approach with common principles,546 the Assembly of the Paris Union for the Protection 

of Industrial Property and the General Assembly of WIPO adopted the Joint 

Recommendation Concerning Provisions on the Protection of Well-Known Marks 

(‘WIPO’s Recommendation’) at the Thirty-Fourth Series of Meetings of the Assemblies 

of the WIPO Member States in 1999.  

WIPO’s Recommendation was not legally binding. Nevertheless, it is arguably of great 

importance for two reasons: (1) WIPO’s influential position and (2) the fact that existing 

detailed guidance at the international level on this topic is very limited. WIPO’s 

Recommendation, therefore, provides a ready reference for those regions or countries 

with interest. 

The WIPO’s Recommendation incorporated three anti-dilution circumstances into the 

extended protection of well-known marks.547 Moreover, it noted that the Member States 

may ‘require that the well-known mark be well known by the public at large’,548 which 

 
545 Ibid.  
546 Gladwell 2008. 
547 In Article 4(1)(b)(i)-(iii). 
548 See Article 4(1)(c). 



  

reduced any potential significant negative impact of the dilution regime on the public 

interest of society. 

The WIPO’s Recommendation also clarifies the (non-exhaustive) factors that might be 

taken into consideration in determining whether a mark is a well-known one in a Member 

State, as well as whether the enumerated six factors can be divided into two main 

categories.549 The two categories manage to describe, in a comprehensive manner, the 

two steps in the communication process between the mark and the relevant sector of the 

public. They are the actions (efforts) made by the mark proprietors (i.e., to reach the 

relevant sector of the public) and the status of acceptance by the public. A specific 

comparison is shown in Table 10 (the original numbers of the enumeration are retained): 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 
549 Article 2(1)(b). 



  

Table 9: The dichotomous classification of the WIPO’s Recommendation 

 

 

The efforts from trade mark 

proprietor 

(Action sender) 

 
Public’s degree of recognition 

(Information recipient) 

 1.  

The degree of knowledge or recognition 

of the mark among the relevant public; 

2.  

The duration, extent and geographical 

area of any use of the mark; 

 

3.  

The duration, extent and geographical 

area of any promotion of the mark, 

including advertising or publicity and 

the presentation, at fairs or 

exhibitions, of the goods and/or 

services to which the mark applies; 

4.  

The duration and geographical area of 

any registrations, and/or any 

applications for registration, of the 

mark, to the extent that they reflect 

use or recognition of the mark; 

5.  

The record of successful enforcement 

of rights in the mark, in particular, the 

extent to which the mark was 

recognized as well-known by 

competent authorities; 

                              6.  

                              The value associated with the mark. 

 

 



  

WIPO’s Recommendation provided the sixth factor with no further explicit definition or 

any evaluation criteria. I have therefore included it for both categories based on the 

following two considerations:  

First, from the trade mark valuation viewpoint, the value associated with a trade mark 

depends on various criteria.550 Accordingly, a trade mark’s value maybe evaluated by 

taking any of the factors listed above into consideration, taking all or none of them, but 

using other indicators in evaluating a trade mark’s value. 

Second, the unidirectional causality from factor 1 to factor 6 is non-negligible. Consumers’ 

perception of the mark certainly plays an important – if not the principle – role in 

evaluating the trade mark value. Furthermore, if broadly interpreted, the wording 

‘associated’ can also be a status of perception or, in semiotics term, the signified, of which 

the quantification is much more complicated. 

On the other hand, the six factors shall not be taken in isolation when interpreting WIPO’s 

Recommendation as a whole. Supplemental instructions provided in the explanatory 

notes are of great relevance concerning the six admissible factors.  

First, the six factors provided in Article 2(1)(b) are not exhaustive in determining well-

known marks. Second, as the WIPO’s Recommendation provides,551 the six factors are 

merely referential to help the competent authority determine a well-known mark. 

Moreover, the six factors are not prerequisites for a trade mark to be well-known. Instead, 

the determination in each case will depend upon the particular circumstances of that case. 

In other words, in different scenarios and cases, the six, some, or even none of them, 

might be considered in determining well-known trade marks. There is no single golden 

rule, fixed pattern, or checklist for determining what a well-known mark is. Thus, the 

determination is an overall assessment or a ‘totality of circumstances’ test, instead of 

regimented multi-factor one.552  

 
550 See, e.g., WIPO’s explanatory notes 2.9 No. 6. Clarifies: ‘There exists a considerable variety of 

methods for trade mark evaluation. This criterion does not suggest the use of any particular method. It 

merely recognizes that the value associated with a mark may be an indicator as to whether or not that 

mark is well known.’  
551 Article 2(1)(c). 
552 Lehman, E. E., Ojansivu, C., & Abrams, S. (2002). Well-Known Trade Mark Protection in the 

People's Republic of China-Evolution of the System. Fordham Int'l LJ, 26, 257. P270. 



  

In article 4, WIPO’s Recommendation also introduces remedies in conflict cases between 

well-known marks and other marks. Together, WIPO’s Recommendation facilitates the 

application of the existing international standards to a great extent.  

4.2.4 Interim Observations 

The three primary international legal texts regarding well-known marks (the Paris 

Convention, the TRIPS Agreement and the WIPO’s Recommendation) were drafted with 

very modest ambitions. They have left a considerable number of matters to the discretion 

of member states’ national laws, including the definition of well-known marks and their 

determinant factors. Nevertheless, some features of the original global well-known mark 

regime and its scope of protection can still be observed. This chapter has, so far, identified 

several key common features of the well-known mark regimes, which are of great 

importance for the subject matter of this dissertation: the local famous trade mark regime 

in China.  

4.2.4.1 Quantitative Approach 

The well-known trade mark in the aforementioned international documents is assessed 

solely on quantitative criteria, as indicated in, among other things, Article 16(2) of the 

TRIPS Agreement. The term well-known trade mark has been used neutrally: it is not 

necessarily to be ‘positively-reputed’553 nor linked to excellent quality or bearing extra 

prestige. The unqualified knowledge of the goods or services designated by the mark is 

enough.554 

A positive or and ‘bad’ reputation (or notoriety) can both cause people to become familiar 

with them. As concluded by Nuno Pires de Carvalho in his magisterial commentary: 

‘What matters is that a vast majority of those consumers know it and are aware of the 

goods (or services) it designates to.’555 

The quantitative approach is of particular importance in analysing the subject matter of 

this study, i.e., the Chinese local famous mark regime, as the quality approach has caused 

a series of subsequent alienations from the well-known trade mark approach.  

 
553 Nuno 2011. 
554 Ibid. 16.33. 
555 Nuno 2011. 



  

In China, the term ‘well-known trade mark’ has generally caused long-term confusion. 

China initially introduced the well-known trade mark regime domestically to fulfil its 

international obligations. ‘驰名’, i.e., the translation of ‘well-known’ adopted by China, 

conventionally bears obvious and strong positive indications. Simply put, the respective 

English term was translated from a neutral adjective into a laudatory one556: ‘well-known’ 

was translated from its literal meaning into ‘being well-known with strong positive 

reputation/prestige’, which provides a de facto basis for opportunities that can be 

exploited to someone’s advantage for the misuses of such ‘honorary title’. Further 

relevant details are elaborated upon in §4.5.2.1. 

4.2.4.2 Investment Protection DNA, Passively and Negatively 

When it comes to the means of proving the status with regard to well-known trade marks, 

the well-known trade mark regime features a notable DNA or original motive in 

investment protection. Notwithstanding the fact that right holders are free to submit any 

evidence considered helpful to prove the claim of well-known trade marks, the 

investment-related ones are strong. That is because, among other things, investment-

related evidence is more easily quantified, obtained and presented.  

Starting from the analysis concerning the six factors provided by the WIPO’s 

Recommendation, it is essential to note that investment protection is in the DNA of well-

known trade mark protection. Investment protection formed one of the initial goals to 

pursue, which is inferable from the reasons stated below. 

First, factors two to five557 in Table 9: The dichotomous classification of the WIPO’s 

Recommendation, can be interpreted as being investments the trade mark proprietor had 

conducted in time, money, labour, or efforts in creating ‘fame’ or ‘goodwill’ (regardless 

of how difficult it was to define the concept of ‘goodwill’)558. Yet, it might be problematic 

 
556 ‘驰名’ has always been a laudatory word. See, e.g., in < Commentary on the Water Classic >, Li 

Daoyuan, the Northern Wei Dynasty (AD. 368-534). 北魏郦道元《水经注涑水》： ‘赀拟王公，驰名

天下’. 
557 They are: 2. the duration, extent and geographical area of any use of the mark; 3. the duration, extent 

and geographical area of any promotion of the mark, including advertising or publicity and the 

presentation, at fairs or exhibitions, of the goods and/or services to which the mark applies; 4. the 

duration and geographical area of any registrations, and/or any applications for registration, of the mark, 

to the extent that they reflect use or recognition of the mark; 5. the record of successful enforcement of 

rights in the mark, in particular, the extent to which the mark was recognized as well known by competent 

authorities. 
558 See Lord Macnagthen in: Inland Revenue Commissioners v Muller & Co's Margarine Ltd [1901] AC 

217. 



  

to treat various investments as the sufficient condition of ‘fame’ or status of famous trade 

marks. The investment per se, compared with fame, does enjoy a noticeable probative 

advantage. Unlike the status of fame, investments are much more definite and easier to 

quantify and present. Therefore, the challenging task of proving the recognition of a trade 

mark is often transformed into a much easier task of presenting investment-related 

evidence, e.g., market share of the goods or services to which a trade mark is designated.559 

Second, some submitted that the inclusion of the sixth factor, i.e., the value associated 

with the mark, is particularly questionable in determining whether a trade mark is well-

known.560 WIPO seems to believe that the degree of being well-known is an outcome 

caused by the commercial value of the mark. In contrast, no sufficient explanations were 

provided for the empirical evidence supporting the assumptions regarding consumers’ 

cognitive behaviours. Therefore, WIPO seems to fail in distinguishing the ‘well-known 

marks’ with ‘valuable marks’, or intended to so, in order to allow for diverse national 

interpretations of this issue. 

Besides, difficulties appear in obtaining evidence to support the claim of being a well-

known trade mark. This might explain why WIPO has been promoting the protection of 

the investment efforts put on the marks by offering explicit criteria to make assessments 

rather than to directly protect the ‘well-knownness’ of the marks per se.  

Despite difficulties in knowing what evidence can support the well-knownness, WIPO 

does not offer extra substantive means or remedies to help; it does not even give a more 

precise definition of well-known trade marks per se. Therefore, when the other five 

factors are better determined and more accessible to be proven, the sixth factor is, 

practically speaking, in a de facto weaker position. 

Third, the primary beneficiaries of the well-known trade mark regime are the global 

brands marketed throughout the world. Their massive investments on, e.g., advertisement 

and products’ quality, were deemed as being entitled to extra protection, as argued by 

scholars such as Frank Schechter: 

The firm that spends heavily on their trade marks should receive the same 

protection from the courts for his investment in advertising his trade-mark that 

 
559 Mostert 2020. It provides: ‘In particular, the recognition of the mark as reflected in the market share of 

the goods or services for which the mark is used will have significant probative value.’ 
560 Gladwell 2008. 



  

he would undoubtedly be entitled to receive for investment in plant or 

materials.561 

Moreover, from an international perspective, the well-known trade mark regime could be 

taken as exerting pressure on less developed countries. A much-publicized example is the 

United States’ series of actions since 1994. For instance, South Korea and South Africa 

were condemned for a lack of recognition of well-known trade marks and for not provided 

protection against the pirating of well-known international marks.562 In that sense, the 

DNA of investment protection found its trail in the original motivation as well. The 

implementation of the well-known trade mark regime, in essence, serves as a tool to 

achieve economic ends. Accordingly, the strict traditional principles of territoriality and 

specialty became an economic concern of global proportions. 563 

Meanwhile, the DNA of investment protection does not apply automatically or 

unlimitedly. The protection of investments at the international level is triggered by 

preventing unauthorized exploitation by third parties rather than by proactively 

identifying the trade marks that are well-known as well as factors adding extra protection. 

In other words, the protection of investment generates negative rather than positive rights.  

The positioning of negative rights is essential, for it provides the space for the balancing 

of interest instead of merely focusing on protecting the ‘bare economic value’ of a trade 

mark alone without considering other market entrants’ freedom and opportunity to 

compete.564 

The aforementioned primary cornerstone documents on well-known trade mark 

protection at the international level leave a great amount of discretion to the member 

states. Their competent national authorities can decide on, for example, similar yet 

diverging terminologies concerning the national or regional local famous trade marks. 

This sub-chapter clarifies the different terms used in the selected jurisdictions regarding 

famous and well-known trade marks. 

 
561 Schechter 1925. 
562 See the USTR Announces Tino Decesions: Title VII and Special 301 dated 29 April 1995. USTR 

stands for United States Trade Representative (Mickey Kantor at that time). The scanned version of the 

document is accessible here: https://ustr.gov/sites/default/files/1995%20Special%20301%20Report.pdf  
563 Mostert 1997. 
564 See, e.g., Ladas 1975, which provides: ‘We must guard against merely protecting the bare economic 

value that the mark may have acquired by the large expenditure incurred by its owner. The law does not 

confer a right to prohibit the use of the word which serves as a trade mark. It is the business reputation 

and goodwill symbolized by such word which is the property we seek to protect.’ 



  

The famous trade mark protection is significantly stronger than that of ordinary trade 

marks, particularly on the extended scope of protection covering non-competing goods 

or services, which is handled prudently in most jurisdictions. Therefore, it is usually not 

easy to be recognized as a famous trade mark as the bar is often set high. Meanwhile, the 

institutional designs of famous trade marks could reflect important information, for 

instance, the value orientation of the policies. 

The diverging national and regional assessment criteria on the determination of famous 

trade marks do not merely concern the marks at issue, but also imply the respective 

preferences in value rankings, the balance of interests, or policy priorities held by the 

national or regional competent authorities. As Stephen P. Ladas pointed out: 

Whichever of these theories or criteria is to form the basis of extended 

protection of marks of great reputation depends on what we are really seeking 

to protect…565 

The next section will examine the adoption of the well-known trade mark notion in 

representative jurisdictions. Furthermore, an inquiry on the ‘DNA’ of the international 

roots of the well-known trade mark regime will be conducted. 

4.3 The EU   

On the EU level of legislation, two terms regarding famous trade mark were adopted: 

‘well-known marks’ and ‘trade mark with a reputation’. Both their similarity and 

dissimilarity are noteworthy, the comparison of which is helpful in a comprehensive 

understanding of the two concepts. This section aims to provide an introduction and brief 

comparison of the respective terms. 

4.3.1 EU Well-Known Trade Mark 

Both the EU and its individual member countries are WTO members. Both the EUTMD 

and EUTMR have incorporated well-known trade marks related provisions into the 

relative grounds for refusal or invalidity (an ‘earlier trade mark’ includes well-known 

trade marks).  

 
565 Ibid., Volume 2, Part VI, §609. 



  

Notably, neither of the two similar provisions contains a clear definition of well-known 

marks. Instead, they both directly refer to the definition of well-known marks prescribed 

in the Paris Convention. 

Trade marks which, on the date of application for registration of the trade mark, 

or, where appropriate, of the priority claimed in respect of the application for 

registration of the trade mark, are well known in the Member State concerned, 

in the sense in which the words ‘well-known’ are used in Article 6bis of the 

Paris Convention. (emphasis added)566 

Trade marks which, on the date of application for registration of the EU trade 

mark, or, where appropriate, of the priority claimed in respect of the application 

for registration of the EU trade mark, are well known in a Member State, in the 

sense in which the words ‘well known’ are used in Article 6bis of the Paris 

Convention. (emphasis added)567 

The two articles adopt the related connotations of well-known marks from the Paris 

Convention into European trade mark law. Therefore, the relevant well-known trade 

marks could be either registered or unregistered.  

Adopting legal requirements directly from the Paris Convention does provide a certain 

extent of certainty. Meanwhile, it is considered as ‘not optimal’.568 For instance, it does 

not offer further substantive guidance on any other well-known trade mark issues and 

leaves a largely unchartered territory in its fitting into the European trade mark law 

framework. Furthermore, the respective approach remains silent on the relationship 

between well-known marks and other important types of famous EU trade marks.  

4.3.2 EU Trade Marks with a Reputation 

The EU law does not stop at the well-known trade marks, but goes further to the extent 

of protecting trade marks with a reputation. As stated by the EUIPO, the nature of trade 

 
566 Article 5(1)(d) of EUTMD. 
567 Article 8(2)(c) of EUTMR (on the meaning of ‘earlier trade mark’ of Article 8(1)). 
568 Kur & Senftleben 2017, §4.406 



  

marks’ reputation is ‘a knowledge threshold requirement’. 569  There are two key 

provisions on trade marks with a reputation.570  

EUIPO deems the requirement of registration to serve as the boundary between Article 

8(5) and Article 8(2)(c) of EUTMR.571 That is to avoid a conspicuous legal gap regarding 

the non-registered trade marks with reputation and to be in line with the ‘spirit and ratio 

legis’ of the Paris Convention and EUTMR, although neither Article 8(2)(c) EUTMR nor 

Article 6bis of the Paris Convention expressly require a well-known mark to be a non-

registered mark. 

This complementary design of legislation reflects the possible remarkable similarities 

between well-known marks and marks with a reputation. Although not synonymous, they 

do substantively overlap to the extent that the threshold in establishing the two kinds of 

famous trade marks are ‘usually the same’.572 

However, in the EU, neither a well-known trade mark nor any trade mark with a 

reputation has been given a precise definition in primary materials. Therefore, the extent 

to which these two concepts can be regarded as identical or significantly similar remains 

unclear if we do not exactly know what they are and how we can describe their similarities.  

EU trade mark law currently stipulates three categories of infringement: using identical 

signs on identical products/services (double identity),573 using similar signs for similar 

products/services, which causes possible confusion (including the likelihood of 

association),574 and using signs identical with or similar to well-known marks.575 The 

third category of infringement, apparently, goes beyond the classic functions of trade 

mark protection. 

 
569 Ibid., 3.1.1. 
570 Article 8(5) of EUTMR under the sub-title of ‘relative grounds for refusal’ and the very similar 

provision Article 9.2(c) under ‘the rights conferred by an EU trade mark’, and the parallel provisions of 

Article 5(3)(a), Article 8(c) and Article 10.2(c) of the EUTMD. 
571 Ibid., p5. 
572 Ibid. ‘The threshold for establishing whether a trade mark is well-known or enjoys reputation will 

usually be the same.’ 
573 EUTMR 8.1(a). 
574 EUTMR 8.1(b). 
575 As provided by Art 10 (2)(c) Trade Mark Directive (Directive [EU] 2015/2436), the third categories of 

infringement refers to ‘taking unfair advantage of, or is detrimental to, the distinctive character or the 

repute of the trade mark, without due cause.’ 



  

Cases from the EU Court of Justice and the EUIPO’s decisions provide more detailed 

explanations of the boundaries concerning the expanded scope of protection rendered to 

famous trade marks.  

The leading case576 that stipulated the trade marks enjoying ‘reputation’ is the CJEU’s 

decision on the General Motors v Yplon.577 Among other things, it addressed that the 

senior mark must have reached a certain degree of knowledge: 

The degree of knowledge required must be considered to be reached when the 

earlier mark is known by a significant part of the public concerned by the 

products or services covered by that trade mark.578 

The Court did not adopt an explicit rule on what will be the ‘significant part’. This is 

understandable, considering the ‘overall assessment’ formulation the Court provided in 

the examination of whether a trade mark has a reputation: 

In examining whether this condition is fulfilled, the national court must take 

into consideration all the relevant facts of the case, in particular the market 

share held by the trade mark, the intensity, geographical extent and duration of 

its use, and the size of the investment made by the undertaking in promoting 

it.579 (emphasis added) 

The factors highlighted above are ‘merely circumstantial evidence’.580 Furthermore, the 

Court indicated the possibility that niche fame may suffice for a trade mark to be 

considered as having acquired reputation.581 

As stated above and in other EUIPO official documents,582 the possibility of niche fame 

is different from the one regarding famous trade marks in the US, where the 

 
576 Burrell, R., Handler, M. Reputation in European trade mark law: a re-examination. ERA Forum 17, 

85–99 (2016). https://doi.org/10.1007/s12027-016-0419-2. 
577 Judgment of 14 September 1999. General Motors Corporation v Yplon SA. Case C-375/97. 

EU:C:1999:408 
578 Ibid., para. 26. 
579 Ibid., para. 27. 
580 McCarthy, J. Thomas, Dilution of a Trade mark: European and United States Law Compared 

(November-December 2004). Trade mark Reporter, Vol. 94, p. 1163, November-December 2004, 

Available at SSRN: https://ssrn.com/abstract=1350045. 
581 Ibid. para. 24. It provides: ‘The public amongst which the earlier trade mark must have acquired a 

reputation is that concerned by that trade mark, that is to say, depending on the product or service 

marketed, either the public at large or a more specialised public, for example traders in a specific sector.’ 
582 E.g., Guidelines for Examination of EUTMs, p11: (traders in a specific sector) implies that reputation 

within one single group may suffice.  



  

corresponding requirement is to enjoy a reputation ‘widely recognized by the general 

consuming public of the United States.’583   

Another point worth noting is that the Chevy judgment did not connect qualitative 

assessment regarding trade marks with a reputation. This implies that a high or broad 

public awareness of a trade mark shall not be necessarily linked to positive associations 

regarding, e.g., a good quality of the goods or services designated by the very mark or 

high-quality materials. This neutral reputation was also confirmed in the latter rulings, 

for instance: 

However, it cannot be assumed that each mark with a reputation conveys, by 

the mere fact of its reputation, an image of prestige or superior quality. It 

follows that the contested decision correctly took no account of the prestige 

allegedly associated with the earlier mark.584 

However, one noticeable distinction exists between well-known marks and trade marks 

with a reputation in the formality aspect: registration requirements. Registration is a 

necessary condition for being an EU trade mark having a reputation. While registration 

is an irrelevant factor for well-known marks, Article 6bis of the Paris Convention’s 

primary motivation was to overcome the lack of registration. 

Apart from EUTMR and EUTMD, the Trade Mark and Design Guidelines (‘EUIPO 

Guidelines’) is yet another reliable reference source. It has been enacted and regularly 

revised to ‘reflect the Office practice in the most frequent scenarios’.585 

On the section of Trade Marks with Reputation, the EUIPO Guidelines explicitly 

acknowledge that the economic value of reputation is also the protected subject matter of 

Article 8(5) EUTMR. 586  This echoes the observations previously elaborated upon in 

§4.2.4.2. 

 
583 15 USC §1125(c)(2)(A). 
584 Judgment of 22 March 2007. SIGLA SA v Office for OHIM. Case T-215/03. EU:T:2007:93 
585 The EUIPO Guidelines, Introduction.  
586 Id., 3.1.1 Nature of reputation. 



  

4.3.2.1 Conditions of Application 

The EU’s legal protection towards trade marks with reputation is not unconditional or 

vague. Instead, the conditions of applying Article 8(5) EUTMR are explicitly stipulated 

in the EUIPO Guidelines, which read as follows:587  

Earlier registered mark with reputation in the relevant territory; 

Identity or similarity between the contested EUTM application and the earlier 

mark; 

Use of the sign applied for must be capable of taking an unfair advantage of, or 

being detrimental to, the distinctiveness or the repute of the earlier mark; 

Such use must be without due cause. 

The four conditions are clarified as being of a ‘cumulative’ nature, namely, ‘failure to 

satisfy any one of them is sufficient to render that provision inapplicable’.588 It can thus 

be observed that a rather strict and limited scope of application is given. Even if the first 

three conditions are all met, a third party may still be able to invoke the due cause defence.  

4.3.2.2 Assessment Criteria  

Compared with the strictly closed scope of conditions of application Article 8(5) EUTMR, 

when it comes to the assessment criteria for reputation, a rather inclusive approach is 

taken. Indeed, some factors of consideration are explicitly listed, e.g., ‘in particular the 

market share held by the trade mark, the intensity, geographical extent and duration of its 

use, and the size of investment made by the undertaking in promoting it’.589 Yet the 

EUIPO Guidelines highlight that ‘all the relevant facts’590 must be considered in assessing 

the reputation of a trade mark.  

The EUIPO’s inclusive approach is reasonable, for it aims to protect trade marks with 

reputation per se, instead of presuming any means of proving that goal as the decisive 

 
587 EUIPO Guidelines. Part C Opposition, Section 5 trademarks with reputation, 3 Conditions of 

Application. 
588 Ibid.  
589 14/09/1999, C-375/97, Chevy, EU:C:1999:408, § 25, 27. 
590 EUIPO Guidelines. Part C Opposition, Section 5 trademarks with reputation, 3.1.3 Assessment of 

reputation – relevant factors. 



  

factor in the assessment. Any means that may help in describing the reputation shall not 

be precluded.  

4.4 The US 

In the US, the Lanham Act in 1946 did not incorporate Schechter’s proposal. Yet, the 

enactments of anti-dilution legislation were correspondingly facilitated in several states.591 

Until 1995, some 70 years following Schechter’s proposal, the US incorporated the 

protection on famous trade marks against dilution into federal law. The Federal Trade 

Mark Dilution Act (the FTDA 1995)592 amended §43 of the Lanham Act to recognise 

trade mark dilution as a distinct claim. It entitled the owner of a famous mark to an 

injunction against, and relief for, another party’s commercial use of a mark or trade name 

if the respective use begins after the mark has become famous and causes dilution of its 

distinctive quality.593 The FTDA 1995 defined the term ‘dilution’ as: 

The lessening of the capacity of a famous mark to identify and distinguish 

goods or services, regardless of the presence or absence of-- (1) competition 

between the owner of the famous mark and other parties, or (2) likelihood of 

confusion, mistake, or deception.594  

The first federal anti-dilution act, the FTDA 1995, was arguably short and general. It 

provided no substantive guidance on relevant key issues, such as the types of dilution acts 

or the standards of dilution (i.e., the likelihood of dilution or actual dilution). This led to 

attempts for clarifications, e.g., by the Supreme Court of the United States’ rulings,595 and 

by means of debates. Concerning the actual dilution standard of harm adopted by the US 

Supreme Court in the Moseley v. V Secret Catalogue case. For example, critics argued 

that they created ‘an undue burden’ for famous trade mark proprietors to obtain injunctive 

relief.596 Yet, other points of view regarded the said decision, which narrowly interpreted 

 
591 E.g., the first anti-dilution statute in the US is in Massachusetts in 1947.  
592 Federal Trade mark Dilution Act of 1995, Pub. L. No. 104-98, 109 Stat. 985 (Jan. 16, 1996), amending 

the Trade mark Act of 1946, codified at 15 U.S.C. § 1125 et seq. 
593 §3(a) ibid. 
594 §4. Definition of the FTDA 1995. Public Law No. 104-98, 109 STAT. 985 (1996) (codified at 15 

U.S.C.  §§1125(c), 1127). 
595 See e.g., Moseley v. V Secret Catalogue, Inc., 537 U.S. 418 (2003). 
596 V Secret Catalogue, Inc. v. Moseley, 605 F.3d 382, 387 (6th Cir. 2010) (citing U.S.C.C.A.N., 109th 

Cong. 2d Sess. 2006, Vol. 4, pp. 1091, 1092, 1097). 



  

the FTDA 1995 as offering greater freedom of commercial speech to the smaller 

businesses.597  

In 2006, the FTDA 1995 was replaced by the Trade Mark Dilution Revision Act 

(TDRA)598 in response to several issues raised by the FTDA 1995. Among other things, 

it specified the types of dilution acts (dilution by blurring and tarnishment) and confirmed 

that the standard of harm in a federal dilution scenario constitutes a likelihood of dilution. 

The current §43(c) of the Lanham Act provides an injunctive relief to the proprietor of a 

famous mark and confirms that the famous mark in discussion could be inherently 

distinctive or one that acquires distinctiveness through use: 

(c) Dilution by blurring; dilution by tarnishment 

(1) Injunctive relief 

Subject to the principles of equity, the owner of a famous mark that is 

distinctive, inherently or through acquired distinctiveness, shall be entitled to 

an injunction against another person who, at any time after the owner's mark 

has become famous, commences use of a mark or trade name in commerce that 

is likely to cause dilution by blurring or dilution by tarnishment of the famous 

mark, regardless of the presence or absence of actual or likely confusion, of 

competition, or of actual economic injury.599 (emphasis added) 

As highlighted above, it seems lenient that the TDRA does not require the actual dilution, 

but that the likelihood of dilution is sufficient to obtain the injunctive relief. In other 

words, the TDRA set the bar relatively high regarding the qualifying subject matter to a 

famous mark (as in requiring wide knowledge among the general public) while also 

broadening the scope of protection by providing injunctive relief at the risk of a likelihood 

of dilution.  

Clearly, the wording of §43(c) of the Lanham Act shows that the concept of trade mark 

dilution in the US denotes two types of dilution: blurring and tarnishment of the famous 

 
597 See, e.g., Jordan M. Blanke, Victor's Little Secret: Supreme Court Decision Means More Protection 

for Trade mark Parody, 13 Fordham Intell. Prop. Media & Ent. L.J. 1053, 1092-93 (2003). 
598 Trade mark Dilution Revision Act of 2006 (TDRA), Pub. L. No. 109-312, 120 Stat. 1730 (Oct. 6, 

2006). 
599 Section 43(c) of the Lanham Act is codified as 15 U.S.C. § 1125(c). 



  

mark. Further relevant explanations regarding the definition and assessment criteria are 

stated as follows: 

Dilution by blurring is association arising from the similarity between a mark 

or trade name and a famous mark that impairs the distinctiveness of the famous 

mark.600 (emphasis added) 

Dilution by tarnishment is association arising from the similarity between a 

mark or trade name and a famous mark that harms the reputation of the famous 

mark.601 (emphasis added) 

Dilution by blurring occurs when the use of the junior mark impairs the distinctiveness 

of the famous mark, such as in the case of the Odol hats. Dilution by tarnishment occurs 

when the junior mark uses harms the reputation of the (senior) famous mark. 

In addition, Congress suggested further factors in determining whether a mark is likely to 

cause dilution by blurring.602 

What might be surprising is that the TDRA does not provide a similar list of factors 

regarding dilution caused by tarnishment. It is probably easier for trade mark holders to 

prove the damage to their reputation than to demonstrate a blurred association. 

Furthermore, the above mentioned six factors, as once criticized by J. Thomas McCarthy, 

are ‘incomplete and misleading’, because: 

None of the factors directs attention to the crucial issue: is there a likelihood 

that this defendant’s mark is likely to be a use that ‘impairs the distinctiveness 

of the famous mark.603 

Indeed, the six factors merely described the specific status of the respective trade marks, 

or the (objective-existence) association between them, excluding the likelihood that 

 
600 Ibid. (B). 
601 Ibid. (C). 
602 15 USC§ 1125(2)(B)(i)-(vi). It provides the factors as follows: 

‘In determining whether a mark or trade name is likely to cause dilution by blurring, the court may 

consider all relevant factors, including the following: 

(i) The degree of similarity between the mark or trade name and the famous mark. (ii) The degree of 

inherent or acquired distinctiveness of the famous mark. (iii) The extent to which the proprietor of the 

famous mark is engaging in substantially exclusive use of the mark. (iv) The degree of recognition of the 

famous mark. (vi) Any actual association between the mark or trade name and the famous mark. (v) 

Whether the user of the mark or trade name intended to create an association with the famous mark. (vi) 

Any actual association between the mark or trade name and the famous mark.’ 
603 McCarthy 1996. 



  

actively impairs the famous mark’s distinctiveness. Nonetheless, these factors are still 

helpful in making the relevant assessment instead of being determinative. After the 

TDRA, courts usually require plaintiffs with dilution claims basically to prove that 

consumers may associate the defendant’s trade mark with the plaintiff’s, no matter 

whether the two trade marks at issue are similar.604 

Under the topic of ‘well-known mark’, the USPTO’s website states that trade mark 

infringement toward a well-known mark is actionable in the US federal court, per section 

43(a) of the Lanham Act. 605 However, the Lanham Act uses the term ‘famous mark’ 

rather than ‘well-known mark’. It seems that the problem of interchangeable use of the 

two terms is pervasive,606 which may have caused confusion.607  

On the very same page, USPTO provided a brief clarification of the two terms: 

In addition to these grounds, in certain cases the owner of a well-known mark 

that rises to the level of being famous may bring an action against another use 

of the mark in U.S. federal courts or may seek to oppose or cancel another’s 

application or registration for the mark on the grounds of likelihood of dilution. 

Dilution is the lessening of the capacity of a famous mark to uniquely 

distinguish its goods, either by tarnishing (that is, weakening the mark through 

unsavory associations) or blurring (that is, chipping away at distinctiveness due 

to the unauthorized use of a mark on dissimilar products). However, dilution 

may only be applied in cases where a party’s well-known mark is ‘famous’, 

such that it is widely known among the U.S. consuming public.608 (emphasis 

added) 

The above suggests that in the US, well-known marks and famous marks are two different 

notions. The famous marks are deemed to hold a higher status or better-known than well-

 
604 Rierson, S. L. (2012). The myth and reality of dilution. Duke L. & Tech. Rev., 11, 212. 
605 USPTO, ‘Well-known marks’, available at: <https://www.uspto.gov/ip-policy/trademark-policy/well-

known-

marks#:~:text=The%20owner%20of%20a%20well,of%20confusion%20in%20deciding%20infringement.

>. It states: ‘The owner of a well-known mark may bring an action in U.S. federal court for trade mark 

infringement under Section 43(a) of the Lanham Act.’ 
606 See, e.g., ITC Ltd. v. Punchgini, Inc., 482 F.3d 135, 156 (2d Cir. 2007), cert. denied, 128 S. Ct. 288 

(2007) (asserting article 6bis of the Paris convention refers to famous marks, when the actual provision 

refers to well-known marks). 
607 Lockridge L A W. Honoring international obligations in US trade mark law: how the Lanham Act 

protects well-known foreign marks (and why the second circuit was wrong) [J]. John's L. Rev., 2010, 84: 

1347. P1354. 
608 Supra note n(605). 



  

known marks, with the proprietors of famous marks being entitled to assert a dilution 

claim.  

Furthermore, the respective terms regarding the two doctrines address different issues: 

the famous mark doctrine protects against dilution, while the well-known mark doctrine, 

by the ‘well-known’ fact in the relevant sector of the public, creates a ‘constructive 

presence in a market’609 for a foreign mark. Therefore, the foreign mark is demanded to 

be protected no matter whether it has been registered in that nation or not. 

A definition of famous marks is provided by the TDRA:  

A mark is famous if it is widely recognized by the general consuming public of 

the United States as a designation of source of the goods or services of the 

mark’s proprietor…610 

This definition does not specify the aspect of distinctiveness. Thus, it can be interpreted 

as if a famous trade mark in the US can either be inherently distinctive or have acquired 

distinctiveness through actual use. It possesses the requisite degree of recognition, i.e., it 

is widely recognized by US consumers. 

Noticeably, the threshold in terms of geography (‘in the United States’) and knowledge 

(‘is widely recognized by the general consuming public’) is not easy to cross. This is 

particularly the case for those marks that are merely famous in the niche markets due to 

both their limited target market and various consumer groups.  

The words ‘general consuming public’ eliminate the possible protection based on fame 

in the mere specific sector of the public. The term ‘widely recognized’ implies that a 

significant part of the relevant public must recognize the mark. Courts held a high relevant 

threshold, refusing to find fame for cases in which evidence could suggest that the 

recognition of the mark merely occurs in the proprietor’s own product market. 

 
609 Cook, A. (2008). Do as we say, not as we do: A study of the well-known marks doctrine in the United 

States. J. Marshall Rev. Intell. Prop. L., 8, i. 

Dan Burk, Trade mark Doctrines for Global Electronic Commerce, 49 S.C. L. REV. 695, 720 (1998). 
610 15 USC§ 1125(2)(A). See also (McCarthy 1996), asserting that the well-known marks doctrine 

requires the mark to be sufficiently well-known in ‘the relevant sector of the public in the U.S’, contrary 

to the famous marks doctrine that requires a broader spectrum of knowledge under the FTDA. 



  

Moreover, the TDRA provides the relevant factors for the court in determining the 

requisite degree of recognition, i.e., the fame, which seems to confirm the high threshold 

for the marks which are merely famous in the niche markets.611 

4.4 Well-Known Marks in China 

China became a signatory to the Paris Convention in 1985. However, from the outset, the 

well-known mark regime in China was introduced and interpreted in a congenitally 

deficient way and was inconsistent with established international norms. This section 

reviews the changing definition of well-known trade marks under the key Chinese statutes, 

administrative regulations and the relevant judicial interpretations issued by the SPC. 

4.4.1 The Evolving Definition of Well-Known Marks in Chinese Statutes 

4.4.1.1 SAIC 1996 

The Provisional Measures of Well-known Trade Mark 1996 was the first administrative 

regulation dedicated to well-known trade mark issues in China,612 which, for the first time, 

defined a well-known trade mark under Chinese regulations:  

A registered trade mark that has a higher reputation in the market and is well 

known by the relevant public.613  

However, the definition contained two apparent defects. First, it confined the scope of 

well-known marks to registered trade marks, which breached the scope of protection set 

up by the relevant international treaties. One such instance was the Paris Convention, 

which did not exclude unregistered trade marks from the scope of well-known marks.614 

 
611 15 USC§ 1125(2)(A)(i)-(iv). It provides: ‘(i) The duration, extent, and geographic reach of advertising 

and publicity of the mark, whether advertised or publicized by the proprietor or third parties. (ii) The 

amount, volume, and geographic extent of sales of goods or services offered under the mark. (iii) The 

extent of actual recognition of the mark. (iv) Whether the mark was registered under the Act of March 3, 

1881, or the Act of February 20, 1905, or on the principal register.’ 
612 Provisional Measures on the Recognition and Administrative Control of Well-known Trade Marks 

(《驰名商标认定和管理暂行规定》). Hereinafter referred to as the Provisional Measures of Well-

known Trade Mark. It was invalidated by the Provisions for the Determination and Protection of Well-

known Trade Marks (The SAIC order No. 5, implement date 1 June 2003). August 1996, SAIC Decree 

No.56. 
613 Article 2 of the Provisional Measures of Well-known Trade Mark. 
614 This was inconsistent with the Joint Recommendation provided by WIPO as well, which prohibited 

Member States from imposing additional requirements as a condition for determining whether a mark is 

well-known: Article 2(3)(a). 



  

Second, it did not clarify whether the ‘market’ referred to the domestic Chinese market 

only or a more comprehensive entity.    

On the one hand, the Provisional Measures of Well-known Trade Mark 1996 marked that 

the well-known mark protection in China has been preliminarily placed on track with a 

certain degree of certainty and predictability. On the other hand, it actually established in 

written the institutionalization of the alienations regarding well-known mark protection. 

Specifically, the typical problematic deviations from the well-known mark international 

protection regime are described below. 

First, the ‘sole administrative recognition’ as part of the SAIC claimed that it took charge 

of the official recognition and protection of well-known marks. Any other organization 

or individual could not officially identify an ordinary trade mark as well-known one, no 

matter directly or in any other disguised forms.615 

Second, the ‘proactive identification’ as part of the SAIC could proactively identify which 

mark is well-known according to the SAIC’s needs during trade mark registration and 

management.616 However, what precisely were the needs? No clarification was provided, 

which was problematic regarding the expectation of certainty and predictability on behalf 

of the administrative counterparts. 

Third, the ‘three-year validity period’ refers to a trade mark that has been recognized as 

well-known. The mark’s proprietor is allowed to use the ‘honorary title’ of a well-known 

trade mark for three years.617 The three-year validity is problematic, however, as it loses 

sight of the fluctuant nature of trade marks’ well-knownness. 

Therefore, in 1996, a solid and defective administrative mechanism in managing (or 

rather, interference) the well-known regime was established in China.  

 
615 Article 3 of the Provisional Measures of Well-known Trade Mark. 
616 Ibid. Article 4(2). 
617 Ibid. Article 4(3). 



  

4.4.1.2 SAIC 2003 

In 2003, SAIC enacted the ‘Provisions on the Determination and Protection of Well-

known Trade Marks’ (‘the 2003 Provisions’),618 which provided another clarification of 

well-known marks to address the inadequate definition in 1996: 

A well-known mark refers to a mark that is widely known to the relevant sectors 

of the public and enjoys a relatively high (positive) reputation in China.619  

The 2003 Provisions represented clear progress. It embraced the unregistered trade marks 

into the scope of well-known marks, which reflected China’s compliance with its 

international obligations regarding well-known trade marks under the Paris Convention 

and the TRIPS Agreement. Moreover, it added an essential dimension to the definition of 

the well-known trade mark, namely the horizontal dimension represented by the wording 

‘widely known to the relevant sectors of the public’. 

The 2003 Provisions was submitted due to the combined effects of two key legislations 

at that time: Interpretation of the SPC Concerning the Application of Laws in the Trial of 

Cases of Civil Disputes Arising from Trademarks620 and the new amendment of Chinese 

Trade Mark Law in 2001.621 Specifically, the latter (in Article 13) granted the protection 

towards well-known trade marks and in (Article 14) specified the factors to consider when 

determining the well-known trade marks. The Interpretation of the SPC Concerning the 

Application of Laws in the Trial of Cases of Civil Disputes Arising from Trademarks in 

Article 22(1) empowered the People’s Courts to examine whether the mark at issue was 

well-known, by request or in accordance with the actual circumstances of the case. 

Nevertheless, flaws in the definition of well-known trade marks provided by the 2003 

Provisions were equally apparent. Among other things, the ‘relatively high reputation’ 

was inconsistent with the ‘notoriety suffice feature’ of the well-known trade mark 

promoted by the relevant international treaties. This, however, formed an unsurprising 

reflection of China’s misinterpretation of well-known trade marks, which took ‘well-

 
618 (驰名商标认定和保护规定) [Provisions on the Determination and Protection of Well-known Trade 

Marks] (issued by SAIC, [2003] No 5, 1 June 2003). It invalided the Provisional Measures of Well-

known Trade Mark (1996). 
619 Ibid. Article 2. 
620 Supra note n(246). 
621 Trademark Law of the People’s Republic of China (2001 Amendment) (《中华人民共和国商标法 

(２００１修正)》). Adopted by the Decision on the Revision of the Trade Mark Law of the People’s 

Republic of China at the 24th Session of the Standing Committee of the Ninth NPC on 27 October 2001. 



  

known trade mark’ as an honourable title. That is evident in the original words ‘声誉’ 

(good reputation) used in Article 3 of the 2003 Provisions, which does not refer to a 

neutral status of known (the qualitative approach), but rather a positive one with a distinct 

commendatory connotation. 

4.4.1.3 SPC 2009 

In 2009, the SPC promulgated an important well-known trade mark related judicial 

interpretation (SPC judicial interpretation 2009). 622 Its revision in 2020 (SPC judicial 

interpretation 2020) was also relevant, which is elaborated in the following section 

4.4.1.5.623  

A brief explanation of the SPC’s judicial interpretations. They are legal documents 

promulgated by the SPC interpreting specific applications regarding laws or decrees in 

the court trial.624 The SPC intended to reach uniform interpretations. However, the status 

of judicial interpretations has been a problem since they are not made by the law-making 

processes stipulated by the Legislation Law of China.625 Thus, they are not one of the 

sources of law in the narrow sense. Yet, for various reasons, judges always cite judicial 

interpretations. Among other things, judicial interpretations do guide specific issues that 

might not yet be covered by law. Moreover, since the ‘ratio of cases whose first judgment 

is changed in appeal’ has been made part of the key index of the case quality evaluation 

system for the people’s courts in China, 626 it would be risky for judges to contradict 

judicial interpretations. Therefore, many scholars attach increasing importance to judicial 

interpretations being recognised as a legal source.627 

 
622 Supra note n(247). 
623 Revised by Decision of the Supreme People’s Court to Amend Eighteen Intellectual Property Judicial 

Interpretations, including the Interpretation (II) of the Supreme People’s Court on Several Issues 

concerning the Application of Law in the Trial of Cases involving Patent Right Infringement Disputes 

(Issued on 29 December 2020. Effective on 1 January 2021). Judicial Interpretation No. 19 [2020] of the 

Supreme People’s Court (法释〔2020〕19 号). 
624 Article 2 of the Resolution of the Standing Committee of the National People’s Congress Providing an 

Improved Interpretation of the Law (《全国人民代表大会常务委员会关于加强法律解释工作的决

议》). Issued on 10 June 1981 by the Standing Committee of the National People’s Congress. 
625 Legislation Law of the PRC (2023 Amendment). 
626 The Notice of the SPC on Issuing the Guiding Opinion of the SPC on Carrying out the Case Quality 

Evaluation Work (for Trial Implementation) (《最高人民法院关于开展案件质量评估工作的指导意见

(试行)》的通知》) No 6 [2008] of the SPC. The quality of trial work is supposed to be assessed in three 

aspects: justice, efficiency and effects. 
627 See, e.g., 聂友伦[Youlun Nie]: ‘论司法解释的立法性质’[On the Legislative Nature of Judicial 

Interpretation],《华东政法大学学报》2020 年第 23 期 [Journal of East China University of Political 

Science and Law, 2020(3)], 第 138—148 页[p. 138–148]. 



  

The SPC’s judicial interpretation 2009 defined the well-known trade mark as follows, 

which remained unchanged in its 2020 Revision: 

A trade mark that is widely known by the relevant general public in China.628 

As one of the many considerable efforts made by the SPC in rectifying problems 

regarding well-known trade marks in China, the SPC (in the judicial interpretation 2009) 

decisively removed the words ‘of a relatively high (positive) reputation’ from the 

definition of well-known trade marks stipulated in the 2003 Provisions. That redirected 

the protection of well-known trade mark in China to be in better compliance with the 

relevant international treaties. The SPC did not exclude ‘reputation’ from the relevant 

factors in determining the well-known trade marks. The SPC’s judicial interpretation 

from 2009 explicitly listed ‘the market reputation enjoyed by the mark’ as a factor to 

consider.629 In other words, the SPC treated reputation as an optional factor that ought not 

to be over- nor underestimated. Furthermore, it emphasized that the 

examination/determination of a well-known trade mark should be conducted in an overall 

and objective manner.630 

The SPC judicial interpretation 2009 is particularly noteworthy, for it introduced the anti-

dilution protection of well-known marks in China,631 which is closely related with Article 

13(2) of the Trade Mark Law of China (2001 Revision): 

(3) Where a trade mark for registration to be used on different or dissimilar 

goods is a copy, imitation, or translation of a well-known trade mark of another 

party which has been registered in China, misleads the public, and may cause 

damage to the interests of the registrant of the well-known trade mark, it shall 

not be registered and shall be prohibited from use. (emphasis added)632 

 
628 Article 1 of the SPC’s judicial interpretation 2009. 
629 Article 5 of the SPC’s judicial interpretation 2009. 
630 Ibid.  
631 See, e.g., (Wang & Zeng 2008) 王莲峰、曾涛 [Lianfeng Wang & Tao Zeng]:’国际视角下我国未注

册驰名商标保护制度的完善’[Improvement of the Protection System for Unregistered Well-known 

Trademarks in China from an International Perspective],《知识产权》2008 年第 6 期[Intellectual 

Property, 2021(3)],第 54—68 页[p. 54–68]; 邓宏光 [Hongguang Deng]: ‘我国驰名商标反淡化制度应

当缓行’ [China’s well-known trademark anti-dilution system should be slowed down],《法学》2010 年

第 1 期[Law Science, 2010(1)],第 97—105 页[p. 97–105]. 
632 Article 13(2) of Trade Mark Law of China (2001 Revision). This Article reads the same in the 2013 

and 2019 Amendments of the PRC Trade Mark Law. 



  

Article 13(2) of the Trade Mark Law of China (2001 Revision) does not mention 

‘dilution’. However, the term ‘misleads the public’ was amplified and interpreted by the 

SPC judicial interpretation 2009, which established the de facto acknowledgment of trade 

mark dilution doctrine in China:633 

Where it is sufficient to make the relevant general public believe that there is a 

certain connection between the trade mark against which the lawsuit is lodged 

and the well-known marks and as a result the distinctiveness of the well-known 

marks is reduced and the market reputation of the well-known marks is 

degraded or the market reputation of the well-known marks is improperly 

utilized, this would fall within the circumstance as provided in Article 13 (3) of 

the PRC Trade Mark Law: ‘…misleads the general public and leads to possible 

damage to the interests of the registrant of that well-known mark.’ (emphasis 

added)634 

The above-amplified interpretation introduced the anti-dilution protection for well-known 

marks in China,635 leaving several questions unanswered. First, there was no explicit 

mention of the term ‘dilution’ in legislation or judicial interpretations. Second, relevant 

dilution-related terms, such as ‘degraded reputation’ and ‘improperly utilized’, were 

merely caused by dilution. The exact reasons for introducing such expanded protection to 

well-known marks in China were unclear. Moreover, this easily leads to the often-heard 

criticism that the SPC is not the statutory legislator. In the absence of due procedure 

weighed and stipulated in the legislation law of China, the SPC judicial interpretation 

2009 failed to provide a systematic and well-argued basis for introducing anti-dilution 

protection.636 

4.4.1.4 PRC Trade Mark Law 2013 

The third revision of the Chinese Trade Mark Law in 2013 (hereafter referred to as 

‘CTML 2013’) was a landmark legislation.637 One of the reasons for this was that it put 

 
633 The revision shown in the SPC judicial interpretation 2020 on Article 9 was minimal. Article 9(1) 

changed the wording ‘Article 13(1)’ to ‘Article 13(2)’ of the PRC Trade Mark Law, and Article 9(2) 

changed the wording ‘Article 13(2)’ to ‘Article 13(3)’ of the PRC Trade Mark Law. 
634 Article 9(2) of the SPC judicial interpretation 2009. 
635 姚鹤徽[Hehui Yao]: ‘消费者心理认知视角下商标反淡化保护的反思与完善’[Rethinking and 

improving the protection of trademark anti-dilution from the perspective of consumer psychological 

perception],《政法论坛》2020 年[Tribune of Political Science and Law, 2020]. 
636 Ibid. 
637 The Amendment was issued on 30 August 2013 and came into effect on 5 Jan 2014. 



  

an end to the misuses of the words ‘well-known trade mark’ in commercial activities.638 

With regard to the definition of well-known trade mark, CTML 2013 adopted a different 

approach, which read as follows: 

The holder of a trade mark that is well known by the relevant public may request 

for protection of the trade mark as a well-known trade mark in accordance with 

this Law if the holder is of the opinion that its rights have been infringed upon.639 

(emphasis added) 

Thus, the regional restrictions imposed on well-known trade marks in China were 

eliminated, together with the element of ‘reputation’. The new approach furthermore 

adopted the wording ‘is well known’ once more, which differed from the two previous 

documents, the 2003 Provisions and the ‘SPC’s judicial interpretation 2009, in which the 

wording ‘widely known’ was adopted.  

Some scholars find that CTML 2013 was more consistent with the spirit of Article 6bis 

of the Paris Convention compared with the three previously mentioned domestic 

legislations.640  

4.4.1.5 SPC 2020 

The SPC judicial interpretation 2020 changed the definition of a well-known mark from 

‘widely known by the relevant public in China’641 to ‘being very well known by the 

relevant public in China’.642 The change shifts the requirement of being known from a 

lateral scope coverage to consumers’ degree of perception.  

4.4.1.6 Interim Conclusion  

The above-mentioned primary documents have given the outline of China’s central 

legislation regarding a definition of the well-known trade mark. Although some 

uncertainties remain, the progressive legislations has clearly shown legislators’ efforts. 

They have provided some positive contributions to the concept of well-known marks with 

 
638 Ibid., Article 14(5). 
639 Ibid., Article 13(1). 
640 See, e.g., 王艳芳 [Yanfang Wang]: ‘论新商标法的民事适用’ [On the Civil Application of the New 

Trademark Law],《知识产权》2013 年[Intellectual Property, 2013]；张今[Jin Zhang]: ‘商标法第三次

修改的几个重大问题解读’ [Explanation of several major issues in the third amendment of the 

Trademark Law],《中华商标》2013 年[China Trademark, 2013]. 
641 In Chinese: ‘在中国境内为相关公众广为知晓’. 
642 In Chinese: ‘中国境内为相关公众所熟知’. 



  

regard to two aspects: (1) embracing both unregistered and registered trade marks into 

the scope of well-known trade marks, although their respective strength of protection 

differ,643 and (2) the consistency (to some extent) with international norms.   

However, the well-known trade mark protection in China still fundamentally differs from 

that in other jurisdictions. This is due to the unique Chinese approach that proactively 

recognises massive well-known trade marks as ‘honourable trade marks’, until being 

explicitly halted by Article 14(5) of the CTML 2013. Furthermore, this unique proactive 

Chinese approach was one of the main reasons for the long-standing and profound 

misinterpretation of well-known trade marks in Chinese society.  

4.4.2 From Alienation to Correction  

As early as 1990, when central media introduced the ‘well-known trade mark’ to Chinese 

consumers for the first time, the seeds of misunderstanding were sown in the imprints of 

the vast number of Chinese consumers. It had been rampantly misused as an honourable 

title and marketing material for approximately a decade until being explicitly corrected 

by the third revision of China’s Trade Mark Law in 2014. 

This section is dedicated to a chronological discussion of the three main periods 

concerning the interactions between well-known trade marks and Chinese society: the 

misinterpretation of the term ‘well-known trade mark’, the severe alienations, and the 

attempts to return to its original purpose. 

4.4.2.1 Deviation from the Outset  

An old Chinese proverb talks about ‘gulping dates without chewing them’, 644 which 

stands for learning knowledge superficially without accurate understanding. This seems 

appropriate to describe the embryonic stage of well-known marks’ alienations in China, 

during which the determination and protection of well-known marks relied upon an 

inaccurate understanding. 

In 1985, China became the 95th signatory to the Paris Convention. The protection of well-

known trade marks in China was first established in the Provisional Measures of Well-

known Trade Mark 1996. In 1987, the term ‘well-known marks’ was already used by the 

 
643 See Wang & Zeng 2008: The unregistered well-known marks are granted less protection than the 

registered well-known marks in China. 
644 In Chinese: 囫囵吞枣. 



  

Trade Mark Office of the SAIC in the Pizza Hut decision. In that case, the mark ‘PIZZA 

HUT (and its figurative element)’, owned by US Pizza Hut International Co., Ltd, was 

identified by the Trade Mark Office as the first well-known mark in China.645 

This identification, or determination, was of greater diplomatic and political than legal 

significance, considering that the conclusion of PIZZA HUT as being well-known in 

China seems to be untenable. In particular, the first PIZZA HUT restaurant was opened 

in China in 1990, prior to any relevant ‘first-hand’ impressions among Chinese consumers. 

Moreover, the justification of the well-knownness based on promotion seems to fail. In 

the 1980s, China had somewhat limited mass communication media and, accordingly, 

limited coverage of the promotion – if there was any.646 Although the social realities then, 

e.g., the limited accessible media, seemed to lead to the observation that PIZZA HUT 

could hardly be 'well-known' in China then. However, that time was the starting attempt 

to protect well-known marks, while guidance from legislation concerning the substantive 

standards or due procedure was lacking. Therefore, the first determination of a well-

known mark in China seems somewhat arbitrary and lacks referential significance. 

After the ‘well-known’ PIZZA HUT mark, the Trade Mark Office started to protect well-

known marks on an ad hoc basis during opposition or cancellation procedures. 

In December 1990, the first Consumers’ Well-known Mark Awards Campaign was 

sponsored by three non-governmental institutions: China Central Television, Chinese 

consumer’s newspaper and Legal Daily.647 Subsequently, ten marks were selected as the 

‘China well-known mark’. The ten marks, including Qindao-Liebherr (琴岛-利勃海尔). 

Initiating such a campaign was quite problematic in terms of the legal basis for non-

governmental institutions. More peculiar is that SAIC issued the proprietors of the 10 

 
645 In April 1985, an Australian company applied to register the mark Pizza Hut in class 5 with the 

Chinese Trade Mark Office, and was opposed by the Pizza Hut International Company by invoking 

Article 1 of the Chinese Trade Mark Law and the 6bis of the Paris Convention. The Trade Mark Office 

refused the application in consideration of the mark for which protection is sought. 
646 Statistics show that in 1987, in the sample of 106 large/medium-sized Chinese cities, per hundred 

households had 57.38 radios, 34.63 colour television sets; By 1987, as many as 28.62% of the population 

older than 15 years remained illiterate or semi-illiterate. See 许崇正[Chongzheng Xu]:《人的全面发展

与社会经济: 伦理经济学引论》[Comprehensive Human Development and the Social Economy - An 

Introduction to the Ethical Economy], 安徽教育出版社 1993 年版[Anhui Education Press, 1993]. 黄晨

熹[Chenxi Huang]:《1964~ 2005 年我国人口受教育状况的变动——基于人口普查/抽查资料的分

析》[Changes in the educational status of China’s population from 1964 to 2005 - an analysis based on 

census/sample survey data], 人口学刊 2011 第 4 期[Population Journal, 2011(4)]. 
647 China court Daily (人民法院报), ‘The past and present of well-known trademarks (2013)’ (驰名商标

的‘前世今生’), <http://rmfyb.chinacourt.org/paper/images/2013-07/13/06/2013071306_pdf.pdf>. 



  

selected well-known marks the ‘China Well-known Trade Mark Certificate’. Eventually, 

the term ‘well-known mark’ became an official Chinese honourable title that deviated 

from the fundamental feature of the global well-known mark regime. 

4.4.2.2 Misinterpretation and Misuses 

Since its introduction in China, the neutral term ‘well-known’ was literally mistranslated 

as a laudatory one: it was translated from ‘being well-known’ into ‘having strong positive 

reputation/prestige’, which provides a de facto basis for boosting the subsequent misuses 

of such ‘honorary title’. This erroneous translation was both the manifestation of 

misinterpretation and one of the causes of subsequent misunderstandings.   

The concept of the misinterpretation of the well-known trade mark in China refers to a 

series of deviations from the orthodox and original purpose, path, value-orientations, and 

consequences of well-known trade mark protection. Those deviations are the results and 

causes of the alienation of the well-known trade mark in China. 

The term ‘well-known trade mark’ has long been misapprehended in China and is deeply 

ingrained in Chinese society to the extent that it was considered a particular type of trade 

mark that should be entitled to enjoy some privileges. 

Therefore, numerous false lawsuits and malicious litigations occurred. Specifically, the 

plaintiff would file a lawsuit with a specific claim that his/her trade mark is well-known. 

A successful scenario for the plaintiff would be that the court makes a statement in the 

judgment to state that the plaintiff's trade mark is indeed well-known. The plaintiff then 

takes that statement as a commercial badge of well-known trade mark that can be 

repeatedly used for multiple utilizations, like marketing. 

The long-standing misinterpretation on the part of the public has created the de facto full-

class polishing false. That is to say, the term ‘local famous trade mark’ may be 

misperceived as covering all the possible goods or services to which a trade mark may be 

designated, which leads to polishing on the goods or services to which the trade mark per 

se does not designate. 

Finally, the special Chinese domestic well-known trade mark regime does not necessarily 

cause misuses of lawsuits. However, the laissez-faire held by relevant authorities by not 

offering clarification and correction to systematic defects did contribute to 

misinterpretation issues. 



  

4.4.2.3 The Misinterpretation in Legislation  

The primary deviations established by the Provisional Measures 1996 lay in the sole 

administrative recognition, the proactive identification, and the three-year validity period. 

After that, a series of domestic legislation on well-known trade marks gradually created 

misinterpretations concerning the well-known trade mark protection based on the 

Provisional Measures 1996. It eventually caused the total alienation of the well-known 

trade mark system in China.648 Before the 3rd revision of the China Trade Mark Law in 

2013, China’s well-known trade mark had become a de facto particular type that was 

situated outside internationally accepted norms.  

In particular, the Provisional Measures of Well-known Trade Mark 1996 defined a well-

known trade mark as one with a higher reputation. That definition already misled the 

consumers into making incorrect associations between the recognized well-known trade 

mark with certain outstanding features concerning the mark itself and the goods/services 

related to the specific trade mark, e.g., sound quality, or government-endorsed honourable 

undertakings.  

4.4.2.4 Malicious Litigation 

The first judicial recognition of a well-known trade mark in China took place in the 2001 

DUPONT case. 649  Shortly afterwards, on 24 June 2001, the SPC issued a judicial 

interpretation, 650  which, for the first time, established the judicial competence of 

recognising well-known trade marks as follows: 

When trying cases of disputes over domain name, the people’s court may 

determine whether the involved registered trade mark is well-known according 

 
648 温芽清, 南振兴 [Yaqing Wen & Zhenxing Nan]: ‘驰名商标保护的异化与理性回归’[The 

Alienation and Rational Return of Well-known Trademark Protection],《河北法学》2012 年第 30 期

[Hebei Law Science, 2012(30)],第 77—88 页[p. 77–88]. 
649 See China Court Org (中国法院网), ‘Supreme Court announces ten cases of well-known trademark 

recognition’ (《 最高法院公布十个驰名商标认定案例》), available at: 

<https://www.chinacourt.org/article/detail/2005/04/id/160628.shtml>. 
650 The Interpretation of the Supreme People’s Court on Application of Laws in the Trial of Civil 

Disputes Over Domain Names of Computer Network (《关于审理涉及计算机网络域名民事纠纷案件

适用法律若干问题的解释》) (No.24 [2001] of the Interpretations of the Supreme People’s Court (法释

[2001]24 号)). Revised by the Decision of the Supreme People’s Court to Amend Eighteen Intellectual 

Property Judicial Interpretations including the Interpretation (II) of the Supreme People’s Court on 

Several Issues concerning the Application of Law in the Trial of Cases involving Patent Right 

Infringement Disputes (Issued on 29 December 2020; effective on 1 January 2021). 



  

to the request of the parties concerned and the specific circumstances of the 

case.651 

At that time, no specific clarification was made regarding the jurisdiction over 

recognising well-known trade marks, neither in Trade Mark Law nor in the SPC’s 

Interpretations. Up to then, none of the Peoples’ courts, as long as they had jurisdiction 

on hearing the general trade mark related cases, could determine which trade marks were 

‘well-known’. It was a problematic situation, as there were around 400 People’s Courts 

that had such jurisdictions. 

China is, of course, a vast country featuring regional disparities in terms of, for instance, 

regional economy, judicial officials’ trial experience, and public legal awareness. 

Therefore, courts might be fallible to making rulings of a consistent and high-quality level, 

which may cause a lack of certainty and predictability in protecting the well-known trade 

mark nationally. 

Consequently, those who deliberately select alternative courts with much less stringent 

standards on determining the relevant well-known trade marks might easily be 

advantaged.652 Forum shopping easily bred judicial corruption. The corruption model was 

simple, namely making profits from obtaining judicial recognition of a substandard trade 

mark as a well-known one.653 One of the typical scenarios of such a model is described 

below.  

Many people from relatively developed coastal areas of China swarmed to the less-

developed Midwest regions, suing local enterprises or individuals for trade mark 

infringements. They requested the judicial identification of their trade marks as well-

known trade marks. The majority of the accused infringement acts were precisely the 

‘cases of disputes over domain name’ cases as stipulated in Article 6 above. It was curious 

that the defendants who mostly accepted the courts’ unfavourable ruling on the well-

 
651 Ibid., Article 6. 
652 陶鑫良[Xinliang Tao]: ‘我国驰名商标认定与保护的现状分析及其法律规制’[Analysis of the 

Current Situation of the Recognition and Protection of Well-known Trademarks in China and its Legal 

Regulation],《中华全国律师协会知识产权专业委员会年会暨中国律师知识产权高层论坛论文集

(上)》2009 年[Proceedings of the Annual Meeting of the Intellectual Property Professional Committee 

of the All China Lawyers Association and the High Level Forum on Intellectual Property for Chinese 

Lawyers (I)], 2009. 
653 Sina News (新浪新闻), ‘Three judges try fake cases to concoct well-known trademarks’ (《 3法官审

假案炮制’驰名商标’》), available at: <http://news.sina.com.cn/o/2009-12-

23/072616818461s.shtml>. 



  

known trade mark issue against them did subsequently not appeal. Noteworthy also was 

the fact that most of the intermediate courts identifying many well-known trade marks at 

a relatively faster speed were located in remote areas. 

A typical case is Kangwang v. Li Chaofang, which marked the first well-known trade 

mark cancellation case due to fraud concerning well-known trade marks.654 In 2006, 

Kangwang Fine Chemical Industry Co., Ltd. (‘Kangwang’, located in Guangdong, an 

economically strong province) sued Li Chaofang, a farmer in a small village in Anhui (a 

lesser-developed province), for trade mark infringements. Kangwang accused Li 

Chaofang of registering the domain name (www.kanwan.com.cn) and requested the court 

to rule on its three trade marks as constituting well-known trade marks.655 The court 

upheld Kangwang’s claims and announced that their three trade marks were indeed well-

known.   

As revealed by a Legal Daily report, 656 Li Chaofang knew nothing about any of the 

accusations claimed by the plaintiff. The Anhui Provincial High People’s Court was 

ascertained by trial that Li Chaofang’s ID card was fraudulently used to register the said 

domain name, and the power of attorney involved was forged as well: ‘Li Chaofang had 

no knowledge of this case from beginning to end.’657 Finally, the court formally ruled that 

the original trial's judgment was revoked, and the plaintiff’s claims were therefore 

rejected. 

 
654 The original ruling was Civil Judgment No 3 [2006], First, Civil Division 3, Xuancheng City 

Intermediate People’s Court, Anhui Province.（2006）宣中民三初字第 3 号. It was corrected by Civil 

Petition No 613 [2008] ([2008]民申字第 613 号). 

Per Article 1 of the Notice of the Supreme People’s Court on Unifying the Docket Numbers of Civil 

Cases at the Case-filing and Trial Stages of Retrial (《最高人民法院关于统一再审立案阶段和再审审

理阶段民事案件编号的通知》) (Interpretation No. 127 [2008] of the Supreme People’s Court ( 法

[2008]127 号)), a ‘Civil Petition’ is: ‘For a case where a party, against an effective judgment, ruling or 

mediation record rendered in the trial of the first or second instance, petitions the people’s court at the 

next higher level for retrial and the petition conforms to the conditions for accepting a petition for retrial, 

the docket number shall contain the abbreviation CP (standing for Civil Petition)’. 
655 The three trade marks are: no. 1172124 (康王 kangwang), no. 3125776 (康王 kanwan) and no. 

3125775 (kanwan).  
656 Sina News (新浪新闻), ‘Shantou Kang Wang judicial recognition case was ruled to be retried by 

Anhui High Court’ (《 汕头‘康王’司法认驰案被安徽高院裁定再审》), available at: 

<http://news.sina.com.cn/o/2007-06-10/103111993216s.shtml>. 
657 Ibid. 

http://www.kanwan.com.cn/


  

4.4.3 Correction and Back on Track 

The number of widespread jurisdictional courts concerning well-known trade marks was 

narrowed down in 2002 by the issuance of the Interpretation of the SPC.658 Article 2 

stipulated that, in principle, the first-instance civil trade mark cases would be under the 

jurisdiction of the People’s Court at or above the intermediate level. 

In January 2009, the SPC further downsized the competent courts by issuing the Notice 

of the SPC on the Jurisdiction over Cases of Civil Disputes involving the Determination 

of Well-known Trade Marks.659 After that, of the original 400, less than 100 Intermediate 

People’s Courts retained jurisdiction in recognising well-known marks. 

Another effort in 2009 was the aforementioned SPC judicial interpretation 2009.660 Apart 

from correcting the qualitative approach of defining well-known marks in Article 1, the 

SPC judicial interpretation 2009 clarified the nature of well-known trade marks. Namely, 

being a well-known trade mark is a fact, instead of an honourable title that can be 

repeatedly utilized in, e.g., marketing: 

In a case of civil disputes involving the protection of a well-known trade mark, 

the determination of the popularity of the trade mark by the people’s court shall 

merely be regarded as the fact of the case and reason for the judgment, which 

shall not be included in the main content of the judgment. If a case is closed by 

mediation, the document of mediation shall not cover the determination of the 

popularity of the trade mark. (emphasis added)661 

The SPC had stated explicitly that well-known status is merely a fact concerning specific 

cases rather than an honourable title with nationwide effectiveness. 

The relative chaos of unfairly exploiting the advantage well-known marks’ titles was 

finally forbidden in the 2013 Amendment of the PRC’s Trade Mark Law. 

 
658 Interpretation of the Supreme People’s Court on the Relevant Issues concerning the Scope of 

Jurisdiction and of the Scope of Application of Laws for Hearing Trademark Cases (《最高人民法院关

于审理商标案件有关管辖和法律适用范围问题的解释》) (Interpretation No. 1 [2002]. 
659 Notice of the Supreme People's Court on the Jurisdiction over Cases of Civil Disputes involving the 

Determination of local famous trade marks (《最高人民法院关于涉及驰名商标认定的民事纠纷案件

管辖问题的通知》) (Document Number：No.1 [2009] of the Supreme People’s Court. 
660 Supra note n619. 
661 Article 13 of the SPC judicial interpretation 2009. 



  

Producers and dealers may not use the words ‘well-known trade mark’ on their 

goods and the packages or containers of their goods or for advertisements, 

exhibitions, and other commercial activities.662  

Moreover, relevant penalties were also clarified as follows:  

Any party violating Article 14(5) of this Law shall be ordered to make 

correction and fined 100,000 CNY by the local administrative department for 

industry and commerce.663 

Further clarification can be found in an official reply from the Trade Mark Office to the 

Jiangsu Industrial and Commercial Administration. Therein, it was explained that the 

mere truthful description of the fact that a trade mark was once recognized as a well-

known trade mark is allowed. The intentional description of the well-known trade mark 

as an honourable award will be beyond the scope of reasonable use.664   

For the first time, the harmful practices of misusing a well-known trade mark as marketing 

materials were officially forbidden in the PRC Trade Mark Law.  

The aforementioned efforts on the legislation and judicial interpretation levels have 

brought the concept of well-known marks in China back to the original intention. Thus, 

the well-known trade mark protection in China has since been on the right track.  

‘Going back to the right track’ means that the well-known mark protection in China 

became consistent with the two key common approaches observed in §4.2.4, namely, the 

quantitative approach in defining a ‘well-known trade mark’ and the protection of passive 

 
662 Article 14(5) of the CTML 2013. 
663 Article 53 of the CTML 2013. 
664 Official Reply of the Trade Mark Office of the SAIC on Issues concerning the Use of Such Characters 

as ‘Well-Known Trade mark’ by Enterprises on Their Own Websites. Trade Mark Office of SAIC 

(dissolved). (国家工商总局商标局关于企业在自建网站上使用驰名商标字样等有关问题的批复). 

No. 601[2016] of the Trade Mark Office of the SAIC.  

The exact reply was as follows: 

The determination and protection record (of well-known trade marks) is an objective fact, and if the 

enterprise only makes a factual statement on the record that its own trade mark was determined as a well-

known trade mark and given expanded protection and does not highlight the use of such characters as 

‘well-known trade mark’ on its website or in other business activities, the conduct is not a violation of 

laws as mentioned in Article 14(5) of the Trade Mark Law: 

‘If an enterprise publicises itself or promotes its goods or services on its website or in other business 

activities by intentionally diluting the legal nature of determination and protection of a well-known trade 

mark, deeming the characters of “well-known trade mark” as a honorary title and highlighting its use, the 

conduct is beyond the scope of fair use and constitutes a violation of laws as prescribed in Article 14(5) of 

the Trade Mark Law.’ 

 



  

and negative investment. Accordingly, it provides a feasible assessment basis for the local 

famous trade mark in China by comparing it with well-known marks, given that they are 

both under the same social and legal context and cultural soil. 

4.4.4 Condition and Criteria of Recognition   

As noted, after decades of alienation, the well-known trade mark in China has returned to 

passive recognition and a case-by-case basis. The current Trade Mark Law of China (2019 

Amendment) establishes the status quo of well-known trade mark protection. 

Per the requirement of passive protection, no authorities should proactively identify any 

trade mark as a well-known trade mark. It shall only be done upon request by the party 

concerned when they allege that his/her trade mark right has been infringed upon during 

three scenarios: 

In a trade mark registration review or during the process whereby the 

administrative department for industry and commerce investigates and deals 

with a case involving trade mark infringement;665 

During the handling of a trade mark dispute by the trade mark review and 

adjudication board;666 

During the hearing of a civil or administrative case involving a trade mark by 

the people’s court designated by the Supreme People’s Court.667 

Then, concerning the criteria for assessing whether a trade mark is well-known or not, the 

Trade Mark Law of China (2019 Amendment) stipulates four explicit factors to be taken 

into consideration: 

(1) the recognition degree of the trade mark among the relevant public;  

(2) the duration in which the trade mark has been in use;  

(3) the duration, extent and geographical scope of all publicity operations 

carried out for the trade mark;  

 
665 Article 14.2 of the Trade Mark Law of China (2019 Amendment). 
666 Article 14.3 of the Trade Mark Law of China (2019 Amendment). 
667 Article 14.4 of the Trade Mark Law of China (2019 Amendment). 



  

(4) the records of protection of a well-known trade mark provided for the trade 

mark.668 

Notably, the Trade Mark Law of China (2019 Amendment) adds a catch-all clause to 

follow the non-exclusive approach concerning assessing the status of well-known adopted 

as the EU and the US: 

(5) Other factors making the trade mark well-known.669 

4.5 Local Famous Trade Marks v. Well-Known Trade Marks in 

China 

The local famous trade mark is a unique creation of the trade mark administrative 

modality in China. Understanding it would be shallow and fallible without the inclusion 

of one key point: it is different from the well-known mark notion under Article 6bis of 

the Paris Convention. 

This section compares the well-known trade mark and local famous trade mark in China. 

For the purposes of this study, it is crucial to distinguish between the respective notions. 

The reasons are two-fold.  

First, they are quite similar terms with commendatory connotations. A mere one-character 

difference exists between the well-known trade mark (驰名商标) and the local famous 

trade mark (著名商标). That one-character difference thus could be too subtle to notice. 

Even if it does get noticed, the public, which do not have sufficient trade mark law 

knowledge, may not be able to tell the difference. Thus, local famous trade mark could 

easily be used as a subtle alternative to China’s well-known trade mark by, particularly, 

people with ulterior motives.  

Second, the notion of a well-known mark is ideal for serving as an international 

benchmark. The local famous trade mark notion is domestic, which may not have a direct 

base for in-depth explorations with other famous trade mark notions in different 

jurisdictions. Therefore, the well-known mark could be a hinge linking the seemingly 

 
668 Article 14.1(1) – (4) of the Trade Mark Law of China (2019 Amendment). 
669 Article 14.1(5) of the Trade Mark Law of China (2019 Amendment). 



  

unconnectable and facilitating a satisfactory discussion. The explorations on the notion 

of the well-known mark – a common element anchoring in the Paris Convention – could, 

for example, laterally penetrate all the signatories’ social contexts and provide substantial 

research materials.  

The first specialized regulatory documents regarding local famous trade marks and well-

known marks in China were announced in 1996. From that emergence, misinterpretations 

of the meaning of the well-known mark and its relationship with the local famous trade 

mark were evident. Further, as previously explained, the well-known trade mark 

protection in China had phases that ended in ‘back to the right track’, after which the 

protection of well-known trade marks in China became consistent with international 

levels. That has provided a feasible assessment basis for comparing it with local famous 

trade mark to see the scope of protection local famous trade mark enjoys, but it does not 

overlap with the well-known trade mark. The non-overlapped parts, in particular, need to 

be looked into. 

This section reviews the two questions asked at the beginning of this chapter: are local 

famous trade marks indeed famous trade marks consistent with conventional famous trade 

marks? And if not, to what extent do local famous trade marks overlap with or diverge 

from the latter? 

4.5.1 Background 

4.5.1.1 Historical Entanglement 

After it entered the Paris Convention in 1985, China did not incorporate the term ‘well-

known mark’ into the Trade Mark Law of China until 2001. Nevertheless, the Chinese 

public had been familiar with the term ‘well-known mark’ well before 2001. Since 

December 1990, an annual national campaign of selecting and awarding well-known 

mark awards was launched by three influential media in China: China Central 

Television,670 China consumer’s Journal671 and Legal Daily.672 Before the Provisional 

Measures on the Recognition and Administrative Control of Well-known Trade Marks in 

 
670 CCTV is a Chinese state-owned broadcaster. 
671 China consumer’s Journal (中国消费者报) is a national newspaper directed by the SAIC and 

managed by the China Consumers Association. 
672 Legal Daily (法制日报) is a state-owned newspaper under the supervision of the CPC’s Central 

Commission for Political and Legal Affairs. 



  

1996 was issued, the SAIC had announced several batches from a total of 19 well-known 

marks.673  

The Provisional Measures on the Recognition and Administrative Control of Well-known 

Trade Marks in 1996 was a departmental regulation issued by the SAIC, not legislation 

from the legislature. Interestingly, the very first local famous trade mark local law in 

China (in Shanghai) was also implemented in 1996, the same year. At that time, the Trade 

Mark Office of the SAIC took charge of the national well-known trade marks’ 

identification and management. 674 Hence, the well-known trade mark system was, in 

essence, a trade-mark-selection campaign at the national level led by the SAIC. In that 

sense, the local famous trade mark mechanism was a much similar campaign to that of 

the well-known mark in 1996. One was centrally-led, the other took place at the sub-

national level and was led by local administrative authorities. The two types of campaigns 

shared apparent executive-led similarities. 

The first local famous trade mark local law was enacted on 1 September 1996, the Interim 

Measures for the Determination and Protection of local famous trade mark in Shanghai 

(Shanghai Interim Measures 1996), 675  by the Shanghai Industrial and Commercial 

Administration. The Shanghai local famous trade mark was defined registered trade 

marks having reached a relatively high reputation, market share, and additional value.676 

It also prescribed that respective proprietors had to be ‘local’.677  

Issued within the same year as China’s first well-known trade mark regulation, the 

Shanghai Interim Measures 1996 produced several pioneering works. Among other 

things, it mistakenly, arbitrarily and surprisingly established a connection between the 

Shanghai local famous trade mark and the (China) well-known mark. 

 
673 李冰冰[Bingbing Li]: ‘关于驰名商标认定方式的思考’[Reflections on the manner of recognition of 

well-known trademarks],《当代法学》2003 年第 3 期[Contemporary Law Review, 2003(3)],第 50—53

页[p. 50–53]. 
674 See Article 3 of the Provisional Measures of Well-known Trade Mark 1996. 
675 Shanghai Shi local famous trade mark Rending Yu Baohu Zanxing Banfa (上海市著名商标认定与保

护暂行办法) [Interim Measures for the Determination and Protection of local famous trade mark in 

Shanghai] (issued by Shanghai Industrial and Commercial Administration, [1996] No 446, 14 August 

1996). This interim document had been abolished by Guanyu Gongbu Feizhi, Shixiao De Guifan Xing 

Wenjian Mulu De Tongzhi (关于公布废止、失效的规范性文件目录的通知) [Notice on Publishing the 

List of Abolished and Invalid Normative Documents] (issued by Shanghai Industrial and Commercial 

Administration, [2010] No 184, 1 June 2010) 
676 Ibid., Article 3.  
677 Ibid., Article 10. 



  

The Shanghai Interim Measures 1996 imposed a presumptive relationship of upgrading 

both the national well-known trade mark and Shanghai local famous trade mark. It treated 

the well-known trade mark as an upgraded version of a local famous trade mark. In 

Articles 1 and 35, it furthermore stipulated that being recognized as a local famous trade 

mark was necessary to finally becoming a well-known trade mark: 

These Measures are formulated to improve the awareness and market 

competitiveness of Shanghai trade marks, strengthen the protection of local 

famous trade mark, promote the Shanghai enterprises to actively establish 

influential well-known trade marks in domestic and foreign markets, and 

promote the development of the Shanghai economy.678 [emphasis added] 

Shanghai Industrial and Commercial Administration shall recommend the 

preferential Shanghai local famous trade mark to the Trade Mark Office of 

SAIC for the declaration and identification of Chinese well-known trade 

marks.679 

The ‘invention’ of the relevant upgraded relation placed by Shanghai Industrial and 

Commercial Administration seems odd, this for a lack of direct legal basis. In 1996, the 

Provisional Measures on the Recognition and Administrative Control of Well-known 

Trade Marks 1996 did not mention local famous trade mark, nor did any of the other 

national-level legal documents. On the other hand, the invention could be explained as it 

could be seen as local governments’ initiatives to echo and follow the respective three 

media’s national well-known mark award on a local level.  

Despite the lack of legal basis, other local competent authorities quickly followed 

Shanghai’s practice and established their respective local famous trade mark protection 

mechanisms. The distinctions between the local famous trade mark and the well-known 

mark were not proactively clarified by local authorities for a long time. 

At this point in my dissertation, it is worth repeating that being a local famous trade mark 

is not and should not be the prerequisite for being a well-known mark. The term local 

famous trade mark has never been incorporated into China’s national law. Thus, national 

 
678 Ibid., Article 1. 
679 Ibid., Article 35. 



  

law has never established a relationship with well-known marks, regardless of how many 

local authorities have announced the upgraded relationship. 

4.5.1.2 The Watershed Year: 2013 

Since emerging in the ’90s, local famous trade marks’ administrative recognition has 

created deep-rooted practical needs in Chinese society, particularly for competent local 

authorities and numerous enterprises. The former needs to utilise the local famous trade 

mark regime as a multi-purpose tool to realise various administrative purposes, such as 

the promotion of local economic development and the support of local businesses. The 

latter needs to use the local famous trade mark title in marketing or business promotion, 

especially when considering the absence of significant relevant restrictions regarding the 

manners of distinguishing the local famous trade mark title from the upper laws. 

Furthermore, the local famous trade mark title guarantees broader and much more 

efficient protection than a title given by local authorities. Local authorities and enterprises, 

enjoying much more information advantages than consumers, lack the motivation to scrap 

the local famous trade mark mechanism and abandon any relevant vested interest. They 

would, at least, not do so by their spontaneous initiative without a certain degree of 

external pressure. 

The year 2013 was a watershed for well-known marks and local famous trade marks in 

China. For the first time, the 2013 Amendment of the Trade Mark Law in China corrected 

the normative orientation of well-known marks and restored the original intention of the 

well-known mark. Among other things, the 2013 Amendment stopped the proactive 

administrative determinations of well-known marks and clarified that being a well-known 

mark was merely valid on a case-by-case basis. Thus, it should not be used as a general 

government-certified badge for the purpose of marketing and publicity: 

Producers and dealers may not use the words ‘well-known trade mark’ on their 

goods and the packages or containers of their goods nor for advertisements, 

exhibitions, and other commercial activities.680 

Such explicit restrictions from national legislation on well-known marks were reasonable 

and applausive. However, when policies from the central government are involved, 

 
680 Article 14.5 of Trade Mark Law 2013. 



  

creative countermeasures also tend to appear down at the local levels.681 The tightening 

of relevant policies on the well-known trade marks led to the misusers’ attention being 

shifted to the seemingly similar concept: the local famous trade mark. 

In time, the local famous trade mark became an ideal substitute for well-known trade 

marks, functioning as an administrative and certified honourable title that can potentially 

be exploited by local famous trade mark proprietors. For a long time, the local 

administrative competent authorities turned a blind eye. It is doubtful that local famous 

trade mark’s legislative bodies, the local people’s congress or the local AMRs, lack the 

related knowledge or awareness of the two terms’ different connotations. Still, they have 

been constantly and actively promoting the local famous trade mark mechanism ever 

since its emergence. 

In this scenario, consumers constitute the forgotten party. As noted earlier, from a 

linguistic perspective, ‘well-known (驰名)’ and ‘famous (著名)’ are virtually synonyms. 

Consequently, those lacking an in-depth understanding of the two regimes may not be 

able to tell the difference between the two Chinese terms. 

4.5.2 The Similarities 

4.5.2.1 Overview 

The similarities between the local famous trade mark and other famous trade marks first 

occur in the names. As noted at the beginning of chapter 2, the word-for-word translation 

of local famous trade mark is ‘famous trade mark’, resulting in local famous trade marks 

having a similar appearance with famous trade marks.682 

Second, notwithstanding the quite divergent connotations, both the local famous trade 

marks and famous trade marks generally enjoy a much broader scope of protection than 

ordinary trade marks. Moreover, both terms emerged in China in the 90s and initially 

featured an intense administrative colour. 

Third, in spite of the divergent approaches of generating mechanisms and connotations, 

local famous trade marks and other famous trade marks consist of the same investment-

 
681 周雪光 [Xueguang Zhou]: 《中国国家治理的制度逻辑》 [The Institutional Logic of China’s 

National Governance], 北京: 生活· 读书· 新知三联书店, 2017 [Beijing: Life · Reading · New 

Knowledge Sanlian Bookstore, 2017]. 
682 Here the term famous trade mark is referred to as a universal term.  



  

protection DNA. They both highlight quantifiable factors when determining the degree 

of being ‘famous (著名)’, intentionally designed or merely objectively manifested. In 

other words, compared with relatively more abstract claims such as ‘famous (著名)’, the 

explicitly quantifiable indexes, e.g., market share and annual revenue, are much more 

definite to present.  

Furthermore, the DNA of investment protection that emphasizes the economic criteria is 

hardly surprising, as the trade mark owners’ investments, e.g., in an advertisement, could 

be seen as direct efforts in strengthening the exclusive communication channel between 

their trade mark and consumers. The protection of the primary source indication function 

is, therefore, intertwined with the protection of the accessory functions. Thus, drawing a 

cut-and-dry distinction between the relevant investments exclusively devoted to the 

primary or accessory functions is probably impossible. 

4.5.2.2 Interim Observation  

There are indeed ‘overlaps’ of local famous trade marks and well-known trade marks, for 

instance, in the extended scope of protection, such as the cross-class protection of non-

competitive goods. 

This is potentially problematic. From the perspective of the national trade mark laws,683 

only one kind of de jure famous trade mark in China exists: the well-known trade mark. 

It, therefore, follows that the local famous trade mark should fall within the category of 

ordinary trade marks. Conferring the overlapping part of extended protection to the local 

famous trade marks does lack an upper law basis and contravenes the national trade mark 

laws, because it has granted local famous trade marks the rights that should have been 

evoked exclusively by the well-known trade mark. 

A school of thought in China considers the well-known trade mark and the local famous 

trade mark as identical concepts,684 which was derived from the interpretation ‘almost the 

same constituent elements and identification factors.’ This proposition is untenable. 

Although they appear similar, well-known trade marks and local famous trade marks in 

 
683 Namely, the Trade Mark Law of China and the Regulation on the Implementation of the Trade Mark 

Law of China. 
684 See People.cn (人民网), ‘local famous trade mark ‘back to the right basis’ at the right time.’ (《local 

famous trade mark ‘back to the right basis’ at the right time》), available at: < 

http://ip.people.com.cn/n1/2017/0721/c136680-29420450.html>. It provides that local famous trade 

marks and well-known trade marks are of the ‘same origin and same quality’. 



  

China have always differed fundamentally. This has manifested itself in many aspects, 

such as in the competent authorities (respectively SAIC and local), the scope of selection 

(respectively national and local) as well as in specific standards of selection. An in-depth 

elaboration on the comparisons between the local famous trade mark and other famous 

trade marks is provided in succeeding sections. The normative bottom line is that local 

famous trade marks should not enjoy an expanded scope of protection above the well-

known trade marks as its name is similar to well-known trade marks. 

4.5.3 Differences 

Besides the said overlaps or similarities in terms of the protection enjoyed by local famous 

trade marks and well-known trade marks, it is also worth exploring the scope of protection 

enjoyed by local famous trade marks but not by well-known trade marks in order to find 

the possible merits and reasons to improve the local famous trade mark mechanism. 

In other words, per law,685 the local legislatures do have a certain level of legislative 

power on the matters concerning specific circumstances and actual needs of the 

administrative region, as long as the local laws do not contravene the Constitution, laws, 

and administrative regulations at the national level. Local famous trade mark might 

overlap with the lawfully allowed scope of local legislation. 

The opinion in favour of the local famous trade mark holds that ‘the rest’ falls into the 

scope of the lawful local legislation. Local famous trade marks and well-known trade 

marks belong to different systems: the administrative and judicial systems, respectively. 

They hold that local administrative functions, e.g., commendation local famous trade 

marks and incentives to the local economy, are also valuable. The said functions should 

not be rejected outright based on the prejudice that the judicial values are far superior - 

the boundaries between administrative and judicial systems should not be broken.686 

The proposition above has its merits in taking a closer look at the local famous trade mark 

and discovering the subdivisions of the legal and administrative dimensions of local 

famous trade marks. Meanwhile, it also has a major weakness, as it has underestimated 

the weight of the term ‘trade mark’ and has ignored considering consumers’ perceptions. 

 
685 Article 80 of the Legislation Law of China (2023 Amendment). 
686 See, e.g., 牛东芳[DongFang Niu]: ‘论著名商标制度的合法性察’[On the Legality of the local 

famous trade mark System],《河南财经政法大学学报》2018 年第 33 期[Journal of Henan University 

of Economics and Law, 2018(33)],第 101—108 页[p. 101–108]. 



  

The term ‘trade mark’ carries a few fundamental characteristics, inter alia, the unity and 

statutory features. From the consumers’ perspective, prefixing the ‘famous (著名)’ before 

‘TM’ does not change the overall perception of a specific trade mark as being a normal 

one. Yet, in reality, there is a marked difference in level between the two: the former is 

local, the latter national. A local authority would usually lack the legal basis for attaching 

a locally certified feature to a national concept. In addition, given that the territory of a 

Chinese trade mark consists of the whole domestic market, adding the prefix indicates 

that the phrase ‘this trade mark is famous in this specific local administrative area’ seems 

unreasonable and can easily cause confusion.  

Moreover, a trade mark is not a mere word or figure, but a multi-faceted whole with 

specific goods or services as integral parts. The title of ‘local famous trade mark’ is 

granted explicitly to a specific class that is derived from a specific product or service 

which were designated to the signifier of the mark.  

The aforementioned ‘local administrative functions’ is valid, yet it should be confined to 

a rather local and small scale. The realization of those functions should not have chosen 

the oversized naming that has gone beyond the specific goods or services identified by 

local governments as ‘famous (著名)’, nor should it have been perceived as covering the 

full class of local famous trade marks. It might, for example, be acceptable for local 

authorities to render a time-bound honourable title of ‘local good quality product’, which 

is far from the whole-class commending local famous trade marks have received.  

Although having similar names, the local famous trade mark and the other types of 

famous trade marks in other jurisdictions covered above differ fundamentally. This is 

caused by and reflects various policy positionings for using those special trade marks as 

tools to fulfil specific purposes. The following sections elaborate on their most significant 

differences at the surface layers as well as their underlying motivation. 

4.5.3.1 Difference 1: External Manifestation: Frequency of Emergence 

The first noticeable difference between local famous trade mark with other famous trade 

marks is the regularity of emergence. Compared with China, the overall design of the 

famous trade mark mechanisms in the EU and the US has determined that the emergence 

of the recognised famous trade marks is irregular. 



  

In other words, there is no such mechanism in the EU or the US that allows a certain 

amount of trade marks to be identified as well-known trade marks. In addition, the US 

federal anti-dilution protection set the threshold of knowledge/known quite high, which, 

in addition to the high distinctiveness of marks, was widely approved of by consumers. 

Accordingly, the marks recognised in the US as being famous often predominated in 

terms of either mass-market goods or (at least) enjoy countrywide fame.687    

Although the ‘niche fame’ requirement in the EU sets the threshold of dilution arguably 

low,688 and trade mark offices of the member states can use their own discretion in 

deciding whether a mark is well known or has a reputation, the number of famous trade 

marks is low. For example, the Benelux Office of Intellectual Property (BOIP) explicitly 

mentions that well-known trade marks are rare in the Benelux689 and the EU in general.690  

After the corrections established in 2013 by the Trade Mark Law amendment, the number 

of well-known trade marks in China has been declining.  

On the other hand, the number of the local famous trade marks is significantly higher and 

used to increase annually. The fundamental reason is the unique ‘trigger mechanism’ of 

transforming an ordinary mark into a local famous trade mark, particularly caused by the 

proactive role played by the relevant authorities. 

4.5.3.2 Difference 2: Authorities’ Degree of Intervention  

The status of being a famous trade mark does not always equate to being recognised as 

such by a competent authority. Six basic scenarios exist: 

 

 

 

 

 
687 E.g., Nike (Nike, Inc. v. Nikepal Int'l, Inc., 2007 WL 2782030, 84 U.S.P.Q.2d (BNA) 1820 (E.D. Cal. 

Sept. 18, 2007).), LV (Louis Vuitton Malletier SA v Haute Diggity Dog LLC 507 F 5d 252 (CA4 2007)) 
688 It is argued that the requirement of niche fame was of ‘practical consideration rather than conceptual 

supremacy’, which aimed to offer the equal access of member states to dilution protection. See: 

Senftleben 2009.  
689 See BOIP, ‘Well-known trademark’, available at <https://www.boip.int/en/glossary>. 
690 Kur & Senftleben 2017, p. 350. It provides: ‘Judging from published case law of the CJEU and 

national courts in EU Member States, well-known trade marks do not play a major role in practice.’ 



  

Table 10: Interaction scenarios between a mark and a competent authority 

 

A B C D 

Scenarios A mark Interactions A competent authority 

1 
In reality, has 

reached the 

corresponding 

threshold of 

being famous 

→ 
Determines whether the mark is a 

famous mark or not 

2 Takes no action 

3  
Proactively determines a mark as a 

local famous trade mark 

4 
In reality, has 

not reached the 

corresponding 

threshold of 

being famous 

→ 
Determines whether the mark is a 

famous mark or not 

5 Takes no action 

6  
Proactively determines a mark as a 

local famous trade mark 

 

 

The respective scenarios present the interactions between a mark and the competent 

authorities. A mark may have reached the threshold of being famous while it has not yet 

achieved famous trade mark status in a legal sense, unless being ‘officialised’ via specific 

procedures by the relevant authorities. 

The transformation from column B to D requires to be done via a specific procedure. 

Many trade marks might have already met the necessary criteria for achieving famous 

trade mark status. However, not all of them have been, will be, or need to be placed in the 

specific procedures to be officially recognised as famous trade marks.  

In a broader sense, a famous trade mark passively comes into being, not independently or 

proactively. That means that the jump from ordinary to well-known or famous in the legal 

sense ought to be triggered by the existence and request of a counter-party.  

As a common practice in most jurisdictions, determining whether a mark is famous 

happens passively for Trade Mark Offices and courts (as in the row C1 or C4). For 



  

example, in the EU, the current special protection regime of trade marks with a reputation 

is mainly stipulated in the following two aspects.  

The first aspect concerns the risk of infringement of a trade mark with a reputation as a 

particular ground for refusal or invalidity for the latter marks. This involves Article 8(5) 

of the EUTMR and Article 5.3(a) of the EUTMD. The second aspect concerns a particular 

ground for infringements, which is provided by Article 9.2(c) of the EUTMR and Article 

10.2(c) of the EUTMD.691 

A relevant authority does, in other words, not proactively initiate the procedure of 

determining whether a trade mark is a well-known trade mark or not in the absence of a 

third-party’s request or statutory requirements. 

In the US, the determination of whether a trade mark is famous or not merely takes places 

in the presence of conflicts or a counter-party in the infringement scenario.692 

In other words, relevant EU and US practices do not evaluate whether a trade mark is 

famous in an isolated and proactive manner. Such passive, dependent approach is 

reasonable, considering that being well-known or famous is a dynamic and constantly 

 
691 Article 9.2(c) of the EUTMR reads as follows: 

‘Without prejudice to the rights of proprietors acquired before the filing date or the priority date of the EU 

trade mark, the proprietor of that EU trade mark shall be entitled to prevent all third parties not having his 

consent from using in the course of trade, in relation to goods or services, any sign where: 

(a) … (b) … (c) the sign is identical with, or similar to, the EU trade mark irrespective of whether it is 

used in relation to goods or services which are identical with, similar to or not similar to those for which 

the EU trade mark is registered, where the latter has a reputation in the Union and where use of that sign 

without due cause takes unfair advantage of, or is detrimental to, the distinctive character or the repute of 

the EU trade mark.’ 

Article 10.2(c) of EUTMD reads as follows: 

‘Without prejudice to the rights of proprietors acquired before the filing date or the priority date of the 

registered trade mark, the proprietor of that registered trade mark shall be entitled to prevent all third 

parties not having his consent from using in the course of trade, in relation to goods or services, any sign 

where: (a)… (b)… (c) (c) the sign is identical with, or similar to, the trade mark irrespective of whether it 

is used in relation to goods or services which are identical with, similar to, or not similar to, those for 

which the trade mark is registered, where the latter has a reputation in the Member State and where the 

use of that sign without due cause takes unfair advantage of, or is detrimental to, the distinctive character 

or the repute of the trade mark.’ 
692 See USPTO, ‘Well-known Marks’, available at <https://www.uspto.gov/ip-policy/trademark-

policy/well-known-marks>. It provides: ‘The USPTO will refuse registration of, or a third party may seek 

to oppose or cancel, a mark that conflicts with registered or unregistered well-known marks, foreign or 

domestic, that meet the test under Sections 2(a) and (d) of the Lanham Act.  

(…) The owner of a well-known mark may bring an action in U.S. federal court for trade mark 

infringement under Section 43(a) of the Lanham Act. 

(…) In addition to these grounds, in certain cases the owner of a well-known mark that rises to the level 

of being “famous” may bring an action against another use of the mark in U.S. federal courts or may seek 

to oppose or cancel another’s application or registration for the mark on the grounds of likelihood of 

dilution.’ 



  

changing factor confined to a specific time, space and goods or services. Accordingly, as 

far as the right holders are concerned, those whose mark is officially evaluated as ‘famous’ 

do not take being a famous trade mark as a repeatedly-usable honourable title. Thus, they 

do not do the follow-up exploitations of the famous trade mark, e.g., advertising their 

famous trade marks via marketing materials. Nor do they have the motivation to 

proactively seek gains by pursuing their trade marks to be identified as ‘famous’ by a 

court or competent authorities. 

As Table 10 illustrates, the Chinese local famous trade marks, took a distinctively 

different approach. In China, a request launched by a counter-party is not a constitutive 

requirement for determining a trade mark as a local famous trade mark. The event of such 

a decision takes place before a request is submitted by a third party, and by the trade mark 

proprietor who seeks its trade mark to be rendered the local famous trade mark title. The 

local authorities managed to annually and proactively confer the title of ‘famous (著名)’ 

to local trade marks. From the right holders’ perspective and given the significant benefits 

the respective title entails, these local authorities were equally involved in the local 

famous trade mark title campaign.  

4.5.3.3 Difference 3: Condition of Application and Assessment Criteria 

Compared with the famous trade mark systems (here, again, the term famous trade mark 

is used as an umbrella term), the EU and China apply different approaches in terms of the 

logic and criteria of recognition.  

On the condition of applying trade marks with reputation protection, the EU has a rather 

strict and limited scope of application. Any failure of one of the four conditions leads to 

the inapplicability of Article 8(5) EUTMR on the protection of trade marks with 

reputation. By doing so, the EU approach makes a relatively balanced choice between the 

extended scope of protection towards the trade mark with reputation with the other parties’ 

justified uses.  

Furthermore, on the criteria of assessing a trade mark’s reputation, the EU applies a non-

exhaustive list, which does not preclude any possible means that can be used to describe 

or prove a trade mark’s reputation. By doing that, the EU approach sticks to the ends of 

the provision. It does not alienate into pure protection of investment per se, but into the 



  

protection of the results caused by the investments or by the other means that built up a 

trade mark’s reputation.  

In China, however, the local famous trade mark local laws do not provide similar 

restraints. On the contrary, the local famous trade mark approach is rather of loose and 

unbalanced in nature. As previously noted, both the applicants of the local famous trade 

mark title and the trade mark involved must be ‘local’ and have good performance and 

contribution to the local economy. Accordingly, criteria like ‘good reputation in the 

market’ and ‘good awareness among consumers’ are not of strict exclusivity, which leads 

to the fact that plenty of trade marks fit such loose bars of local famous trade marks.  

Suppose all of those eligible trade marks are indeed granted the title of local famous trade 

marks, this would then create a large number of local famous trade marks with a 

significantly more extended scope of protection than that of ordinary trade marks. The 

massive number of local famous trade marks in the markets presents an unbalanced 

interest, particularly for the welfare of consumers and the fair chances for other trade 

mark proprietors. 

Even worse, among the many eligible trade marks, the local governmental authorities 

make the final selection of local famous trade marks, leaving space for covert deals. 

4.5.3.4 Difference 4: Ex-Ante (Mis-)Judgment Ex-Post Judgment 

Per the distinct degrees of authorities’ intervention, the local famous trade mark features 

another notable difference from the other aforementioned famous trade marks and the 

well-known trade marks in China.  

The local famous trade mark proprietors are rendered the privilege of using the local 

famous trade mark logo on their products and for marketing uses for a certain period of 

time, which is, normally, for three years. Putting aside the concerns about whether the 

criteria for selecting the local famous trade marks could indeed reflect the famousness of 

a trade mark, the governmental authorities are casting ex-ante misjudgement to the local 

famous trade marks. The ex-ante misjudgement assumes that the local famous trade mark 

will stay in the same or similar status during the upcoming years. For the fast-changing 

business world, such isolated and static pre-judgment provides no helpful information to 

consumers, although it does grant a solid shield – a protective umbrella – for the local 

famous trade mark proprietors.  



  

On the contrary, the well-kown trade mark in China and the other famous trade marks 

discussed in this study all adopted the ‘passive recognization and valid only on the case-

by-case basis’ approach. Such an approach captures the relativity in comparing trade 

marks and ever-changeability in the business world, which leaves the discretion to 

consumers and thus respects their judgments.  

4.5.4 Causes for the Differences 

4.5.4.1 Chinese Local Authorities’ Inner Drive: Promotion Tournament 

The stakeholders of the local famous trade mark regime involve at least three parties: 

local governments, enterprises and consumers. Amongst them, local governments and 

enterprises are active and advantaged, whilst the voice of the disadvantaged third party, 

consumers, is hard to hear. The motivations of enterprises in the local famous trade mark 

run are apparent, which are, fundamentally, aimed at profit. One question worth exploring 

is why local governments have shown such great interest in local famous trade marks.  

The ‘political promotion tournament’ theory,693 hereinafter referred to as ‘the PPT’, is 

helpful in understanding local governments’ enduring enthusiasm for promoting local 

economic development. The local famous trade mark is one typical economic-incentive 

tool used by local governments. 

Under the centralized political system in China, the PPT and the corresponding criteria 

are set by superior government organizations for lower government organizations, 

typically when a vacancy in the superior government organization needs to be filled. 

Usually, indicators are chosen that can be easily quantified, inter alia, economic indicators 

such as GDP and the number of local famous trade marks. 

Economic performance has been the core element in evaluating political achievements by 

local governments and officials. That is particularly the case after the Reform and 

Opening-up Policy started in 1979 and Deng Xiaoping’s proposition of ‘taking economic 

construction as the central task’ was presented at the cadre meeting convened by the CPC 

Central Committee on 16 January 1980. The local economic performance, ultimately, will 

 
693 See 周黎安[Li’an Zhou], ‘《中国地方官员的晋升锦标赛模式研究》’[A study of the promotion 

tournament model for local officials in China], 《经济研究》2007(7)[Economic research journal, 

2007(7)], 第 36-50 页[p. 36-50]. Zhou wrote that: ‘Over the past 30 years, Chinese local governments 

have played a crucial role in regional economic growth. Their enthusiasm to seek all possible sources for 

investment and promote local economic development is rare in the world.’ 



  

play an important role in evaluating local officials’ political achievements and the 

following promotions. It is thus placed as a central priority during their term of office.694 

The local famous trade mark related work is closely linked to local governments’ 

performance. For local authorities, the number of local famous trade marks is one of the 

figures that must be reported to the central government yearly.  

Reciprocal causation can be observed between the promotion of the local economy with 

the selection of local famous trade marks. Simply put, local authorities render the title of 

local famous trade mark to those local enterprises that have been doing well economically 

(e.g., large taxpayers). By obtaining the local famous trade mark title, those enterprises 

enjoy a significantly extended scope of protection toward their trade marks. That, in return, 

contributes to the development of the enterprises’ performance. 

Thus, local governments have used the local famous trade mark mechanism as one of the 

tools bearing both economic and factual functions to consolidate and promote the 

development of local businesses. The fundamental purpose of the local famous trade mark 

mechanism lies in stimulating local economic developments; granting the title of the local 

famous trade mark is merely a means to that end. 

Such economic-incentive-oriented use is not new or totally irrational for individual cases. 

In China, it accords with ‘taking economic construction as the central task’ as upheld by 

the Party’s primary line. In a greater sense, there is a similar way of use in other 

jurisdictions, such as in the Marchi Storici promoted by Italy, which provides certain 

trade marks the possibility to be listed on the national register of historical trade marks 

and to use the ‘Historical trade mark of national interest’ logo on their products.695 

In principle, the parts that conflict with the rational basis of trade marks and trade mark 

law should be discarded, while the justifiable parts can be retained. This also constitutes 

one of the basic approaches this research has taken for unknotting the tension between 

the ideal-typical function of local famous trade mark right and the use to which a given 

right is put under the influence of economic and technological factors, as stated at the end 

of chapter 2. 

 
694 ibid.  
695 See Vinci, G., Maddaloni, L., Prencipe, S. A., & Ruggeri, M. (2022). Quality and Historical Marks of 

National Interest: The Italian Case Study. Standards, 2(2), 106-120. 



  

If we take this one step further, one characteristic of the PPT is that it is a zero-sum game 

resulting from the limited availability of promotion positions versus the high number of 

candidates. The zero-sum characteristic explains the core reasons why the respective local 

famous trade mark mechanisms can easily cause problems such as regional protectionism, 

vicious competition between regions, and short-sighted utilitarian growth of GDP 

flourishing. Second, it provides a perspective on why no local governments have taken 

the initiative to abolish the local famous trade mark mechanism in their administrative 

region.  

Thus, an interim conclusion can be drawn. In the absence of explicit instructions from the 

Central Government to stop the local famous trade mark systems, local governments will 

not take the initiative to cancel the latter. Having treated local famous trade mark related 

work as one of the solid pieces of proof for economic performance, it is doubtful – if not 

impossible – that local governmental officials will put the interest of consumers or the 

overall domestic economy as a higher priority than their political career. 

4.5.4.2 Different Objects of Protection and Objectives  

As to the purposes of establishing famous trade mark protection, the US and the EU both 

support protecting trade mark proprietors’ interests and investments and the advertising 

function derived from trade marks.  

The local famous trade mark regime in China does include investment-protection 

elements as well. However, the massive policy-led purposes are notably closely linked 

with each specific factor considered in local famous trade mark protection, including 

investment protection. As previously elaborated, the local famous trade mark regime is 

fundamentally a tool for, inter alia, developing the local economy and implementing the 

National Trade Mark Strategy. While achieving the ultimate goal, investment-protecting 

seems to be a side consequence instead of a pursuing objective. 

A significant difference between the local famous trade mark approach and the rest 

famous trade mark approaches lies in the reversed causality. For instance, the EU 

approach, aiming to protect the interest of trade mark with reputation, allows a non-

exclusive list of factors for parties to describe and assess reputation. The implied logic is 

that if a trade mark is of reputation, it reflects so in many ways, each of which should all 

be allowed to prove the respective reputation.  



  

On the contrary, the local famous trade mark approach pre-selects a limited number of 

explicit factors, mostly related to local economic contributions. It presumes the status of 

‘famous ( 著 名 )’ per those factors. This causality-reversed logic is problematic. It 

simplifies the concept of ‘famous’, changeable over time, and many other aspects into 

economically performing well locally.  

Moreover, per the criteria of defining a local famous trade mark, it is observable that the 

objects of local famous trade marks’ protection are, in fact, not the trade mark proprietors’ 

investment per se, but the local enterprises who perform well economically and have a 

positive contribution to the local economy. Therefore, I argue that the objects of local 

famous trade marks’ protection are rather the local enterprises’ contributions to the local 

economy.  

Furthermore, concerning the modalities in realizing the respective purposes mentioned 

above, the famous trade mark regimes in the US and EU, together with the well-known 

trade mark system in China, are designed based on infringed interests (to remedy the 

infringed loss, hereinafter referred to as the ‘filling-up approach’). The local famous trade 

mark was designed to grant the already well-performing (in pre-determined aspects) local 

famous trade marks even more extensive rights (to add extra protection to keep trade mark 

rights intact, the ‘adding more approach’). In other words, the local famous trade mark 

system does not rely on a trade mark’s justified rights’ risk of being infringed, but on an 

additional reward to the locally economically well-performed trade mark proprietors. 

       

 
Figure 7 The ‘filling-up’ approach and the ‘adding more’ approach 

 

 



  

4.5.4.3 Interim Observation 

The aforementioned ‘plus approach’ is unusual because intellectual property regimes are 

essentially composed of prohibitive norms. However, it would be overly rushed to 

conclude that the ‘plus approach’ should be abolished altogether. What matters here is 

whether there is a specific valid justification(s)696 for local famous trade marks as an 

appropriate governmental intervention in market activities.  

Accordingly, it is necessary to review the previously-mentioned objectives of having the 

local famous trade mark systems in two aspects: the textual aspect and the inner drives. 

First, per the texts of the local famous trade mark local laws, there are five common 

legislative goals: 

    (1) Protect legitimate rights and interests of the local famous trade mark proprietors 

(and the users); 

    (2) Regulate the recognition of local famous trade mark; 

    (3) Promote (local) economic development; 

    (4) Protect the legitimate rights and interests of consumers; 

    (5) Maintain social economic order. 

The second aspect concerns that the inner drive of the local governments’ having the local 

famous trade marks is notable. They are to boost the local economy and to present easily 

quantifiable achievements, e.g., in the IPRs protection, for promotions in the Chinese 

governmental system.    

The five textual goals and the two inner drives, together, can be divided into two 

categories: the one that concerns consumers, i.e., goal (4), and the rest. These two 

categories present apparently unequal strength and power, and consumers are the rather 

 
696 See Hilty, R. M. (2007). The law against unfair competition and its interfaces. In Law Against Unfair 

Competition (pp. 1-52). Springer, Berlin, Heidelberg: ‘In a constitutional state (‘Rechtsstaat’), committed 

to liberal values, the intervention of the legislator in the market forces of free competition requires a 

specific justification.’ 



  

passive group and are the most vulnerable one697 in the local famous trade mark-related 

parties. 

Therefore, the core evaluation of whether the local famous trade mark system is justified 

lies in whether it has fulfilled its claimed goal of protecting consumers’ legitimate rights 

and interests. That inquiry is pivoted in the analyses in chapter 5 and in the policy 

recommendations this study provides in chapter 6 and is the essential benchmark in 

answering the core research questions laid out in §1.2. 

4.6 Summary 

This chapter has compared local famous trade mark with conventional famous trade 

marks at different levels (internationally, regionally and nationally). The comparisons 

were conducted considering the seemingly synonym status of the local famous trade mark 

with other famous trade marks and their similar broader scope of protection vis-à-vis 

ordinary trade marks.  

As stated at the end of chapter 3, if the local famous trade mark is, per the essentially 

similar rationales and modality of protections, a sub-category under the widely-accepted 

conventional famous trade marks, it has a factually valid justification of existence. 

Therefore, this chapter aimed to answer the following question: are local famous trade 

marks indeed a sort of famous trade mark that are consistent with similar general trade 

marks in the conventional sense? If not, to what extent do local famous trade marks 

overlap with or are divergent from the respective famous trade marks?  

Upon analysis, this chapter has established that the local famous trade mark regime in 

China has unique features diverging from relevant conventional practices, although it also 

appears to share some similarities. Therefore, the according justifications of those famous 

trade marks cannot be used to justify the local famous trade mark.  

This chapter has also explored the causes of the essential differences between local 

famous trade marks and famous trade marks. It was pointed out that, given that China did 

have a history of the misuse of the well-known mark regime, the approach of making the 

already strong local famous trade marks even stronger raises concerns regarding the 

 
697 See, e.g., European Commission. Understanding consumer vulnerability in the EU’s key markets. 

Published on 27 January 2016 at <https://commission.europa.eu/publications/understanding-consumer-

vulnerability-eus-key-markets_en>, last accessed on 1 July 2022. 



  

reoccurrence of similar misuses with well-known marks. Moreover, well-known trade 

marks and local famous trade marks in China are of similar appearance and local famous 

trade marks take advantage of the absence of explicit restraints from the legislative level 

and enjoy a more extensive scope of protection compared to ordinary trade marks. 

Although differences are in place, they do not entail entirely abolishing the local famous 

trade mark system. The trade mark legislations and regulations in jurisdictions are not 

identical. The differences, however, are assessable by applying various benchmarks. The 

first and basic benchmark would be to return to the core trade mark protection rationale. 

Secondly, considering the fact that local famous trade mark is a government intervention 

in the market activities that significantly benefit specific market subjects, I have employed 

the second benchmark: balancing the interests of the market subjects. Accordingly, 

chapter 5 assesses the local famous trade marks and spots the red lines that they and 

similar government interventions should avoid crossing. Chapter 6 will subsequently 

provide policy recommendations for improving the local famous trade mark system. 

Improved insights into a comprehensively designed regime might carry forward the local 

famous trade marks’ strengths and modify its weaknesses without prejudice according to 

the fundamental rational basis of trade mark protection.  
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As discussed in chapters 3 and 4, the local famous trade mark regime in China has unique 

features diverging from relevant conventional protection to famous trade marks, although 

it also appears to share some similarities. However, being different does not necessarily 

mean the respective regime should simply be abolished – trade mark legislations and 

regulations in different jurisdictions are not identical to each other. Amongst all the 

discovered differences, there might be parts that are worth retaining, and parts that need 

to be eliminated or changed, as the local famous trade mark system is a complex regime 

containing multiple aspects.  

This chapter aims to further analyse local famous trade marks and seeks answers to the 

core research questions in the Introduction (§1.2):  

1. Is the local famous trade mark, as a governmental intervention, appropriate or 

excessive?  

2. What should be the benchmarks for evaluation?  

3. How should the local famous trade mark system be changed in accordance with 

the appropriate degree of intervention? 

This chapter first places the local famous trade mark under an assessment framework with 

the two main benchmarks established in the previous chapters and then considers China’s 

social context, exploring the scope of the appropriate government interventions, per 

which policy recommendations will be provided.  

Section 5.1 lays out the methodology of this chapter. Per the previous chapters, §5.2 gives 

an overall review of the local famous trade mark system and reaches a preliminary 

observation regarding the two benchmarks. Further, §5.3 and §5.4 take a closer look by 

scrutinizing the local famous trade mark under the two benchmarks and put up with five 

specific corresponding policy recommendations. Further, §5.5 zooms out to the broader 

social context of China and looks into the institutional difficulties and the direction of 

future development governmental interventions to the market activities that are similar to 

the local famous trade mark. In response to that, the sixth policy recommendation is 

provided.  



  

5.1 Methodology: ‘Red Lines’ and Policy Recommendations  

The assessment framework I apply in the following sections consists of two benchmarks: 

the core trade mark protection rationale and the balance of interests of market subjects. 

Of course, an assessment framework can consist of many criteria or elements depending 

on the purpose and approach of the very assessment.  

The benchmarks I use are based on the minimum standards that the local famous trade 

mark should meet, or, in other words, the red lines that a system such as a local famous 

trade mark avoids to cross. Such a minimum benchmark is certainly more universally 

applicable than a collection of meticulous benchmarks with regard to similar government 

interventions and can be used as a first step in testing government interventions. 

I have adopted these two benchmarks for two reasons. First, local famous trade marks 

constitute and are selected from trade marks. Therefore, they should be consistent with 

the core trade mark protection rationale: a trade mark should reduce consumers’ search 

costs through the core function of source identification. 

As for the second benchmark, the disparity in power amongst stakeholders must be well-

noted in the assessment. Inter alia, the rule-maker and enforcement authorities as the most 

potent parties, should refrain from sacrificing the most vulnerable yet silent party in 

policy-making, i.e., consumers. Such desired refraining considerations present 

themselves in red lines as benchmarks for the overreaching trade mark protection-related 

governmental interventions and are, therefore, to be avoided.  

Furthermore, interest-balancing is not merely established to increase the focus on 

consumers’ interest, but also on the trade mark proprietors whose trade mark(s) are not 

selected as local famous trade marks. Failing to advance can be interpreted as dropping 

behind – the ‘non-local famous trade marks’ could be seen, by less well-knowledgeable 

consumers as being inferior to the local famous trade marks.  

These two benchmarks are of primary and secondary importance, respectively. First, the 

more important benchmark is the core rationale of the trade mark. Whatever benefits a 

system relating to trade marks, whatever the benefits it may bring, it must – at the very 

least – not impede the functioning of the core rationale of the trade mark. Second, the 

balance of interests of market players is a necessary complement to the first benchmark, 

emphasising and extending it. The second benchmark is proposed since the local famous 



  

trade mark is, essentially, a form of government intervention in a market player. The 

action issuer of this intervention, and in this case the government department in general, 

should bear in mind the need to balance the interests of market players. They ought not 

to disregard vulnerable groups in the process of ensuring the unhindered implementation 

of the core principles of the trade mark. 

Following the evaluation of the two benchmarks, the characteristics of the local famous 

trade mark system will be divided into two broad categories, namely: (1) deficiencies that 

do not comply with both benchmarks and, therefore, fundamentally affect the very 

foundations of the existence of the local famous trade mark system, and (2) other 

deficiencies that do not involve essentials, i.e., do not violate benchmark 1. The latter, 

while also having room for improvement, are not in themselves deficiencies that must be 

immediately discarded.  

For the above-mentioned categories (1), I will analyse four red lines that should be noted 

and provide the corresponding policy recommendations for which the local famous trade 

mark system should be changed. 

5.2 Overall Review of Local Famous Trade Mark 

This section offers an overview of the local famous trade mark’s features on the 

previously-covered local famous trade mark system. It places each specific feature in light 

of the two respective benchmarks and categorizes the results into two groups: one that 

does not directly or fundamentally harm the well-functioning of the two benchmarks and 

the other one that does. Those local famous trade mark’s features that are not in line with 

the two benchmarks are the ‘red lines’ that should be changed. This section will conclude 

by offering policy recommendations.  

5.2.1 Deconstruction of Local Famous Trade Mark’s Features 

Chapter 2 provided a preliminary, description-centric exploration of the definition of a 

local famous trade mark. The further analysis-dimensions provided in this chapter 

regarding trade marks and famous trade marks enabled a more in-depth critical review of 

the local famous trade mark system. This current section conducts an item-by-item review 

of the local famous trade marks’ basic features provided in chapter 2.  



  

As noted earlier, the local famous trade mark systems have the respective local laws as 

the source of law. Lacking a centralized unitary upper law as a direct regulation, the local 

famous trade mark local laws feature arbitrariness. Each local famous trade mark local 

law could easily differ from the others in terms of the criteria of the qualified local famous 

trade marks, the scope of protection, or the validity time of the local famous trade mark 

title. The arbitrariness leads to the fact that the local famous trade marks from different 

administrative regions may be selected per different criteria. However, from a consumer 

perspective, such differences are not easily noticeable.  

The local laws empower the competent authorities of the local famous trade mark: 

governmental administrative authorities. Following the public-power-centric IPRs 

governance style, the administrative authorities take proactive approaches in trade mark 

governance. Such a proactive approach, together with the arbitrariness of local famous 

trade mark’s local laws, e.g., criteria of selections, leads to distinct informative 

advantages held by the administrative authorities and the disadvantage for consumers. 

Regarding the definition of local famous trade marks, the narrow definitions share two 

elements: a local famous trade mark must be ‘famous (著名)’, and it must be approved 

by the local administrative competent authority. The administrative approval is a typical 

intervention in market activities, which indicates that merely being ‘famous’ is 

insufficient for a trade mark becoming a local famous trade mark. Instead, the trade mark 

must go through another procedure to be administratively identified as a local famous 

trade mark. In the gap between the fact of being famous and being actually rendered the 

title of a local famous trade mark, the possibility of mishandling exists, like corruption 

and providing dishonest favours to local companies.  

Chapter 2 did not merely address the narrow definitions of local famous trade marks but 

also elaborated on the common aspects all local famous trade mark local laws regulate. It 

found that the eligible candidates of local famous trade marks must be the trade mark 

proprietors (normally companies) that are registered locally and thus have local tax 

contributions. Furthermore, the eligible trade marks must be of stability (in terms of 

having been registered for a certain period of time, good quality of goods/service, and a 

good reputation amongst consumers) and of leading economic performances (in terms of, 

e.g., sales, market share and tax contribution). However, commercial successes do not 

necessarily lead to a trade mark being famous, or vice versa. Linking several pre-



  

determined economic criteria as part of the necessary conditions of becoming a local 

famous trade mark lacks justification and is therefore problematic.  

Moreover, chapter 2 explored the scope of validity of the local famous trade mark title. 

Geographically, a local famous trade mark is merely ‘famous ( 著 名 )’ within the 

administrative region in which the trade mark is rendered the local famous trade mark 

title. Meanwhile, products move freely in the domestic market of China. For example, in 

a province A area for similar products in a supermarket, there are three catalogues of 

products: one not bearing any local famous trade mark label, one with the label of ‘local 

famous trade mark of province A’, and one with the label of ‘local famous trade mark 

label from province B’. Due to the different criteria implemented by provinces A and B 

in selecting the local famous trade marks, the co-existence of the three categories of 

products can hardly provide consumers with useful information, except for the province 

the product is coming from. On the contrary, the products with a local famous trade mark 

label, given their governmental endorsement appearance, might convey the impression of 

being better than those without a local famous trade mark label, which could be 

misleading.  

In terms of the validity period, a local famous trade mark title is normally valid for three 

years. However, as previously explained, only 12 out of 31 provincial local famous trade 

mark local laws note the subsequent monitoring after rendering the local famous trade 

mark title, which presents a ‘stressing on protection prior to limitation’ approach. 

Furthermore, a practical concern is that it would consume great administrative resources 

to check the rightful uses of the local famous trade mark labels in the market: in order to 

confirm that a valid local famous trade mark label is used only on the correct products, 

the competent authority needs to go through all the products.  

The strong protection of local famous trade marks shows significantly in its scope of 

protection. The protective modalities for local famous trade marks can be divided into 

two categories. Category one is the one-time, one-to-one rewards that have a relatively 

smaller public impact, e.g., the case reward or subsidy. Category two is the protective 

modalities that have a much longer term of validity and involve a much broader audience 

of effects. That includes, e.g., upgrading the enterprises’ names. Worse still is the causing 

of the de facto once-for-all silver bullets, which have upgraded the local famous trade 



  

marks from a one-time – or at most, a specific valid year’s honourable title – to a much 

stronger shield with a much longer beneficial period. 

5.2.2 Differences between Local and Other Famous Trade Marks 

The orthodoxy protection of famous trade marks has been much better developed 

doctrinally and has reached international agreements. The well-known trade mark 

protection in China, at the very beginning, was heavily impacted by the public-power-

oriented administrative governance. It took decades for the well-known trade mark 

protection in China to return to the original intention of the well-known trade mark 

protection at the international level. 

Emerging at the same period of time as the well-known trade mark in China, the local 

famous trade mark systems, at their emergence in the 90s, followed very similar 

protection path with the well-known trade mark in China. Moreover, the term ‘local 

famous trade mark’ looks very similar to ‘well-known trade mark’ in the Chinese 

language sense. It was, therefore, necessary to examine whether the local famous trade 

mark was compatible with the well-accepted protection towards famous trade marks and 

whether the local famous trade mark bore the same justification for having local famous 

trade marks. 

Chapter 4 compared the local famous trade mark with the representative famous trade 

marks at the international, regional and national levels. I found that the local famous trade 

mark does share some similarities with the said orthodoxy famous trade marks, e.g., 

similar appearance and the investment-protection element. However, the local famous 

trade mark features significant differences. Inter alia, it has unique proactive 

administrative authorities’ interventions, which leads to the identification of a certain 

amount of local famous trade marks as an annual event/campaign, instead of being a 

remedy of infringements on a case-by-case basis. The local famous trade mark 

mechanism uses pre-determined and limited criteria to select the local famous trade marks, 

which could not identify the truly ‘famous trade mark’. What the local famous trade mark 

system really protects, therefore, is not trade mark proprietors’ right, but certain 

companies’ local economic contributions.  



  

5.2.3 Interim Observation 

The above two sections have reviewed the local famous trade mark’s features and 

categorised them into two groups: one that does not directly or fundamentally harm the 

well-functioning of the two benchmarks and the other one that does. 

The local famous trade mark’s features that are categorised in the first group do not adhere 

to the minimum standard that an appropriate local famous trade mark system must reach. 

These features include the different standards of local famous trade marks established by 

the local laws. Such features can be improved by advancing and unifying the local laws, 

while the ‘stressing on protection prior to limitation approach’ can be improved by adding 

follow-up checks after rendering the local famous trade mark title. 

As for the second category of local famous trade mark features, two main concerns remain. 

First, the term ‘local famous trade mark’ is a misnomer. It reflects inaccurate information 

and imposes a problematic causality between the limited numbers of economic criteria 

and the status of being famous. This can easily cause consumers’ misunderstanding and 

may also create unfairness for other trade mark owners who have not received the local 

famous trade mark designation (‘not to advance can be interpreted as to drop back’); 

Second, government authorities certifying local famous trade marks should be aware of 

the unequal status in power and cease to disregard the interests of consumers by not 

unfairly harming the interests of other trade mark owners who have not received the local 

famous trade mark designation. 

Based on these two main issues, what, then, should be the direction of improvement? The 

following section conducts an in-depth look into the two main issues under the assessment 

of the respective benchmarks. It will explore the current drawbacks of the local famous 

trade mark designation and give suggestions on how it should be modified as well as on 

the particular composition of Chinese consumers. The aim is to establish the minimum 

administrative actions that should be undertaken in order to not to violate the two 

benchmarks, accompanied by a consideration of the balance of interests. The must-be-

changed aspects are presented as the four red lines that provide the foundation for the 

corresponding policy recommendations. 



  

5.3 Benchmark 1: Trade mark Core Rationale  

The benchmarks I have applied in this study share a common basis: the rational basis of 

trade mark protection, i.e., to reduce consumers’ search costs. Therefore, the first and 

ultimate test of local famous trade marks should be whether their differences from the 

conventional famous trade marks are conform to the basics of justifying trade mark 

protection and thereby reduce the consumers’ search costs. This chapter explores this 

issue from multiple dimensions, spots four red lines for governmental overstepping, and 

thus provides reasoning for the policy recommendations in the following section.  

This section starts with an inquiry into the semiotics perspective to deconstruct the very 

term of ‘local famous trade mark’. In addition to the problems it exposes, this section 

considers the composition of Chinese society’s consumers. The classic take suggests that 

trade mark bolsters trade in markets by performing the origin identification function, in 

order to direct consumers to the goods they desire. Furthermore, trade marks’ additional 

functions, such as advertising, attract consumers’ purchases and incentivize trade mark 

proprietors.698 The satisfactory performance of the source identification function is the 

prerequisite that serves to reduce consumers’ search costs, which then forms the 

fundamental basis of the expenditure of public resources in running the domestic trade 

mark system and in protecting trade marks.699 I argue that, instead of facilitating such 

fundamental basis for trade mark protection, the local famous trade mark mechanism has 

been hindering its satisfactory performance. The obstructions set up by the local famous 

trade mark should be avoided.  

5.3.1 Local Famous Trade Mark Certification: A Misnomer 

A trade mark is not merely a sign per se. Instead, the sign must be designated to specific 

goods or services per the Nice Classification. 700  For member countries to the Nice 

 
698 Schechter 1927. 
699 蒋舸[Ge Jiang]: ‘从地方著名商标制度的废除看商标法理论的规范评价意义’[ The significance of 

the normative evaluation of trademark law theory in the light of the abolition of the local famous trade 

mark system],《现代法学》2018 年第 4 期[Modern Law Science, 2018(4)]. 
700 The Nice Classification was established by the Nice Agreement concluded at the Nice Diplomatic 

Conference on 15 June 1957. Nice Agreement Concerning the International Classification of Goods and 

Services for the Purposes of the Registration of Marks, as last revised at the Stockholm Revision 

Conference, adopted in Stockholm on 14 July 1967, amended on 28 September 1979, 550 U.N.T.S. 45. 

WIPO Lex No. TRT/NICE/001. 



  

Agreement, it is mandatory to use the Nice Classification for the national registrations of 

marks as well as for the international and regional trade mark registration systems.701 

When no further specification regarding classification(s) of goods or services is explicitly 

mentioned, a ‘trade mark’ is a rather vague term that could be mistaken as referring to 

any class of the whole spectrum of forty-five trade mark classes.  

Such an omnipresent way of expression is incorrect and misleading. However, that way 

of expression is avoided deliberately by those groups that should have paid more diligent 

attention. That includes, among other things, those trade marks related to governmental 

authorities who usually verify whether products or services designated to the mark are 

integral components of a trade mark’s complete concept. 

Furthermore, the term ‘local famous trade mark’ could also be mistaken in an omnipresent 

manner whenever the specific goods or services designated to the very trade mark are not 

explicitly pointed out. Unfortunately, that is exactly what happens. A ‘clever’ double-

sidedness feature regarding what is written in the local famous trade mark certificate and 

what is presented on the local famous trade mark-related products can be observed. 

Most of the local famous trade mark certificates issued by local governments have 

specified in which classes or for which products the trade mark is identified as a local 

famous trade mark. As the certificate is shown in Table 2, the local famous trade mark 

title is given to a specific product line. 

However, in the market, what is presented to consumers is not the local famous trade 

mark certificate per se, but products bearing a label of ‘local famous trade mark’. 

Therefore, local famous trade marks are, practically speaking, not correctly referred to as 

‘for a specific class’ or ‘for certain specific goods/services’. The product packaging where 

the wording or a label containing ‘local famous trade mark’ is attached mostly lacks the 

explanation as to which specific class the local famous trade mark is granted. Take the 

previous package of ‘老城隍庙’ as an example (see Figure 2 Local famous trade mark 

label on products’ packaging). Apparently, the class(es) of the trade mark ‘老城隍庙’ is 

not specified on the package. A search on the Chinese trade mark database reveals that 

the trade mark proprietor, as shown in the lower right corner of the package above, namely, 

 
701 Banerji, Malobika. ‘Niceties of the Nice Classification in Asian Trade mark Practice.’ Landslide 4 

(2011): 52.  



  

‘上海老城隍庙五香豆食品有限公司’, owns several ‘老城隍庙’ trade marks in several 

classes.702 However, its ‘local famous trade mark’ title was granted in 2005, only for the 

products of ‘roasted seeds and nuts’, namely, in class 29.  

One may argue that this is also the case when it comes to packaging ordinary trade marks 

not explicitly stating to which goods the trade mark is designated. However, for ordinary 

trade marks, all the trade mark proprietors are working on building a solid connection 

between their trade mark with their products in consumers’ minds, to which the trade 

mark proprietors’ starting point is equal. However, the local famous trade mark labels 

have an exceptional and public-power endorsement appearance. Thus, if no attention is 

paid to their explicit and accurate use on products, the omnipresent impression conveyed 

by the local famous trade mark label will be over coverage to the products that are not 

identified as such, which is unfair to other ordinary trade marks. 

On the other hand, this phenomenon can be partially accounted for. The product or its 

packaging carrying the local famous trade mark text could be interpreted as self-

explanatory, i.e., the title of the local famous trade mark has been merely granted to this 

very product in a specific class. Moreover, it may seem that the local famous trade mark 

owner has to add too many words on their product or packaging by stating ‘the local 

famous trade mark is merely for this specific product’, in particular for small products 

offering limited labelling space. Finally, even if a local famous trade mark owner would 

make an effort to present accurate labelling, such self-discipline might not last, since a 

large number of local famous trade mark local laws do not provide efficient or explicit 

supervision on that point. 

Therefore, if they are not searching for or looking at one local famous trade mark 

certificate and remembering the specific goods which the very certificate identifies as 

‘local famous trade mark’, when consumers are in front of a product with a ‘XX province 

local famous trade mark’ label on it, they will not know exactly how many products under 

that trade mark have been awarded local famous trade mark status. Instead, it would be a 

mere blurred impression combining the very trade mark with the title of a local famous 

trade mark, which is the omnipresent impression I have argued against. In that regard, a 

deviation or a misnomer can be observed because the de facto local famous trade mark 

 
702 In class 29 (no 48047429), class 30 (no 48036864), class 32 (no 48020758), class 33 (no 45083123), 

class 24 (no 845330), class 3 (no 834078).  



  

connotation could be broader than the one defined in the local famous trade mark 

certificate.  

5.3.2 An Unjustified Dyadic Structure of Local Famous Trade Mark 

The previous section has argued that the title of a local famous trade mark a misnomer 

and does not specify the trade mark goods and services designated to which the local 

government grants the honourable title of a local famous trade mark： 

When no further specification regarding classification(s) of goods or services 

are explicitly mentioned, a ‘trade mark’ is a rather vague term that could be 

mistaken as referring to any class of the whole spectra of the forty-five trade 

mark classes.703 

This seems to coincide with the dyadic structure of trade marks. However, the fading 

away of the actual physical product among the triadic trade marks’ internal structure 

involved in the two scenarios is caused by significantly different mechanisms.  

The orthodoxy modern dyadic structure in trade marks is a factual outcome achieved by 

accumulating the recognition of a trade mark’s signifier via investment, marketing and 

other promotion measures. Such an outcome is dynamic in the market, which can be 

changed by other market subjects’ activities and competition. There is no governmental 

recognition that ‘seals’ such dynamic outcomes as a static and unchanging status. 

In the local famous trade mark scenario, the dyadic structure is mainly caused by the 

intervention of the administrative authority in the dynamic trade mark governing and 

functioning system and by the inadequate follow-up measures in supervising the uses of 

the ‘local famous trade mark titles’.704 The evidence the governmental authority asks for 

the local famous trade mark applications covers a limited scope of economic performance, 

which cannot fully or accurately reflect the trade mark’s imprints among consumers, let 

alone showing the dynamic and ever-changing status of a trade mark. Without a true-

factual basis, the public power’s intervention in the market activities that identify a certain 

trade mark as ‘(will keep being)-famous’ is flawed.  

 
703 Supra §5.1.1. 
704 See ibid.  



  

This gives rise to considerable risks caused by institutional defects inherent to the local 

famous trade mark governing system. This goes beyond the actually limited classes the 

local famous trade mark certification is rendered to: specific products rather than the 

respective sign per se – without explicitly limiting the specific class to which the specific 

trade mark has been designated. 

5.3.3 The Ever-Worsening Signified 

With time, the signified among the public’s perceptions triggered by the local famous 

trade mark title has to, inevitably, deteriorate. 

The signified triggered by the local famous trade mark can be roughly divided into four 

categories: the positive signified and the negative signified, at both the individual and the 

collective levels.  

 

Table 11: Four categories of the local famous trade mark signified 

 

Individual level  positive signified negative signified 

Collective level positive signified negative signified 

 

The positive signified, at both levels, does not add new splendours to the already good 

wording (signifier) of ‘famous (著名)’. Instead, they are absorbed by the much-praised 

base colour of the local famous trade mark. Even though the negative signified merely 

takes places at the individual level, it could be swiftly disseminated across the whole 

domestic market of China and cause a gradual accumulation of negative signified toward 

the local famous trade mark as a whole. A known and much-maligned example is the Line 

Three Xi’an subway cable incident in 2017. 

Within the scope of the four categories of local famous trade mark signified, the Xi’an 

subway cable incident belongs to the negative signified at both the individual and 

collective levels. The incident was exposed through an employee working at the local 

famous trade mark proprietor’s company. The negative comment was a parole, i.e., 

personal imprint, by the said employee. Through media and social discussion, the parole 



  

quickly and extensively reached throughout China and gradually changed public opinion 

about not only the Line Three cable, but also the local famous trade mark mechanism.  

That process is comparable to the fragile or delicate feature of a good reputation or 

goodwill, which may take years to establish but can be destroyed overnight. In particular, 

once the subject is exposed as fundamentally unfair or designed with fatal flaws, it 

disintegrates the positive signified at both the individual and the collective level. 

The literal and intended tone of the term local famous trade mark is commendatory. 

Because of that, the individual’s experienced positive signified regarding local famous 

trade marks will be perceived as they should be, like water droplets in the ocean. The 

negative signified, e.g., the Aokai cable tragedy, is like dripping a drop of black ink into 

a bottle of clean water, which is easily noticeable. Therefore, with increasing negative 

news, the overall local famous trade mark’s signified can only be ever-deteriorating with 

the accumulated negative signified. 

5.3.4 Red line 1: Terminology Matters  

5.3.4.1 The Inaccurate Terminology  

The local famous trade mark honourable administrative title per se is allowed to be used 

on marketing materials and products. Hence, in semiotic terms, the local famous trade 

mark is a signifier administrative authorities intend to attach to a trade mark or specific 

goods. 

As shown in this study, the wording of a local famous trade mark generates an underlying 

duplicity. A deviation can be observed because the de facto connotation of a local famous 

trade mark turns out to be much broader than the one explicitly defined in a local famous 

trade mark certificate. The local famous trade mark signifier is a compelling one. 

Considering that the administrative authority is the issuer, it differs from all the others not 

granted by administrative powers.  

Such a deviation, or a misnomer, disturbs the original function of a trade mark, which is 

done by disturbing the communication channel that trade mark proprietors strive to 

establish between their trade mark and the specific product or services with consumers’ 

perception. If we compare the 45 classes of goods/services to 45 communication channels, 

the ones where the function of origin indication works well can be considered as ‘marked 



  

distinctly’ in the relevant public’s perspectives, and they therefore indicate the origin of 

goods or services, i.e., as trade marks.   

The local famous trade marks, as misnomers, convey to the public that ‘all of the 45 

communication channels of this trade mark are governmental-endorsed’. Such incorrect 

messages give the local famous trade marks unjustified polishing effects, which affects 

the consumers only reversely by increasing their search costs to find the desired trade 

marks’ products or services, which goes against the rational basis of having trade marks. 

On the other hand, the ever-worsening signified discussed in the previous sections has 

formed a new common source with a negative connotation. The latter works as a dark 

cloud over all local famous trade mark proprietors and tends to create a vicious circle. 

Moreover, if consumers continue to distrust local famous trade marks, sales of those 

relatively more accurately certified goods could also suffer. 

Since they are granted by local governments, the title of local famous trade mark works 

as an extra-strong indicator, as for certifying trade marks provided by third parties. Thus, 

the respective indicator works as a potent source of interference, and its elimination will 

cost extra effort from the consumers’ side. 

The local famous trade mark signifier was branded and promoted as an administratively 

endorsed shorthand indicator that was claimed to benefit the economy, market and 

consumers. However, the certification wording was not chosen carefully and failed to 

restrict the necessary scope of endorsement. Thus, combined with the strong enforcement 

power of administrative authorities, the claimed rational basis for adding this particular 

signifier remains unjustified.   

5.3.4.2 Easily Altered and Imperceptible Terminology 

The local famous trade mark regime has caught the attention at the national level and has 

officially received a red card. However, merely halting the regime’s advancement is still 

far from getting to the root of the problem. This is due to the fact that the local famous 

trade mark per se is a text of an easily altered but imperceptible nature. 

From a semiotic perspective, ‘驰名商标 (famous trade mark)’ and ‘著名商标 (local 

famous trade mark)’ in Chinese are two highly similar signifiers. They are both 

commendatory terms and seemingly attribute a degree of fame. Thus, consumers who do 



  

not possess specific knowledge regarding the respective differences can easily perceive 

the two as identical, thus taking them as triggering the same signified. It is exactly those 

not-easily-noticeable features of the enormous differences in the two terms’ connotations 

that serve as the critical drives for the prosperity of the local famous trade mark regime. 

That enabled the continuation of abusing the well-known trade mark title on, for example, 

marketing advertisements; instead of using the relatively stricter regulated term ‘well-

known trade mark’, the term ‘local famous trade mark’ was employed. 

There are a few synonyms for ‘well-known’ and ‘famous (著名)’ in the Chinese language. 

Below is a chart demonstrating examples of similar synonyms, all of which are 

commendatory terms as well: 

 

 

Table 12: Synonyms for well-known trade marks and local famous trade marks 

 

Formal definite term 

Well-known Famous 

驰名 著名 

Alternative synonyms 

(The identical Chinese characters are 

highlighted in red) 

着名 

 

闻名 知名 盛名 有名 扬名 

… … 

 

 

Concerns were then raised by commentators after a mere halt was placed with regard to 

the local famous trade mark regime;705 the latter could hardly prevent similar local famous 

trade mark regimes from emerging and propagating themselves. The channels of 

resuming mechanisms similar to the local famous trade marks are unimpeded. A simple 

alternative scenario of bypassing the official prohibition on using local famous trade mark 

would be that local governments could easily establish a ‘local famous trade mark alike 

 
705 Paper 2018. 



  

mechanism’ using any of the synonyms mentioned in the table above. The new term will 

not look much different from the former misuse of the local famous trade mark system as 

an alternative to the well-known mark system. With such implicit ‘disguise’, the de facto 

local famous trade mark system is kept operating. 

On 12 May 2021, the AMR706 of Nanjing City (of Jiangsu Province) and the Jiangsu 

provincial trade mark association decided to promote extra protection towards two new 

types of ‘local famous-trade-mark-alike trade marks’:707 

Highly (‘高’) known (‘知名’) trade mark (of Jiangsu Province) 

Key (‘重点’) trade mark (of Jiangsu Province) 

As reported, the purpose of establishing the ‘highly known trade mark’ was to encourage 

and guide more enterprises to strive for the highly known trade marks in Jiangsu. 708 

Furthermore, having the ‘key trade mark’ equals implementing ‘key protection’ for the 

known trade marks in Jiangsu 

 Province that have been seriously infringed. Both measures are cast in the same mould 

with the protection mode of the local famous trade mark mechanism. Consequently, the 

same de facto abuse of the local famous trade mark mechanism can easily and quickly 

reoccur.  

5.3.4.3 Policy Recommendation 1: Note the Precision of Terminology 

Per the analyses provided in the sections above that have explored the red line 1 for the 

local famous trade mark, a corresponding policy recommendation is that the terminology 

of such governmental rendered honourable titles, at least, should not be vague or general. 

Instead, it must be precise in terms of which class(s) of goods/services a trade mark is 

offered such honourable title.  

Similar terminologies could easily be used to bypass the mere ‘red card’ towards the local 

famous trade mark. One single, strict prohibition enforcement targeting one type of 

governmental action, e.g., issuing a red card to the local famous trade mark mechanism, 

 
706 i.e., the Administration for Market Regulation. 
707 China Quality News (中国质量报), ‘China Brand Day Theme Event held in Nanjing, Jiangsu’[江苏南

京举办中国品牌日主题活动], available at <https://m.cqn.com.cn/zgzlb/content/2021-

05/12/content_8691643.htm>. 
708 Ibid. 



  

has not been able to prevent multi-point and multiple forms of similar resurgences. By 

slightly altering the term ‘local famous trade mark’, the de facto local famous trade mark 

level of substantive, strong protection of certain trade marks can still be freely offered by 

local authorities. A mere aftermath red card will not prevent similar mechanisms’ 

comeback. 

5.3.5 Red line 2: The Infinite Information Consumers May Need 

Simple logic would dictate that, to reduce consumers’ search costs, one must define what 

information consumers need to find their ideal products or services. This is a question 

with personal and unpredictable answers. Why? It could be explained from a semiotic 

perspective. To one single signifier (the narrow sense of a trade mark), each consumer 

may hold divergent imprints (the signified) formed due to personal experience. Some 

imprints may be directly relevant to the very product or service, and some may not. 

Meanwhile, the signified, reflecting an individual’s unconstrained thinking, is constantly 

being enriched and changed.  

The individual mind cannot be imprisoned, unified, or standardized. Likewise, the 

signified to a trade mark signifier in a consumer’s mind could not be captured and 

depicted in a precise manner. 

The criteria for an eligible local famous trade mark (i.e., trade mark stability, consumers’ 

recognition and the emphasis on the economic indicators), do not reduce consumers’ 

search costs.  

The truth lies in the fact that not all of those pre-selected criteria fall within the scope of 

information that consumers search for. The endless list of the signified that consumers 

might hold in mind regarding a trade mark’s signifier is in sharp contrast with the rather 

limited referential criteria factors presented by the local famous trade mark. 

The criteria the local authorities value, mostly economic indicators, have a different focus 

from the ones that consumers hold. Even for consumers who do care about the respective 

criteria, the latter can hardly work as a helpful shorthand indicator. They do not contain 

sufficient information that could help consumers in their purchase choices. In taking the 

enumeration approach, the information consumers require usually consists of an 

extensive list containing all the reasons that induce repeated purchases, with new content 

continually being added. In addition, consumers do not always make rational decisions, 



  

which lengthens the list even further. Therefore, the top-down proactive administrative 

reward for certain trade marks selected on a limited scope of economic-related criteria 

does not comprehensively observe consumers’ perceptions and behaviour and cannot 

reduce their search costs.  

Moreover, the local famous trade mark is, in essence, a pre-judgment made by the 

authorities asserting that a trade mark will perform well in the near future. Once awarded 

recognition, a local famous trade mark proprietor is immediately entitled to freely exploit 

several extended scopes of protection and privileges. These privileges are allowed to be 

used for several years, based on a false basis of an understanding held by local authorities. 

The latter assumes that the status of a local famous trade mark, combined with the 

characteristics it represents, will remain stable and unchanged after the respective title 

has been granted. However, the status of trade marks is dynamic rather than static. The 

attempts to predict or guarantee trade marks’ future status are simply unnecessary, 

untenable and unreasonable. 

The analysis above presumed that local famous trade marks are selected by a fair 

examination of pre-set standards. However, possibilities of fraud, deception and 

corruption during the evaluation procedure cannot be ruled out and would directly affect 

the information’s authenticity regarding local famous trade marks. Thus, even though the 

local famous trade mark mechanism might have some positive impact, it also carries the 

risk of being undermined by false information. 

5.3.5.1 Relatively Helpful Information   

Indeed, an individual’s thoughts cannot be imprisoned. On the other hand, it does not 

mean that an individual could not benefit from any information provided by the 

government at all. The information could be further subdivided into what helps or does 

not help consumers. In other words, besides the ambiguous concept of ‘famous (著名)’, 

more helpful information for consumers is available: the information of concrete, 

understandable and relatively easier verifiable standards. 

In the national-level trade mark legislation, there are types of trade marks established to 

provide specific information that can help consumers make decisions. This section briefly 

looks into three examples; the first two are widely accepted (certification marks and 



  

collective marks), and the third one (the ‘marchio storico’ in Italy) are unique in 

jurisdiction. 

Seen from the way the terminologies are formed, local famous trade marks may resemble 

a certification trade mark, collective trade mark, or even a marchio storico (historical 

trade mark). Each of them seemingly points out one particular aspect of a trade mark, 

namely, the status of ‘famous (著名)’, the belonging of a collective group, and the 

historical seniority. However, the approach taken in concluding homogeneity based on 

the apparent similarities is problematic. The three other kinds of respective trade marks 

do not have similar names to local famous trade marks and are fundamentally different. 

For the sake of completeness and comprehensive coverage in this dissertation, this section 

briefly discusses the distinction between the local famous trade mark and the other three 

special trade marks. 

5.3.5.2 Local Famous Trade Mark v. Certification Marks 

Local famous trade mark may seem to fall within the scope of certification marks, given 

the fact that they both require the fulfilment of certain prerequisite standards before the 

title or label is granted accordingly and can be further exploited. Yet, they differ radically 

from each other.  

China, the EU and the US have their respective definitions of certification marks.709 The 

definitions are not exactly identical but do share significant similarities. The fundamental 

difference between the local famous trade mark and the certification marks lies in the 

function and status of the decision-making subjects. The proprietor of a certification trade 

mark is the body responsible for (1) certifying specific characteristics for the goods and 

 
709 Article 3(3) of Trade Mark Law of China (2019 Amendment): ‘…Certification mark means a mark 

controlled by an organization with supervising power over certain kinds of goods or services but used by 

entities or individuals other than the organization on their goods or services to certificate the origins, raw 

materials, manufacturing methods, quality, or other specific characteristics of the goods or services.’ 

Article 3(3) of Trade Mark Law of China (2019 Amendment): …Certification mark means a mark 

controlled by an organization with supervising power over certain kinds of goods or services but used by 

entities or individuals other than the organization on their goods or services to certificate the origins, raw 

materials, manufacturing methods, quality, or other specific characteristics of the goods or services.’ 

15 U.S. Code § 1127.Construction and definitions; intent of chapter. It provides that ‘The term 

“certification mark” means any word, name, symbol, or device, or any combination thereof— 

(1) used by a person other than its owner, or 

(2) which its owner has a bona fide intention to permit a person other than the owner to use in commerce 

and files an application to register on the principal register established by this chapter, 

to certify regional or other origin, material, mode of manufacture, quality, accuracy, or other 

characteristics of such person’s goods or services or that the work or labour on the goods or services was 

performed by members of a union or other organization’. 



  

services with that certification mark, and (2) monitoring compliance with the regulations. 

Those organizations are professionally oriented, specific industry-oriented standard 

verifiers. Below is an example of a certification mark in the EU:710 

 

 

                  Figure 8 CAAE Certificate mark 

 

 

In comparison, a local famous trade mark is determined and conferred by local 

governmental authorities. Governmental authorities exercise public power and are 

composed of administrative and comprehensive features, which are significantly different 

in power from the third-party professional organizations pertaining to certification marks. 

For certification marks, the objects in need of certification are the specific goods or 

services that meet certain standards rather than the trade marks designated to those goods 

or services. In other words, the certification mark merely targets specific characteristics 

or standards of the goods or services for which a third-party’s trade mark is designated in 

a well-defined manner. The local famous trade mark, on the contrary, offers a much wider, 

comprehensive and enforceable governmental certificate that contains considerable 

unquantifiable criteria, notably including ‘the degree of ‘famous (著名)’. 

Moreover, there are no quantity limits or further screenings for ‘finalists’ as the 

certification marks are available for use by any person or entity having met the pre-set 

 
710 CAAE EU (Filing No 017878132). The owner is ASOCIACION VALOR ECOLOGICO, CAAE (in 

English: ECOLOGICAL VALUE ASSOCIATION, CAAE), who is the certification entity specialized in 

Ecological Production in Europe. 



  

requirements or criteria. The local famous trade mark mechanism, however, features stark 

differences; only the local trade marks are eligible to obtain the local famous trade mark 

title, and not all local trade marks that have met the pre-set local famous trade mark 

conditions will eventually be awarded the local famous trade mark title.  

Certification marks, owing to their specific definitions and standards associated with the 

products they represent, can give consumers more accurate information than local famous 

trade marks. Nevertheless, certification marks are not perfect, as they entail issues such 

as the absence of substantial supervision over third-party certifying organisations and the 

growing commercialisation of these organisations. As a result, certification marks are 

exhibiting a trend toward transforming from informative tools for consumers into 

marketing tools, potentially reducing their informational value.711 

5.3.5.3 Local Famous Trade Mark v. Collective Marks 

The collective mark has relatively better marked characteristics: it shows the commercial 

origin of specific goods and services by informing consumers that the producer or service 

provider belongs to a certain association, and that they have the right to use the collective 

mark.  

The definitions of collective marks in China, the EU and the US, although the expressions 

differ, are fundamentally identical.712 

While the certification mark is an indication of goods or services meeting certain 

standards, the collective mark indicates that the former are protected by the collective 

 
711 See Mogyoros, A. (2023). Improving eco-labels: are green certification marks up to the task? Journal 

of Intellectual Property Law and Practice, 18(5), 367-373. 
712 Article 3(2) of China trade mark law (2019 amendment): ‘The ‘collective mark’ means a mark 

registered in the name of a group, an association, or any other organization for the members of the 

organization to use in commercial activities to indicate their memberships in the organization.’ 

Article 74 EUTMR: ‘A European Union collective mark shall be an EU trade mark which is described as 

such when the mark is applied for and is capable of distinguishing the goods or services of the members 

of the association which is the proprietor of the mark from those of other undertakings.’ 

15 U.S. Code § 1127.Construction and definitions; intent of chapter: ‘The term ‘collective mark’ means a 

trade mark or service mark— 

(1) used by the members of a cooperative, an association, or other collective group or organization, or 

(2) which such cooperative, association, or other collective group or organization has a bona fide 

intention to use in commerce and applies to register on the principal register established by this chapter, 

and includes marks indicating membership in a union, an association, or other organization.’ 



  

mark originating from members of a specific association, and that the collective mark 

may only be used by them.713  

Thus, the main difference between the certification and collective mark is that the former 

can be used by any party that complies with the pre-set standards requested by the owner 

of the certification mark and that the collective mark can only be used by a specific group 

of member enterprises.  

To some extent, the local famous trade mark also shows a similar membership relation to 

the collective marks. The geographic ‘membership’ of a local famous trade mark refers 

to the administrative region where the trade mark is identified as a local famous trade 

mark. 714  However, it is not easy to assert whether or to what extent information 

concerning membership or affiliation will help consumers in reducing search costs.  

Furthermore, to take a more abstract interpretation, the ‘membership’ could refer to the 

public’s impression regarding local famous trade marks in the changing social context. 

Over time, the signified among the public’s imprints triggered by the title of ‘local famous 

trade mark’ will probably deteriorate due to the constant barrage of negative news 

regarding local famous trade mark. The unjustified signifier and the ever-worsening 

signified have formed a new common source with a negative connotation, working as a 

dark cloud overcasting all local famous trade marks. 

5.3.5.4 Local Famous Trade Mark v. Marchio Storico 

Compared to certification and collective marks, Italy’s marchio storico (historic trade 

mark)715 is a closer approximation of the local famous trade mark. A general observation 

is that they are both special titles introduced by governments for certain trade marks to 

incentivise the economy.  

The marchio storico was introduced in 2019 by Legislative Decree No 34/2019 as a new 

sub-category of trade marks in Italy.716 The trade marks that have been registered in Italy 

 
713 An example of a collective mark is the Full Member NB Rail ASSOCIATION EU collective mark 

(Filing No 018120107). 
714 For example, ‘the local famous trade mark of Beijing City’ conveys that ‘This specific TM, whose 

proprietor locates in Beijing, has been recognised as a ‘local famous trade mark’ by the Beijing 

Administration for Market Regulation’. 
715 By Article 31 of the decree law No 34/2019 Decreto Crescita (the ‘Growth Decree’). Misure urgenti di 

crescita economica e per la risoluzione di specifiche situazioni di crisi – decreto legge 30 Aprile 2019 No 

34 (Legislative Decree No 34/2019), art 31 Marchi storici. 
716 ibid.  



  

for at least fifty years, or could be proved consecutively used for fifty years, could register 

in the national register as a ‘marchio storico’: 

Article 31 of Decree-Law No. 34 of 30 April 2019 (the so-called Growth 

Decree), converted into law, with amendments, by Article 1 of Law No. 58 of 

28 June 2019. 58, provided that the owners or exclusive licensees of trademarks 

that have been registered for at least fifty years or for which it is possible to 

prove continuous use for at least fifty years, used for the marketing of products 

or services made in a national productive enterprise of excellence historically 

linked to the national territory, may obtain the registration of the trademark in 

the register of historical trademarks of national interest, established at the 

Italian Patent and Trademark Office. (emphasis added)717 

The marchio storico system stresses the commercial links to the Italian territory, which 

reflects the legislative motivation, namely, to prevent Italian brands from moving their 

production site abroad.718 

By 17 December 2022, 501 marchio storico were approved in the Italian national 

register.719 Enterprises with the marchio storico registration could use the logo shown 

below for ‘commercial and promotional purposes’.720  

 

 

 
717 See the introduction provided by the Ministry of Enterprises and Made in Italy’s website 

<https://uibm.mise.gov.it/index.php/it/marchio-storico-di-interesse-nazionale> last accessed on 1 August 

2022. The translation from Italian to English is provided by DeepL. 
718 (Stepanov & Valente 2020) Ivan Stepanov, Luca Valente, Protecting or investing in history? Italian 

historical trade marks and expropriation under international investment law, Journal of Intellectual 

Property Law & Practice, Volume 15, Issue 3, March 2020, Pages 209–218, 

https://doi.org/10.1093/jiplp/jpaa016. 
719 See the official register of the Ministry of Enterprises and Made in Italy’s website here 

<https://www.uibm.gov.it/bancadati/bollettini_storici/index/>. 
720 See Ministry of Enterprises and Made in Italy’s website here 

<https://uibm.mise.gov.it/index.php/it/marchio-storico-di-interesse-nazionale/riferimenti-normativi>. 



  

 

                       Figure 9 Marchio storico logo721 

 

Particularly, local famous trade marks and marchio storicos serve as governmental 

instruments to stimulate the local economy.722 However, the marchio storico mechanism 

arguably exhibits a better design in two fundamental aspects. 

First, as a national-level economic incentive, the marchio storico is subject to regulation 

by national laws and overseen by the national competent authority, maintaining a single 

national register. This unified national register system, grounded in well-defined domestic 

legislation, ensures that each marchio storico is selected through identical standards and 

procedures, consequently affording them uniform statutory benefits. 

In contrast, the local famous trade mark mechanisms adopt an opposing approach. Each 

local famous trade mark system operates under distinct local regulations, featuring non-

uniform standards and scopes of protection. Each system maintains an independent 

register, exclusively documenting local trade marks. However, it is worth noting that the 

hierarchical levels of the governing laws or regulations are not the primary distinction. 

From the perspective of consumers, the essential disparities between the two mechanisms 

lie in the quality of information and access to it. 

Regarding information quality, the local famous trade mark offers imprecise information. 

The criteria employed by local governments to designate local famous trade marks are 

 
721 See Ministry of Enterprises and Made in Italy’s website here 

<https://uibm.mise.gov.it/index.php/it/marchio-storico-di-interesse-nazionale>. 
722 Stepanov & Valente 2020. 



  

primarily economic, lacking a clear and necessary connection to the actual level of ‘fame’. 

Given the vague connotations associated with the title of a local famous trade mark, 

consumers’ efforts to search effectively are hindered, unless, of course, consumers 

specifically seek a trade mark bearing the local famous trade mark title, irrespective of 

whether the selection process for such a title makes adequate sense. Furthermore, when 

considering access to information, consumers must invest effort in discovering the 

specific standards and scope of protection stipulated by local laws for a given local 

famous trade mark. 

In contrast, the marchio storico relies on a relatively more robust set of criteria, as its 

selection standards are grounded in factual evidence: it must be a trade mark that has been 

registered for over fifty years within a specific Italian place of production. The number 

of years a trade mark has been registered serves as a neutral and transparent criterion, 

easily verifiable through the open and publicly accessible national trade mark register, 

setting it apart from the local famous trade mark regarding information accessibility and 

reliability. 

However, it is imperative to acknowledge that the term marchio storico also presents an 

issue of misnomer. This misnomer issue arises from the failure to recognize that a trade 

mark is not merely the perceivable texts/images and other legitimate forms per se; rather, 

it is specifically designated for particular goods or services. In this regard, the marchio 

storico title shares a common problem with the local famous trade mark in that they both 

convey inaccurate information, suggesting that all 45 classes of goods and services of the 

trade marks are endorsed by the very title granted by the government. 

For example, the No. 7 marchio storico at the register is a figurative mark featuring the 

textual element SCANDALLI (hereinafter referred to as the SCANDALLI trade mark).723 

However, the register does not explicitly indicate the class or classes out of the 45 Nice 

Classifications assigned to the SCANDALLI trade mark, as the Figure below shows: 

 

 
723 The screenshot was taken from Ministero delle Imprese e del Made in Italy, Registro speciale dei 

marchi storici di interesse nazionale (art. 185 bis del d.lgs. n.30 del 2005), 

https://www.uibm.gov.it/bancadati/bollettini_storici/index/ accessed on 10 September 2023. The original 

language of this website is Italian. The screenshot was in English per the Google website translation.  

https://www.uibm.gov.it/bancadati/bollettini_storici/index/


  

 

                Figure 10 SCANDALLI at the Marchio storico register:724 

 

 

It might be the case that the SCANDALLI trade mark meets all the marchio storico 

criteria, inter alia, the 50-year registration threshold, for all 45 trade mark classes. 

However, this is not the case; the SCANDALLI trade mark is registered in Italy solely 

under Class 15.  

Furthermore, as is evident from the trade mark owner’s website,725 the marchio storico 

title has been employed as a marketing tool. Although the website acknowledges that the 

brand is unique (only) within the accordion trade, consumers might erroneously assume 

that the other 44 classes of trade mark categories also enjoy the same level of government 

endorsement. The actual extent of harm stemming from this excessive coverage of trade 

mark classes may not be easily quantifiable. Nevertheless, it is reasonable to assert that 

the information conveyed by the marchio storico title to consumers is not entirely 

accurate. Furthermore, the consequences of such inaccuracies are exacerbated by the 

marketing campaigns associated with the marchio storico. The quality of information 

provided by the marchio storico would be much more accurate if the specific classes to 

which the trade mark is designated were explicitly clarified on the marchio storico 

register. 

 
724 See Ministry of Enterprises and Made in Italy’s website here 

<https://uibm.mise.gov.it/index.php/it/marchio-storico-di-interesse-nazionale> accessed on 1 April 2023. 
725 SCANDALLI, Marchio Storico di Interesse Nazionale, https://scandalli.com/marchio-storico-di-interesse-

nazionale/?lang=en. Last accessed on 10 September 2023. 

https://scandalli.com/marchio-storico-di-interesse-nazionale/?lang=en
https://scandalli.com/marchio-storico-di-interesse-nazionale/?lang=en


  

5.3.5.5 Policy Recommendation 2: No Endorsement of Non-Verifiable 

information 

In the above sections, I briefly compared three widely-established types of trade marks 

with the local famous trade mark and found that they feature fundamental differences 

from the local famous trade mark. The comparison is dedicated to capturing merely the 

essential core characteristics of the selected types of trade marks, including their subjects 

in evaluation, the mechanism of generation and the standards of selection. 

There are certainly additional differences between the four types of trade marks further 

upon the said core characteristics, e.g., regarding the historical evolvements and the status 

quo regarding their application. Yet, for the purpose of the sections above, which explored 

the relatively helpful information that a particular type of trade mark can provide, I have 

confined the discussion to a narrowed-down manner, namely, focusing on the specific 

criteria the selected trade marks have applied in selecting the target trade marks. 

Trade marks provide the mark holder with a communication channel between the trade 

mark signifier and the consumers. This means that complicated and detailed information 

can be conveyed via a succinct mark. Similarly, certification marks and collective marks 

per se convey information regarding the specific certified characteristics or regarding an 

association to which the mark-holder belongs via the succinct certification or collective 

mark. Conversely, the local famous trade mark has a much-heightened threshold for 

consumers in order to accurately capture what information the succinct wording of ‘local 

famous trade mark’ exactly means. 

Moreover, the term ‘local famous trade mark’ does not merely heighten consumers’ 

threshold of correct understanding. It conveys a false appearance that can easily be 

misinterpreted as a strong image and a good reputation. Instead of the much-clearer-

defined scope of certification marks, a local famous trade mark could easily be considered 

a fine trade mark with more merits than a certification mark.  

Within the spectrum of the meanings that the term local famous trade mark covers, both 

in its original meaning and relevant misunderstandings, some are factual and others are 

not, i.e., some can be certified, and others cannot. Identifying and outlining the parts that 

overlap with normative orientations and legitimate scope is essential for policy 

suggestions in guiding the local famous trade mark regime in China towards a transparent 

market and fair IPRs under the prism of consumer protection.  



  

On top of that, the vulnerable positions different interested parties find themselves in also 

need to be taken into account. Given their strong position, local legislatures and 

governmental authorities ought to restrain themselves from intervening in market 

activities by, for example, granting certain market entities unjustified badges of reputation 

conveying an ambiguous meaning.  

Therefore, red line 2 implies that governments should only endorse verifiable information. 

Decisions on what characteristics are suitable for evaluation must be well-observed and 

scrutinized before taking any substantive measures or granting certifications. 

5.4 Benchmark 2: Balancing the Interests of Market Subjects 

As mentioned in §3.5.7, the operating system of the trade mark includes parties of 

different statuses and powers. The local famous trade mark system, for example, is 

dominated by the administrative authorities at the sub-national levels, which, per the 

analyses earlier in this chapter, features flaws that do not correspond with the first 

benchmark.  

A sound trade mark system should not offer unbalanced protection to one party at the 

expense of the interests of other groups. This section explores how the local famous trade 

mark system’s ‘action initiator’, namely, the local famous trade mark related 

administrative authorities, should improve their intervention in the market activities by 

considering interests balancing.   

The analysis of the balance of interests consists of two strands: (1) the active concern for 

the weak position of the consumer, and (2) the recognition and limitation of the 

administration’s decisive role, with the subject of these two strands being ‘the initiator of 

the action’ (the administrative authorities). This also corresponds with the central starting 

point and purpose of this study: to explore the limits of the administrative intervention in 

market activities by studying the local famous trade mark regime.    

5.4.1 Red line 3: Awareness of Consumers’ Disadvantages 

5.4.1.1 The Demographic Composition of Chinese Society 

We have established that there are significant mismatches between consumers’ 

perceptions of what a local famous trade mark is and what a local famous trade mark 

should denote. This misnomer leads to a fundamental loophole that undermines the 



  

rational basis of the local famous trade mark mechanism. In order to identify the correct 

information from the misnomers, it takes extra knowledge on the part of consumers to tell 

the difference between the two. The cost of the respective knowledge reaching a 

substantive portion of Chinese society can be high, given China’s specific national 

conditions, which goes against reducing consumers’ search costs. The high learning costs 

aspect is elaborated upon in the next section. 

The unjustified local famous trade mark signifier is particularly harmful when taking the 

specific context of the enormous regional economic imbalances in China into account. 

Being one of the world’s biggest economies with a high annual gross domestic product 

(GDP) growth rate is merely one part of China’s story. It also needs to be noted that China 

has witnessed significant inequality in multiple social dimensions such as income, 

education and social insurance.726 

One of the problems central to the current study and caused by the respective inequality 

is that the local famous trade mark signifier is particularly harmful in the numerous less 

developed regions in China, as the learning cost of correctly recognizing the flaws of the 

respective title is relatively high. 

One of the leading causes of the inequalities is the adoption of the dual urban and rural 

household residence system. The latter was established by promulgating the Regulations 

on Household Registration of the PRC in 1958.727 It set up two primary systems that 

controlled the domestic population movements. Its purpose consisted of maintaining a 

stable number of people both in urban and rural areas.728 

With the gradual easing of household policies and the relevant urban-rural integration 

processes, there has been a constant decline in China’s rural population since 1973. 

However, up to May 2021, the rural population still stood at 36.11% (509.79 million 

people).  

 
726 Li Y, Hu Z. Approaching integrated urban-rural development in China: The changing institutional 

roles[J]. Sustainability, 2015, 7(6): 7031-7048. Available at <https://www.mdpi.com/2071-

1050/7/6/7031/pdf>. 
727 Regulations of the People’s Republic of China on Hukou Registration (《中华人民共和国户口登记

条例》). Approved by the 9th meeting of the Standing Committee of the NPC on 9 January 1958.  
728 罗瑞卿 [Ruiqing Luo]: ‘关于中华人民共和国户口登记条例草案的说明’ [Notes on the Draft 

Regulations of the People’s Republic of China on Household Registration],《江西政报》1958 年第 2 期
[Jiangxi Zheng Bao, 1958(2)]. The purpose was described as ‘preventing the blind increases of the urban 

labours and the blind outflow of the rural labours’. 



  

In the Research Report on the Development of Rural Internet (2015), 729 the CNNIC 

(China Internet Network Information Centre) pointed out that thinking from the 

perspective of accessing and applying information, the already considerable schism 

between urban and rural areas would further deepen due to information and technology 

disparities. The digital divisions and informative barriers are enlarging, which will, in all 

likelihood, affect the interactions between rural consumers and trade mark holders.730 

Take access to the Internet as an example.731 Non-netizens are still mainly distributed in 

rural areas.732 The main reasons that discourage non-users from accessing the Internet are 

the lack of Internet skills and the limited educational level. 

The digital divisions and informative barriers have led to two disadvantages for rural 

residents in China: information asymmetry and the high cost of acquiring knowledge. A 

significant amount of information could not easily be accessed by an extensive group of 

Chinese people. The rural residents, in some situations, have a relatively lower capability 

to accurately identify the goods or services.733 I therefore argue that it might be more 

difficult for the ‘off-line’ rural residents to be made aware of the trade mark principle of 

specialty and, accordingly, the de facto limited scope of indication that a local famous 

trade mark title stands for. In the absence of further clarification, the local famous trade 

mark title’s actual imprints might have encouraged these groups of consumers to extend 

such imprints to other classes of products that have not been granted the respective title. 

The rural-urban dual standard of classification which has been applied to this current 

study is a rather general one, with some scholars having proposed several detailed 

 
729 See CNNIC (中国互联网络信息中心), ‘State of Rural Internet Development Study 2015’ (《2015 年

农村互联网发展状况研究报告》), available at: 

<https://www.cnnic.net.cn/hlwfzyj/hlwxzbg/ncbg/201608/P020170907348967498375.pdf>. 
730 The urban-rural digital divisions mainly took into consideration the penetration rate indexes of the of 

the Internet, computer, fixed-line telephone, mobile phone, and the colour television set. See: State 

Information Center of China, ‘The Report on the Digital Division in China’, available at: 

http://www.sic.gov.cn/News/287/2782.htm. 
731 By December 2020, according to the 47th China Statistical Report on Internet Development by 

CNNIC, there have been 989 million domestic netizens in total, of which 31.3 % are rural netizens (309 

million); 416 million Chinese people are not Internet users at all. See Office of the Central Cyberspace 

Affairs Commission (中共中央网络安全和信息化委员会办公室), ‘The 47th Statistical Report on the 

Development Status of the Internet in China’[第 47 次《中国互联网络发展状况统计报告》], available 

at: <http://www.cac.gov.cn/2021-02/03/c_1613923423079314.htm>. 
732 The proportion of non-netizens in rural areas is 62.7%. 
733 See, e.g., Guohong Du, Jianxin Sun, Analyses on the regulation and development of the rural 

advertising market, Research on Chinese business administration (3). 2014. P59. 

http://www.sic.gov.cn/News/287/2782.htm


  

segmentations.734 However, the current study adopts the rural-urban binary classification, 

thereby also taking the combination of the geographical and the economic perspectives 

into consideration. It emphasizes the contact possibilities of the relevant information by 

which a consumer can recognize the scope of limitation of the local famous trade mark 

title. Therefore, the terms of urban or rural as applied in this study do not strictly indicate 

geographic or economic facts nor the necessary connection with the possibilities of 

exposure to the necessary knowledge. 

Research shows that in the largely ‘off-line’ rural environment, local government 

organisations play the dual roles of leading information sources and opinion leaders.735 I, 

therefore, argue that the local famous trade mark title, as an endorsement from the 

government and as the sole governmental endorsement available in that form, is likely to 

affect rural consumers’ decision-making. 

5.4.1.2 Policy Recommendation 3: Actively Lowering Learning Costs 

Accordingly, the red line 3 for the local famous trade mark, a governmental intervention 

to trade mark protection, has been set up. This ensures that governmental authorities are 

made aware of China’s societal realities, particularly its large disadvantaged groups, and 

thus proactively and consciously lowering the learning costs for the public in terms of 

such administrative behaviours before the actual implementation of relevant policies. 

Specifically, the respective authorities should proactively avoid using terms that may 

easily be mistaken as pre-existing terms, such as the term ‘local famous trade mark’, 

which can be easily considered as the synonym of well-known trade marks. 

5.4.2 Red line 4: Awareness of Administrative Authorities’ Advantages  

5.4.2.1 Break Down into More Minor Aspects 

After dissecting the local famous trade mark regime, this thesis has unveiled a tangled 

knot primarily caused by two conflicting normative functions. The two functions, simply 

put, refer to the ideal functions of trade mark and trade mark law, as well as to the function 

 
734 胡鞍钢、马伟[Angang Hu & Wei Ma]: ‘现代中国经济社会转型: 从二元结构到四元结构 

(1949—2009)’[ Economic and social transformation in modern China: from a dualistic to a quadratic 

structure (1949—2009]], 2012 年 Doctoral dissertation, 2012. This current work has translated the figure 

from Chinese into English.  
735 Hua He, Research on the role of rural consumer opinion leaders in the new media environment: taking 

the spring festival consumption in some villages of Zhouji Zhen in Anhui Province as an example. P.61. 



  

of promoting economic development conducted by local governmental administrative 

powers. This study investigates the respective tension by breaking the said knot down 

into several specific aspects and examining them within the relevant framework. 

The trade mark governance in China features distinguished public law characteristics, 

although the line between public and private law has become increasingly blurred. Trade 

mark rights, like other IPRs, as the TRIPS Agreement has explicitly stated in the preamble, 

are private rights. Meanwhile, of course, they equally involve an intersection of public 

law and public policy.  

In an effort to narrow down the scope of this study, the local famous trade mark, as a 

typical prism, has been presented as a governance model that is over-tilted towards 

administrative management or even administrative determination. 

From a legal text perspective, article 1 of the Trade Mark Law of China states its 

legislative purpose and places ‘strengthening trade mark administration’ as a primary goal 

through protecting the right to exclusively use a trade mark and urging producers and 

dealers to guarantee the quality of goods and services.    

In a broader sense, the local famous trade mark is one of the instrumental modalities that 

may or may not potentially lead to publicly beneficial ends, per various designs. The 

instrumental approach is not new. For instance, Francis Gurry, the Director of WIPO, 

once noted: 

Intellectual property is not an end in itself. It is an instrumentality for achieving 

certain public policies, most notably, through patents, designs and copyright, 

the stimulation and diffusion of innovation and creativity on which we have 

become so dependent and, through trade marks, geographical indications and 

unfair competition law, the establishment of order in the market and the 

countering of those enemies of markets and consumers: uncertainty, confusion 

and fraud.736 

Therefore, for the multiple characteristics, functions, and disadvantages featured by the 

local famous trade mark regime, investigations should be taken on each aspect separately. 

 
736 Francis Gurry, ‘Acceptance Speech’ (Speech delivered to the WIPO General Assembly, Geneva, 22 

September 2008). 



  

This may, however, not necessarily lead to a total repudiation of the local famous trade 

mark mechanism. 

Intellectual property rights could also have economic or factual functions connected with 

certain forms of (strategic) use or economic consequences, irrespective of whether or not 

it may be desirable to protect such forms of use. While ideal-typical functions are 

essentially a given, economic functions remain highly dynamic. This dynamic influences 

the legislature and judiciary and, thereby, the nature and extent of legally protected 

functions.  

The local famous trade mark regime, in essence, is a tool for realising specific economic 

goals. More specifically, it has been utilized by local governments as a means to promote 

local economic developments. This is not necessarily reprehensible, as investment 

protection and predictability have been deeply embedded in the DNA of the general 

protection of famous trade marks.  

Together with the aspect of promoting local economic development, this has been one of 

the matter-of-course duties and responsibilities of local governments, not only in China. 

Hence, the purpose of economic incentives should be objectively evaluated. Such 

evaluation should always be of economic and/or financial significance, rather than merely 

have IPRs at its core.737 

The intersection of the different types of functions lies in one of the rational bases of trade 

mark protection, that is, to reduce consumers’ search costs. Not all information conveyed 

by the local famous trade mark is incorrect, however. Some of it is clear, objective and 

verifiable. It describes specific aspects of certain goods or services designated for the 

local famous trade mark in question, like particular quality indexes or toxic substances 

contained in products. This could, therefore, contribute in providing more information for 

consumers and increase market transparency.  

I therefore suggest a change of name, including all related synonyms related to the local 

famous trade mark regime. The latter could break down into new, clearly-defined and 

well-argued systems that provide necessary and certifiable information for consumers. 

This would reform the local famous trade mark regime from an all-encompassing 

misnomer to a specific index that conveys transparent, objective, and verifiable 

 
737 French 2014.  



  

information such as, for instance, the registration period of trade marks (like the marchio 

storico in Italy). That split transformation means the no-longer existence of both the 

conventional local famous trade mark regime per se and the variations carrying similar 

terms. 

Nevertheless, even in aiming to convey certifiable and transparent information, the new 

systems need to be closely scrutinized. Moreover, some questions remain, including 

whether the goals are to be realized via the public authorities and whether the specific 

modalities involved may reduce the consumers’ search costs. 

This implies that changes should be made with regard to protecting the local famous trade 

mark title, extending to protection of the communication channel between trade marks 

and consumers. This would prevent the latter from being confused by potentially 

misleading information provided by the authorities. The pattern of the regular proactive 

identification of local famous trade marks should cease. Judgments regarding trade local 

famous trade mark’s status of famousness must be taken on a case-by-case basis, and 

administrative authorities must not proactively select and render local famous trade mark 

alike titles. This should include restraints against public powers, while their competencies 

in the intervention to market activities should firstly be sufficiently discussed and justified. 

The local governments’ functions in promoting economic development must not be 

fulfilled at the cost of consumers’ interests. This constitutes a fundamental requirement 

for long-term sustainable development of the local economy, the overall domestic market 

of China, and international business. 

5.4.2.2 Policy Recommendation 4: Cage Administrative Interventions 

within Normative Benchmarks   

Policy recommendations 1 and 2 serve as the first round of competence clarification and 

limitation regarding trade mark-related administrative intervention. After deconstructing 

an administrative intervention, each of its aspects shall be further analysed. Accordingly, 

policy recommendation 4 applies: a trade mark-related administrative intervention must 

have a pre-step in the decision-making process, namely, the test of sufficient justification. 

The justification lies in at least two basic aspects: the interest-balancing and the normative 

limitations.  

Specifically, as shown in this study, weighing the justification of having the local famous 

trade mark regime should concern and balance the disparity in status amongst the 



  

interested parties. The administrative intervention should not unnecessarily render more 

advantages to a certain party nor disregard the anonymous and vulnerable party.  

Accordingly, one major difference between the local famous trade mark and other famous 

trade marks (as discussed in chapter 4) is ‘the filling-up approach’ vs ‘the adding-more 

approach’. Namely, the local famous trade mark system is not designed upon a trade 

mark’s justified rights risk of being infringed, but on an additional reward to the local 

economically well-performing trade mark proprietors. The local famous trade mark was 

designed to grant the already-well-performing (in pre-determined aspects) trade marks 

even broader extensive rights, whilst the other famous trade marks are designed based on 

infringed interests. In other words, whilst the said other famous trade marks are designed 

as a remedy of losses to reach a balanced interest, the local famous trade marks are 

designed to upset the balance and offer rewards to the ones that are already economically 

performing well, per the local famous trade mark selection criteria. The excessive powers’ 

empowering acts can easily create unfairness between the market subjects. Nevertheless, 

such administrative intervention must be carefully examined, justified and limited in the 

decision-making process, to transform a possible excessive or inappropriate 

administrative intervention into a clearly-outlined and appropriate one.  

On the other hand, for the anonymous and vulnerable party, namely, the consumer, an 

administrative intervention must intentionally care for their interests. Accordingly, the 

local famous trade mark alike administrative interventions should, at least, avoid the four 

red lines elaborated in this study (chapter 5) and always be in line with the fundamental 

rationales of trade mark protection as well as actively adjust themselves to make sure of 

the well-performance of the rational basis of trade mark protection. The administrative 

authorities should respect the informative disadvantaged part of the rural Chinese public 

and dedicate themselves to not increasing the consumers’ search costs.  

Only by applying this policy recommendation 4 can the IPRs administrative intervention 

stick to the relatively more fair and sustainable manner. New modalities regarding trade 

mark protection, such as, for instance, the marchio storico in Italy (offering a national 

register for certain trade marks with 50 years of registration), will keep showing up. 

However, the core of trade mark protection remains essentially the same despite all 

apparent changes. In particular, within the field of trade mark protection which enjoys an 

increasingly global harmonization, the administrative protection should not be a self-



  

contained cocoon that is operated independently with the well-accepted norms of trade 

mark protection.  

Caring for the disparity in status amongst the market parties and valuing the normative 

basis means fully respecting the rule of law and the doctrinal limitations attributed to 

public power. Only by incorporating the sufficiently-justified into the specific 

administrative interventions to markets activities can public power be guided to 

reasonable and appropriate governance.  

5.4.2.3 Policy Recommendation 5: Limit Administrative Interventions 

The current omnipresent IPRs governance shall be transferred into a limited one.  

Specifically, to the subject matter of this study, i.e., the local famous trade mark, the local 

governmental authorities simultaneously function as the local law legislator, the local law 

enforcer and the adjudicator of the local famous trade mark-related disputes (see chapter 

2). Such a comprehensive administrative management approach echoes the general 

observation regarding administration in China.738   

It would be unfair to conclude that this omnipresent governance is totally wrong. It does 

have its merits. Compared with seeking judicial remedies, administrative protections may 

provide right holders with a lower-cost alternative in requesting the handling of IPRs 

protection. The right holders bear a significantly lighter burden of proof to kick off an 

administrative handling process, which could involve merely directing the places and 

types of infringements. Once the procedure starts, the administrative authorities could, 

per the ex officio competence, act in a wide range of IPRs protection measures.  

For instance, Article 61 of the CTML 2019 provides administrative authorities ex officio 

power in investigating and handling.739 Article 62 of the CTML 2019 lists specific and 

broad competencies enjoyed by the administrative authorities in handling infringements: 

checking and reproducing the parties’ contracts, invoices, account books and other 

materials relating to the infringement, as well as inspecting items involved in the 

 
738 See 程琥[Hu Cheng]: ‘综合行政执法体制改革的价值冲突与整合’[Value Conflict and Integration 

of Comprehensive Administrative Law Enforcement System Reform],《行政法学研究》2021 

[Administrative Law Review, 2021], ‘Administrative organs often combine the functions and powers of 

decision-making, execution, and supervision of administrative management, formulate their own rules, 

implement the rules themselves, and supervise and evaluate the pros and cons of their own 

implementation of the rules.’ 
739 See n105. 



  

infringement and sealing or seizing items that are proven to be used for infringing upon 

another person’s exclusive rights to the use of a registered trade mark.740 In other words, 

once an administrative authority finds the alleged infringement to be valid, it can 

immediately start the procedure of handling, while the result of such handling can be 

promptly enforced. For example, the No 4 case from the 20 ‘Typical cases of IPRs 

enforcement by market regulators’ issued by the State Administration for Market 

Regulation in April 2022, shows the rapidity of administrative IPRs protection:741 

4. Market Supervision Bureau of Anyuan County, Jiangxi Province 

investigated and dealt with the case of infringement of exclusive right of 

registered trade mark by Jiangxi Yuhui Industrial Co. Ltd. reported that the 

exterior wall paint ‘ICI Professional’ used by Jiangxi Yuhui Industrial Co. The 

company then went to the scene to conduct an investigation.  

The law enforcement officers found 324 barrels of real stone paint with the 

word ‘ICI Professional’ printed on them, which were identified as counterfeit 

products. It was found that the party concerned was responsible for the 

construction of the external walls of the residential buildings in Anyuan 

County’s ‘Shuxiang Park – Yuefu’ subdistrict, and the contracting method was 

to contract out labour and materials. In order to reduce the construction cost, 

the party purchased 380 barrels of real stone paint with the word ‘ICI 

Professional’ printed on it at a price of RMB 105 per barrel, without checking 

the relevant documents. Up to the time of the case, the person concerned had 

used 56 barrels, which were deemed to have been sold. Based on the agreed 

contract price of RMB120 per barrel, the value of the goods involved was 

RMB45,600. On 27 May 2021, the Anyuan County Market Supervision Bureau 

issued an administrative penalty in accordance with the law, ordering the party 

to immediately stop the infringement, confiscating 324 barrels of infringing 

goods and imposing a fine of RMB 50,000.  

In this case, the person concerned used infringing goods in the construction 

activities of the contractor in order to reduce costs, which constituted an illegal 

 
740 See n105. 
741 See the State Administration for Market Regulation (国家市场监督管理总局), ‘Typical cases of IPR 

enforcement by market regulator’ (《 市场监管部门知识产权执法典型案件》), available at: 

<https://www.samr.gov.cn/xw/zj/202204/t20220421_341456.html>. Translation is done by the DeepL. 



  

act of selling goods infringing the exclusive right to use a registered trade mark. 

The investigation and punishment of the case effectively cracked down on the 

illegal act of trade mark infringement in processing and contracting business 

activities, and safeguarded the legitimate rights and interests of the trade mark 

right holders.  

Such quick handling may be of low cost for rights holders. 

However, to a broader extent, there might actually be no case of a low cost. For 

administrative authorities, the low costs borne by the individual party imply great 

governmental financial expenditure and human resources. For the individual party, as the 

dual paths of IPRs protection in China, he/she may still need to file a lawsuit against the 

unsatisfactory administrative handling. In that scenario, the costs for individuals could 

not turn out as low.742 

Efficiency and cost should, at least, not be the top prioritized pursuit in the public 

governance of IPRs. In order to achieve the goal of efficiency, certain procedures could 

be sacrificed as a prerequisite, which constitutes a concern. Compared with the stricter 

and more complete procedures in judicial protection, the fairness of administrative 

protection might be compromised to a certain extent. The administrative power, as a part 

of the general public power, must be partially limited for the public welfare instead of 

sticking to the omnipotent government tradition. 

The efficiency merits of the administrative authorities should not be generalized but 

discussed in at least two situations. Whenever an IPRs infringement occurs, the 

administrative measures may enable the right holders to seek much quicker remedies to 

halt the ongoing infringements. However, when no infringement is evident, it is 

imperative to exercise strict restraint in applying administrative empowerment 

resembling famous local trade marks to prevent any disruption to the balance of power 

among market participants. 

More specifically, for the local famous trade mark mechanism, the local administrations 

exercise two categories of powers: one regarding the identification of local famous trade 

 
742 See 李永明， 郑淑云， 洪俊杰[Yongming Li, Shuyun Zheng & Junjie Hong]: ‘论知识产权行政执

法的限制 - 以知识产权最新修法为背景’[On the Restriction of Administrative Law Enforcement of 

Intellectual Property Rights - Against the Background of the Latest Amendment of Intellectual Property 

Rights Law],《浙江大学学报 (人文社会科学版)》2013 年第 43(5)期[Journal of Zhejiang University 

(Humanities and Social Sciences, 2013. 43(5)],第 160—170 页[p. 160-170]. 



  

marks, which involves formulating regulations evaluating the candidate trade marks and 

granting the local famous trade mark titles, the other regarding the enforcement on the 

extra scope of protection rendered to local famous trade marks, e.g., on their enterprises’ 

names and packages. The basis for the 2nd category of power was given by the local 

famous trade mark local laws by local authorities as well. Such mix-up in power can 

easily be abused, due to a lack of supervision and transparency. Reasonable social 

governance requires the separation of law enforcers and dispute adjudicators in order to 

maintain the fairness of dispute adjudication.743 

Thus, the fifth policy recommendation is to analyse and clarify the entwined powers, 

namely, to separate the administration’s competence in empowering rights from rights 

enforcement.   

5.5 Difficulties and Countermeasures 

5.5.1 The Hard-To-Change: Institutional Inertia 

Regarding the institutional design of trade mark administrative protection, besides the 

similar common governmental administrative organs in other jurisdictions, e.g., the 

national trade mark office and Customs,744 China has a large number of administrative 

governmental authorities with extensive and robust power in managing trade mark 

activities in the market. Herein, the long-lasting local famous trade mark is a 

representative microcosm reflecting the significant features of the administrative IPRs 

protection in China: arbitrary, comprehensive and proactive.  

The local famous trade mark system basically creates de-centralised local ‘kingdoms’ that 

are parallel with the domestic market. The local famous trade marks are rendered solid 

and broad scope of protection by the administrative powers within the respective region. 

Such local famous trade mark title does not only extend to the trade mark per se, but also 

to the enterprise and product names, as well as to packaging and decoration. As a handy 

and powerful policy tool in helping the local economy and as a subtle alternative to the 

 
743 刘银良[Yinliang Liu]: ‘论专利侵权纠纷行政处理的弊端: 历史的选择与再选择’[On the 

Disadvantages of Administrative Handling of Patent Infringement Disputes: The Choice and Re-choice of 

History],《知识产权》2016 年第 3 期[Intellectual Property, 2016(3)],第 33—44 页[p. 33-44]. 
744 Customs Law of the People’s Republic of China (2021 Amendment). (《中国人民共和国海关法 

(2021 修正)》) Issuing authority： Standing Committee of the National People’s Congress, Standing 

Committee of the National People’s Congress. Date issued: 29 April 2021 and took effect on the same 

day. 



  

well-known trade mark, the local famous trade mark has been warmly welcomed by local 

governments and local famous trade mark proprietors ever since its emergence. Yet, as a 

vague-in-meaning but powerful governmental endorsement, the local famous trade mark 

system does not benefit the consumers. 

The local governments claimed that the local famous trade mark system could carry in 

order to benefit the consumers. Yet, as established in this study, the local famous trade 

mark system is not compatible with the rational basis of trade mark protection, the current 

CTML, or the wide-accepted rationales for famous trade mark protection. A 

deconstruction of the local famous trade mark’s multiple dimensions and the respective 

analyses also result in a negative conclusion in retaining this system. Fundamentally, the 

local famous trade mark can hardly provide consumers with the information that may 

reduce the search costs. Therefore, local famous trade mark system designs could not be 

justified as a reasonable governmental intervention in market activities.  

The local famous trade mark system, despite all its flaws, has stood firm for decades, and 

the causes of those flaws are worth researching. I argue that the institutional inertia of the 

decades-long IPRs administrative management in China is a major reason. 

The mix of the judicial with the administration has been a historical origin of the PRC’s 

IPRs protection. The emphasis on administrative governance happened due to 

institutional inertia from China’s thousand-year history of centralization and absolute 

monarchy and the much shorter history of modern Trade Mark Law since 1982. As Max 

Weber wrote about traditional China: ‘Chinese administration of justice constitutes a type 

of patriarchal obliteration of the line between justice and administration.’ 745  As 

mentioned in the Introduction, since its first intellectual property law (the CTML 1982), 

the PRC started a ‘dual paths’ approach in IPRs protection. During the 1980s, when 

China’s judicial system was not yet restored from the severe damage suffered from the 

ten-year tumultuous ‘cultural revolution’ (1966-1976), the administrative IPRs 

management was placed ahead of the judicial approach.  

These historical origins lead to the administrative authorities having played active roles 

in a large scale of fields including the legislative process, IPRs enforcement and general 

market management. They are observed as an ‘omnipotence government’: ‘The excessive 

 
745 Max Weber, Wirtschaft und Gesellschaft (2 ed. 1925), translated in Max Rheinsterin (ed.), Max 

Weber on Law in Economy and Society (1954) 264-65. 



  

government intervention in the intellectual property market is influenced by the historical 

legacy of positioning itself as an omnipotence government for a long time after the 

founding of the country.’746 Following that, the governmental officials in China, during 

the pursuit of political promotion, actively participated in the political promotion 

tournament (‘PPT’). The local famous trade marks have, therefore, been used as a tool to 

be a quantifiable economic indicator for the local governmental officials’ political 

achievement. The increasingly expansive PPT serves as the ever-lasting motivation for 

the local famous trade mark systems and administrative tools. Therefore, institutional 

inertia determines the stubbornness of governmental interventions to market activities.   

The inner drives of having indicators for political achievements determine the 

stubbornness of governmental intervention. Therefore, although a centrally-issued red 

card for the local famous trade mark was issued in 2017, alternatives are easily created 

by the local administrative authorities. As previously discussed, the following two new 

types of local famous trade mark alike titles were introduced in Jiangsu Province in 2021:  

Highly (高) known (知名) trade mark (of Jiangsu Province) 

Key (重点) trade mark (of Jiangsu Province) 

Furthermore, without proper limitations or administrative red lines that prohibit 

administrations from ‘inventing’ new alike-inventions, administrative authorities could 

create other local famous trade mark alike mechanisms without using a similar name.  

After the red card of the local famous trade mark, multiple alternatives emerged. A 

notable type was the ‘Key Trade Mark Protection List’. Research at the PKU Law 

database shows that by the end of 2022, the Intellectual Property Administration of 

Shanghai City and Heilong Jiang Province, AMRs in Xuzhou City, Zhuhai City, Hainan 

Province, Hangzhou City, Shanxi Province, and Ningbo City have all issued their local 

‘Key Trade Mark Protection List’, applying very similar approaches as the local famous 

trade mark, but using a different title to offer to the selected trade marks.747 That confirms 

 
746 刘淑华[Shuhua Liu]: ‘中国特色知识产权强国理论研究’[A study on the theory of strong intellectual 

property rights with Chinese characteristics],《首都师范大学学报: 社会科学版》2018 年第 2 期

[Journal of Capital Normal University (Social Science Edition, 2018(2)],第 83—89 页[p. 83-89]. 
747 See, e.g., Guangdong Trade Mark Association (NGO directed by the Guangzhou provincial 

Administration for Market Regulations, <广东省重点商标保护名录管理规范> (Specification for 

management of the Key Trademark Protection Lists in Guangdong Province). Available at < 



  

this author’s observation that the local famous trade mark is one of the most representative 

examples of the administrative interventions in China and, thus, is very much worth 

researching. Meanwhile, without the improvements to the social soil it is rooted in, similar 

‘local famous trade marks’ will easily reoccur.  

5.5.2 Time for Change  

As mentioned in the Introduction, the reason that at the very beginning of the PRC’s IPR 

protection institutional design, the respective administrative and judicial dual paths were 

taken was because of a social reality: the weak judicial system had not yet restored from 

the suffering of the damage caused by the Cultural Revolution. The severe shortage of 

judicial capacity at the time enabled the strong position taken in the IPR protection by the 

administrative authorities, which, to some extent, helped the IPRs protection and 

alleviated unprecedented challenges. 

However, after forty years of efforts in establishing the IPRs judicial system, Chinese 

courts have gained extensive trial experience, which has led to improvements in terms of 

trial numbers and time. Nationwide, the number of first-instance cases regarding various 

types of IPRs received by the courts increased from 101,000 in 2013 to 467,000 in 2020, 

representing an average annual growth of 24.5%.748   

Efforts were also put into promoting the accessible judicial system by issuing easier 

understandable typical cases on a regular basis. Since 2005, the SPC introduced the case 

guidance system and guiding cases in the Second Five-Year Reform Outline for the 

People’s Courts.749 Following that, courts at all levels have actively participated in issuing 

typical cases on a regular basis, which helps foster judicial awareness of the public and 

thus facilitates the IPRs judicial protection.750  

 
https://www.gdta.com.cn/ueditor/php/upload/file/20200506/1588754968933171.pdf>, last accessed on 30 

December 2022.  
748 National People’s Congress of the PRC, ‘The quality and efficiency of intellectual property trials 

continue to improve’ 知识产权审判质效不断提升, available at: 

<http://www.npc.gov.cn/npc/c30834/202112/6f3bdd77179d405bb31a7ffb3e17d131.shtml>. 
749 Notice of the Supreme People’s Court on Issuing the Second Five-Year Reform Outline for the 

People’s Courts (2004-2008)(《最高人民法院关于印发《人民法院第二个五年改革纲要》的通

知》), Fafa [2005] No 18, effective from 26 October 2005. 
750 See Tian Lu, The case guidance system in China: a practical guide to intellectual property cases, 

Journal of Intellectual Property Law & Practice, Volume 16, Issue 3, March 2021, Pages 207–212, 

https://doi.org/10.1093/jiplp/jpab058. 

https://www.gdta.com.cn/ueditor/php/upload/file/20200506/1588754968933171.pdf


  

Regarding the trial system reform, in 2014, three intellectual property special courts were 

established in Beijing, Shanghai and Guangzhou;751 22 more intellectual property special 

courts were established later. In 2019, the national intellectual property tribunal was set 

up in the SPC,752 which elevated the judicial IPRs protection in China to a new level in 

terms of unifying the adjudication standards for intellectual property cases, protecting the 

legitimate rights and interests of various market entities equally in accordance with the 

law. The establishment of the Internet courts in Hangzhou, Beijing and Guangzhou 

further facilitated the accessibility of the judicial approach for the public.753 

The severe shortage of judicial capacity in the 1980s, and thus the need for strong and 

omnipresent administrative protection in IPRs, are no longer the case. As this study has 

revealed fundamental flaws of the local famous trade mark mechanism as an 

administrative intervention, it is thus time to discuss the changes needed in the IPRs 

administrative protection in China regarding local famous trade marks. 

5.5.3 Policy Recommendation 6: Establish National-Level Regulatory Rules 

5.5.3.1 The Need for National-Level Regulatory Rules 

This study points out the difficulties in changing the status quo of administrative 

interventions in China: the persistent institutional inertia that proves challenging to 

reform, especially considering the inherent resistance for the local laws to realize internal 

transformations spontaneously. On the other hand, it shall be noted that no national 

regulatory rules directly and unequivocally address the oversight of local famous trade 

marks. 

Indeed, the local famous trade mark systems throughout China clearly shows two 

separated systems, namely, the local administrative regulation system and the national 

 
751 NPC Standing Committee, Decision of the Standing Committee of the National People's Congress on 

Establishing Intellectual Property Right Courts in Beijing, Shanghai and Guangzhou (《全国人民代表大

会常务委员会关于在北京、上海、广州设立知识产权法院的决定》). Issued on 31 August 2014 and 

took effect on the same day. 
752 SPC, Announcement of the Supreme People's Court of the People’s Republic of China—

Announcement on Matters concerning the Setup of the Intellectual Property Tribunal (《中华人民共和

国最高人民法院公告—关于设立知识产权法庭有关事项的公告》). Issued on 1 January 2019 and 

took effect on the same day. 
753 SPC, Notice of the ‘Proposal on the Establishment of Hangzhou Internet Court’ (《关于设立杭州互

联网法院的方案》), Fa No 245 [2017], issued on 8 August 2017 and took effect on the same day; SPC, 

Notice of the SPC on Issuing the Plan for Establishing the Beijing Internet Court and the Guangzhou 

Internet Court, No. 216 [2018] of the SPC, issued on 9 August 2018 and took effect on the same day. 



  

legislation and rules. The local famous trade mark has quite a similar appearance to the 

well-known trade mark in the PRC Trade Mark Law. The well-known trade mark, as 

previously addressed, has been corrected from the incorrect approach of protection to one 

consistent according to the approach per the relevant international treaties. However, the 

national law or regulations have yet to respond to China’s long and extensively existing 

local famous trade mark systems, which corroborated the separation between the local 

administrative system and the national regulation system. 

As earlier mentioned, local famous trade marks belong to the top-down National 

Intellectual Property Strategy led by the central government (the State Council), which 

radiates to the local levels. The Outline of National Intellectual Property Strategy in 2008 

mentioned once the term ‘local famous trade mark’. 754 In 2009, the SAIC, however, 

promoted many specific instructions regarding local famous trade marks to implement 

the Outline of National Intellectual Property Strategy: 

Demonstration cities (districts) should, according to the characteristics of local 

industries and the specific conditions of enterprises, provide guidance and 

assistance to enterprises in the implementation of the trade mark strategy, 

support enterprises to create their own brands and form their core 

competitiveness; increase the support for well-known and famous trade mark 

enterprises, and achieve a leap in the overall level of the industry with the well-

known and famous trade mark enterprises as the leading ones. (Emphasis 

added)755 

This ‘one general and neutral guidance given by the State Council, two explicit promotive 

objectives from the SAIC, then, the proactive and extensive implementations of local 

famous trade mark laws at the inferior levels’, to some extent, reflects the typical ‘adding-

 
754 See supra note n157. ‘Enhance the administration of trade marks. Efficiency of trade mark 

examination needs to be improved, the time for examination needs to be shortened, and the quality of 

examination needs to be improved. Market rules need to be respected, and issues related to the 

determination of well-known trade marks, local famous trade marks, well-known commodities, famous-

brand products and high quality brands need to be truly solved.’ 
755 Gongshang Zongju Guanyu Yinfa Guanyu Kaizhan Guojia Shangbiao Zhanlue Shishi Shifan 

Chengshi(Qu),Shifan Qiye Gongzuo De Zhidao Yijian (工商总局关于印发《关于开展国家商标战略实

施示范城市（区）、示范企业工作的指导意见》的通知) [Notice of the SAIC on the Issuance of the 

Circular on the Guidance on the Work of National Trade Mark Strategy Implementation in Demonstration 

Cities (Districts) and Demonstration Enterprises] (issued by SAIC, [2009] No 155, 2009) 



  

off at every lower level’ governance, 756 which roots from the ‘upwardly responsible’ 

system in China.757 Simply put, the ‘upwardly responsible’ system means that lower-level 

governments accept and implement instructions from higher-level governments. 

Owing to that typical approach of governance, in addition to the fact that the addressees 

of the said national-level regulatory rules regarding trade mark administrative 

interventions’ boundaries are the local famous trade marks’ direct competent authorises, 

i.e., the local AMRs or the local governments, to steer them from stepping on the four red 

lines defined, codes of conducting rules should be set up at the central government level.  

Therefore, policy recommendation 6 is to align local famous trade mark governance with 

national-level regulatory rules. Accordingly, the national-level regulatory rules must be 

established. 

It shall be noted that it is not necessarily the case that the national rules are inherently 

better than the local ones. As previously established, local People’s Congress and local 

governments do have a certain level of legislative competence, and their expertise may 

manage to have a better understanding of the dynamics of their specific regionals and thus 

come up with more tailored local regulations that are more suitable, flexible, effective 

and efficient compared with the national regulation.  

However, as this study has revealed, the local famous trade mark systems present 

shortcomings that go fundamentally against the core rationale of trade mark protection 

and disregard the interest-balancing concerns regarding market subjects. Moreover, 

considering the persistent institutional inertia mentioned at the beginning of this section, 

the national-level regulatory rules are imperative to ensure a consistent framework of 

rules for governing the very issue and its uniform application.  

5.5.3.2 Principle Rules and Their Ideal Venues  

Per the four red lines and five policy recommendations provided by far in this study, 

drawing the boundaries to which governmental administrative interventions should entail 

the incorporations of the following points at national-level administrative rules: 

 
756 贠杰 [Jie Yuan]: ‘政府治理中 “层层加码” 现象的深层原因’[The underlying causes of the 

phenomenon of ‘Cengceng Jiama’ in government governance], 《人民论坛》2016 年[People’s Forum, 

2016] 
757 See supra note n(681). 



  

1. The local famous trade mark systems must be terminated.  

2. Any government-led certifications that grant titles with the same flaws as the 

‘local famous trade mark’ should be forbidden.  

These flawed titles are those that follow the structure of ‘synonym of “famous” + trade 

mark.’ They result from overly broad, vague, or unquantifiable assessments made by 

administrative authorities when evaluating a trade mark. These assessments often use 

commendatory adjectives to describe a trade mark. 

Terminologies do matter. Prohibiting on the ‘local famous trade mark alike’ names will 

be much more effective than merely focusing on the local famous trade mark itself. A 

long-awaited solid institutional guarantee can be established by explicitly prohibiting the 

local famous trade mark alike titles. 

3. Decisions about which aspects of trade marks are feasible for administrative 

evaluations should be thoroughly examined and carefully considered in advance. 

The according terminologies of governmental administrative assessments of trade 

marks must be precise, limited to specific, verifiable information and distinct from 

the existing legal terminologies to avoid terminological confusions.  

4. Any administrative intervention related to trade marks should undergo a 

preliminary ‘test of sufficient justification’ step in the decision-making process.  

This test should encompass at least two aspects: normative limitations and interest 

balancing. Specifically, administrative intervention should maintain the fundamental 

basis of trade mark protection. Moreover, when balancing the interests of different groups 

with distinct statuses, governmental authorities should consider the social realities in 

China and actively and consciously reduce the Chinese public’s learning costs regarding 

such administrative actions before implementing relevant policies.  

5. It is imperative to delineate the roles and obligations of diverse authorities vested 

with administrative competence concerning the empowerment and enforcement 

of trade mark-related rights and interests. In addition, it is essential to establish a 

system of oversight complemented by a corresponding legal framework for 

accountability. In the absence of an effective supervisory mechanism for 

administrative bodies exercising their authority to conduct inspections, a 

heightened vulnerability exists to abuse such power. 



  

Reflecting the above five rules, policy recommendation 6 constitutes the foundational 

framework at the central government level and provides the institutional assurance for 

realising the preceding five policy recommendations. It is only through this 

comprehensive top-level design that effective coordination can be achieved, allowing for 

the calibrated regulation, restriction, and guidance of the extensive administrative 

interventions related to local famous trade marks in the context of IPRs protection, 

ensuring that such interventions remain within reasonable and justifiable bounds. 

Meanwhile, it should be noted that the five proposed rules mentioned above exhibit 

differences in terms of realization methods and timing. Consequently, the ideal placement 

of these rules within the legal system also varies. Therefore, a deliberate and phased 

approach is necessary. In other words, while some of these rules can be easily 

incorporated into administrative decrees, others represent more abstract long-term goals 

and guiding principles. Recognizing the multifaceted nature of these rules is crucial, as 

their implementation must consider a multitude of interconnected elements and account 

for the complexities of the intellectual property landscape in China. 

Starting with the first two rules, their direct incorporation into national-level 

administrative rules appears to be relatively straightforward. The termination of local 

famous trade mark systems and the prohibition titles can be articulated in clear and 

concrete terms. By doing so, the regulatory framework of government-led certifications 

that mimic the flawed structure of ‘a synonym of “famous” + trade mark’ can swiftly 

address some of the key issues identified in the study, providing an immediate and 

tangible impact on the intellectual property landscape. 

Specifically, one effective step would be to incorporate the first two rules into the 

Provisions of the State Administration for Market Regulation 2018,758which stipulates the 

roles and responsibilities of AMRs at both the national and local levels.  

However, the remaining rules need a more nuanced and gradual approach.  

The third rule, which suggests examining the aspects suitable for administrative 

evaluations and refining corresponding terminologies, is a complex and evolving task. 

 
758 Supra note n(101). 



  

Such a linguistic and conceptual requires meticulous planning and gradual 

implementation, and the transformation entailed cannot occur overnight. 

Furthermore, the fourth rule, which highlights the introduction of a test of sufficient 

justification in administrative interventions, introduces normative constraints and the 

need for balancing interests in the decision-making process. The fifth rule underscores 

the significance of defining the roles and responsibilities of various administrative 

authorities in the domain of trade mark related rights and interests, along with establishing 

a comprehensive oversight system complemented by an appropriate legal framework for 

accountability. 

These changes represent profound shifts in administrative approaches, necessitating 

reconfiguring institutional structures, legal and administrative frameworks, and oversight 

mechanisms. The realization of these proposed rules may encounter challenges, such as 

resistance from vested interests or difficulties in fostering cooperation and coordination 

among multiple administrative bodies. Therefore, it is essential to recognize that the 

practical implementation of these rules must be meticulously planned and executed 

carefully over time. 

5.6 Summary 

This chapter has aimed to deepen the analysis of the local famous trade marks and to seek 

answers to the core research questions laid out in the Introduction:  

1. Is the local famous trade mark, a governmental intervention, appropriate or 

excessive?  

2. What should be the benchmarks for evaluation?  

3. How should the local famous trade mark system be changed to accord with the 

appropriate degree of intervention? 

I have applied a ‘two benchmarks + one social contexts’ framework to arrive at an 

improved local famous trade mark assessment. First, I established that the benchmarks of 

trade marks’ core rationale and the balancing of market subjects’ interest have marked 

that implementing local famous trade marks has impeded the core rationale’s well-

functioning: the origin indication function and the reduction of consumers’ search costs. 

I also found that the local famous trade mark, as a governmental intervention in the market 



  

activity, has paid insufficient attention to the balance of different market subjects’ 

interests.  

Due to the respective benchmark assessment, I proposed two general directions of 

improvement. The administrative interventions must be ‘caged’ within the scope of the 

fundamental rationales of a legally protected subject matter. Moreover, an administrative 

intervention, such as the local famous trade mark, should be analysed aspect-by-aspect 

by deconstructing each characteristic and examining each within the rational scope. The 

eventual aim is to establish compatible overlaps with the legally accepted rational basis 

of trade mark protection. 

As for the second general direction regarding improvements, I found that the local famous 

trade mark system might have one aspect that overlaps with the rationale of trade mark 

protection: it provides consumers with helpful information that is specific, transparent, 

objective and verifiable. However, ‘being helpful’ is only the starting point of evaluating 

an administrative intervention’s justification. A much further and more comprehensive 

approach should be taken in the policy-making process to ensure the necessity of having 

such administrative intervention. The information that consumers need, as previously 

established, can be broad and extensive. Thus, administrative authorities’ pre-selection of 

information may not necessarily help consumers as expected. As for the crucial question 

of whether or not the local famous trade mark system can be retained in its current form, 

the answer has to be negative.  

The negative answer reflects two pivots and goals for the administrative intervention: 

limitation and justification. Simply put, an administrative intervention must be limited to 

the extent that it must not be at the same time the one that offers special treatment to the 

market subjects and the one that adjudicates disputes. After the separation and limitation 

in competence, the administrative intervention must be evaluated through the justification 

test, which involves at least two restrictions, the interest-balancing of market subjects and 

the rationale basis of IPRs protection. 

The real question discussed in this dissertation has not been whether to retain or abolish 

the local famous trade mark regime per se. Instead, this study has explored the boundaries 

of authorities’ power during the pursuit of goals, like economic developments, in the 

context of their interventions in the market activities of local famous trade mark regimes. 

As this study has revealed, the bottom line is that government intervention should not be 



  

at the expense of consumers’ interests. Government intervention should be carefully 

limited to the extent that it should not work as a noise that disturbs trade marks’ origin 

indication function. Nor should it prioritize other general functions of trade marks, like 

promoting the local economy or rewarding local enterprises, ahead of the essential 

consumer-centric function of a trade mark. 

Furthermore, the local famous trade mark is one specific design of the extensive 

administrative intervention in IPRs protection. Without improvements to the social soil it 

is rooted in, similar ‘local famous trade mark alike’ administrative interventions, whose 

similarities include but are not limited to the motivation, purpose, and thin policy-making 

without the necessary justification, may easily reoccur.  

Therefore, besides the previously mentioned two benchmarks, I have placed the local 

famous trade mark system into a more extensive social context where the local famous 

trade mark is rooted and explored the improvements in a broader sense. I have set out to 

reveal the hard-to-change institutional inertia, namely, the administrative intervention of 

IPRs, together with the direction towards which the local famous trade mark alike 

administrative intervention should approach.  

Together, in this chapter, I have proposed six policy recommendations. Notably, in policy 

recommendation 6, I provide five rules by which governmental administrative 

interventions should be regulated at the national level. 

I propose that, noting the features of these rules and their ideal placement within the legal 

system, a deliberate and phased approach is crucial. While the first two rules can be 

readily incorporated into administrative decrees, the remaining ones represent more 

abstract, long-term goals and guiding principles. Implementing them requires a 

comprehensive understanding of their complexity and interrelated elements, considering 

the intricacies of China’s intellectual property landscape. 

In summary, the proposed rules aim to balance the need for immediate action with the 

requirement for careful planning and gradual implementation, ensuring that the policy 

recommendations lead to effective and sustainable reforms in China’s trade mark 

administrative interventions.  
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In this chapter, I will summarize the key research findings concerning the research aims 

and questions and discuss the value and contribution thereof. We will also review the 

study’s limitations and propose opportunities for future research. 

6.1 Research Questions and Overall Findings 

This research is dedicated to a common yet unique and much criticised yet long-lasting 

trade mark system in Mainland China – the local famous trade mark system. This study 

aims to answer the following three core research questions: 

(1) What is the local famous trade mark? 

As a governmental intervention, is the local famous trade mark appropriate or excessive? 

(The two benchmarks applied are the core trade mark rationale and the balance of market 

subjects’ interests)  

(2) If the answer to (1) is ‘excessive’, how should the local famous trade mark system 

be changed to reach the appropriate degree of intervention?  

 

To answer the core research questions, I have first conducted a comprehensive description 

of the local famous trade mark system in chapter 2. The descriptive parts illustrated the 

local famous trade mark’s source of law, positions in the national legal framework, 

competent authorities, scope of protection and the status quo. We have found that the 

local famous trade mark is a highly popular and powerful title equipped with a much 

broader scope of protection, which is issued by the local governments to certain trade 

mark proprietors. Despite having received a ‘red card’ from the central authority in China, 

this problematic governmental endorsement has kept reoccurring in the guise of similar 

names. 

The failure of the red card to stop local famous trade mark systems was due to an 

inadequate understanding of the local famous trade mark system, which corroborated the 

necessity to subject it to an in-depth analysis. Therefore, I have separated the term ‘local 

famous trade mark’ into ‘TM and famous TM’ and adopted an analysis framework with 

two dimensions: the trade mark dimension (chapter 3) and the famous trade mark 

dimension (chapter 4).  



  

From the trade mark dimension, I have made two observations: (a) a local famous trade 

mark is a trade mark with a notable policy-driven function; it is an intervention from the 

local legislative and governmental authorities into market activities, and (b) a local 

famous trade mark is a trade mark with a broader scope of protection than ordinary trade 

marks, from the perspective of the famous trade mark dimension. 

Given observation (b) and the local famous trade mark’s highly similar appearance to the 

famous trade mark regime, I have compared local famous trade marks with the 

conventional famous trade mark regimes in chapter 4. The underlying logic is that if the 

local famous trade mark regime shares substantive similarities to the conventional famous 

trade marks, then they can be justified by the rationale of protecting the conventional 

famous trade marks. If not, the divergent scope of protection enjoyed exclusively by local 

famous trade marks is in need of analysis and justification.  

I found that, although they are quite similar names, the local famous trade mark system 

is significantly different from the conventional famous trade marks. They differ in notably 

three aspects: the numbers and conditions of emergence, the level of authorities’ 

involvement and the assessment criteria. The differences are caused by (a) the divergent 

objects of protection and objectives and (b) the cultural soil. 

With regard to the former cause, I revealed that the conventional famous trade mark 

protection aims to protect trade mark proprietors’ interests and investments and the 

advertising function derived from trade marks (chapter 4). The local famous trade mark 

regime in China includes investment-protection elements as well. However, the massive 

policy-led purposes are closely linked with each specific factor taken into consideration 

in local famous trade mark protection, including investment protection. The local famous 

trade mark regime is fundamentally a tool for, inter alia, developing the local economy 

and implementing the National Trade Mark Strategy. While achieving the ultimate goal, 

investment-protecting seems to be a side consequence instead of a pursuing objective. 

A noteworthy distinction emerges between the approach applied to local famous trade 

marks and the conventional methods employed for the conventional famous trade marks, 

particularly concerning the concept of reversed causality. To elaborate, when the 

objective is safeguarding the interests of a trade mark with an established reputation, a 

flexible set of criteria is made available to parties for delineating and appraising said 

reputation. The underlying rationale presupposes that if a trade mark possesses a 



  

reputation, this reputation will manifest itself through various avenues, all of which 

should be admissible as substantiating evidence. 

Contrastingly, the local famous trade mark approach narrows its focus to a select set of 

specific criteria, predominantly centred around local economic contributions. It assumes 

the attribution of ‘famous’ status predicated upon these criteria. I have elucidated that this 

context’s reverse causality logic engenders issues, as it overly simplifies the intricate and 

dynamic nature of ‘famous’, reducing it to a narrowly delineated measure of local 

economic performance. 

Second, on the latter cause of differences (b), I found that the economic-centric criteria 

have been particularly used for measuring development and local government officials’ 

achievements under the centralised political system in China. Local governments have 

enduring enthusiasm for promoting local economic development, and the local famous 

trade mark is one typical economic incentive tool used by local governments. 

The local famous trade mark system in China is different from ordinary trade marks and 

the conventional famous trade marks. This study holds that being different does not 

automatically lead to the conclusion that it should be abolished. This brings us back to 

the core research questions regarding local famous trade mark system as an administrative 

intervention: 

(1) Is the local famous trade mark, namely, a governmental intervention, appropriate or 

in fact excessive? (The two benchmarks applied are the core trade mark rationale and the 

balance of market subjects’ interests)  

(2) If the answer to (1) is ‘excessive’, how should the local famous trade mark system be 

changed to reach the appropriate degree of intervention? 

To evaluate this unique local famous trade mark system, I reverted to the essence of the 

local famous trade mark: a local famous trade mark is a trade mark that is selected and 

granted the title by an administrative authority as a ‘local famous trade mark’.  

The local famous trade mark system should align with, at the very least, the fundamental 

principles of trade mark protection. Since it involves interventions in trade marks and 

market activities carried out by relevant authorities, it should not hinder the core rationale 

of trade mark protection. Additionally, it should acknowledge disparities in the authority 



  

and capabilities of market participants and prioritize balancing their interests instead of 

worsening existing disparities. 

The two benchmarks of assessing the local famous trade mark system thus are clear: the 

core trade mark rationale and the balancing of the interests of market subjects. 

This study has, moreover, considered the social context of China, exploring the scope of 

the appropriate government interventions, per which this study proposes policy 

recommendations. 

As for the first benchmark, this study has attributed special attention as to whether the 

local famous trade mark conforms with the rational basics of trade mark protection and 

whether the local famous trade mark has reduced consumers’ search costs. 

From a semiotic perspective, this study revealed that the wording of ‘local famous trade 

mark’ as a misnomer disturbs the communication channel that trade mark proprietors 

strive to establish between their trade mark and the specific product or services with 

consumers’ perception. It conveys to the public that ‘all 45 communication channels of a 

trade mark are governmentally-endorsed’. Such untrue messages attribute unjustified 

polishing effects to local famous trade marks, which increases consumers’ search costs to 

find the desired trade marks’ products or services. Furthermore, this also goes against the 

rational basis for having trade marks. 

Moreover, considering China’s enormous yet unevenly-developed domestic economy, 

this study revealed that the local famous trade mark signifier is particularly harmful in the 

country’s numerous less-developed regions, because the learning cost of correctly 

recognising the flaws of the respective title is relatively high. 

In chapter 5, I have discussed the kind of information consumers need. Simple logic 

would dictate that, to reduce consumers’ search costs, one must define what information 

consumers need to find in their ideal products or services. However, the signified to a 

trade mark signifier in a consumer’s mind cannot be captured and depicted precisely. The 

criteria for an eligible local famous trade mark (i.e., the trade mark stability, the 

consumers’ recognition and the emphasis on the economic indicators), do not reduce 

consumers’ search costs.  

A local famous trade mark is, in essence, a pre-judgment made by the authorities asserting 

that a trade mark will perform well in the near future. Once awarded recognition, a local 



  

famous trade mark proprietor is immediately entitled to freely exploit several extended 

scopes of protection and privileges. These privileges are allowed to be used for several 

years based on a false basis of understanding held by local authorities. However, the status 

of trade marks is dynamic rather than static. The attempts to predict or guarantee trade 

marks’ future status are unnecessary, untenable and unreasonable. 

On the second benchmark, this study has explored two common grounds on which the 

local famous trade mark regime could stand without violating the normative boundaries 

set by the trade mark protection rationales. Meanwhile, the vulnerable positions different 

interested parties find themselves in also need to be taken into account. Given their strong 

position, local legislatures and governmental authorities should restrain from intervening 

in market activities by, for example, granting certain market entities unjustified badges 

of reputation conveying an ambiguous meaning. Moreover, decisions on what 

characteristics are suitable for being evaluated have to be well-observed and scrutinised 

before taking any substantive measures or granting certifications. 

The pivotal question discussed in this dissertation is not simply whether to retain or 

abolish the local famous trade mark regime per se. Instead, this study has explored the 

boundaries of authorities’ power while pursuing goals like economic developments under 

their interventions in market activities, like the local famous trade mark regimes. It has 

revealed that the bottom line is that government intervention should not be at the expense 

of consumers’ interests, nor should it come at the expense of negatively affecting the core 

rational basis of trade mark protection; Government intervention should, instead, be 

carefully limited to the extent that it should not work as a noise that disturbs trade marks’ 

origin indication function. Nor should it prioritise the function of promoting the local 

economy or rewarding local enterprises ahead of the essential consumer-centric function 

of a trade mark. 

This should include restraints against public powers, while their competencies in the 

intervention to market activities should be sufficiently discussed and justified. The local 

governments’ functions in promoting economic development must not be fulfilled at the 

cost of consumers’ interests nor the core rational basis of protection IPRs. This constitutes 

a fundamental requirement for long-term sustainable development of the local economy, 

the overall domestic market of China, and international business. 



  

I have aimed to place the local famous trade mark within a broader discussion of the 

reasonable and appropriate scale of administrative intervention. That was due to the fact 

that the local famous trade mark is one specific example of extensive administrative 

intervention in the IPRs protection in China. Without the improvements to the social soil 

it is rooted, similar ‘local famous trade mark’ situations could easily reoccur. I have, 

therefore, explored the policy recommendations derived from the local famous trade 

mark-related analyses that are applicable in a much broader sense than being only 

applicable in China or for the local famous trade mark system. 

The policy recommendations this study proposes include transforming and separating 

administrative competencies and limiting them by considering the interest-balancing 

between different market subjects and valuing the rationale basis of the IPRs protection. 

Interaction between administrative regulation and national legislation should be improved, 

which will effectively limit the administrative interventions to the extent of being clear, 

justifiable and accountable.  

Furthermore, this study has provided an analytical framework for studying the 

administrative intervention to IPRs and market activities in diverse societies. It has 

offered a reasonable and appropriate administrative intervention that ought to be in line 

with the core rationale of IPRs protection and cautiously balance market subjects’ 

interests. Moreover, the inquiries of the two benchmarks must consider the specific social 

contexts wherein the administrative intervention roots and evolves. 

6.2 Limitations and Recommendations for Future Research   

This study has undertaken the task of elucidating the local famous trade mark regime in 

China, focusing on its genesis, characteristics, impact, and avenues for improvements. 

However, I believe that the forthcoming research endeavours can offer a deeper 

exploration in the following areas: 

First, this study predominantly adopts a descriptive approach from a doctrinal standpoint. 

Given the extensive scope and self-contained nature of local famous trade mark systems, 

future research should consider empirical investigations that provide comprehensive and 

nuanced insights into each local famous trade mark system. Such endeavours could shed 

light on potential disparities between the prescribed regulations in local famous trade 



  

mark laws and the actual enforcement, especially given the diverse economic 

development levels across China’s regions. 

Furthermore, this study has highlighted the existence of multiple Chinese synonyms for 

the term ‘local famous trade mark.’ Investigating how alternative designations for local 

famous trade marks are strategically employed to circumvent the increasingly stringent 

local famous trade mark regulations could yield a more comprehensive understanding of 

the inventive administrative interventions related to trade marks. 

Third, this study has predominantly employed a conventional legal approach to the 

subject matter at hand. Future research could benefit from incorporating interdisciplinary 

perspectives, particularly by examining consumer perceptions concerning local famous 

trade marks, products featuring local famous trade mark labels, and those associated with 

local famous trade mark synonyms. This approach would offer a more holistic view of 

the intricate dynamics surrounding local famous trade marks. 

Finally, it is important to acknowledge that this study has not delved into the granular 

details of how to precisely incorporate the six policy recommendations, particularly the 

intricacies of the sixth one (the third to fifth rules), into the framework of legislation or 

administrative regulations. The operationalisation of these recommendations demands a 

rigorous process involving exhaustive data gathering, theoretical scrutiny, and a thorough 

consideration of the multifaceted variables at play. It is worth noting that undertaking 

such a substantial endeavour extends beyond the scope of this study, which is centred on 

local famous trade marks. Consequently, some policy recommendations outlined therein 

should be regarded as foundational principles, providing overarching guidance for future 

research and policy formulation in this field. 
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Several Issues concerning the Application of Law in the Trial of Cases involving 

Patent Right Infringement Disputes (Issued on 29 December 2020; effective on 1 

January 2021). 

Interpretation of the Supreme People’s Court on Several Issues Concerning the 

Application of Law to the Trial of Cases of Civil Disputes over the Protection of 

Local Famous Trade Marks (最高人民法院关于审理涉及驰名商标保护的民事纠



  

纷案件应用法律若干问题的解释) (Judicial Interpretation No. 19 [2020] of the 

Supreme People’s Court. (Issued on 29 December 2020, effective on 1 January 2021.   

The Notice of the Supreme People’s Court on Unifying the Docket Numbers of Civil 

Cases at the Case-filing and Trial Stages of Retrial (最高人民法院关于统一再审

立案阶段和再审审理阶段民事案件编号的通知) (Interpretation No. 127 [2008] of 

the Supreme People’s Court. 

The Notice of the SPC on Issuing the Guiding Opinion of the SPC on Carrying out the 

Case Quality Evaluation Work (for Trial 

Implementation)(最高人民法院关于开展案件质量评估工作的指导意见 ( 试

行)》的通知) No 6 [2008] of the SPC.  

Notice of the Supreme People’s Court on Issuing the Second Five-Year Reform Outline 

for the People’s Courts (2004-

2008)(最高人民法院关于印发《人民法院第二个五年改革纲要》的通知), Fafa 

[2005] No 18, effective from 26 October 2005. 

SPC, Announcement of the Supreme People's Court of the People's Republic of China—

Announcement on Matters concerning the Setup of the Intellectual Property Tribunal 

(中华人民共和国最高人民法院公告—关于设立知识产权法庭有关事项的公告). 

issued on 1 January 2019 and took effect on the same day. 

SPC, Notice of the ‘Proposal on the Establishment of Hangzhou Internet Court’ (关于设

立杭州互联网法院的方案), Fa No 245 [2017], issued on 8 August 2017 and took 

effect on the same day. 

SPC, Notice of the SPC on Issuing the Plan for Establishing the Beijing Internet Court 

and the Guangzhou Internet Court, No. 216 [2018] of the SPC, issued on 9 August 

2018 and took effect on the same day. 

 

 

Chinese Administrative Regulations, Local Regulations and 

Department Regulations 

Quanguo Renmin Daibiao Dahui Changwu Weiyuan Hui Guanyu Jiaqiang Falv Jieshi 

Gongzuo De Jueyi (全国人民代表大会常务委员会关于加强法律解释工作的决

议) [Resolution of the Standing Committee of the National People’s Congress on 

Providing an Improved Interpretation of the Law] (issued by the Standing Committee 

of the National People’s Congress, 10 June 1981) 

Guowu Yuan Bangong Ting Guanyu Tiaozheng Shengji Yixia Gongshang Zhijian 

Xingzheng Guanli Tizhi Jiaqiang Shipin Anquan Jianguan Youguan Wenti De 

Tongzhi (国务院办公厅关于调整省级以下工商质监行政管理体制加强

食品安全监管有关问题的通知) [Circular of the General Office of the State Council 

on adjusting the administrative management system of industry, commerce and 



  

quality supervision below the provincial level to strengthen the food safety 

supervision] (issued by the State Council, [2011] No 48, 2011) 

Guowu Yuan Jigou Gaige Fang’an (国务院机构改革方案) [Institutional Reform 

Programme of the State Counci] (issued by Central People’s Government of the 

People’s Republic of China, 2018) 

Guojia Zhishi Chanquan Zhanlue Gangyao (国家知识产权战略纲要) [Outline of the 

National Intellectual Property Strategy] (issued by the State Council, [2008] No 18, 

2008) 

Guowu Yuan Guanyu Shixing Fenshui Zhi Caizheng Guanli Tizhi De Jueding (国务院

关于实行分税制财政管理体制的决定) [Decision of the State Council on the 

Implementation of the Tax-Sharing System of Financial Management] (issued by the 

State Council, [1993] No 85, 1993) 

Guowu Yuan Pizhuan Guojia Gongshang Xingzheng Guanli Ju Gongshang Xingzheng 

Guanli Tizhi Gaige Fang'an De Tongzhi (国务院批转国家工商行政管理局工商行

政管理体制改革方案的通知) [Notice of the State Council on Approving the 

Reform Scheme regarding the Structure of the Industry and Commerce 

Administrative System proposed by the SAIC ] (issued by the State Council, [1998] 

No 41, 1998)  

Guanyu Yinfa ‘Dui Youguan Local Famous Trade Mark Zhidu Difang Xing Fagui De 

Yanjiu Yijian’ (关于印发<对有关著名商标制度地方性法规的研究意见>的函) 

[Letter on the Issuance of Opinions on the Study of Local Regulations Relating to 

the Local Famous Trade Mark System] (issued by the Legislative Affairs 

Commission of the Standing Committee of the National People’s Congress, [2017] 

No 224, 2017) 

Guowuyuan Bangongting Guanyu Xi’an Ditie ‘Wenti Dianlan’ Shijian Diaocha Chuli 

Qingkuang Jiqi Jiaoxun De Tongbao (国务院办公厅关于西安地铁‘问题电缆’事

件调查处理情况及其教训的通报) [Circular of the General Office of the State 

Council on the investigation and handling of the ‘problematic cable’ incident in Xi’an 

Metro and its lessons learned] (issued by General Office of the State Council, [2017] 

No 56, on 21 June 2017) 

Guowuyuan Guanyu Jigou Shezhi De Tongzhi (国务院关于机构设置的通知) [The 

Notice on the Setup of Institutions] (issued by the State Council, [2018] No 6, 24 

March 2018) 

Qiye Mingcheng Dengji Guanli Guiding (企业名称登记管理规定) [Provisions on the 

Administration of Enterprise Name Registration] (issued by SAIC, [1991] No 7, 6 

May 1991) 

Yuanyu Yinfa ‘Dui Youguan Local Famous Trade Mark Zhidu Difang Xing Fagui De 

Yanjiu Yijian’ De Han (关于印发<对有关著名商标制度地方性法规的研究意

见>的函) [Letter on the Issuance of Opinions on the Study of Local Regulations 

Relating to the Local Famous Trade Mark System] (issued by the Legislative Affairs 

Commission of the Standing Committee of the National People’s Congress, [2017] 

No 224, 2017) 



  

Shangbiao Qinquan Panduan Biaozhun (商标侵权判断标准) [Judging Criteria for 

Trademark Infringement] (issued by CNIPA, [2020] No 23, 15 June 2020) 

Guojia Zhishi Chanquan Ju Gonggao 295 Hao (国家知识产权局公告295号) [China 

National Intellectual Property Administration Announcement No. 295] (issued by 

CNIPA, [2019] No 295, 2019) 

Quanguo Renmin Daibiao Dahui Changwu Weiyuan Hui Guanyu Zai Beijing, Shanghai, 

Guangzhou Sheli Zhishi Chanquan Fayuan De Jueding (全国人民代表大会常务委

员会关于在北京、上海、广州设立知识产权法院的决定) [Decision of the Standing 

Committee of the National People’s Congress on Establishing Intellectual Property 

Right Courts in Beijing, Shanghai and Guangzhou] (issued by the NPC Standing 

Committee, 31 August 2014) 

Guowu Yuan Fazhi Bangong Shi Guojia Gongshang Xingzheng Guanli Zongju Guanyu 

Kaizhan Sheji Local Famous Trade Mark Zhidu De Difang Zhengfu Guizhang He 

Guifan Xing Wenjian Zhuanxiang Qingli Gongzuo De Tongzhi (国务院法制办

公室国家工商行政管理总局关于开展涉及著名商标制度的地方政府规章和规

范性文件专项清理工作的通知) [The SAIC of the Legislative Affairs Office of the 

State Council on the Special Cleaning of Local Government Regulations and 

Normative Documents Involving the Local Famous Trade Mark System] (issued by 

Legislative Affairs Office of the State Council, [2018] No 5, 2018) 

Guojia Zhishi Chanquan Ju Dui Shisan Jie Quanguo Renda Erci Huiyi Di 1618 Hao Jianyi 

Danfu De Han (国家知识产权局对十三届全国人大二次会议第1618号建议

答复的函) [Letter from the State Intellectual Property Office in response to 

Recommendation No. 1618 of the Second Session of the 13th National People’s 

Congress] (issued by the SAIC, 1 July 2019) 

Measures for the Implementation of Administration of Enterprise Name Registration (企

业名称登记管理实施办法 ) [Provisions of Shanghai Municipality on the 

Registration Administration of Enterprise Names] (issued by SAIC, [2005] No 93, 8 

December 1999) 

Chiming Shangbiao Rending He Guanli Zanxing Guiding (驰名商标认定和管理暂行规

定) [The Provisional Measures of Well-known Trade Mark). It was invalidated by 

the Provisions for the Determination and Protection of Well-known Trade Marks] 

(issued by SAIC, 14 August 1996)  

Chiming Shangbiao Rending He Baohu Guiding ( 驰名商标认定和保护规定 ) 

[Provisions on the Determination and Protection of Well-known Trade Marks] 

(issued by SAIC, [2003] No 5, 1 June 2003) 

Guanyu Feizhi Shandong Sheng Zhuming Shangbiao Rending He Baohu Banfa De 

Jueding (关于废止《山东省著名商标认定和保护办法》的决定) [Decision of the 

People's Government of Shandong Province on Abolishing the Measures for the 

Determination and Protection of Famous Trademarks in Shandong Province] (issued 

by Shandong Provincial People's Government, 4 July, 2018) 

Guanyu Feizhi Sichuan Sheng Zhuming Shangbiao Rending He Baohu Tiaoli De Jueding 

(关于废止《四川省著名商标认定和保护条例》的决定) [Decision on Repealing 



  

the Regulations on the Recognition and Protection of Famous Trade Marks in 

Sichuan Province] (issued by the Sichuan Provincial People's Congress (including 

the Standing Committee), 7 December, 2018) 

Gongshang Zongju Guanyu Yinfa Guanyu Kaizhan Guojia Shangbiao Zhanlue Shishi 

Shifan Chengshi(Qu),Shifan Qiye Gongzuo De Zhidao Yijian (工商总局关于印发

《关于开展国家商标战略实施示范城市（区）、示范企业工作的指导意见》的

通知) [Notice of the SAIC on the Issuance of the Circular on the Guidance on the 

Work of National Trade Mark Strategy Implementation in Demonstration Cities 

(Districts) and Demonstration Enterprises] (issued by SAIC, [2009] No 155, 2009) 

Guanyu Jinzhi Fangmao Zhiming Shangpin Teyou De Mingcheng, Baozhuang, 

Zhuanghuang De Buzhengdang Jingzheng Xingwei De Ruogan Guiding (关于禁止

仿冒知名商品特有的名称、包装、装潢的不正当竞争行为的若干规定) [Certain 

Regulations on Prohibiting Unfair Competition Activity Concerning Imitating 

Specific Names, Packaging or Decoration of Well-known Commodities] (issued by 

SAIC, [1995] No 33, 1995)  

Guojia Gongshang Zongju Shangbiao Ju Guanyu Qiye Zai Zijian Wangzhan Shang 

Shiyong Chiming Shangbiao Ziyang Deng Youguan Wenti De Pifu (国家工商总局

商标局关于企业在自建网站上使用驰名商标字样等有关问题的批复) [Official 

Reply of the Trade Mark Office of the SAIC on Issues concerning the Use of Such 

Characters as “Well-Known Trade mark” by Enterprises on Their Own Websites] 

(issued by SAIC, [2016] No 60, 2016) 

Guojia Gongshang Xingzheng Guanli Zongju Guanyu Guanche Luoshi ‘Guojia Zhishi 

Chanquan Zhanlue Gangyao’ Dali Tuijin Shangbiao Zhanlue Shishi De Yijian 

(国家工商行政管理总局关于贯彻落实《国家知识产权战略纲要》大力推进商

标战略实施的意见) [Opinions of the SAIC on Implementing the Outline of the 

National Intellectual Property Strategy and Vigorously Promoting the 

Implementation of the Trademark Strategy] (issued by SAIC, [2009] No 108, 2009) 

Guojia Shichang Jiandu Guanli Zongju Zhineng Peizhi, Neishe Jigou He Renyuan 

Bianzhi Guiding (国家市场监督管理总局职能配置、内设机构和人员编制规定) 

[Provisions on the Functions, Structure and Staffing of the State Administration for 

Market Regulation] (issued by the Departments and Institutions of the CPC Central 

Committee, General Office of the Central Committee of the Communist Party of 

China, Instrumentalities of the State Council, General Office of the State Council, 30 

July 2018) 

Shanghai Shi Qiye Mingcheng Dengji Guanli Guiding (上海市企业名称登记管理规定) 

[Provisions of Shanghai Municipality on the Registration Administration of 

Enterprise Names] (issued by the Standing Committee of the People’s Congress of 

Shanghai Municipality, [2005] No 52, 1 September 2005) 

Shanghai Shi Local Famous Trade Mark Rending Yu Baohu Zanxing Banfa (上海市著

名商标认定与保护暂行办法 ) [Interim Measures for the Determination and 

Protection of Local Famous Trade Marks in Shanghai] (issued by Shanghai Industrial 

and Commercial Administration, [1996] No 446, 14 August 1996) 



  

Guanyu Gongbu Feizhi, Shixiao De Guifan Xing Wenjian Mulu De Tongzhi (关于公布

废止、失效的规范性文件目录的通知) [Notice on Publishing the List of Abolished 

and Invalid Normative Documents] (issued by Shanghai Industrial and Commercial 

Administration, [2010] No 184, 1 June 2010) 

Xi’an Shi Weiyang Qu Renmin Zhengfu Guanyu Yinfa Weiyang Qu Shishi Zhiliang 

Xingqu Zhanlue Chuang Mingpai Chanpin he Chi (Zhu) Ming Shangbiao Jiangli 

Zijin Guanli Banfa De Tongzhi (西安市未央区人民政府关于印发未央区实施质

量兴区战略创名牌产品和 驰（著）名商标奖励资金管理办法的通知) [Notice of 

the People’s Government of Weiyang District of Xi’an City on the Issuance of the 

Management Measures for the Incentive Funds for Creating Famous Brand Products 

and Well-known Trademarks (and Local Famous Trade Mark) in the Implementation 

of the Strategy for the Promotion of Quality in Weiyang District] (issued by People’s 

Government of Weiyang District, Xi’an, [2011] No 33) 

Haidian Qu Tisheng Qiye Hexin Jingzhengli Zhichi Banfa (海淀区提升企业核心竞争

力 支 持 办法 ) [Haidian District Support Measures for Improving the Core 

Competitiveness of Enterprises] (issued by People’s Government of Haidian District, 

Beijing, [2014] No 9, on 30 June 2014) 

Chongqing Shi Yubei Qu Shangbiao Fazhan Jiangli Buzhu Banfa (重庆市渝北区商标

发展奖励补助办法 ) [Notice on the Issuance of the Subsidy Scheme for the 

Development of the Trade Marks in Yubei District] (issued by People's Government 

of Yubei District, [2018] No 146, on 29 December 2018) 

Hengqin Xinqu Cujin Zhishi Chanquan Gongzuo Zanxing Banfa (横琴新区促进知识产

权工作暂行办法) [Interim Measures for the Promotion of Intellectual Property 

Rights in Hengqin New Area] (issued by Hengqin New Area Management Board 

Office, [2017] No 38, on 28 December 2017) 

(河北省著名商标认定和保护条例) [Regulations on Recognizing and Protecting Local 

Famous Trade Marks in Hebei Province] (Adopted at the eighth meeting of the 

Standing Committee of the Ninth People’s Congress of Hebei Province on 2 April 

1999, effective from 30 July 2010).  

(辽宁省著名商标认定和保护办法) [Measures for Recognizing and Protecting Local 

Famous Trade Marks in Liaoning Province] (Decree No. 121 of the people’s 

Government of Liaoning Province).  

(江苏省著名商标认定和保护办法) [Measures for Recognizing and Protecting Local 

Famous Trade Marks in Jiangsu Province] (Promulgated by the People’s 

Government of Jiangsu Province, Decree No. 157).  

(浙江省著名商标认定和保护条例) [Regulations on Recognizing and Protecting Local 

Famous Trade Marks in Zhejiang Province] (Announcement No. 61 of the Standing 

Committee of the People’s Congress of Zhejiang Province). 

(山东省著名商标认定和保护办法) [Measures for Recognizing and Protecting Local 

Famous Trade Marks in Shandong Province] (Promulgated by the People’s 

Government of Shandong Province, Decree No. 185).  



  

(河南省著名商标认定和保护办法) [Measures for Recognizing and Protecting Local 

Famous Trade Marks in Henan Province] (Adopted by the 57th standing meeting of 

the provincial government, effective as of 1 February 2010).  

(湖北省著名商标认定和促进条例) [Regulations on Recognizing and Promoting Local 

Famous Trade Marks in Hubei Province] (Adopted at the third meeting of the 

Standing Committee of the Eleventh People’s Congress of Hubei Province on 3 April 

2008, effective from 1 June 2008).  

(湖南省著名商标认定和保护办法) [Measures for Recognizing and Protecting Local 

Famous Trade Marks in Hunan Province] (Decree of the people’s Government of 

Hunan Province No. 138).  

(广 东 省著名商 标 认 定和管理 规 定) [Provisions of Guangdong Province for 

Recognizing and Administering Local Famous Trade Marks] (Promulgated by the 

People’s Government of Guangdong Province, Decree No. 124. Effective date: 1 

January 2009).  

(海南省著名商标认定和管理办法) [Measures for Recognition and Administering 

Local Famous Trade Marks in Hainan Province], Hainan Provincial People’s 

Government Order No. 150. 

(四川省著名商标认定和保护条例) [Regulations on Recognizing and Protecting Local 

Famous Trade Marks in Sichuan Province] (Adopted by the thirtieth meeting of the 

Standing Committee of the Ninth People's Congress of Sichuan Province).  

 (内蒙古自治区著名商标 认定和保护办法)[Regulations on the recognition and 

protection of Local Famous Trade Marks of the Inner Mongolia Autonomous 

Region],Decree No. 136 of the People’s Government of the Inner Mongolia 

Autonomous Region. 

 (北京市著名商标认定和保护办法) [Measures for Recognizing and Protecting Local 

Famous Trade Marks in Beijing] (Issued by the Industrial and Commercial 

Administration of Beijing, Notice No. [2015] 44. Effective date: 1 October 2015, 

replaced the Measures for Recognizing and Protecting Local Famous Trade Mark in 

Beijing (provisional) issued in 2001).  

(上海市著名商标认定和保护办法) [Measures for Recognizing and Protecting Local 

Famous Trade Marks in Shanghai] (Promulgated by the People’s Government of 

Shanghai, Decree No. 82. Effective date: 1 May 2012).  

(天津市著名商标认定和保护办法) [Measures of Tianjin for Certification and 

Protection of Local Famous Trade Marks] (Decree of Tianjin Municipal People’s 

Government No. 108, effective date: 1 February 2007).  

(重庆市著名商标认定和保护办法) [Measures of Chongqing for Recognizing and 

Protecting of Local Famous Trade Marks] (Adopted by the 26th session of the 

Standing Committee of the 3rd People’s Congress of Chongqing Municipality, 

effective date: 1 June 2012).  

 



  

EU Regulations and Directives, Decisions, Opinions, 

Recommendations, Resolutions and Policy Documents 

Regulation (EU) 2017/1001 of the European Parliament and of the Council of 14 June 

2017 on the European Union trade mark. https://eur-

lex.europa.eu/eli/reg/2017/1001/oj 

Directive (EU) 2015/2436 of the European Parliament and of the Council of 16 December 

2015 to approximate the laws of the Member States relating to trade marks. 

https://eur-lex.europa.eu/eli/dir/2015/2436/oj 

Regulation (EU) 2015/2424 of the European Parliament and of the Council of 16 

December 2015 amending Council Regulation (EC) No 207/2009 on the Community 

trade mark and Commission Regulation (EC) No 2868/95 implementing Council 

Regulation (EC) No 40/94 on the Community trade mark, and repealing Commission 

Regulation (EC) No 2869/95 on the fees payable to the Office for Harmonization in 

the Internal Market. https://eur-lex.europa.eu/eli/reg/2015/2424/oj 

First Council Directive 89/104/EEC of 21 December 1988 to approximate the laws of the 

Member States relating to trade marks. https://eur-lex.europa.eu/eli/dir/1989/104/oj 

Directive 2008/95/EC of the European Parliament and of the Council of 22 October 2008 

to approximate the laws of the Member States relating to trade marks. https://eur-

lex.europa.eu/eli/dir/2008/95/oj 

Council Regulation (EC) No 40/94 of 20 December 1993 on the Community trade mark. 

https://eur-lex.europa.eu/eli/reg/1994/40/oj 

EUIPO Guidelines for Examination of European Union trade marks. 

https://euipo.europa.eu/ohimportal/en/guidelines 

Opinion of Advocate General Jacobs delivered on 13 March 1990. SA CNL-SUCAL NV 

v HAG GF AG. Reference for a preliminary ruling: Bundesgerichtshof - Germany. 

Free movement of goods - Trade mark. Case C-10/89. European Court Reports 1990 

I-03711. ECLI:EU:C:1990:112. 

Opinion of Advocate General Jacobs delivered on 21 March 2002. Davidoff & Cie SA, 

Zino Davidoff SA v Gofkid Ltd. Case C-292/00. ECLI:EU:C:2002:204 

 

 

The US Legislation and Policy Documents  

Lanham Trademark Act, 15 U.S.C §§ 1051-1141n (1946) 

Federal Trade mark Dilution Act, Pub. L. No. 104-98, 109 Stat. 985 (1995) 

Trade mark Dilution Revision Act, Pub. L. No. 109-312, 120 Stat. 1730 (Oct. 6, 2006) 

Lanham Act Senate Report. S. REP. NO. 79–133, (1946), reprinted in 1946 U.S.C.C.A.N. 

1274. 

 



  

Other National Legislation and policy documents 

The decree law No 34/2019 Decreto Crescita. Misure urgenti di crescita economica e per 

la risoluzione di specifiche situazioni di crisi – decreto legge (Urgent measures for 

economic growth and the resolution of specific crisis situations - decree law) 30 

Aprile 2019 No 34 (Legislative Decree No 34/2019), art 31 Marchi storici. 

The French Trade Mark Law 1857 (Loi du 23 juin 1857 sur les marques de fabrique et de 

commerce). 

 

Cases  

China cases  

No 3 [2006], First, Civil Division 3, Xuancheng City Intermediate People’s Court 

[宣中民三初字第3号] 

No 3 [2006], Final, Civil Division III, Tianjin High People’s Court [津高民三终字第3号] 

No 613 [2008] Civil Petition [民申字第613号] 

No 983 [2008], Civil Ruling Civil Petition, SPC [最高人民法院民事裁定 书

民申字第983号] 

No 75 [2013], Final, Civil Division III, Shandong Province. [鲁民三终字第75号] 

No 2 and 3 [2015], Final, Civil Division III. [民三终字第2, 3号) 

No 9 [2016], Retrial, Administrative Division, SPC [最高法行再9号] 

No 147 [2016], Retrial, Civil Division, SPC [最高法民再147号] 

No 37 [2016], Retrial, Administrative Division, SPC [最高法行再37号]   

No 99 [2017], Retrial, Civil Division, SPC [最高法民再99号)] 

No 273 [2017], Retrial, Administrative Division, SPC [最高法民再273号] 

No 2569 [2017], First, Criminal Division, Guangdong [粤2017刑初2569号] 

No 3764 [2017], Final, Administrative Division, Beijing, of the Higher People’s Court of 

Beijing Municipality [京行终 3764号] 

No 674 [2019], Shanghai 73 Minchu [沪73民初674号] 

No 8569 [2020], SPC, Administrative Retrial [(2020)最高法行申 8569 号] 

 

 

 

EU cases 

Judgment of 23 May 1978. Hoffmann-La Roche & Co. AG v Centrafarm 

Vertriebsgesellschaft Pharmazeutischer Erzeugnisse mbH. Case 102/77. 

EU:C:1978:108 



  

Judgment of the Court of 4 November 1997. Parfums Christian Dior SA and Parfums 

Christian Dior BV v Evora BV. Case C-337/95. EU:C:1997:517 

Judgment of 11 November 1997. Frits Loendersloot, trading as F. Loendersloot 

Internationale Expeditie v George Ballantine & Son Ltd and Others. Case C-349/95. 

EU:C:1997:530 

Judgment of 4 May 1999. Windsurfing Chiemsee Produktions- und Vertriebs GmbH 

(WSC) v Boots- und Segelzubehör Walter Huber and Franz Attenberger. Joined cases 

C-108/97 and C-109/97. EU:C:1999:230 

Judgment of 14 September 1999. General Motors Corporation v Yplon SA. Case C-

375/97. EU:C:1999:408 

Judgment of 18 June 2002. Koninklijke Philips Electronics NV v Remington Consumer 

Products Ltd. Case C-299/99. EU:C:2002:377 

Judgment of 12 November 2002. Arsenal Football Club plc v Matthew Reed. Case C-

206/01, EU:C:2002:651 

Judgment of 5 March 2003. Unilever NV v OHIM. Case T-194/01. EU:T:2003:53 

Judgment of 5 October 2004. Alcon Inc. v European Union Intellectual Property Office. 

Case C-192/03 P, EU:C:2004:587 

Judgment of 22 March 2007. SIGLA SA v Office for OHIM. Case T-215/03. 

EU:T:2007:93 

Judgment of 18 June 2009. L'Oréal SA, Lancôme parfums et beauté & Cie SNC and 

Laboratoire Garnier & Cie v Bellure NV, Malaika Investments Ltd and Starion 

International Ltd. Case C-487/07. EU:C:2009:378 

Judgment of 23 March 2010. Google France SARL and Google Inc. v Louis Vuitton 

Malletier SA. C-236/08. EU:C:2010:159 

Judgment of 14 September 2010. Lego Juris A/S v OHIM. C-48/09 P. EU:C:2010:516 

Judgment of 22 September 2011. Interflora Inc. and Interflora British Unit v Marks & 

Spencer plc and Flowers Direct Online Ltd. Case C-323/09. EU:C:2011:604 

Judgment of 12 July 2011. L’Oréal SA and Others v eBay International AG and Others. 

Case C-324/09. EU:C:2011:474 

Judgment of 25 July 2018. Mitsubishi Shoji Kaisha Ltd and Mitsubishi Caterpillar 

Forklift Europe BV v Duma Forklifts NV and G.S. International BVBA. Case C-

129/17. EU:C:2018:594 

 

 

The U.S. cases 

Decision of the Second Board of Appeal for in Case R 176/2004-2 on 29 September 2004.  

Deere & Co. v. MTD Prods., Inc., 860 F. Supp. 113, 120 (S.D.N.Y. 1994).  

Durable Toy & Novelty, 133 F.2d. 

Duraco Prods., Inc. v. Joy Plastic Enters., Ltd., 40 F.3d 1431, 1440 (3d Cir. 1994). 



  

Dwinell-Wright Co. v. White House Milk Co., 132 F.2d 822, 825 (2d Cir. 1943). 

Eastman Photographic Materials Co v. John Griffiths Cycle Corporation, (1898) 15 RPC 

105. 

Ill. High Sch. Ass’n v. GTE Vantage Inc., 99 F.3d 244, 246 (7th Cir. 1996). 

Inland Revenue Commissioners v Muller & Co's Margarine Ltd [1901] AC 217. 

IRC v. Muller Co.’s Margarine [1901] AC 217, 224 per Lord Macnaghten. 

ITC Ltd. v. Punchgini, Inc., 482 F.3d 135, 156 (2d Cir. 2007), cert. denied, 128 S. Ct. 288 

(2007). 

La Societe Anonyme des Parfums Le Galion v. Jean Patou, Inc. (1974).  

LV (Louis Vuitton Malletier SA v Haute Diggity Dog LLC 507 F 5d 252 (CA4 2007)). 

MacMahan Pharmacal Co. v. Denver Chemical MFG. Co., 113 F. 468 (8th Cir. 1901). 

Majestic Mfg. Co. v. Majestic Electric Appliance Co., 79 F. Supp. 649 (N.D. Ohio 1948). 

Matal v. Tam - 137 S. Ct. 1744 (2017). 

Mishawaka Rubber and Woolen Mfg Co. V. SS Kresge Co. 316 US 203, [1942]. 

Moseley v. V Secret Catalogue, Inc., 537 U.S. 418 (2003). 

Nike, Inc. v. Nikepal Int'l, Inc., 2007 WL 2782030, 84 U.S.P.Q.2d (BNA) 1820 (E.D. Cal. 

Sept. 18, 2007). 

Paramount Pictures Corp. v. White, 31 U.S.P.Q.2d 1768, 1774 (T.T.A.B. 1994).  

Publ’ns Int’l Ltd. v. Landoll, Inc., 164 F.3d 337, 343 (7th Cir. 1998). 

Qualitex Co. v. Jacobson Prods. Co., 514 US 159, 163-64 (1995). 

S.A. CNL-Sucal N V. v. Hag GE A. C. (Hag-II) ([1990] 3 C.M.L.R. 571). 

S. C. Johnson & Son, Inc. v. Johnson (Johnson I), 116 F.2d 427 (2d Cir. 1940). 

S. C. Johnson & Son, Inc. v. Johnson (Johnson II), 175 F.2d 176 (2d Cir. 1949). 

Ty Inc. v. Perryman, 306 F.3d 509 (7th Cir. 2002). 

V Secret Catalogue, Inc. v. Moseley, 605 F.3d 382, 387 (6th Cir. 2010) (citing 

U.S.C.C.A.N., 109th Cong. 2d Sess. 2006, Vol. 4, pp. 1091, 1092, 1097). 

Books  

Chinese books  

邓小平[Xiaoping Deng]:《邓小平文选, 1975-1982 年》[Selected Writings of Deng 

Xiaoping 1975-1982], 人民出版社, 1983 [People’s Publishing House, 1983].  

孔祥俊[Xiangjun Kong]:《商标与不正当竞争法: 原理和判例》[Trademark and Unfair 

Competition Law: Principles and Jurisprudence], 法律出版社, 2009 [Law Press 

China, 2009]. 

陶鑫良 [Xinliang Tao]: ‘我国驰名商标认定与保护的现状分析及其法律规

制’[Analysis of the Current Situation of the Recognition and Protection of Well-

known Trademarks in China and its Legal Regulation],《中华全国律师协会知识产

权专业委员会年会暨中国律师知识产权高层论坛论文集 (上 )》2009 年

[Proceedings of the Annual Meeting of the Intellectual Property Professional 



  

Committee of the All China Lawyers Association and the High Level Forum on 

Intellectual Property for Chinese Lawyers (I)], 2009. 

刘凯湘主编[Kaixiang Liu (ed.)]:《民法学》[Civil Law],中国法制出版社 2008 年第三

版 [China Legal Publishing House, 2008, 3rd Edition]. 

许崇正 [Chongzheng Xu]:《人的全面发展与社会经济 : 伦理经济学引论》

[Comprehensive Human Development and the Social Economy - An Introduction to 

the Ethical Economy], 安徽教育出版社 1993 年版 [Anhui Education Press, 1993].  

邱汉平[Hanping Qiu]:《法学通论》[General Theory of Law], 商务印书馆 1935 年版

[Commercial Press, 1935]. 

汤宗舜 [Zongshun Tang]:《专利法解说（修订版）》[Patent Law Explanation (Revised 

Edition], 知识产权出版社, 2022 年版[Intellectual Property Press, 2022]. 

周雪光 [Xueguang Zhou]: 《中国国家治理的制度逻辑》 [The Institutional Logic of 

China’s National Governance], 北京: 生活· 读书· 新知三联书店, 2017 [Beijing: 

Life · Reading · New Knowledge Sanlian Bookstore, 2017] 

Non-Chinese books  

Abbott, F. M., Cottier, T., & Gurry, F. (2019). International intellectual property in an 

integrated world economy. Aspen Publishing. 

Alexander von Mühlendahl, Dimitris Botis, Spyros Maniatis, Imogen Wiseman. Trade 

Mark Law in Europe Third Edition. Oxford University Press. 2016. 

Anke Moerland. Why Jamaica wants to protect Champagne: intellectual property 

protection in EU bilateral trade agreements. 

Annette Kur (2020). Trademark Functions in European Union Law. In I. Calboli & J. 

Ginsburg (Eds.), The Cambridge Handbook of International and Comparative Trade 

mark Law (Cambridge Law Handbooks, pp. 162-177). Cambridge: Cambridge 

University Press.  

Baudillard J, Levin C. For a Critique of the Political Economy of the Sign[M]. Telos Press 

Publishing, 1981.  

Barthes, Roland ([1957] 1987): Mythologies. New York: Hill & Wang; Hjelmslev, Louis 

(1961): Prolegomena to a Theory of Language (trans. Francis J Whitfield). Madison: 

University of Wisconsin Press. 

Beier, Friedrich-Karl. Territoriality of trade mark law and international trade. 1970.  

Bently, L., & Sherman, B. (2014). Intellectual property law. Oxford University Press, 

USA. 

Bohaczewski M. Special Protection of Trade Marks with a Reputation under European 

Union Law[M]. Kluwer Law International BV, 2020. P7.  

Braithwaite, J., & Drahos, P. (2000). Global business regulation. Cambridge university 

press. 

Broekman, J. M. (2011). The semiotics of law in legal education (p. 21). F. J. Mootz (Ed.). 

Dordrecht, Heidelberg, London, New York: Springer. 

Chandler, D. (2007). Semiotics: The Basics, Taylor & Francis.  



  

Charles Sanders Peirce, Collected Papers of Charles Sanders Peirce (Charles Hartsborne 

& Paul Weiss eds., 1934).   

 Dinwoodie, G. B., & Janis, M. D. (Eds.). (2008). Trademark law and theory: A handbook 

of contemporary research. Edward Elgar Publishing.  

Dinwoodie, G. (2020). The Function of Trade marks in the United States. In I. Calboli & 

J. Ginsburg (Eds.), The Cambridge Handbook of International and Comparative 

Trade mark Law (Cambridge Law Handbooks, pp. 178-191). Cambridge: Cambridge 

University Press. 

Cottier, T. (2020). Competition and Investment: The Case for 21st Century WTO Law. 

International Investment Law and Competition Law, 261-286. 

De Saint-Exupéry, A. (1986). Le Petit Prince. Klett.  

De Saussure F, Baskin W. Course in general linguistics[M]. Columbia University Press, 

2011.  

Drahos, P. (2016). A philosophy of intellectual property. Routledge. 

European Union Trade Mark Regulation: An Article by Article 

Commentary. (2018). Germany: Bloomsbury Academic. Editor: Gordian 

Hasselblatt. 

French, R. (2019, September). Intellectual property and competition law: Nothing 

special?. In Intellectual Property Forum: Journal of the Intellectual Property Society 

of Australia and New Zealand (No. 117, pp. 54-57). 

Ge, J. (2019). A Comparative Analysis of Policing Consumer Contracts in China and the 

EU. Springer. 

Günther Handl, Joachim Zekoll & Peer Zumbansen (eds), Beyond Territoriality: 

Transnational Legal Authority in an Age of Globalization, Queen Mary Studies in 

International Law, Brill Academic Publishing, Leiden/Boston, 2012, 189-228.  

Hilty, R. M. (2007). The law against unfair competition and its interfaces. In Law Against 

Unfair Competition (pp. 1-52). Springer, Berlin, Heidelberg. 

Hodge R, Kress G. Social semiotics[M]. Polity Press, 1988.  

Jeremy, P. (2003). Trade Mark Law: A Practical Anatomy. 

Kur, A., & Senftleben, M. R. (2017). European Trade Mark Law–A Commentary. Oxford 

University Press.  

Max Weber, Wirtschaft und gesellschaft (2 ed. 1925), translated in Max Rheinsterin (ed.), 

Max Weber on Law in Economy and Society (1954) 264-65. 

Mostert, F.W. and Baeumer, L. (1997). Famous and well-known marks: an international 

analysis. London: Butterworths.  

Mostert, F. (2020). The Protection of Well-Known Marks Under International Intellectual 

Property Law. Cambridge Handbook of International and Comparative trademark 

Law (edited by Irene Calboli and Jane C. Ginsburg).  
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Impact Paragraph  

1. Main objective of the research  

This research is anchored on three starting points. First, Intellectual Property Rights (IPRs) 

are private rights. Second, IPRs only function partially independently; government 

intervention is essential in various aspects, such as registration and enforcement, to ensure 

and safeguard these rights. Lastly, IPRs serve as tools to attain specific public policies. 

For instance, they can encourage innovation and creativity (as seen with patents and 

copyrights) or establish market order (as with trade marks and geographical indications). 

When viewing these three points together, it is logical to foresee variations in 

governmental interventions related to IPRs that may exist across different jurisdictions, 

tailored to achieve specific policy objectives. 

Within this broad spectrum of governmental interventions, there exist, or should have 

existed, boundaries that separate reasonable and appropriate governmental actions in 

IPRs from those deemed excessive and unjustified. These spheres of state interventions 

are pivotal for properly exercising IPRs as private rights and effective public governance. 

This PhD dissertation attempts to contribute to the said explorations of boundaries by 

studying a representative, widely-scaled, long-existing phenomenon in China: The local 

famous trade mark system – which has presented quite a few problems in the past decades 

yet not solved fundamentally (e.g., inflationary expansion of trade mark functions, local 

protectionism and lack of considering consumers). The pivotal objective of this PhD 

dissertation is not simply to answer whether to retain or abolish the local famous trade 

mark regime per se. Instead, it explores the boundaries of authorities’ power in pursuing 

goals like economic developments under their interventions in market activities, what the 

testing framework ought to be, and the specific policy recommendations to keep the 

governmental interventions to the markets within the boundaries. 

For the pivotal objective, the research puts the local famous trade mark in China in the 

context of trade mark laws, trade mark doctrine in general, linguistic perspective 

(semiotics), and comparisons with conventional famous trade marks. That multiple-



  

faceted approach aims to spot the flaws and the possible basis for justifications of the 

subject matter through the contradictions or intersections of those multiple perspectives, 

followed by policy recommendations correspondingly. 

2. Scholarly impact 

Firstly, this study offers factual observations and descriptions of the local famous trade 

mark regime in China from the historical, political, legal and regulatory aspects; it also 

examines thoroughly all local provisions on the protection of the local famous trade mark 

in China from 31 provinces and all the special municipalities in China. Together, this 

study provides a source of reference for future research in the relevant fields.  

This comprehensive overview of the local famous trade mark in China establishes a robust 

foundation that scholars can leverage for comparative studies, policy analyses, and cross-

disciplinary research on trade mark regimes in other contexts. The dataset presented, in 

particular the local laws regarding the subject matter of this research, acts as a ready-to-

use source of reference, thereby expediting the research process in relevant fields. 

Secondly, while some journal articles have delved into the local famous trade mark 

regime in either Chinese or English, a novel and comprehensive analysis framework 

capturing and reflecting the features, roots and social contexts is yet to be present. This 

study fills that research gap by providing the inaugural comprehensive analysis regarding 

China’s local famous trade mark regime, covering multiple dimensions of the trade mark, 

trade mark law, famous trade marks, semiotics, and specific social contexts.  

The multifaceted framework of observation introduced in this research serves as a 

blueprint for scholars wishing to undertake related studies. Researchers can adapt, expand, 

or refine this framework to explore trade mark dynamics in different sociocultural 

environments, ensuring their inquiries are comprehensive and contextually grounded. 

Thirdly, methodologically, this study provides a framework for testing for trade mark-

related governmental intervention. The testing framework pillars in the rationale basis of 

trade mark protection combining the perspective of interest-balancing, and calls for 

governmental authorities’ active attention to the silent party in the policymaking 

procedure, namely, the consumers in specific social contexts. 

This innovative testing framework offers researchers, policy analysts and policymakers a 

structured approach to evaluate governmental decisions and strategies in trade mark 



  

realms. They can also adopt or modify this method to investigate the influence and 

outcomes of administrative interventions in diverse jurisdictions, emphasising consumer-

centric perspectives. 

Moreover, this study compares the subject matter with a similar yet different 

governmental intervention in another jurisdiction. This approach provides a valuable 

comparative lens for global studies on trade mark governance. Researchers can utilise this 

approach to discern global patterns, anomalies, and innovations, enriching the academic 

discourse and pushing the boundaries of understanding. 

3. Societal impact and the target group 

This research delivers actionable insights for a diverse set of stakeholders: 

(1) Policymakers 

This study critically reviews the local famous trade mark in China, pointing out 

its features, flaws and possible solutions to improve. More specifically, this study 

demonstrates a test framework per which policymakers should note, ideally 

beforehand, in deliberating trade mark-related governmental interventions.  

Considering the subject matter of this research, naturally, the policymakers in 

China are one of the target audiences. Moreover, this study extended the view to 

the global context and spotted a similar governmental intervention, the Italian 

historical trade mark, the Marchi Storici, which also presents certain flaws in the 

relevant institutional design. The analyses on the Marchi Storici, as an example, 

make this study also relevant to policymakers in other jurisdictions. 

(2) Consumers 

As elaborated in this study, governmental interventions in China, in particular, the 

‘honourable endorsements’ such as the local famous trade marks, have deep 

institutional and cultural roots. By slightly changing the names, similar 

governmental endorsements could repeat. This study, via various dimensions, fills 

the information asymmetry between administrative endorsements and consumers. 

Thus, Consumers could benefit from reading this study, knowledge-wise, to 

understand the nature of governmental endorsements like the local famous trade 

mark to make wiser decisions.  



  

(3) Trade mark right holders 

This research presents key factual features regarding the local famous trade mark 

regime in China and dives deeper into comprehensive and diverse analyses, which 

offers a multifaceted view. Such research is of reference value for foreign entities, 

whether they are merely contemplating the idea of venturing into China or have 

already made their mark there - Understanding China’s IP governance 

environment and the underlying rationale is beneficial. This research provides the 

keys to such an understanding, ensuring foreign businesses and individuals can 

navigate the potential complexities associated with China’s IPR framework. 

(4) Academics 

The methodologies applied, and insights offered in this research pave the way for 

advanced discourse and progression in academic circles. The proposed testing 

framework for trade mark-related governmental interventions, the comparisons 

conducted by placing a Chinese governmental intervention with one in another 

jurisdiction, coupled with delineated administrative interventions’ boundaries and 

the corresponding policy suggestions, enriches the relevant international 

discourse. 

4. Dissemination activity  

To disseminate my research findings, I intend to pursue a series of publications, including 

a monograph and several journal articles, inspired by this dissertation, through esteemed 

publishers. I have a preference for open-access publications, which can be complemented 

by book reviews and further commentary pieces. 

Besides academic publications, I will also popularise, deepen and expand this research 

through more interactive channels. The aim is to foster wider engagement with the 

research findings. These channels encompass, but are not limited to, workshops, seminars, 

social media campaigns (on platforms like LinkedIn, Twitter, ResearchGate, and Google 

Scholar), stakeholder meetings, and academic conferences. I will also invite scholars to 

critically review my dissertation and encourage the reviews to be published in 

distinguished academic journals and engaging platforms like IPKat and Kluwer 

Trademark Blog. 



  

A concise overview of this research has been featured on the Max Planck Institute for 

Innovation and Competition website. Furthermore, I presented facets of this study at the 

Ius Commune conference in Utrecht, the Netherlands. In the overarching theme of this 

research—governmental interventions in IPRs—I’ve penned several pertinent articles on 

the IPKat blog to amplify the reach and visibility of my work in the fields.  

 

 

 

 

 

 

 

 

 

 

 

 

 

 

  



  

  



  

Propositions  

1. Intellectual property rights (IPRs) are private rights. However, they do not operate 

entirely autonomously. Governmental intervention plays a role in ensuring and 

safeguarding these private rights to varying extents.  

2. The local famous trade mark system in China is a typical yet problematic governmental 

intervention in IPRs. Addressing the problems within that system helps demonstrate the 

boundaries of reasonable and appropriate governmental interventions. 

3. Although the local famous trade mark in China bears similarities to many conventional 

famous trade marks (e.g., well-known marks as in Article 6bis of the Paris Convention), 

it does not neatly fit into any existing trade mark classifications. A multifaceted analytical 

framework is required to address the challenges inherent in this local famous trade mark 

conundrum. 

4. The reputation of a trade mark is fragile. It may take years to build but can be ruined 

instantly. The same applies to governmental endorsements. If deemed unfair or flawed, 

the public’s positive perception of such an endorsement can quickly deteriorate. 

5. The human mind is intricate and cannot be imprisoned, unified, or standardised. 

Similarly, consumer perceptions of trade marks are elusive and ever-changing. While the 

qualifications for a local famous trade mark largely hinge on economic indicators, these 

criteria do not necessarily align with consumers’ informational needs. Relying on narrow 

economic benchmarks to gauge a trade mark’s significance to individuals reflects a 

limited grasp of the intricate dance between fluid individual perceptions and trade marks. 

6. Consumers are the market arbitrators who play a pivotal role in shaping the market 

landscape. However, they are, in the governmental policy-making procedures, often the 

silent group. Therefore, administrative interventions in IPRs should actively balance 

market participants’ interests and uphold the core rationale of IPR protection. For trade 

marks, governmental interventions should not add distorted information to the 

communication channels between consumers and trade marks. 



  

7. Governmental interventions in trade mark protections are not exclusive to China. The 

Italian historical trade mark, the Marchi Storici, serves as a recent parallel.  

8. What the PhD journey has taught me: Embrace the pain and savour every bit. 
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