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ABSTRACT 

It is an established marketplace reality that the success of a brand attracts 
competitors who may wish to follow its path or attempt to utilise its success for 
their own commercial gain. One such case is the launch of a lower price L’Oréal 
smell-alike perfume by Bellure in 2006. A mimicking of one or several features of 
a brand is aimed at changing the relevant consumer’s purchase decision by 
giving ‘a wink of an eye to existing branded product’ which can be more effective 
than launching a distinctively new product. A competition as such, that serves to 
reduce prices and increase consumers’ choice with no likelihood of confusion, is 
considered to be in the wider interest of the public in the current English Law. 
Pursuant to this view, protection to brands against unfair competition by mere 
misappropriation is not acknowledged by the English law. This lack of 
acknowledgement leads to insufficient protection to brands in the marketplace 
against rivalry which in turn undermine the intellectual flourishing in society – a 
vital part of humans’ nature.  
 
This thesis argues that the inclusion of brands in a broader scope of protection 
against unfair competition by misappropriation in the English law serves to 
enhance the intellectual flourishing of society. It therefore suggests that 
limitations to certain un-authorised uses of brands in the course of trade now 
needs to be acknowledged.  
 
For that purpose, Part 1 of this thesis offers a critical analysis to the current 
English approach towards the protection of brands against unfair competition 
misappropriation (in particular, under the tort of passing off and section 10 of the 
TMA 1994) and demonstrates how it is designed by, and limited to, economic 
rationality while overlooking brands in their wider sense. Part 2 utilises the non-
economic framework of intellectual flourishing, as an obligation on society, to 
provide a broad view on the complex nature of brands and the implications of 
their protection (or lack thereof) upon society. The analysis in this thesis results 
in the proposal of a statutory clause that replaces the present section 10(3) of the 
TMA 1994, as well as the implementation of statutory defences into section 11 of 
the TMA 1994. Rather than broadening private rights in the marketplace, the 
ultimate goal of the proposed protection alongside the counterbalancing defences 
is to contribute towards meeting the larger obligation on society to flourish 
intellectually. In particular, to encourage individuals to use their senses and 
engage their imagination to create further knowledge in society, to participate in 
meaning-making and communicate through an enhanced semiotic discourse and 
to exercise new modes of thinking by amending and altering existing meanings 
through an enhanced memetic discourse. Without having adequate protection of 
brands against unfair competition by misappropriation in the marketplace, the 
ability to utilise the above-mentioned outcomes of those intellectual values is 
undermined. 
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CHAPTER 1 

INTRODUCTION 

1.1 The thesis 

Competition in the marketplace has moved from relying on simple marks that 

identify products1 in order to facilitate rational market decisions, to complex 

brands2 that feed society with ideas. This is the market reality today, which is not 

yet acknowledged by the English approach of unfair competition. This lack of 

acknowledgement leads to insufficient protection to brands against unfair 

competition by misappropriation. When insufficient protection to brands 

undermines intellectual flourishing3 in society, which is contended to be a vital 

part of humans’ nature. 

 

This thesis argues that brands should be included within a broader scope of 

protection against unfair competition by misappropriation in the English law. It 

therefore suggests that limitations to certain un-authorised uses of brands in the 

course of trade now need to be acknowledged. The neoliberal adherence to free 

and robust competition and the assumption that it is in favour of the wider interest 

of the public, overlooks the fact that intellectual flourishing is as significant to the 

public interest as the former. For that purpose, this thesis focuses on the 

obligation on society to intellectually flourish as a framework to provide a broad 

 

1 The term ‘products’ refers to goods and services unless otherwise stated in this thesis. 
2 See 1.6.3. 
3 See 1.3. 
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view on the complex nature of brands and the implications of their protection (or 

its lack thereof) upon society, from a non-economic perspective. 

 

1.2 An introductory overview: Lack of protection to brands against unfair 

competition by misappropriation and the resultant issue 

It is an established marketplace reality that a successful brand4 attracts 

competitors who wish to follow its path or attempt to utilise its success for their 

own commercial gain. For instance, in 2006 Bellure launched a new line of 

perfumes that smell like, and in packaging that are modelled on, that of L’Oréal 

perfumes, however, with lower prices.5 This mimicking of several features of a 

brand gives ‘a wink of an eye to existing branded product’6 that aims to a change 

in the relevant consumer purchase decision than would have been the case when 

launching new distinctively packaged product. When no likelihood of confusion 

occurs, competition as such, is considered to be in the wider interest of the public 

in promoting market efficiency and utility maximisation through free competition 

in the marketplace. In particular, competition as stated in the example above, 

essentially reduces prices and increases consumers’ choice,7 thereby maximises 

utility. It simultaneously, however, decreases brand owners’ interest in the 

rewards of their investments in creating their brands.8 

 

4 See 1.6.3. 
5 L’Oréal SA v Bellure NV [2006] EWHC 1503 (Ch), [2006] EWHC 2355 (Ch), [2007] EWCA Civ 968, [2010] 

EWCA Civ 535. 
6 [2006] EWHC 2355 (Ch) [36]. 
7 See generally WM Landes and RA Posner, The Economic Structure of Intellectual Property Law (Harvard 

University Press 2009). 
8 On brands creation see generally DA Aaker and E Joachimsthaler, Brand Leadership (Simon and Schuster 

2012); DA Aaker, Building Strong Brands (Simon and Schuster 2012); L De Chernatony, Creating Powerful 

Brands (Routledge 2010); M Lindstrom, ‘Brand Sense: How to Build Powerful Brands Through Touch, Taste, 

Smell, Sight and Sound’ (2006) Strategic Direction; L De Chernatony and F Dall’Olmo Riley, ‘Defining a 

“Brand”: Beyond the Literature with Experts’ Interpretations’ (1998) 14 Journal of Marketing Management 

417. 
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Brand owners spend large amounts of expenditure to promote their brands and 

infuse them with positive meanings and values to the extent that ‘consumers are 

no longer buying a product, but buying the brand’.9 For example, for many, 

‘Adidas’ represents a way of life where ‘impossible is nothing’ and reflects their 

potential to challenge themselves to their limits and ‘Hugo Boss’ represents the 

way of life of rich and successful businesswomen and businessmen, while others 

purchase a ‘Louboutin’ rather than a shoe and ‘Hermes’ rather than a bag.10 Thus, 

any attempt by competitors to utilise a brand’s success without prior consent of 

their owner is considered by the latter to be fierce and unfair competition; those 

attempts weakens the brand and its capability of communication. In response, 

brand owners often pursue protection for their brands against being 

misappropriated in the marketplace. Nevertheless, protection for brands against 

unfair competition by misappropriation in the English law is not acknowledged per 

se.11 

 

The English approach towards the protection against unfair competition is 

enlightened by the neoliberal12 view of the free market.13 The neoliberal view of 

the free market holds that prosperous society should be expected from free and 

 

9 DR Desai and S Waller, ‘Brands, Competition, and the Law’ (2010) Byu L Rev 1425, 1427;  
10 D Basma, ‘The Nature, Scope, and Limits of Modern Trademark Protection: A Luxury Fashion Industry 

Perspective’ (The University of Manchester 2016) p 137. 
11 See eg J Davis, ‘Why the United Kingdom Should Have a Law Against Misappropriation’ (2010) 69 CLJ 

561. 
12 The notion of neoliberalism ecompass an economic ideology with political stance. It holds that 

unregulated markets or, that free market economy essentially acheives the optimum economic 

performance as well as ensuring the ideal of free individual’s choice. See nn. 329, 330. 
13 On free market see eg T Jefferson and BB Oberg, The Papers of Thomas Jefferson, Volume 32: 1 June 1800 

to 16 February 1801, vol 32; PS Foner, Basic Writings of Thomas Jefferson (Halcyon House 1955); M 

Friedman, ‘The Social Responsibility of Business is to Increase Its Profits’ in Corporate Ethics and Corporate 

Governance (Springer 2007); M Friedman, Capitalism and Freedom (University of Chicago Press 2009); A 

Smith and JR McCulloch, An Inquiry into the Nature and Causes of the Wealth of Nations (A. and C. Black 

and W. Tait 1838). 
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rationally14 self-interested individuals who govern free competitive markets.15 

Thus, any judicial or governmental intervention should be concerned with 

maintaining such a process.16 As a result, English law has no formal statute 

protecting against unfair competition nor have the English courts developed a 

general tort of unfair competition.17 Rather, English courts have traditionally 

showed unwillingness to impose ‘undesired’ restrictions upon the role of free 

competition in promoting market efficiency and utility maximisation in favour of 

the wider interest of the public.18 They have rejected any general notion of unfair 

 

14 On the notion of rationality see generally A Etzioni, How Rational We? (Springer 1987); JSB Evans and DE 

Over, Rationality and Reasoning (Psychology Press 2013); NJ Smelser and R Swedberg, The Handbook of 

Economic Sociology (Princeton university press 2010); A Sen, Rationality and Freedom (Harvard University 

Press 2004); B Wilson, ‘Rationality’ (1991); HA Simon, ‘Rationality in Psychology and Economics’ (1986) 

Journal of Business S209. 
15 See nn. 329, 330.  
16 According to Smith and his notion of ‘invisible hand’ the government interference should be limited in its 

functions to defending its citizens against aggression - foreign and internal, and creating as well as 

maintaining certain necessary public works and institutions ‘which it can never be in the interest of any 

small number of individuals to maintain’ due to the low profit which would not repay the expenses. See A 

Smith and JR McCulloch, An Inquiry into the Nature and Causes of the Wealth of Nations (A. and C. Black 

and W. Tait 1838), (Book IV, Chapter IX, p. 311); For the notion of the ‘Invisible hand’ see n 329; in other 

words as recently put by Hilty ‘In a constitutional state… committed to liberal values, the intervention of the 

legislator in the market forces of free competition requires a specific justification. Economically speaking, 

this justification rests on the consideration that, without any such intervention, a market failure would 

ensue after a certain period of time.' RM Hilty, ‘The Law against Unfair Competition and Its Interfaces’ in 

Law against Unfair Competition (Springer 2007) pp 1,2; on market failure see eg SG Medema, ‘The Hesitant 

Hand: Mill, Sidgwick, and the Evolution of the Theory of Market Failure’ (2007) 39 History of Political 

Economy 331; RO Zerbe Jr and H McCurdy, ‘The End of Market Failure’ (2000) 23 Regulation 10; M Datta-

Chaudhuri, ‘Market Failure and Government Failure’ (1990) 4 Journal of Economic Perspectives 25; PG 

Toumanoff, ‘A Positive Analysis of the Theory of Market Failure’ (1984) 37 Kyklos 529; A Randall, ‘The 

Problem of Market Failure’ (1983) 23 Natural Resources Journal 131. 
17 This view was stated years ago by the High Court of Australia by Dixon J (as he then was) in Victoria Park 

Racing v Taylor: ‘The courts have not in British jurisdictions thrown the protection of an injunction around 

all the intangible elements of value, that is, value in exchange, which may flow from the exercise by an 

individual of his powers or resources whether in the organisation of a business or undertaking or the use of 

ingenuity, knowledge, skill or labour. This is sufficiently evidenced by the history of the law of copyright 

and by the fact that the exclusive right to invention, trade marks, designs, trade name and reputation are 

dealt with in English law as special heads of protected interests and not under a wide generalisation’ 

(Victoria Park Racing and Recreation Grounds Co Ltd v Taylor [1937] HCA 45, (1937) 58 CLR 479, cited in C 

Ng, L Bently and G D’Agostino, The Common Law of Intellectual Property: Essays in Honour of Professor 

David Vaver (Bloomsbury Publishing 2010) 315). This was also confirmed in Chocosuisse Union Des 

Fabricants Suisses De Chocolat v Cadbury Ltd [1997] EWHC 360 (Pat) [21], where Laddie J stated that ‘in 

current state of development the common law does not recognise a general right in one trader to 

complain of damaging dishonest trading practices committed by his competitors’. 
18 See nn 83, 85 and accompanying text.  
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competition.19 Nonetheless, English law protects brands against certain acts of 

unfair competition through a combination of economic torts and national laws, 

which in other jurisdictions constitute a law of unfair competition.20 In particular, 

English law affords protection to unregistered or unregistrable signs and 

registered trade marks with reputation through the common law tort of passing 

off21 and the statutory law of trade marks (the Trade Marks Act 1994 (TMA 

1994)),22 respectively. Although the common law tort of passing off aims at 

protecting unregistered or unregistrable signs, it is often used by brand owners 

as a parallel action to the statutory protection offered to registered marks by the 

TMA 1994. This is due to the fact that, since it requires no registration, a chance 

for succeeding in an action for passing off is relatively higher, in some respects, 

than succeeding in one based on trade mark registration -as for instance, in 

United Biscuits (UK) Ltd v Asda Stores Ltd.23 Consequently, though based on 

different foundations, both systems deal with overlapping situations when it 

comes to brands protection against unfair competition, thereby, yielding brand 

owners a greater opportunity for protection. Nevertheless, such opportunity for 

protection is often constrained, narrowed, and influenced by the prevailing 

neoliberal view of the free market, 24 as demonstrated hereinafter. 

 

19 As stated by Jacob J in Hodgkinson & Corby Ltd v Wards Mobility Services Ltd [1995] FSR 169 (Ch), 174–75 

(cited in R Arnold, ‘English Unfair Competition Law’ (2013) 44 IIC 63): ‘There is no tort of copying. There is 

no tort of taking a man’s market or customers. Neither the market nor the customers are the plaintiff’s to 

own. There is no tort of making use of another’s goodwill as such’. See 2.3. 
20 Where appropriate, reference will be made in this thesis to Germany, France and the US. 
21 The scope of protection avaiable to brands under the common law tort of passing off is detailed in 

CHAPTER 2. 
22 The scope of protection avaiable to brands under the TMA 1994 is detailed in CHAPTER 3. 
23 In United Biscuits (UK) Ltd v Asda Stores Ltd (1997), the ‘Penguin/Puffin’ case, where the defendant 

marketed a biscuit whose packaging was similar in a number of respects to the Penguin biscuit, the 

claimant was able to obtain an injunction to prevent passing off, but failed in trade mark infringement, 

because the precise marks, the Penguin and the Puffin, were not sufficiently similar. It is arguable that 

traditionally judges have been willing to provide more extensive protection to traders under passing off, 

for instance, in cases involving descriptive names, precisely because the law of passing off does not provide 

the potentially indefinite monopoly endowed by trade mark registration. 
24 See nn. 12- 18 and accompanying text. 
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On the one hand, although the common law tort of passing off (which is the 

closest English common-law instrument to a law of protection against unfair 

competition25) offers protection to unregistered or unregistrable signs, which are 

vital parts of the brand,26 such protection is limited to cases where the trader’s 

‘goodwill’ is ‘damaged’, or likely to be damaged, as a result of a 

‘misrepresentation’ by the defendant that is ‘likely to lead the public to believe 

that the goods or services offered by him are the goods or services of the 

plaintiff’.27 That is the so-called ‘classic trinity’ of goodwill, misrepresentation and 

damage28 that sets the boundaries for the common law tort of passing off to cases 

‘where the effect is to encourage efficient market choices.’29 This limits any 

development of the tort that could turn it into a broad law of unfair competition30 

(as will be detailed in Chapter 2 of this thesis). Despite the fact that few cases 

indicate acceptance on the part of the courts to expand the scope of protection 

afforded by the tort of passing off beyond the classic trinity to cover distinctive 

 

25 The tort of malicious falsehood also offers a defence against unfair competition under the English law. 

The tort however is not widely used, particularly after the implementation of now revoked s. 10(6) of the 

TMA 1994. See eg Davis J, ‘Unfair competition law in the United Kingdom’ in Hilty R and Henning-Bodewig 

F, Law against unfair competition: towards a new paradigm in Europe?, vol 1 (Springer Science & Business 

Media 2007) at 2.  
26 See 1.6.3. 
27 Reckitt & Colman Products Ltd v Borden Inc (‘Jiff Lemon’) [1990] 1 WLR 491. 
28 The classic formulation of the common law tort of passing off was introduced by Lord Oliver in Reckitt & 

Colman Ltd v Borden Inc (‘Jiff Lemon’) [1990] UKHL 12, [1990] WLR 491. In formulating the test for passing 

off in Reckitt & Colman Ltd v Borden Inc, Lord Oliver adopted the reasoning used by Lord Diplock 11 years 

earlier in Erven Warnink B.V. v. J. Townend & Sons (‘Advocaat’) Ltd., [1979] AC 731, [1980] R.P.C. 31, in 

which Lord Diplock referred to and approved the speech of Lord Parker in of AG Spalding & Bros v AW 

Gamage Ltd 84 LJ Ch 449, (1915) 32 RPC 273 (HL) some 64 years earlier still.   
29 H Carty, An Analysis of the Economic Torts (Oxford University Press, USA 2010) p 267. 
30 See generally C Wadlow, The Law of Passing-Off: Unfair Competition by Misrepresentation (5th edn, Sweet 

& Maxwell 2016); R Arnold, ‘English Unfair Competition Law’ (2013) 44 IIC - International Review of 

Intellectual Property and Competition Law 63; S Balganesh and G Parchomovsky, ‘The Role of Unfair 

Competition in the Common Law’ in Balganesh S (ed), Intellectual Property and the Common Law 

(Cambridge University Press 2013); H Carty, An Analysis of the Economic Torts (Oxford University Press, USA 

2010). 
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insignia per se, as in Bulmer v Bollinger31 and Taittinger v Allbev Ltd,32 the 

following line of cases display courts’ unwillingness towards such an approach.33 

For instance, in Harrods Ltd v Harrodian School,34 Millett LJ clearly stated that 

what is protected by the common law tort of passing off is not the ‘brand’35 that 

has been misappropriated, but the goodwill36 that ‘is likely to be harmed by the 

defendant's misrepresentation’,37 which is the ‘fundamental principle of the law of 

passing off’.38 This was also the approach in, Irvine v Talksport,39 where Laddie 

J stated that the law ‘will not allow others to so use goodwill as to reduce, blur or 

diminish its exclusivity’.40 Nevertheless, Laddie J affirmed ‘there is still a need to 

demonstrate a misrepresentation’.41 This must have become beyond doubt 

following Jacob’s J decision in L’Oreal v Bellure42 where he stated that to consider 

misappropriation beyond misrepresentation ‘is at best muddling and at worst 

tendentious… I think the tort of passing off cannot and should not be extended 

into some general law of unfair competition.’43 As formulated in Hodgkinson & 

Corby v Wards Mobility ‘the consumer will want the best deal he can get. He 

 

31 HP Bulmer Ltd v J Bollinger SA [1978] RPC 79 (CA) where Buckley LJ noted that ‘The exclusivity of the 

association of the name, mark or get-up with A’s business might, perhaps, be shown to be in itself a 

valuable asset as a powerful means of bringing A’s goods to the notice of the public, thus maintaining and 

promoting A’s competitive position on the market’ [93]–[94], cited in H Carty, ‘Passing Off: Frameworks of 

Liability Debated’ (2012) 2 Intell Prop Q 106).  
32 Tattinger SA and others v Allbev Ltd and another [1993] FSR 64 (‘Elderflower Champagne’), where the 

claimant failed to prove damage to their goodwill however the Court of Appeal decided that the actions of 

the defendant would ‘erode the singularity and exclusiveness of the description Champagne and so cause 

the first plaintiffs damage of an insidious but serious kind’  [641]- [678],  Similar viewpoints were expressed 

by all the appeal judges.   
33 See geneally 2.3. 
34 Harrods Ltd v Harrodian School [1996] RPC 697. See also 2.2.3.1. 
35 See 1.6.3. 
36 See 1.6.1, 2.2.1. 
37 Ibid [715]-[716] (citing ‘Reddaway v Banham [1896] AC 199 per Lord Herschell; Spalding v Gamage (1915) 

32 RPC 273 at p. 284 per Lord Parker; H.P.Bulmer Ltd. and Showerings Ltd. v J.Bollinger SA and Champagne 

Lanson Pere et Fils (the Bollinger case) [1978] RPC 79 at p.93-4 per Buckley LJ’). 
38 Per Millett LJ, ibid. See also 2.2. 
39 Irvine v Talksport Ltd [2002] FSR 60.   
40 Ibid [38]. 
41 Ibid. See also 2.2.2. 
42 L'Oreal SA & Ors v Bellure NV & Ors [2007] EWCA Civ 968 [161]. 
43 Ibid, [161]. 
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would oppose anything deceptive, but probably nothing else’.44 Therefore, 

‘competition must remain free’,45 and judicial intervention, according to the tort’s 

boundaries, may only be allowed to ‘prevent ‘excessive’ competition or 

misinformation’.46 Otherwise, courts believe that drawing a line between 

‘permissible and impermissible’47 appropriation of commercial magnetism may 

lead to a judicial intervention48 that causes market competition to be stifled.49 

From this perspective, the lack of protection against misappropriation is seen by 

the English law, as a free space that should not be restricted, rather than a gap 

that needs to be filled’.50 Consequently, protection to distinctive insignia has been 

fixed to misrepresentation51 that leads to, or likely leads to, a damage52 to the 

goodwill.53 Without this misrepresentation to goodwill, an action of passing off 

would have been unsuccessful.54 Simply put, relevant case law shows that 

English courts have remained, and will likely remain, loyal to a limited action of 

passing off that is built on its classic foundations.55 It is accepted by this work that 

adhering to a limited scope of passing off that is built on its classic formulation 

contributes to the public interest in maintaining a predictable legal environment 

 

44 Cited in L’Oréal SA v Bellure NV [2007] EWCA Civ 968 [139].   
45 Cadbury Schweppes Pty Ltd v Pub Squash Co Pty Ltd [1981] WLR 193, [1981] RPC 429, 491 (cited in J 

Davis, ‘Why the United Kingdom Should Have a Law Against Misappropriation’ (2010) 69 CLJ 561). 
46 H Carty, An Analysis of the Economic Torts (Oxford University Press, USA 2010) p 267. 
47 L’Oréal SA v Bellure NV [2010] EWCA Civ 535 [16]. 
48 From a utilitarian perception, intervention in the market should be limited to the minimum. 
49 In the Pub Squash passing off case, Lord Scarman commented: ‘The line may be difficult to draw; but, 

unless it is drawn, competition will be stifled’ (Cadbury Schweppes Pty Ltd v Pub Squash Co Pty Ltd [1981] 

WLR 193, [1981] RPC 429. 
50 A Ohly, ‘The Freedom of Imitation and Its Limits – A European Perspective’ (2010) 41 ICC 506. 
51 See 2.2.2. 
52 See 2.2.3. 
53 See 2.2.1. 
54 As more recently formulated by Jacob J L’Oréal SA v Bellure NV [2007] EWCA Civ 968 [160] ‘We are all 

against misappropriation, just as we are all in favour of mother and apple pie. To use the word in the 

context of a debate about the limits of the tort of passing off and its interface with legitimate trade is at 

best muddling and at worst tendentious. So I think the tort of passing off cannot and should not be 

extended into some general law of unfair competition.’ 
55 See 2.2. 
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that fosters market competition, as well as facilitates the process of conveying 

and receiving undistorted information in the marketplace.56 Nevertheless, the 

common law tort of passing off as it stands today deprives brands from all 

meanings and values that cannot be reduced to the mere economic dimension of 

information transmission.57 At best, the tort of passing off perceives brands as 

standardised products that are void of any qualities other than those that facilitate 

efficiency in the marketplace, irrespective of who create it and/ or buy it. Thereby, 

excluding the complex nature of brands from protection against unfair 

competition. 

 

On the other hand, the owners of brands lobbying for protection against unfair 

competition for their brands under the statutory law have, to a certain degree, 

achieved success. The result was the insertion of a new layer of protection for 

registered trade marks with reputation under the TMA 1994.58 In particular, this 

extended protection was introduced by the insertion of section 10(3)59 (following 

TMD, art 5(2)60). This provision provides a reputation-based protection to trade 

marks61 against use of identical or similar signs which may take unfair advantage 

 

56 As Fisher J noted in the New Zealand case of Tots Toys v Mitchell [1993] 1 NZLR 325, ‘there is a legitimate 

private interest in protecting business goodwill against the deceptive conduct of competitors. Even more 

importantly, there is a strong public interest in preserving the means of identifying the source of the 

products’ (cited in H Carty, An Analysis of the Economic Torts (OUPA 2010) 267).   
57 See 2.2. 
58 And the insertion of the registration provision in section 5(3) which mirrors the infringement provision in 

section 10(3) of the TMA 1994. Section 5 of the TMA 1994 provides the relative grounds for refusal to 

register a trade mark which mirrors section 10 that provides the infringement provisions of already 

registered trade marks. This thesis is concerned with the latter. 
59 And the insertion of the registration provision in section 5(3) which mirrors the infringement provision in 

section 10(3) of the TMA 1994. Section 5 of the TMA 1994 provides the relative grounds for refusal to 

register a trade mark which mirrors section 10 that provides the infringement provisions of already 

registered trade marks. This thesis is concerned with the latter. 
60 DIRECTIVE 2008/95/EC OF THE EUROPEAN PARLIAMENT AND OF THE COUNCIL of 22 October 2008 to 

approximate the laws of the Member States relating to trade marks 
Directive 2008/95/EC was repealed and replaced by EU Directive 2015/2436. 
61 See 3.3. 
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of (free-riding)62 or are determinantal to the distinctive character (dilution)63 or the 

reputation of the mark (tarnishment).64 Unlike the traditional protection for trade 

marks,65 protection for trade marks with reputation under section 10(3) of the TMA 

1994 requires no consumer confusion.66 The recognition of the fact that a 

reputable trade mark (i) is worthy of protection from being taken advantage of, (ii) 

that it possesses distinctiveness that should not be diluted and/ or (iii) a reputation 

that must not be tarnished, all beyond the benchmark of confusion, reflects that 

the law has acknowledged that trade marks now ‘[have] been ‘released’ to 

compete in the socio-cultural sphere of the market’,67 with the purpose of 

‘encouraging consumers to hold special expectations about the promises of the 

brand—whether it is a promise of special quality, unique experience, or personal 

identity’.68 Nevertheless, protection provided by section 10(3) of the TMA 1994 

still fails to encompass the complex nature of brands69 (and it is not designed to 

do so). Alongside the fact that the present scope of the TMA 1994 only has room 

for registered marks70 and the imprecise inbuilt ‘due cause’ exception,71 claims 

about whether a competitor’s use of a mark identical or similar to a trade mark 

with reputation falls foul to section 10(3) are continuously forced back, either by 

the phrases of the provision or by courts’ interpretation of its concepts, into 

analyses of law and economics, except for when a definite case of tarnishment 

 

62 See 3.3.3.  
63 See 3.3.4. 
64 See 3.3.4. 
65 See 3.2. 
66 See 3.3. 
67 S Schwarzkopf, ‘Turning Trademarks into Brands: How Advertising Agencies Practiced and 

Conceptualized Branding, 1890–1930’ in Trademarks, Brands, and Competitiveness (Routledge 2010) p 165; 

see also  eg GB Ramello and F Silva, ‘Appropriating Signs and Meaning: The Elusive Economics of 

Trademark’ (2006) 15 Industrial and Corporate Change 937. 
68 M Schultz, ‘A Cross-Disciplinary Perspective on Corporate Branding’ in Towards the Second Wave of 

Corporate Branding (2005) (cited in ibid p 166). 
69 See 1.6.3. 
70 See 3.3.2. 
71 See 3.3.5. 
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is at hand.72 For example, as in L’oreal v Bellure,73 Interfloral v Marks and 

Spencer74 and Argos v Argos,75 a competitor who free rides on the endeavours 

and investments made by a brand owner to create their brand is often found liable 

for infringement under section 10(3) if the claimant’s use of an identical or a 

similar sign resulted in an economic advantage gained by the competitor without 

being obliged to pay any compensation to the brand owner.76 Although that 

approach is understood by courts in moral terms,77 i.e., no one should reap where 

they have not sown,78 this thesis suggests that it evidently reflects an economic 

aspect.79 Furthermore, as for example in Intel Corporation v. CPM United 

Kingdom Ltd,80 a competitor who unauthorisedly uses a mark that is identical or 

similar to a trade mark with reputation in the course of trade would be found liable 

of weakening or blurring the distinctiveness of the mark if the unauthorised use 

has led to a likelihood of a change in the economic behaviour of the relevant 

consumers.81 The law and economic oriented approach concerning protection 

under section 10(3) can be further illustrated in the prejudiced position of courts 

towards cases of tarnishment that entail freedom of commercial expression 

 

72 As in Azumi Ltd v Zuma's Choice Pet Products Ltd [2017] EWHC 609 (IPEC); Thomas Pink Ltd v Victoria's 

Secret UK Ltd [2014] EWHC 2631 (Ch); Miss World Ltd. v Channel Four Television Corporation [2007] EWHC 

982. For a discussion on the notion of ‘tarnishment’ see 3.3.4. 
73 L'Oreal SA & Ors v Bellure NV & Ors [2010] Bus LR 1579, [2010] ETMR 47, [2010] EWCA Civ 535, [2010] 

RPC 23. 
74 Interflora Inc & Anor v Marks and Spencer Plc [2015] ETMR 5, [2015] BUS LR 492, [2014] WLR(D) 473, 

[2015] FSR 10, [2015] Bus LR 492, [2014] EWCA Civ 1403. 
75 Argos Ltd v Argos Systems Inc [2019] Bus LR 1728, [2018] WLR(D) 734, [2018] EWCA Civ 2211. 
76 C-487/07 L'Oreal SA & Ors v Bellure NV & Ors [2009] para 49. See discussion in 3.3.3. 
77 Per Jacob J “It is a conclusion high in moral content… rather than on economic content.” L'Oreal SA & 

Ors v Bellure NV & Ors [2010] EWCA Civ 535 [49]. 
78 The notion that an individual should “not reap where [they have] not sown” was initially introduced by 

the US case International News Service v. Associated Press (INS) 248 U.S. 215 (1918) at 239. For detailed 

analysis of INS see eg DG Baird, ‘Common Law Intellectual Property and the Legacy of International News 

Service V. Associated Press’ (1983) 50 The University of Chicago Law Review 411; WE Sell, ‘Doctrine of 

Misappropriation in Unfair Competition--the Associated Press Doctrine after Forty Years’ (1957) 11 Vand L 

Rev 48; RA Posner, ‘Misappropriation: A Dirge’ (2003) 40 Houston Law Review 621. 
79 See 3.3.3. 
80 C-252/07Intel Corporation Inc. v CPM United Kingdom Ltd [2008] ECR I-8823. 
81 See discussion in 3.3.4. 
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element.82 It is argued by this work that protection offered by section 10(3) of the 

TMA 1994, as briefly outlined above, is influenced, and thus narrowed, by the 

notion of the existence of one rational, utility-maximising individual consumer.83 

That is the abstract legal construct of the ‘average consumer’,84 which, in line with 

the prevalent neoclassical economics,85 presupposes a consumer who is 

‘reasonably well-informed and reasonably observant and circumspect’.86 The 

adherence to the notion of the ‘average consumer’ provides the courts with an 

appropriate instrument that facilitates the predictability of the law, which results 

from the standardisation of consumer behaviour, as needed by the free market.87 

In contrast, the experience of the ‘actual’ consumer, who is presupposed to be 

irrational, easily persuaded by advertisements and promotional campaigns, thus 

of unpredictable behaviour, is inconsistent with the process of free market 

 

82 Ibid. 
83 The perception of individuals as rational wealth maximisers acting as agents in the market originally 

emerged from the notion of the ‘invisible hand’, which was employed by Adam Smith in his 1776 work The 

Wealth of Nations (bk IV, ch II) as an expression to describe the unintended social benefits of self-

interested individuals’ actions. See A Smith, An Inquiry into the Nature and Causes of the Wealth of Nations 

(Digital edn, MetaLibri 2007) 349 (G. edn) 456. For a comprehensive discussion of the ‘invisible hand’ see eg 

KI Vaughn, ‘Invisible Hand’ in The Invisible Hand (Springer 1989); E Rothschild, ‘Adam Smith and the 

Invisible Hand’ (1994) 84 The American Economic Review 319; L Cosmides and J Tooby, ‘Better Than 

Rational: Evolutionary Psychology and the Invisible Hand’ (1994) 84 The American Economic Review 327; 

WD Grampp, ‘What Did Smith Mean by the Invisible Hand?’ (2000) 108 Journal of Political Economy 441; J 

Narveson, ‘The “Invisible Hand”’ (2003) 46 Journal of Business Ethics 201; G Kennedy, ‘Adam Smith and the 

Invisible Hand: From Metaphor to Myth’ (2009) 6 Econ Journal Watch 239. 
84 See 3.2.1. 
85 The ground on which neoclassical economics is built is the notion of the ’invisible hand’, employed by 

Smith, which suggests that the market is made up of economic agents who deliver the best possible social 

and economic results when they act freely in their own self-interest, for more on the ‘invisible hand’ see 

ibid; for more about the neoclassical economics, see generally C Ghosh and AN Ghosh, ‘Neoclassical 

Economics and Capitalism’ in An Introduction to Economics (Springer 2019); M Seybold and M Chihara, The 

Routledge Companion to Literature and Economics (Routledge New York 2018); T Lawson, ‘What is This 

”School” Called Neoclassical Economics?’ (2013) 37 Cambridge Journal of Economics 947; JF Henry, The 

Making of Neoclassical Economics (Routledge 2012); LD Keita, Science, Rationality, and Neoclassical 

Economics (University of Delaware Press 1992); T Aspromourgos, ‘On the Origins of the Term Neoclassical’ 

(1986) 10 Cambridge Journal of Economics 26; on economics theories see generally  M Seybold and M 

Chihara, The Routledge Companion to Literature and Economics (Routledge New York 2018). 
85 M Motta, Competition Policy: Theory and Practice (CUP 2004) 4 (cited in J Davis, ‘Revisiting the Average 

Consumer: An Uncertain Presence in European Trademark Law’ (2015) 1 Intell Prop Q 15). 
86 Case C-210/96 [1998] ECR I-4657, cited in R Incardona and C Poncibo, ‘The Average Consumer, the 

Unfair Commercial Practices Directive, and the Cognitive Revolution’ (2007) 30 Journal of consumer policy 

21. 
87 See nn. 12- 18 and accompanying text. 
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competition that requires ‘a stable, predictable environment that encourages risk-

taking’.88 Such an approach has led ‘brands’ to be undifferentiated from ‘trade 

marks’89 in the legal field, which is contrary to the branding and marketing fields 

were ‘brands’ are understood not to be the same as trade marks.90 

 

Unlike goodwill91 and trade marks,92 the primary rationale behind brands 

development and the fact that they rely on the premise of creating emotional and 

psychological attributes93 - that are subjectively determined - make it challenging 

to draw their precise boundaries by courts.94 As a result, to recognise brands per 

se as intangibles worthy of protection against unfair competition is considered by 

English law to be anti-competitive. In particular, it is believed by the English law 

that if protection against unfair competition for brands beyond the boundaries of 

existing laws were to be recognised, this would increase a brand owner’s ability 

to secure greater market power,95 and encourage them to manipulate and 

 

88 As Forbes and Ames argue, ‘The key to a healthy economy is creating a stable, predictable environment 

that encourages risk taking innovations and new business formation in a free and open market. 

Government intervention too often distorts markets and inhibits economic activity’ (S Forbes and E Ames, 

How Capitalism Will Save Us: Why Free People and Free Markets are the Best Answer in Today’s Economy 

(Crown Business 2011)). 
89 J Belson, ‘Reflections on Branding and Trade Marks: Then and Now’ (2019) 14 Journal of Intellectual 

Property Law & Practice 601. 
90 Ibid; see also J Davis, ‘The Value of Trade Marks: Economic Assets and Cultural Icons’ (2006) Bridging 

Aesthetics and Economics, Montreal: Editions Themis 97. 
91 See n 1.6.1. 
92 See n 1.6.2. 
93 See eg DJ MacInnis and VS Folkes, ‘Humanizing Brands: When Brands Seem to Be Like Me, Part of Me, 

and in a Relationship with Me’ (2017) 27 Journal of Consumer Psychology 355; J Rossiter and S Bellman, 

‘Emotional Branding Pays Off: How Brands Meet Share of Requirements Through Bonding, Companionship, 

and Love’ (2012) 52 Journal of Advertising Research 291; S Fournier and C Alvarez, ‘Brands as Relationship 

Partners: Warmth, Competence, and in-Between’ (2012) 22 Journal of Consumer Psychology 177; DR Desai, 

‘From Trademarks to Brands’ (2012) 64 Fla L Rev 981; K Assaf, ‘Brand Fetishism’ (2010) 43 Conn L Rev 83. 
94 Per Davis ‘without a clear definition of the brand, there are no obvious markers which identify the 

boundaries between a brand with its perceived added value and a legally defined trade mark. It is both 

cause and consequence of this lack of definition that, in the area of trade mark law, courts have been 

consistently called upon to make decisions as to which values should be protected by law as belonging to 

trade marks, and which values properly fall outside this protection.’ J Davis, ‘The Value of Trade Marks: 

Economic Assets and Cultural Icons’ (2006)  Bridging Aesthetics and Economics, Montreal: Editions Themis 

97 at II. 
95 See 7.5. 
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influence consumers’ irrational choices. Thereby, hindering freedom of 

competition96 and freedom of expression.97  

 

As shown in the discussion hereinabove, though both have different foundations, 

a common law action for passing off and a protection under section 10(3) are 

heavily influenced by the neoliberal view of the free marks98 leading to a relatively 

narrow protection to brand owners that is economically oriented. This has led the 

goodwill99 of a brand and the registered trade mark100 of a brand to be the market 

intangibles worthy of protection as they are legally recognised instruments of 

information - they promote rational purchase decision and prevent the 

misinformation and confusion of consumers in the market. The focus on 

facilitating one extreme (free competition and predictable rational market 

decisions) to avoid fostering the other (subjectively determined market decisions) 

has resulted in an unprecedented flow of information, reduction in prices and 

growth in product choices. At the same time however, this has resulted in 

encouraging a relatively ‘relaxed, laissez-faire attitude’101 in the marketplace. A 

marketplace that has become inundated with uncreative, imitative products that 

barely stimulate the intellect of neither the trader nor the buyer. On the contrary, 

each individual, comprising of the public, should aim to live to one’s fullest 

intellectual potential and achieving one’s utmost intellectual engagement.102 

However, this aim cannot be achieved by assuming a role that deals with brands 

 

96 See eg n 503; see also 7.5. 
97 See 5.5.1, 6.5.1; also see eg nn. 1892- 1891 and accompanying text. 
98 See nn. 12- 18 and accompanying text. 
99 See 1.6.1; see also CHAPTER 2. 
100 See 1.6.2; see also CHAPTER 3. 
101M Csikszentmihalyi and M Csikzentmihaly, Flow: The Psychology of Optimal Experience, vol 1990 (Harper 

& Row New York 1990). 
102 See 1.3  
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in the framework of free market economics and rational decision making. Instead, 

a rigorous view on the evolving role of brands in forming part of the building blocks 

of creative thinking in the marketplace and society should be implemented. As 

will be demonstrated throughout this thesis,103 providing brands with protection 

under this view has far-reaching implications in society’s intellectual fulfillment – 

a goal, as argued in this thesis, that is far more important to society than pure 

economic-based free competition. Accordingly, this thesis draws on Aristotle’s 

concept of ‘intellectual flourishing’ (defined in the next section) to leverage its 

‘flourishing’ aspect as a tool for brand protection against misappropriation.  The 

implementation of this concept for brands protection in this thesis is performed 

through three key theories that are well-documented in social sciences: 

knowledge, semiotics and memes. In this work, the three theories form the 

building blocks for the highlighting the role of brands in today’s society which will 

ultimately aid in proposing a legal reform that protects brands against unfair 

competition by misappropriation so as to enhance the intellectual capabilities of 

society through the marketplace. 

 

1.3 Intellectual flourishing: A novel view on brand protection 

The purpose of this section is to define the compound term intellectual flourishing 

and to demonstrate why and how it, as a concept, can and should be applied to 

brand protection against unfair competition by misappropriation. In order to define 

the term intellectual flourishing in the context of this work, it is crucial to separately 

define each individual term of the compound term, highlight the subtle different 

 

103 See eg CHAPTER 4, CHAPTER 5, CHAPTER 6. 
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interpretations in literature and to specify which interpretation this thesis chooses 

to implement. 

 

The term flourishing has been interpreted in the literature in different ways and 

into various meanings where it has been synonymous with happiness or well-

being.104 Those interpretations reflect hedonic (pleasure) states which are 

subjectively determined as defined by Kraut ‘it involves, among other things, the 

belief that one is getting the important things one wants, as well as 

certain pleasant affects that normally go along with this belief’105 or as Alexander 

exemplifies ‘It is for me, not for you, to pronounce on whether I am happy, or on 

whether my life, as a whole, has been a happy one.’106 Accordingly, as Waterman 

puts it ‘the range of possible sources of pleasure is extremely broad and varies 

extensively from person to person.’107 Thus, hedonic interpretation of flourishing 

relates to subjective vitality.108 Aristotle, however, offered a different interpretation 

 

104 Per Rasmussen, the term flourishing “is a relatively recent term in ethics. It seems to have developed in 

the last two decades because the traditional translation of the Greek term eudaimonia as "happiness" failed 

to communicate clearly that eudaimonia was an objective good, not merely a subjective good.” See DB 

Rasmussen, ‘Human Flourishing and the Appeal to Human Nature’ (1999) 16 Social Philosophy and Policy 1 

p 1,2. See also eg WC Compton and E Hoffman, Positive Psychology: The Science of Happiness and 

Flourishing (Sage Publications 2019); E Diener and others, ‘New Well-Being Measures: Short Scales to 

Assess Flourishing and Positive and Negative Feelings’ (2010) 97 Social indicators research 143; M Eid and 

RJ Larsen, The Science of Subjective Well-Being (Guilford Press 2008); BL Fredrickson and MF Losada, 

‘Positive Affect and the Complex Dynamics of Human Flourishing’ (2005) 60 American psychologist 678; N 

Marks and H Shah, ‘A Well‐Being Manifesto for a Flourishing Society’ (2004)  Journal of Public Mental 

Health; LW Sumner, Welfare, Happiness, and Ethics (Clarendon Press 1996); J Annas, The Morality of 

Happiness (Oxford University Press 1993); J Kekes, ‘Happiness’ (1982) 91 Mind 358; R Kraut, ‘Two 

Conceptions of Happiness’ (1979) 88 The philosophical review 167; W Tatarkiewicz, ‘Analysis of Happiness’ 

(1976). 
105 R Kraut, ‘Two Conceptions of Happiness’ (1979) 88 The philosophical review 167 p 178. 
106 GS Alexander, ‘Ownership and Obligations: The Human Flourishing Theory of Property’ (2013) 43 Hong 

Kong LJ 451 p 5. 
107 AS Waterman, ‘Reconsidering Happiness: A Eudaimonist's Perspective’ (2008) 3 The Journal of Positive 

Psychology 234 p 235. 
108 See eg J Vittersø and others, ‘Was Hercules Happy? Some Answers from a Functional Model of Human 

Well-Being’ (2010) 95 Social Indicators Research 1; RM Ryan and EL Deci, ‘On Happiness and Human 

Potentials: A Review of Research on Hedonic and Eudaimonic Well-Being’ (2001) 52 Annual review of 

psychology 141; RM Ryan and C Frederick, ‘On Energy, Personality, and Health: Subjective Vitality as a 

Dynamic Reflection of Well‐Being’ (1997) 65 Journal of personality 529; R Kraut, ‘Two Conceptions of 

Happiness’ (1979) 88 The philosophical review 167. 
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on flourishing that encompasses an objective view;109 a view that is oriented 

towards pursuing of excellence, elevating experience and growth that ‘requires 

the activation and intense application of one’s abilities’.110 The Aristotelian view 

of flourishing (also known as Aristotle’s Eudaimonia111) henceforth flourishing, in 

its broadest sense means to live well or to ‘live a life as fulfilling as possible’.112 

Flourishing invokes an end or a goal that is (to be) achieved as a result of fulfilling 

human functions through performing certain activities.113 Simply put, flourishing 

is the product of the pursuit of fulfilling one’s potential, and according to Aristotle, 

it is the ultimate product.114  

 

Employing Aristotle’s objective flourishing as opposed to the Hedonic subjective 

one has critical implications on the viability of integrating the concept of flourishing 

within the prevalent law and economics. The four fundamental combined 

characteristics that render the Aristotelian flourishing applicable are: objectivity, 

activity, individualism and moral pluralism. In other words, flourishing 

 

109 For a detailed distinction between flourishing as a hedonic concept and flourishing as a eudemonic 

concept see eg V Huta, ‘The Complementary Roles of Eudaimonia and Hedonia and How They Can Be 

Pursued in Practice’ (2015)  Positive psychology in practice: Promoting human flourishing in work, health, 

education, and everyday life 159; V Huta and RM Ryan, ‘Pursuing Pleasure or Virtue: The Differential and 

Overlapping Well-Being Benefits of Hedonic and Eudaimonic Motives’ (2010) 11 Journal of happiness 

studies 735; RM Ryan and EL Deci, ‘On Happiness and Human Potentials: A Review of Research on Hedonic 

and Eudaimonic Well-Being’ (2001) 52 Annual review of psychology 141. 
110 V Huta and RM Ryan, ‘Pursuing Pleasure or Virtue: The Differential and Overlapping Well-Being Benefits 

of Hedonic and Eudaimonic Motives’ (2010) 11 Journal of happiness studies 735, p 740. 
111 Eudaimonia is the ancient Greek term for ‘human flourishing’. 
112 Alexander GS, ‘Ownership and Obligations: The Human Flourishing Theory of Property’ (2013) 43 Hong 

Kong LJ 451; Hurka exemplifies “[a]s the term's etymological connection to "flowering" suggests, however, 

we are to understand human flourishing by analogy with similar states of other organisms such as animals 

and even plants. A plant or animal flourishes when the properties that constitute its nature are developed 

to a high degree” see Hurka T, ‘The three faces of flourishing’ (1999) 16 Social Philosophy and Policy 44 
113 See eg O Lelkes, Sustainable Hedonism: A Thriving Life That Does Not Cost the Earth (Policy Press 2021) 

part II chapter 5; BM Frischmann, ‘Capabilities, Spillovers, and Intellectual Progress: Toward a Human 

Flourishing Theory for Intellectual Property’ (2017) 14 Review of Economic Research on Copyright Issues 2; 

AS Waterman, ‘Reconsidering Happiness: A Eudaimonist's Perspective’ (2008) 3 The Journal of Positive 

Psychology 234. 
114 See nn. 133 -134 and accompanying text. 
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encompasses an objective activity, that is performed by an individual within a 

society, that impacts and is impacted by society. Dealt with as such, this 

flourishing concept can be utilised for the formation of intellectual flourishing as a 

legal standard, which will be demonstrated later in this section.  

 

The following text elaborates on each of the four characteristics of flourishing as 

per the Aristotelian view. First, flourishing is an ‘object of desire and choice’,115 

and thus, ‘it is desirable and choice-worthy, not simply because it is desired or 

chosen.’116 Rather, and as simply put by Parfit, flourishing holds that ‘certain 

things are good or bad for us, whether or not we want to have the good things, or 

to avoid the bad things.’117 In that sense, human flourishing is to be understood 

not ‘subjectively, as depending on what someone takes pleasure in or desires,118 

but objectively, in terms of a development of human nature that is good whatever 

anyone's attitude toward it.’119 Flourishing, therefore, is not simply a personal 

preference.120 Such a view contrasts with the hedonic-based view which is 

significantly relevant to ‘subjective experiences as feeling relaxed, excited, and 

content, losing track of time, and forgetting personal problems.’121 Although this 

thesis adopts the Aristotelian view of flourishing, it considers flourishing as also 

 

115 DB Rasmussen, ‘Human Flourishing and the Appeal to Human Nature’ (1999) 16 Social Philosophy and 

Policy 1, p 3. 
116 Ibid. 
117 D Parfit, Reasons and Persons (OUP Oxford 1984) p4. 
118Per Alexander It is all too easy for me to be mistaken about whether my life is eudaimon (flourishing) not 

simply because it is easy to deceive oneself, but because it is easy to have a mistaken conception of 

flourishing, or of what it is to live well as a human being, believing it to consist largely in physical pleasure 

or luxury, for example. GS Alexander, ‘The Human Flourishing Theory’ in Research Handbook on Private Law 

Theory (Edward Elgar Publishing 2020) Part I, A. Human Flourishing. 
119 T Hurka, ‘The Three Faces of Flourishing’ (1999) 16 Social Philosophy and Policy 44. For a detailed 

discussion on human flourishing and the relation to human nature see Hurka T, Perfectionism (Oxford 

University Press on Demand 1993). 
120 See eg GS Alexander, ‘The Human Flourishing Theory’ in Research Handbook on Private Law Theory 

(Edward Elgar Publishing 2020) Part I, A-Human flourishing. 
121 See AS Waterman, ‘On the Importance of Distinguishing Hedonia and Eudaimonia When Contemplating 

the Hedonic Treadmill’ (2007) 612.  
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involving, though indirectly, a subjective component representing one’s 

experience that flows from engaging in activities that contribute to one fulfilling 

their potential in the overall process of flourishing122 (this will become clearer in 

Part 2 of this thesis). Second, flourishing is an objective activity. In other words, 

flourishing is found in action; it is a way of living that involves performing activates 

that constitute the realisation of a human being's natural end.123 Thus, flourishing 

is not an emotional stated, rather, it is found in performing actions that lead 

towards an objective end. Flourishing, as per Littlejohn and Turri, ‘requires living 

the best possible intellectual life and achieving the most important intellectual 

goals.’124 Consequently, it is an end in itself, and not as a means toward 

something else.125 This leads us to the point that the objective action of flourishing 

differs from economic rationality in the sense that the latter entails performing an 

action if there was an evidential support in favour of performing that particular 

action. Third, flourishing is an objective activity that cannot be separated from the 

individual who is performing the action (individualism). Though this account of 

flourishing is objective, it is, as Rasmussen puts it ‘individualised and diverse… 

Concretely speaking, no two cases of human flourishing are the same’.126 Thus, 

 

122 Some scholars hold the view that there is a substantial overlap between flourishing as a hedonic concept 

and flourishing as a eudemonic concept. See eg DJ Disabato and others, ‘Different Types of Well-Being? A 

Cross-Cultural Examination of Hedonic and Eudaimonic Well-Being’ (2016) 28 Psychological assessment 

471; V Huta and RM Ryan, ‘Pursuing Pleasure or Virtue: The Differential and Overlapping Well-Being 

Benefits of Hedonic and Eudaimonic Motives’ (2010) 11 Journal of happiness studies 735. 
123 DB Rasmussen, ‘Human Flourishing and the Appeal to Human Nature’ (1999) 16 Social Philosophy and 

Policy. 
124 C Littlejohn and J Turri, Epistemic Norms: New Essays on Action, Belief, and Assertion (OUP Oxford 2014) 

p 19. 
125 As Gomer puts it ‘[f]lourishing (eudaimonia) is the highest intrinsic good for human beings; nothing lies 

beyond it, as it is the ultimate object of our choice. Those who flourish desire nothing else because they 

have achieved the highest good.’ Gomer JV, ‘Intellectual Virtue and Human Flourishing: An Explanation of 

the Intrinsic Value of the Intellectual Virtues’ (UC San Diego 2015) p 209. 
126 DB Rasmussen, ‘Human Flourishing and the Appeal to Human Nature’ (1999) 16 Social Philosophy and 

Policy 1, p 6. 
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it does not exist in isolation from the individual performing the objective act.127 

This is in line with the notion that flourishing depends on ‘what we do [and] how 

we live.’128 Nevertheless, it is crucial to emphasise here that flourishing is an 

objective action that ‘presents diversity without subjectivism.’129 Fourth, 

flourishing is an objective action that cannot be separated from the individual who 

is performing the action nor from the society that is impacted by and impacting it 

(moral pluralism). Flourishing is not an intrinsically individualistic notion. Rather, 

it includes an obligation to maximally enable others to flourish and cultivate their 

minds,130 through providing, and sometimes sacrifice, the necessary resources 

for others to flourish. As clarified by Pytlak, ‘when people perform what they do 

best, they are not only helping themselves, but they are contributing to the 

success of the people around them-this produces a productive community’.131 

This is what Pytlak refers to as ‘Dynamic reinforcing interaction’.132 

 

 
Based on the Aristotelian notion of flourishing, when the above-mentioned 

characteristics of flourishing are present in an activity, that activity tends to ‘[lack] 

nothing and is complete’133, thus, it is an ultimate end. Therefore, flourishing is 

considered by Aristotle as the highest human good, and the only human good 

 

127 On the potential incompatibility about flourishing being objective and its being individualised, 

Rasmussen argues, “To think of human flourishing without specifying the person whose flourishing it is, or 

without considering the myriad features of a person's nexus that give it determination, is not to deny either 

its relationship to the person or the existence of individuating features. Nor does such abstract 

consideration require human flourishing to be agent-neutral, universal, or abstract.” Ibid, p 22. 
128 O Lelkes, Sustainable Hedonism: A Thriving Life That Does Not Cost the Earth (Policy Press 2021) pp 85, 

86. 
129 Ibid.  
130 Morrissey M, ‘An alternative to intellectual property theories of Locke and utilitarian economics’ (2012). 
131 KN Pytlak, ‘The Devil Wears Fraud-A: An Aristotelian-Randian Approach to Intellectual Property Law in 

the Fashion Industry’ (2015) 15 Va Sports & Ent LJ 273. 
132 Ibid. 
133 Gomer JV, ‘Intellectual Virtue and Human Flourishing: An Explanation of the Intrinsic Value of the 

Intellectual Virtues’ (UC San Diego 2015) p 126. 
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that is desirable as an end in itself, not as a means toward something else.134 For 

that reason, humans have an obligation to take all means necessary to achieve 

that end, i.e., to flourish. It follows that, whatever contributes to a flourishing 

activity is intrinsically valuable and must be accomplished. Therefore, if 

flourishing can be achieved by protecting brands against unfair competition by 

misappropriation in the English law, then it is an activity worth pursuing. 

 

The intellectual part of the term intellectual flourishing, as employed by this work, 

is derived from thinking,135 a function that is of existential value to human beings. 

Thinking is also believed by Aristotle to be the characteristic function of a human 

being.136 As put by Morrissey ‘[h]umans exist to learn, to cultivate [their] minds, 

to ponder, to understand reality, to experience, to appreciate aesthetic beauty, to 

participate in political life and society, to read and watch and hear the ideas of 

others’.137 Or, following the work of Sen and Nussbaum, one could argue that 

thinking is a basic human capability that should be exercised freely for living a 

decent flourishing life.138 Therefore, intellectual flourishing encapsulates living life 

as fulfilling as possible (flourishing) through actions that promote thinking 

(intellectuality).   

 

 

134 As Gomer puts it ‘[f]lourishing (eudaimonia) is the highest intrinsic good for human beings; nothing lies 

beyond it, as it is the ultimate object of our choice. Those who flourish desire nothing else because they 

have achieved the highest good.’ ibid p 209. 
135 For a detailed discussion about ‘thinking’ as the specific function of Humans see eg Bartlett RC and 

Collins SD, Aristotle's Nicomachean ethics (University of Chicago Press 2011); see also Nussbaum MC, 

‘Capabilities and human rights’ (1997) 66 Fordham L Rev 273. 
136 See JV Gomer, ‘Intellectual Virtue and Human Flourishing: An Explanation of the Intrinsic Value of the 

Intellectual Virtues’ (UC San Diego 2015) pp 124-165. 
137 M Morrissey, ‘An Alternative to Intellectual Property Theories of Locke and Utilitarian Economics’ (2012) 

p 37.  
138 MC Nussbaum, ‘Capabilities and Human Rights’ (1997) 66 Fordham L Rev 273. 
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As the third characteristic of flourishing indicates, intellectual flourishing is linked 

to the individual's intellectual capacities and qualities, i.e. ‘particular talents, 

potentialities, and circumstances’,139 or what Aristotle refers to as intellectual 

virtues.140 Intellectual capacities and qualities are based on two factors which 

Aristotle calls theoretical and practical wisdom.141 The former simply indicates 

one’s ‘ability to think well about complex and abstract matters’;142 to seek truth 

and avoid mistakes.143 The latter signifies one’s ability ‘to perceive the morally 

salient aspect of a choice situation and to identify workable responses.’144 

Intellectual capacities and qualities as such are given by ‘nature’. At the same 

time however, they evolve through stages of life by learning and experiencing life. 

Therefore, Intellectual flourishing is a way of living one’s life that entails optimal 

thinking and intellectual engagement which, following Csikszentmihalyi, must 

involve an increased level of intellectual challenges.145 To engage in optimal 

thinking in accordance to flourishing, does not mean to seek the best out of 

something; to seek financial and utility maximization, as the first and second 

characteristics of flourishing indicates. Rather, it entails the endeavour to reach 

one’s maximum intellectual potential. Consider, a competitor who made financial 

 

139 Ibid, p 6. 
140 Virtues, per Aristotle, consist of two forms: intellectual virtues and moral virtues. Moral virtues are those 

relevant to the person’s character. For example, courage, pride, friendliness… etc. Since this thesis is 

concerned with reaching conclusions about intellectual flourishing, investigation of this form of virtues is 

outside the scope of this thesis. See generally JV Gomer, Intellectual Virtue and Human Flourishing: An 

Explanation of the Intrinsic Value of the Intellectual Virtues (University of California, San Diego 2015); H 

Battaly, ‘Intellectual Virtues’ in The Handbook of Virtue Ethics (Routledge 2014); J Baehr, The Inquiring Mind: 

On Intellectual Virtues and Virtue Epistemology (OUP Oxford 2011). 
141 See generally A Celano, Aristotle's Ethics and Medieval Philosophy: Moral Goodness and Practical Wisdom 

(Cambridge University Press 2016); M Lacewing, ‘Practical Wisdom’ (2009)  Philosophyfor A2: Key Themes 

in Philosophy; CDC Reeve, Aristotle on the Virtues of Thought (na 2006. 
142 LB Solum, ‘Virtue as the End of Law: An Aretaic Theory of Legislation’ (2018) 9 Jurisprudence 6, p 9. 
143 Lelkes ‘The former implies being able to assess whether a piece of information is true and useful, and 

therefore being able to distance oneself from fake news, conspiracy theories, propaganda and populism.’ O 

Lelkes, Sustainable Hedonism: A Thriving Life That Does Not Cost the Earth (Policy Press 2021), p 87. 
144 LB Solum, ‘Virtue as the End of Law: An Aretaic Theory of Legislation’ (2018) 9 Jurisprudence 6, p 9. 
145 See M Csikszentmihalyi and M Csikzentmihaly, Flow: The Psychology of Optimal Experience, vol 1990 

(Harper & Row New York 1990). 
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success based on imitating original brands and bypassing their intellectual 

engagement. One could argue that such a competitor had never reached their 

intellectual potential. Csikszentmihalyi146 argues that unless this individual made 

deliberate choices to further enhance their intellectual potential, then their 

intellectual flourishing is undermined. In other words, they (the competitor) should 

strive to create new brands, novel processes, creative ideas and innovative 

solutions to problems. As a result,’[b]y stretching skills, by reaching toward higher 

challenges, such a [competitor] becomes an increasingly extraordinary 

individual.’147 Unless faced with an increased level of challenge, that competitor 

has not had the opportunity to engage their intellectual capabilities to the optimal 

level.148  

 

The state of ’striving to attain a higher level of accomplishment’149 by competitors 

and its valuable intellectual outcomes stated above would not be feasible in an 

environment where it is the ‘custom of trade’ to allow competitors to reap and 

imitate the efforts and skills other brand owners spend producing their products, 

or an original way of promoting their brands, as the fourth characteristic of 

flourishing indicates. As put by Littlejohn and Turri ‘[j]ust as we cannot flourish, in 

Aristotle’s sense, in solitude, so we cannot flourish intellectually outside of a 

 

146 See ibid; M Csikszentmihalyi, Flow: The Classic Work on How to Achieve Happiness (Random House 2002) 
147 M Csikszentmihalyi, Flow: The Classic Work on How to Achieve Happiness (Random House 2002); see also 

S Abuhamdeh and M Csikszentmihalyi, ‘The Importance of Challenge for the Enjoyment of Intrinsically 

Motivated, Goal-Directed Activities’ (2012) 38 Personality and social psychology bulletin 317. 
148 This is what Csikszentmihalyi refers to as optimal experience. Csikszentmihalyi illustrates optimal 

experience to be ‘The best moments usually occur when a person’s body or mind is stretched to its limits in 

a voluntary effort to accomplish something difficult and worthwhile. Optimal experience is thus something 

that we make happen.' M Csikszentmihalyi and M Csikzentmihaly, Flow: The Psychology of Optimal 

Experience, vol 1990 (Harper & Row New York 1990). 
149 AS Waterman, ‘On the Importance of Distinguishing Hedonia and Eudaimonia When Contemplating the 

Hedonic Treadmill’ (2007) 612. 
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community.’150 In light of this, rules and regulations are vital instrumental means 

to providing an environment for the intellectual flourishing of the marketplace 

participants and the public at large.151 Accordingly, it is argued by this work that, 

if the law permits competitors to misappropriate brands (through narrow 

protection against free riding, dilution or tarnishment) on the basis of free market 

efficiency and utility maximisation, then the law is also permitting marketplace 

participants to engage against their intellectual flourishing interest.  

 

If the laws are proportionally instated, then the unique, yet complex nature of 

brands becomes a route to the enhancement of intellectual flourishing of the 

marketplace participants and the larger public. This proportionality entails 

preserving the freedom of competition in the marketplace within the boundary of 

its contribution to intellectual flourishing. In other words, as long as freedom of 

competition in the marketplace does not interfere with intellectual flourishing, then 

it shall be maintained, for there is no ultimate end worth pursuing than to 

intellectually flourish.152 Therefore, intellectual flourishing (as a legal standard 

pertaining to the reuse of brands) shall be achieved when a person that reuses a 

brand thrives to: (i) fulfil their own intellectual potential through maximising their 

intellectual engagement; and (ii) enhance the intellectual engagement of those 

 

150 C Littlejohn and J Turri, Epistemic Norms: New Essays on Action, Belief, and Assertion (OUP Oxford 2014) 

p 15. Csikszentmihalyi also argues that ‘The desire to achieve [flourishing] will have limited value as long as 

it is held by separate individuals, ... It must be shared to become effective. Science could not survive 

without a community sharing scientific values. Moral systems do not continue unless individuals subscribe 

to a common set of ethics. Values are so ephemeral that they require the joint psychic input of a group to 

retain their hold on each person's attention. They may be created by individuals, but they must be 

maintained by a collectivity.’ M Csikszentmihalyi, The Evolving Self: A Psychology for the Third Millennium, 

vol 5 (HarperCollins Publishers New York 1993) 281. 
151 Per Csikszentmihalyi, we ‘need to develop a community that shares a belief in [flourishing]—something 

on the order of a Fellowship of the Future, a group of kindred spirits dedicated to supporting trends that 

move in the direction of greater harmony and greater individuation, and to opposing the encroachments 

of chaos as well as conformity.’ Ibid. 
152 See 1.3. 
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exposed to their goods or services. In the context of brands reuse, this legal 

standard is the foundation upon which the critical analysis of the existing English 

law will be performed including any proposed reforms. 

 

Brands exhibit a strong, albeit unacknowledged, role in intellectual flourishing. 

For instance, they encourage individuals to: (i) use their senses and engage their 

imagination to create further knowledge in society, (ii) to participate in meaning-

making and communicate through an enhanced semiotic discourse and (iii) to 

exercise new modes of thinking by amending and altering existing meanings 

through an enhanced memetic discourse. Simply put, these three traits of brands 

related to human brain theories – Knowledge153, Semiotics154 and Memes 155 – 

respectively, form the principal junction between a brand and intellectual 

flourishing in this work. They can be thought of as the enabling tools for the 

utilisation of intellectual flourishing for brand protection against unfair competition 

by misappropriation in the present English law.    

  

The first tool (knowledge)156 involves the role of existing knowledge and its re-

use in shaping and influencing thinking patterns.157 Since brands are part of 

existing knowledge,158 they play a societal role in the intellectual progress of 

humans. Brands are not merely about influencing purchasing behaviour or 

invoking consumers’ emotions as proclaimed by the notion of rationality.159 As 

 

153 See CHAPTER 4. 
154 See CHAPTER 5. 
155 See CHAPTER 6. 
156 See CHAPTER 4. 
157 See 4.2. 
158 See 4.3. 
159 See eg S Elmograbi, ‘Brand Management Research, Theory and Practice’ (2021); N Wilkof, ‘Branding, Co-

Branding and Innovation: Expectations and Limitations’ (2018) 13 Journal of Intellectual Property Law & 
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part of knowledge, brands appeal to the senses – we observe and experience 

them, and our brains stock them as ideas.160 These ideas tend to mix with other 

ideas stocked in our brains and finally emerge as original ideas that get used and 

re-used by further generations.161 In a marketplace where it is custom of trade to 

free-ride and imitate for the sake of pure economic gains, the progression of ideas 

become ‘stalled’ as our minds become stocked with unoriginal ideas. Despite 

offering accessibility of ‘branded’ products at lower prices, such a marketplace 

makes no room for the role of brands in the use and re-use of knowledge towards 

intellectual flourishing. On the contrary, such a marketplace has unfavourable 

consequences to the intellectual flourishing of all marketplace participants (brand 

owners, competitors and consumers). The knowledge theory addresses this 

problem by identifying alternative measures to the currently implemented unfair 

advantage doctrine in a manner that sustains society’s intellectual flourishing.162 

 

The second tool (semiotics)163 involves the creation of meanings and their 

communication through the interpretation and use of all kinds of signs.164 

Therefore, the creation of knowledge is possible through semiotics. Brands are 

formed through activities, such as marketing, advertising and branding 

campaigns, that collectively create and communicate meanings through 

semiotics.165 Such meanings engage with and shape the public’s mind about the 

 

Practice 611; KN Pytlak, ‘The Devil Wears Fraud-A: An Aristotelian-Randian Approach to Intellectual 

Property Law in the Fashion Industry’ (2015) 15 Va Sports & Ent LJ 273; DR Desai, ‘From Trademarks to 

Brands’ (2012) 64 Fla L Rev 981 at I.B.1; S Fournier, ‘Consumers and Their Brands: Developing Relationship 

Theory in Consumer Research’ (1998) 24 Journal of consumer research 343.  
160 See 4.3. 
161 A discussed further in 4.2. 
162 See 4.4, 4.5. 
163 See CHAPTER 5. 
164 See 5.2. 
165 See 5.3. 
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brand. The activity conducted by a brand of inventing, transforming, mixing up 

colours, words, images or shapes to create meaning and the corresponding 

interpretation and engagement by the public towards a brand contribute to the 

intellectual flourishing to both sides. In other words, if there is no novel creation 

and communication of meaning by a brand owner (e.g., misappropriation) then it 

follows that there is no stimulation to the public, and therefore little to no 

intellectual flourishing. Hence, shaped by utility and economics, the narrow 

protection offered to brands by the present English law does not foster an 

environment for intellectual flourishing in the marketplace.166 Although some acts 

of brand dilution may be considered lawful under an economic model of free 

market and rational decision making, such acts undermine the semiotic 

discourse, and consequently disrupt the original activities and engagement that 

would have led to enhancing the intellectual flourishing. Therefore, a wider 

protection to brands against dilution that is oriented towards enhancing 

intellectual flourishing is proposed by this thesis.167 Simultaneously, this 

protection includes appropriate defences that ensure the right to freedom of 

expression, which in and of itself contributes to intellectual flourishing, is not 

undermined. 

 

The third tool (memes)168 involves the reproducibility and transmissibility of units 

of information, i.e., knowledge, from brain-to-brain.169 The transmission and 

reproduction of this knowledge ultimately result in a form of intellectual evolution. 

Memes are the way in which knowledge, created through semiotics, is transmitted 

 

166 See 5.4, 5.5. 
167 See 5.5. 
168 See chapter 6. 
169 See 6.2. 
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and reproduced in society. In other words, semiotics create knowledge and 

communicate it via memetic discourse. Because units of information survive as 

long as they occupy space in the human brain, their survival depends on their 

ability to be transmitted and reproduced. Under the economic model of the free 

market and rational decision making, brand survival, the brand that is most 

capable of being transmitted and reproduced is the brand that will prosper.170 

However, such approach makes no room for the relationship between a brand’s 

worthiness of survival and intellectual flourishing. For instance, brand A’s 

comparative advertising campaign would make every effort, without misleading 

or being dishonest, to ensure the brand’s survivability over brand B, even at the 

cost of intellectual flourishing. Under the present English approach to 

‘tarnishment’, even if brand A’s campaign undermines intellectual flourishing, its 

campaign would be considered lawful.171 In this example, the ‘fittest’ brand, brand 

A, who makes no contribution to intellectual flourishing, would survive over brand 

B, who strives to flourish intellectually. Therefore, to ensure intellectual 

flourishing, the present law needs to consider the impact of commercial 

expressions on the memetic discourse and regulate it accordingly.172   

 

1.4 Contribution to knowledge 

In its most generic form, this work’s contribution to existing knowledge is 

manifested in the use of intellectual flourishing as the guiding principle to the 

protection of brands against unfair competition through the use of human mind 

 

170 See 6.3. 
171 See 6.4. 
172 See 6.5. 
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theories that underpin the significant role of brands on society.  The rest of this 

section serves as a substantiation of these claims. 

 

Despite the existence of a considerable amount of literature dealing with the 

protection of brands against unfair competition in the English law,173 the majority 

of this work analysed the English approach to unfair competition from the 

perspective of law and economics174 which relies largely on economic concepts 

and reasoning in the examination of legal rules to achieve greater market 

efficiency.175 As such, the current literature in this subject does not account for 

the impact of brands protection (or lack thereof) on a significant aspect of society, 

which the thesis defines as intellectual flourishing.176 This intellectual flourishing 

aspect of society encompasses the endeavours directed at the development and 

the furthering of intellectual capabilities and skills in society. Therefore, this thesis 

defines and utilises a legal standard of intellectual flourishing towards 

 

173 The most influential argument for protecting brands was offered in the work by Frank I. Schechter ‘The 

Rational Basis of Trademark Protection’ (1927) 40 Harvard L Rev 813, see nn. 422- 425 and accompanying 

text;  Similar protection is now available under the statutory protection of trade marks (See CHAPTER 3). 

Nevertheless, this protection is limited to trade marks and does not include brands per se. For literature on 

the economic possibility of wider protection for markets intangibles in the English approach of unfair 

competition see eg D Basma, ‘The Nature, Scope, and Limits of Modern Trademark Protection: A Luxury 

Fashion Industry Perspective’ (The University of Manchester  2016); SI Fhima, ‘Trade Mark Law Meets 

Branding?’ in (CUP 2014); Y Alexandra, ‘Commercial Value of Trade Marks: Do Current Laws Provide Brands 

Sufficient Protection from Infringement?’ (2010) EIPR 203; J Davis, ‘Why the United Kingdom Should Have a 

Law Against Misappropriation’ (2010) 69 CLJ 56; J Davis and S Maniatis, ‘Trademarks, Brands, and 

Competition’ in Trademarks, Brands, and Competitiveness (Routledge 2010); M Heritage, ‘”Smells-alike” 

defeat for truthful comparative advertising?’ (2010) 15 Communications Law 105; L Bently, J Davis and JC 

Ginsburg (eds), Trade Marks and Brands: An Interdisciplinary Critique (vol 10, CUP 2008); H Carty, 

‘Registered Trade Marks and Permissible Comparative Advertising’ (2002); H Carty, ‘Dilution and Passing 

off. Cause for Concern’ (1996) 112 LQR 632. 
174 For a comprehensive and detailed explanaition of the economic analyses of the law see R Cooter and T 

Ulen, Law and Economics (Addison-Wesley 2016); see also generally N Mercuro and SG Medema, Economics 

and the Law: From Posner to Postmodernism and Beyond (Princeton university press 2006); RA Posner, 

Economic Analysis of Law (Wolters kluwer law & business 2014). The second type that dominates the 

literature are works based on Lockean labour theory which justifies the property interest as the fruits of the 

labour of the creator. See eg ME Kenneally, ‘Misappropriation and the Morality of Free-Riding’ (2014) 18 

Stan Tech L Rev 289. 
175 See n 174. 
176 See 1.3. 



 38 

determining the degree of protection brands shall be offered in the scope of unfair 

competition. 

 

Nonetheless, in order to achieve the desired intellectual flourishing within the 

context of brands’ protection against unfair competition, the relationship between 

brands and society must first be understood. As it currently stands, the current 

English approach, based on market efficiency and the assumption of ‘rationality’, 

makes little to no effort at revealing such relationship. On the other hand, there 

exist some behavioural economics studies177  that consider the fact that the use 

of marks in the market entails persuasive, emotional and psychological elements 

that affect market decisions.178These studies are mostly concerned with the 

marketplace-related behaviour, which forms only a subset of society.  

Furthermore, these studies are also significantly bound by the economic 

dimension as the guiding principle. Therefore, neither the current English 

approach nor the behavioural economics studies effectively reveal relationship 

between brands and society. On the other hand, this thesis uses theories that are 

unexplored in the field of unfair competition (yet well-documented in other fields 

of social sciences) to reveal the complex nature of brands and their relationship 

with the larger dimension of society, not merely the marketplace.179  Therefore, 

 

177 Behavioural economics is concerned with the limitations of rationality in economic activities. It explores 

the way that psychological, emotional, cultural and social factors influence individuals and how those 

factors affect market decisions. For more about behavioural economics see eg M Carla Pereira Ribeiro and 

V Hugo Domingues, ‘Behavioral Economy and Law: Rationality under Change’ (2018) 8 Braz J Pub Pol’y 457; 

M Walker, ‘Behavioural Economics: The Lessons for Regulators’ (2017) 13 European Competition Journal 1; 

N Wilkinson and M Klaes, An Introduction to Behavioral Economics (Macmillan International Higher 

Education 2017); F Heukelom, Behavioral Economics: A History (CUP 2014); J De Jonge, ‘Rethinking Rational 

Choice Theory’ in Rethinking Rational Choice Theory (Springer 2012); J Baron, Behavioral Law and 

Economics (CUP 2000). 
178 See eg A Griffiths, ‘Trade Marks and the Consumer Society’ (2018) 15 SCRIPTed 209; J Ginsburg, ‘”See 

Me, Feel Me, Touch Me, Hear Me” (and Maybe Smell Me Too): I Am a Trademark – a US Perspective’ in L 

Bently, J Davis and J Ginsburg (eds), Trademarks and Brands (2008) 92; B Beebe, ‘Search and Persuasion in 

Trademark Law’ (2004) 103 Mich L Rev 2020. 
179 See 1.7. 
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they cover the non-economic aspects of brands protection and their impact upon 

society.  In particular, this thesis employs human mind theories of inter alia, 

Locke,180 Weber,181 Dawkins,182 Foucault,183 Deleuze and Guattari,184 to explore 

individuals’ ability to use their senses and engage their imagination to create 

further knowledge in society,185 participate in meaning-making and communicate 

through an enhanced semiotic discourse186 and exercise new modes of thinking 

by amending and altering existing meanings through an enhanced memetic 

discourse187 in their engagement with brands. The utilised theories offer a critique 

of the unprecedented, multi-dimensional developments in modern capitalist 

societies and how such developments, when uncontrolled, undermine society’s 

intellectual flourishing, yielding intellectually inactive and passive consumers, 

rather than intellectually active and engaged individuals. 

 

As will be demonstrated later, the combined use of the concepts and theories in 

this work will lead to establishing a practical legal reform, compatible with the 

existing system, that acknowledges the complex role of brands on our society 

 

180 In particular, this thesis uses Locke’s theory of knowledge as employed in J Locke, An Essay 

Concerning Human Understanding (29th edn, Oxford University 1841). 
181 In particular, this thesis uses Weber’s thesis of rationalisation and his notion of the ‘iron cage’ as 

employed in M Weber, T Parsons and R Tawney, The Protestant Ethic and the Spirit of Capitalism (G. Allen & 

Unwin 1930) and M Weber, Economy and Society: An Outline of Interpretive Sociology (vol 1, Univ of 

California Press 1978). 
182 In particular, this thesis uses the notions of ‘memes’ as employed in R Dawkins, The Selfish Gene (30th 

anniversary edn, OUP 2006). 
183 This thesis mainly refers to the notion of power as employed in M Foucault, ‘The Subject and 

Power’ (1982) 8 Critical Inquiry 777; M Foucault, Discipline and Punish: The Birth of the Prison 

(2nd edn, Vintage Books 1995); M Foucault, The History of Sexuality, Vol. 1: An Introduction (1st American 

edn, Pantheon Books). 
184 In particular, this thesis uses Deleuze and Guittari’s notion of semiotics and their metaphor of ‘rhizome’ 

(also a vital concept of Deleuze and Guattari’s work) as employed in G Deleuze and F Guattari, Anti 

Oedipus: Capitalism and Schizophrenia (10th edn, University of Minnesota Press 2000); G Deleuze and F 

Guattari, A Thousand Plateaus: Capitalism and Schizophrenia (11th edn, Bloomsbury Publishing 2005). 
185 See CHAPTER 4. 
186 See CHAPTER 5. 
187 See CHAPTER 6. 
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and subsequently offers a suitable protection that promote society’s intellectual 

flourishing. 

 

1.5 Thesis questions and objectives 

The research question addressed by this thesis is: ‘Should English law expand 

its protection against unfair competition to include protection of brands against 

misappropriation?’ This is the question which runs throughout this thesis. To 

answer this broader question, the analysis begins with a consideration of two 

more-focused questions. 

 

First, should the tort of passing off be expanded to encompass intangibles beyond 

goodwill? This is considered in chapter 2. Second, do the infringement provisions 

in section 10 of the TMA 1994 afford sufficient protection to brands?188 This is 

discussed in chapter 3. The remaining chapters then address the overarching 

question regarding the extent to which English law should provide protection to 

brands against unfair competition by misappropriation. 

 
 
In answering these questions, the thesis is guided by the following objectives: 
 

1. Critically analyse the current scope of application of the tort of passing off; 

2. Critically analyse the current scope of protection afforded by section 10 of 

the TMA 1994; 

3. Highlight the role of brands in enhancing the utility of knowledge in society 

and assess whether this role justifies a broader protection to brands; 

 

188 See n 58. 
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4. Highlight the role of brands in improving semiotic discourse in society 

through consumer co-authoring of brands and assess whether this role 

justifies a broader protection to brands; 

5. Highlight the role of brands in enhancing the utility of memetic discourse 

in society and assess whether this role justifies a broader protection to 

brands; 

6. Propose a statutory solution to the issues raised by this thesis and to 

provide details on how the proposed solution could be enforced and 

consider potential implications of the proposed reforms. 

 

1.6 Definitions 

For a better understanding of this thesis argument, it is essential to commence 

with a brief differentiation between goodwill, trade marks (as the market 

intangibles protected by the English approach of unfair competition) and brands. 

 

1.6.1 Goodwill189 

Goodwill was defined in Commissioners of Inland Revenue v Muller & Co’s 

Margarine190 as ‘the benefit and advantage of the good name, reputation and 

connection of a business … the attractive force which brings in custom … the one 

thing which distinguishes an old-established business from a new business at its 

first start’.191 To put it simply, goodwill is the customer connection that a business 

 

189 Further discussion of goodwill and the protection afforded by the English common law tort of passing 

off is carried out in CHAPTER 2. 
190 Commissioners of Inland Revenue v Muller & Co’s Margarine [1901] AC 217. 
191 Per Lord Macnaghten (cited in C Wadlow, The Law of Passing-Off: Unfair Competition by 

Misrepresentation (5th edn, Sweet & Maxwell 2016) at 3-2, available at 

https://uk.westlaw.com/Document/IAD1D5580158311E88D25AA2F5C980AE6/View/FullText.html); this 

definition was also adopted in Star Industrial Company Limited v Yap Kwee Kor T/A New Star Industrial 

Company [1976] UKPC 2, [1976] FSR 256. 

https://uk.westlaw.com/Document/IAD1D5580158311E88D25AA2F5C980AE6/View/FullText.html
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has. It is regarded as an intangible asset, as ‘property’192 that ‘emanates from a 

particular centre or source’.193 Goodwill as such is the intangible protected by the 

common law tort of passing off. 194 

 

1.6.2 Trade marks195 

Trade marks are the legal instruments that distinguish the goods or services196 of 

one trader from another. They are formally recognised intellectual property which 

‘may, in particular, consist of words (including personal names), designs, letters, 

numerals, colours, sounds or the shape of goods or their packaging’.197 Trade 

marks as such are protected by the TMA 1994 provided that they are ‘capable 

(a) of being represented in the register in a manner which enables the registrar 

and other competent authorities and the public to determine the clear and precise 

subject matter of the protection afforded to the proprietor and (b) of distinguishing 

goods or services of one undertaking from those of other undertakings’.198 Unlike 

protection for goodwill under the common law tort of passing off, for undertakings 

to benefit from the protection of trade marks under the TMA 1994, the statutory 

requirement for registration must be fulfilled. 

 

192 per Lord Macnaghten ‘it is very difficult, as it seems to me, to say that goodwill is not property. Goodwill 

is bought and sold every day. It may be acquired, I think, in any of the different ways in which property is 

usually acquired’ (cited in C Wadlow, The Law of Passing-Off: Unfair Competition by Misrepresentation (5th 

edn, Sweet & Maxwell 2016) at 3-4). 
193 Ibid. 
194 Per Jacob J, ‘It will be noted that I have in several places used the phrase ”goodwill attached to the 

business”. It is trite English law that there is no property in a name as such. But there is property in the 

goodwill attached to a name. That goodwill is a species of property and it is the right in that property 

which is protected by the law of passing off’ (Newman (IN) Ltd v Adlem [2005] EWCA Civ 741 [22], [2006] 

FSR 16 (CA), cited in C Wadlow, The Law of Passing-Off: Unfair Competition by Misrepresentation (5th edn, 

Sweet & Maxwell 2016) at 3-6. See also M Spence, ‘Passing off and the Misappropriation of Valuable 

Intangibles’ (1996) 112 LQR 472. 
195 Further discussion of trade marks and their protection under the English law is carried out in CHAPTER 

3. 
196 See n 1. 
197 As clarified by section 1(b) of the TMA 1994 (Art 3 of the Trade Marks Directive 2015/2436 (TMD)). 
198 As clarified by section 1(a), ibid. 
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1.6.3 Brands  

Despite ample efforts in literature on defining what brands constitute,199 there is 

no precise definition that all literature agrees upon when defining the term 

‘brand’.200 This is ‘[a]t odds with the legal tendency to seek the relative certainty 

of an agreed-upon definition’.201 Contrarily, goodwill202 and trade marks203 are 

rather well-documented and measurable concepts. As a result, both are the focus 

of protection under the English approach of unfair competition.204 Meanwhile, 

goodwill is protected through the common law tort of passing off205 and trade 

marks are protected through the trade mark statutory law.206 As put by Lewinson 

J in O2 v H3G 'to the extent that a brand is greater than the sum of the parts that 

English law will protect, it is defenceless against the chill wind of competition.'207 

From that perspective, brands are considered as informational tools that enhance 

the efficiency of the market. However, this understanding of the informational 

 

199 See eg N Wilkof, ‘Branding, Co-Branding and Innovation: Expectations and Limitations’ (2018) 13 Journal 

of Intellectual Property Law & Practice 612-13; DR Desai, I Lianos and SW Waller, Brands, Competition Law 

and IP (Cambridge University Press 2015) Part I at 3 pp 48-50; D Tan, ‘Differentiating between Brand and 

Trade Mark’ (2010)  Sing J Legal Stud 202; DR Desai and S Waller, ‘Brands, Competition, and the Law’ 

(2010)  Byu L Rev 1431-49; R Clifton, Brands and Branding, vol 43 (John Wiley & Sons 2009) Part I at 2 pp 

13-25; S Schwarzkopf, ‘Turning Trade Marks into Brands: How Advertising Agencies Created Brands in the 

Global Market Place, 1900-1930’ (2008) Centre for Globalization Research Working Paper pp 2-7; J Davis, 

‘The Value of Trade Marks: Economic Assets and Cultural Icons’ (2006) Bridging Aesthetics and Economics, 

Montreal: Editions Themis 97; P Barwise and others, ‘Brands as “Separable Assets”’ (1990) 1 Business 

Strategy Review 43-59. 
200 As also confirmed by Davis in J Davis and S Maniatis, ‘Trademarks, Brands, and Competition’ in 

Trademarks, Brands, and Competitiveness (Routledge 2010) 120; see ibid. 
201 N Wilkof, ‘Branding, Co-Branding and Innovation: Expectations and Limitations’ (2018) 13 Journal of 

Intellectual Property Law & Practice 612. 
202 See 1.6.1. 
203 See 1.6.2.  
204 See 1.2. 
205 See CHAPTER 2. 
206 See CHAPTER 3. 
207 O2 Holdings Ltd & Anor v Hutchison 3G Ltd [2006] EWHC 534 (Ch) [7]. 
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function performed by brands is far too limited and hinders the full recognition of 

the complex nature of brands and their role in society.208 

 

The lack of a definition of what brands constitute ‘has not, however, proved to be 

an impediment to the development of brands as concept and branding as a 

professional field’,209 or hindered its evolution to be more than an informative 

vehicle through which traders connect with their consumers. Brands came to 

have rather ‘more complex... characteristics’210 than goodwill and trade marks as 

the latter two are defined legally.211 For instance, it is an established market 

reality that trade marks are of the most essential and most visible elements of 

brands,212 and that ‘[t]he best and most successful brands are immediately 

recognised by their trade marks.’213 Nonetheless, trade marks,214 alongside 

goodwill,215 are the legally recognised instruments of information which forms 

only parts of a brand.216 The complex nature of brands has a significant 

contribution in promoting businesses and fulfilling consumers’ needs for identity 

or belonging. More importantly however, brands form part of the intellectual 

 

208 Per Appleton and Noble ‘Differences in perspectives and interpretation inhibit common understanding 

of the role and significance of brands and thus make appropriate debate on the issues that matter more 

difficult.’ T Appleton and J Noble, ‘The Value of Brands and the Challenge of Free-Riding’ in Desai DR, 

Lianos I and Waller SW (eds), Brands, Competition Law and IP (Cambridge University Press 2015) P 48. 
209 N Wilkof, ‘Branding, Co-Branding and Innovation: Expectations and Limitations’ (2018) 13 Journal of 

Intellectual Property Law & Practice 612. 
210 K Moore and S Reid, ‘The Birth of Brand: 4000 Years of Branding History, MPRA Paper No. 10169’ (2008) 

McGill University, Munich Personal RePEc (cited in DR Desai, ‘From Trademarks to Brands’ (2012) 64 Fla L 

Rev 981). 
211 See nn. 202, 203. 
212 See eg J Davis, ‘The Value of Trade Marks: Economic Assets and Cultural Icons’ (2006) Bridging 

Aesthetics and Economics, Montreal: Editions Themis 97. 
213 D Tan, ‘Differentiating between Brand and Trade Mark’ (2010)  Sing J Legal Stud p 202. 
214 See n 203. 
215 See n 202. 
216 Per Alexandra ‘product's brand name will generally be its trade mark, however, the two are not 

necessarily synonymous, since the trade mark is a legally protectable symbol, but the brand is the features 

of a product, its name, packaging etc. used regardless of trade mark protection’ Y Alexandra, ‘Commercial 

Value of Trade Marks: Do Current Laws Provide Brands Sufficient Protection from Infringement?’ (2010)  

European Intellectual Property Review 203.  
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flourishing process in society;217 they are a reflection of the intellectual progress 

of humans. This needs now to be acknowledged in the English approach of unfair 

competition. 

 

As it pertains to the definition of brands, it is reasonable to state that there is a 

general agreement in the literature that a ‘brand’ or a ‘brand image’ constitutes 

the sum of mental associations that are linked to a certain logo or symbol and the 

associated visual elements and the products to which it is attached.218 This is 

how the term ‘brand’ is employed by this thesis. A ‘brand’ or a ‘brand image’, as 

put by Lewinson J in O2v H3G,219 ‘can be created in a variety of ways: personal 

experience; word of mouth; how the brand is presented in stories in the media; 

packaging; point of sale display; retail staff; and, of course, advertising.'220 

Contrary to current English approach, under this model, the role of identifying the 

trade origin or the quality of products is not what is expected from a brand.221  

 

1.7 Methodology and theoretical framework 

To investigate whether the English law should expand its protection against unfair 

competition to include protection of brands against misappropriation, an 

examination of the current law is carried out in this thesis. For that purpose, this 

thesis uses primary and secondary resources. 

 

217 See 1.3. 
218 See n 199. 
219 O2 Holdings Ltd & Anor v Hutchison 3G Ltd [2006] EWHC 534 (Ch) [5]. 
220 Ibid at [5]; see also n 214. 
221 For the role of brands beyond source and quality indication, see eg S Fournier, ‘Consumers and Their 

Brands: Developing Relationship Theory in Consumer Research’ (1998) 24 Journal of Consumer Research 

343; See also T Heding, CF Knudtzen and M Bjerre, Brand Management: Research, Theory and Practice 2nd 

Ed (London: Routledge 2016); D Tan, ‘Differentiating Between Brand and Trade Mark’ (2010) Sing J Legal 

Stud 202. 
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Due to the fact that English law is inevitably connected to the European Union, 

references to decisions and judgments of the CJEU and to EU laws are made 

where appropriate.222 This thesis also uses, where appropriate, legislation and 

cases from other jurisdictions like Germany, France and the US as a reference 

for the application of protection against unfair competition by misappropriation.223 

This thesis also cites and engages with various opinions from the fields of 

branding, advertising, neoliberalism, behavioural economics and consumers in 

order to inform the analyses on the protection of brands224 against unfair 

competition by misappropriation, alongside goodwill225 and trade marks226 and its 

impact within the broader intellectual nexus. 

 

The thesis starts by offering a critical analysis of the English approach of unfair 

competition towards brands with use of primary and secondary resources.227  

Next, the thesis conducts a philosophical analysis of the thesis questions and the 

proposed solution,228 to explain how the proposed solution contributes towards 

meeting the larger obligation on society to flourish intellectually;229 this will form 

the basis of particular exclusivity rights or a lack thereof. For this purpose, this 

 

222 At the time of writing this work, the UK was set to leave the EU (Brexit) and a Withdrawal Agreement 

was signed on 31 Jan 2020. As a result of the Withdrawal Agreement, the UK has now entered a transition 

period that ends on Jan 2021, during which the EU law and CJEU jurisprudence continues to have an effect 

in the UK. For more information on the UK’s withdrawal from the EU see 

https://ec.europa.eu/commission/presscorner/detail/en/QANDA_20_104. This will be referred to in this 

work as appropriate. 
223 Those jurisdictions were chosen because they provide references for the three main recognised 

approaches to unfair competition See eg International Bureau of WIPO, Protection Against Unfair 

Competition: Analysis of the Present World Situation (WIPO 1994 reprinted 1999). 
224 See 1.6.3. 
225 See 1.6.1. 
226 See 1.6.2. 
227 PART 1. 
228 PART 2. 
229 See 1.3. 

https://ec.europa.eu/commission/presscorner/detail/en/QANDA_20_104
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thesis uses a combination of human mind theories that result in a novel approach 

to such an examination. Primarily, the thesis relies on Locke’s knowledge230 

(chapter 4), Deleuze and Guattari’s semiotics231 (chapter 5) and Dawkins’s 

memes232 (chapter 6) theories. Additionally, the thesis relies on secondary 

theories to support the analysis such as Weber’s thesis of rationalisation233 and 

Foucault’s notion of power.234 Their combined use, as will be shown hereinafter, 

is instrumental for highlighting the complex role of brands in society.235 

Considering that the concept of brands, in and of itself, is a multi-dimensional 

one,236 the thesis deliberately chose to draw from seminal works that offer a multi-

dimensional perspective of the complex inter-relationship between brands in the 

free market and human mind, which is not readily available via one-dimensional, 

economics-based theories.237   

 

This thesis acknowledges that the authors of the utilised primary238 and 

secondary239 theories hold fundamentally distinct economic, political and 

religious, beliefs. For example, the thesis utilises ideas from post-modernists 

 

230 See n 180. 
231 See n 184. 
232 See n 182 
233 See n 181. 
234 See n 183. 
235  See 1.6.3. 
236  Ibid. 
237 See generally 1.2, 1.3. 
238 In particular, John Locke’s theory of knowledge, Deleuze and Guattar’s notion of semtiocs (alongside 

their vital metaphor of ‘rhizomes’) and Dawkins notion of memes. 
239 In particular, Weber’s thesis of rationalisation (alongside his notion of the ‘iron cage’) and Foucault’s 

notion of power. 
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(Deleuze, Guattari240 and Foucault241), Liberal (Locke)242 and a sociologist 

acclaimed for his criticism of capitalism in its role of the rationalisation of 

individuals (Weber).243  Further, the thesis simultaneously draws on theories from 

figures whose religious beliefs influenced their philosophical ideas, such as 

Dawkins (atheist)244 and Locke (theist).245 Notwithstanding these differences, all 

of the utilised theories share in common a wider appreciation of furthering 

knowledge (i.e., what this thesis refers to as ‘intellectual flourishing’246). 

Therefore, although the fundamental beliefs of the theorists are strikingly 

 

240 Deleuze is a French philosohper; Guattari is a French psychoanalyst . Although both have come from 

very different fields, they have published together their most influencial work to date the two volumes 

Capitalism and Schizophrenia (1972). Deleuze and Guattari do not explicitly adopt the discourse of 

postmodernity, however, their work clearly represents postmodernist positions (through their attack on 

hierarchy and identity, while advocating advocate the possibility of a postmodern reality where individuals 

overcome the modern repressive forms of identity into a mode of difference and multiplicity). For more on 

Deleuze and Guattari see eg F Dosse, Gilles Deleuze and Félix Guattari: Intersecting Lives (Columbia 

University Press 2010); G Genosko, The Guattari Reader (Oxford, UK; Cambridge, Mass.: Blackwell Publishers 

1996); G Deleuze and CV Boundas, ‘The Deleuze Reader’ (1993). 
241 Michel Foucault is a French philosopher. Although Foucault rejects being identified as a postmodernist, 

his most influential works, The Subject and Power and Discipline and Punish: The Birth of the Prison, 

primarily present critique of knowledge and rationality in modern societies and describe it as a stage of 

domination (power) based on the production of normalising discourses and institutions that takes over 

everyday life. For more on Michel Foucault see eg D Macey, The Lives of Michel Foucault (Verso Books 

2019); J Miller, The Passion of Michel Foucault (Harvard University Press 2000). 
242 Locke is an English philosopher who is recognised as an Enlightenment thinker who presented much of 

the preliminary work for the Enlightenment and is commonly known as the ‘father of liberalism’ as he made 

central contributions to the development of liberalism. For more on John Locke see eg M Cranston, ‘John 

Locke: A Biography’ (1957); L Newman, The Cambridge Companion to Locke's' Essay Concerning Human 

Understanding' (Cambridge University Press 2007). 
243 Max Weber is a German philosopher and sociologist. Weber is often mentioned, with Marx and 

Durkheim as amongst the three founders of sociology. Weber's main intellectual concern was to 

understand how social processes became ‘rationalised’ with the rise of capitalism and modernity, leading 

to a new way of thinking about the world. For more about Weber see eg M Weber, Max Weber: A Biography 

(Routledge 2017); J Radkau, Max Weber: A Biography (John Wiley & Sons 2013); R Bendix, Max Weber: An 

Intellectual Portrait, vol 2 (Psychology Press 1998).  
244 Richard Dawkins is an English evolutionary biologist whose atheist stances have considerably influenced 

his intellectual works. In particular, Dawkins main intellectual concern was that believing in God is believing 

in the absence of reason. According to him, religious faith is a delusion when belief in The selfish Gene (also 

the title of one of his most influential works) is faith. For more on Dawkins see eg A Grafen and M Ridley, 

Richard Dawkins: How a Scientist Changed the Way We Think: Reflections by Scientists, Writers, and 

Philosophers (Oxford University Press, USA 2007). 
245 Locke’s Christian theism and views on religion were the foundation of his liberal views and his views on 

understanding the human nature. Locke believes that humans depend on reason (truth). However, unlike 

Dawkins (see ibid), parts of reason, according to Locke, cannot be reached by humans without the aid of 

God. For more on Locke’s religious beliefs see eg V Nuovo, John Locke: The Philosopher as Christian 

Virtuoso (Oxford University Press 2017); J Locke, John Locke: Vindications of the Reasonableness of 

Christianity, vol 1 (Oxford University Press 2012). 
246 See 1.3. 
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dissimilar, their views on furthering knowledge are not regarded as 

contradictory.247 In fact, as will be highlighted hereinafter, their views, as 

implemented by this thesis, complement one another through cross-cutting 

analysis of knowledge and the human mind. Whilst counter-intuitive, the 

complementarity of the theorists’ ideas in their conquest of furthering knowledge 

is associated with their diverse backgrounds and beliefs. Being from vastly 

different schools of thought and disciplines, so was their approach; as such, 

collectively they offered perspectives that would otherwise be unattainable if the 

approaches were treated as mutually exclusive. Akin to the use of common 

shapes of a circle, triangle and square in a painting; while fundamentally each 

has a distinctive number of edges, one can justify the merits for their use in 

concert, which otherwise may be unattainable if a single shape was used. Hence, 

the thesis acknowledges that while the fundamental beliefs of the theorists vary, 

the harmonious use of their different perspectives, particularly those where they 

complement one another, is valuable for achieving the aims of the thesis.248   

 

To elaborate, in revealing the relationship between brands and society’s 

intellectual flourishing,249 the primary theories250 collectively form a sequential, 

multi-dimensional analysis of how existing knowledge is captured and reused to 

create new knowledge,251 how knowledge is interpreted252 and how knowledge 

is altered and transmitted to new generations.253 In addition, the secondary 

 

247 In other words, despite not having same ideological and religious pursuits, the utilised theorists have 

come to parallel conclusions regarding the enhancement of knowledge in a given society. 
248 See 1.5. 
249 See 1.3. 
250 See n 238. 
251 See CHAPTER 4. 
252 See CHAPTER 5. 
253 See CHAPTER 6. 
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theories254 perform a multi-dimensional approach to highlight the influencing 

power transmitted knowledge holds on people’s thinking modes and behaviour in 

the marketplace. Briefly, Locke’s theory of knowledge provides insights 

on individuals’ perceptions of the ideas produced in the market and the way in 

which such ideas contribute towards building new knowledge through their re-use 

in subsequent work.255 Locke’s theory of knowledge therefore differs from the 

other theories relating to the human mind, which focus upon the employment 

and utilisation of knowledge when obtained, or alternatively they are theories 

relating to divine inspiration or romanticism, in which case the re-use of existing 

knowledge is not related to the discussion of this thesis. Weber’s thesis 

of rationalisation256 provides insights on the complexities of the capitalist modern 

market and its influence on the human mind.257 The significance of Weber’s 

thesis of rationalisation for this thesis lies in the fact that Weber uses a multi-

dimensional approach to look into the changes in individuals’ behaviour and 

society, from one of values, emotion, and sympathy to rational calculation and 

efficiency.258 This is unlike other theories, which focus purely upon the economic 

dimension as the driving force of all ideas and behaviours in society. Deleuze 

and Guattari’s concept of semiotics provides an original way of multiple, non-

 

254 See n 239. 
255 See 4.2. 
256 Weber thesis of rationalisation was demonstrated in his work The Protestant Ethic and the Spirit of 

Capitalism. Protestant Ethic and the Spirit of Capitalism is now considered a founding text in economic 

sociology and sociology in general. Also, it was listed by the International Sociological Association, in 1998, 

as the fourth most significant sociological book of the 20th century. Available at: https://www.isa-

sociology.org/en/about-isa/history-of-isa/books-of-the-xx-century/. For General discussion about Weber’s 

thesis of rationalisation see eg M Weber, From Max Weber: Essays in Sociology (Routledge 2013); S Kalberg, 

‘Max Weber's Types of Rationality: Cornerstones for the Analysis of Rationalization Processes in History’ 

(1980) 85 American Journal of Sociology 1145. 
257 Weber was the first to use the term ‘rationalisation’ to describe the process of modern society that 

entails objectification in the market and society in general, leading to the change of individuals’ behaviour 

to one that is primarily based on rational calculation and efficiency. See n 964 and accompanying text. 
258 See ibid. 

https://www.isa-sociology.org/en/about-isa/history-of-isa/books-of-the-xx-century/
https://www.isa-sociology.org/en/about-isa/history-of-isa/books-of-the-xx-century/
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hierarchical approach to knowledge.259 The significance of Deleuze 

and Guattari’s semiotics lies in the fact that they innovatively combined the work 

of number of key philosophers in the field of semiotics, to present a novel theory 

that addresses the role of rational thinking in the replacement of meaningful 

approach to knowledge (the effect of rational thinking on individuals’ role in the 

process of meaningful approach to knowledge). Dawkins’s notion of ‘memes’ 

offers an original way of perceiving brands as units of information that contribute 

to the evolution of intellect in society260 (i.e., intellectual flourishing). The 

significance of Dawkins’s notion of memes lies in his use of the primitive thoughts 

of Socrates, Plato and Aristotle’s ‘mimesis’ and his employment of it in the 

cotemporary societies of today.261 Foucault’s notion of power enables the 

perception of the normalisation forces of the capitalist system and provides 

insights on how individuals are influenced in certain ways within capitalist 

markets.262 Unlike other theorists, who are concerned with specific source and 

centre of power in society, Foucault believed that power is a multi-dimensional, 

dynamic flow of interrelations that are imbedded everywhere and in everyday 

life.263 Therefore, the use and implementation of these theories together helps 

 

259 See 5.2. 
260 See 6.2. 
261 See n 1443. 
262 Foucault introduced his notion of power to understand how individuals have become subjects of 

capitalist rationality and modernity during the 18th and 19th centuries, through the examination of the 

relationship between what Foucault called ‘bio-power’ and ‘subjects’ and how they are both used together 

to form a new type of control in contemporary societies. See M Foucault, ‘The Subject and Power’ (1982) 8 

Critical inquiry 777. Prior to his notion of ‘bio-power’, Foucault's first approach regarding examination of 

power relations elaborated ‘disciplinary power’, a form of power circulated by social institutions, such as 

schools, prisons and factories. According to him, these institutions had a major role in constituting the 

modern subject through coercion, controls and surveillance. See T Nail, ‘Biopower and Control’ (2016)  

Between Deleuze and Foucault 247; D Guizzo and IV de Lima, ‘Foucault's Contributions for Understanding 

Power Relations in British Classical Political Economy’ (2015) 16 EconomiA 194; M Foucault, Discipline and 

Punish: The Birth of the Prison (Vintage Books 1977). 
263 Unlike Karl Marx, for example, Foucault believes that modern power is not exercised upon individuals in 

physical, hierarchical or repressive forms. Instead, it is social and “it produces reality; it produces domains 

of objects and rituals of truth. The individual and the knowledge that may be gained of him belong to this 

 



 52 

reveal the complex relationship between brands and society’s intellectual 

flourishing trough a multi-dimensional approach.  

 

Nevertheless, the thesis is not concerned with potential contradictions from the 

theorists’ ideologies that do not affect the outcome of the work or are unrelated 

to the scope of work.264 For instance, Locke’s knowledge (concerning how the 

brain acquires knowledge through capturing and combining ideas to generate 

further ideas)265 establishes that a human’s brain is in control of generating ideas. 

On the other hand, Dawkins’s memes (concerning the evolution of information at 

a cultural level)266 establishes that the human brain acts only as a medium for 

information to evolve within, i.e., that a human’s brain has no control over the 

evolution of ideas. Therefore, one could reasonably argue that Locke’s and 

Dawkins’s views on the rationality of individuals may be contradictory. While this 

argument may have merit, it bears no impact on the work in this thesis, mainly 

because the thesis believes that individual’s straddle rationality and irrationality 

(i.e., there is no one absolute state).267 Therefore, both Locke’s and Dawkins’s 

views are essential to elucidate the co-existing modes of rationality and 

irrationality. Furthermore, Locke’s and Dawkins’s theories deal with knowledge at 

different stages of its life. The former is concerned with acquisition and re-use of 

 

production” M Foucault, Discipline and Punish: The Birth of the Prison (Vintage Books 1977) p 194. Power, 

according to Foucault, is enforced upon society through individuals, it is embedded in their interactions, it 

“frame the everyday lives of individuals” ibid p 77. Power is “everywhere; not because it embraces 

everything, but because it comes from everywhere” M Foucault, The History of Sexuality, Vol. 1: An 

introduction (1st American edn Pantheon Books New York) p, 93. 
264 See nn. 240 - 245 and accompanying text. 
265 See 4.2. 
266 See 6.2. 
267 The notion of objective rationality or universal rationality has been dismissed by the postmodern 

thinking. See eg E Sofianou, ‘Post-Modernism and the Notion of Rationality in Economics’ (1995) 19 

Cambridge Journal of Economics 373; R Gasché, Postmodernism and Rationality (JSTOR 1988). 
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knowledge to create of new knowledge,268 while the latter deals greatly with 

knowledge’s evolution on a cultural level.269 Similarly, Deleuze and Guattari’s 

Semiotics (which establishes that the humane-dimension of signs, though 

existed, has been overruled in today’s capitalist society by the machinic-

dimension, leading to a loss of control over information) deals with knowledge at 

its interpretation and communication stage of life.270  As such, the aforementioned 

theories are considered functional elements that, only together, can provide a 

mechanistic understanding of the influence of signs on knowledge creation, 

reuse, transmissibility and reproducibility (i.e., intellectual flourishing271).  

 

As for the mere general contradictions in fundamental beliefs or backgrounds 

(e.g., such as Locke being a capitalist272 and Deleuze and Guattari being post-

modernists273), suffice it to say that such facts are not related to the scope of work 

of this thesis. 

 

1.8  Thesis structure 

Within part 1 of the thesis (i.e., the critical analysis of the law), chapter 2 

addresses the tort of passing off as the closest instrument to protection against 

unfair competition under English law. Emphasis is placed, in the analyses of this 

chapter, on the notion that individuals do not always act rationally in the market. 

The analysis in this chapter demonstrates how the protection afforded by the tort 

is mainly limited to the ‘classic trinity’, i.e. goodwill, misrepresentation and 

 

268 See 4.2. 
269 See 6.2. 
270 See 5.2. 
271 See 1.3. 
272 See n 242. 
273 See n 240. 



 54 

damage, leading to a very limited perception of intangibles in the market by 

courts. Specifically, this approach results in a limited, economic-efficiency 

perception of intangibles, which eventually undermines the role of brands in 

intellectual flourishing.274 This chapter begins with an examination of the 

elements of the classic trinity of the tort of passing off. It then highlights the 

distinction between the tort of passing off and the broad notion of unfair 

competition by misappropriation, followed by an examination of whether the tort 

of passing off should be extended to provide protection for brands against unfair 

competition by misappropriation. Following the analysis of the tort of passing off, 

chapter 3 offers a critical analysis of the scope of protection afforded by section 

10 of the TMA 1994.275 Emphasis is placed on the notion that trade marks and 

brands, although their roles often overlap, should be considered as different by 

the law and courts, for the sake of the ultimate goal of intellectual flourishing in 

society. 

 

Within  part 2 of the thesis (i.e., philosophical analysis of the thesis questions and 

the proposed solutions), chapter 4 is concerned with the role of brands in 

enhancing the utility of knowledge,276 as part of intellectual flourishing in 

society277 and whether it justifies a broader protection under English law.278 For 

that purpose, the analysis in this chapter is conducted using Locke’s theory of 

knowledge279 supported with Weber’s thesis of rationalisation.280 Locke’s theory 

of knowledge is used to shed light on individuals’ perceptions of information 

 

274 See 1.3.  
275 See n 58. 
276 See 4.1. 
277 Ibid. 
278 See 1.5. 
279 See n 255 and accompanying text. 
280 See n 256 and accompanying text. 
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produced in the marketplace and the way in which that information contributes to 

the building of knowledge in society through the re-use of such knowledge in 

creating future work.281 Weber’s thesis of rationalisation assists in informing and 

improving the analysis in this chapter, as it allows a multidimensional approach 

to looking into the complexities of the modern market and its strong influence on 

the human mind.282 Chapter 5 is concerned with the protection of brands and its 

relation to the improvement of the utility of semiotic discourse in society. This 

chapter uses Deleuze and Guattari’s concept of semiotics,283 which is then set 

within the metaphor of ‘rhizome’284 (also a vital concept of Deleuze and Guattari’s 

work), to investigate the matter. By doing so this chapter is able to provide a 

novel, multiple and non-hierarchical perception of brands and to underline the 

reciprocal role of consumers as co-authors in creating those brands.285 The 

analyses in this chapter allows an emphases on how protection for brands, when 

accompanied with adequate exceptions, can actually improve the utility of the 

semiotic discourse in society beyond market transactions.286 In chapter 6, this 

thesis utilises the notion of ‘memes’ as employed by Dawkins.287 The notion of 

‘meme’ informs the analysis of the role of brands in enhancing the utility of 

memetic discourse in society by looking at brands as units of information that can 

give rise to cultural intellectual evolution.288 To further improve the analysis in this 

chapter, this thesis uses the notion of power as introduced by Foucault,289 which 

informs the investigation into how the unregulated misappropriation of brands as 

 

281 See n 279. 
282 See n 280. 
283 See n 259 and accompanying text. 
284 See n 1178 and accompanying text. 
285 See 5.3. 
286 See 5.5. 
287 See nn. 260, 261 and accompanying text. 
288 See 6.3. 
289 See nn. 262, 263  and accompanying text. 
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units of information may be a form of power that could impact individuals at an 

intellectual level.290 The exploration of the suggested reforms in part 2 (chapters 

4-6) allows the identification of measuring factors and explicit statutory exceptions 

that could be used to limit the protection afforded by the suggested reforms.291 

Accordingly, a final draft of the proposed reform for an alternative to the current 

English approach is as outlined in chapter 7.   

 

290 Ibid.  
291 See 4.5.1, 5.5.1, 6.5.1. 
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PART 1 

CRITICAL ANALYSES OF THE ENGLISH APPROACH OF UNFAIR 

COMPETITION TOWARDS BRANDS 

 
This part of the thesis offers a critical analysis of the present legal framework of 

the English unfair competition approach towards brands.292 It does so through an 

evaluation of the current scope of application of the tort of passing off in chapter 

2, and the current protection afforded by section 10 of the TMA 1994293 in chapter 

3. The analysis in this part shows that English law is not designed to protect 

brands against unfair competition by misappropriation, when such lack of 

protection undermines the larger obligation of society to flourish intellectually.294 

Based on the critical legal analyses, this part suggests legal reforms to section 

10(3) of the TMA 1994 to cover brands, alongside the existing protection for 

goodwill295 and trade marks.296 To ensure that the suggested reform 

accommodate for intellectual flourishing aspects of the brands, the suggested 

legal reforms to section 10(3) are then explored further in part 2 of this thesis.  

 

292 See 1.6.3. 
293 See n 58. 
294 See 1.3. 
295 See 1.6.1. 
296 See 1.6.2. 
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CHAPTER 2 

THE PROTECTION AVAILABLE UNDER THE COMMON LAW TORT OF 

PASSING OFF  

2.1 Introduction 

This chapter outlines the current scope of the application of the tort of passing 

off. It demonstrates how protection available under the tort is limited to classic 

trinity requirements of ‘predictable’ goodwill, ‘calculated’ misrepresentation and 

‘quantifiable’ damage, leading to a narrow perception of market intangibles by 

courts, which does not include brands. Thus, this chapter investigates whether 

the tort of passing off be expanded to encompass misappropriation of brands in 

a manner that contributes to the enhancement of intellectual flourishing in 

society.297 

 

This chapter begins, in section 2.2, with an overview of the current scope of the 

tort of passing off. It outlines the requirements for a successful action of passing 

off, i.e. the classic trinity. Section 2.2 demonstrates how each element of the 

classic trinity is shaped and designed in a manner that maintains the tort of 

passing off within its boundaries of economic rationality, so leading the protection 

under the tort to exclude brands and unfair competition by misappropriation from 

its scope of application. Section 2.3 is concerned with the notion of unfair 

competition by misappropriation. It analyses the notion of misappropriation and 

highlights the English courts’ rejection of the attempts by brand owners to develop 

the tort of passing off to deal more generally with unfair competition. Based on 

 

297 See 1.3. 
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the preceding analysis, section 2.4 of this chapter illustrates the difficulty and 

dangers of expanding the tort of passing off to deal with unfair competition, 

beyond goodwill misrepresentation. This chapter concludes, however, by 

highlighting the need for a new approach that allows for a wider perception 

against unfair competition that includes the protection of brands against 

misappropriation in a manner that contributes to the larger goal of intellectual 

flourishing in society,298 and suggesting reforms accordingly. 

 

2.2 Protection available through the classic trinity 

This section examines the elements of the classic trinity of the tort of passing off 

to highlight the fact that each element limits the role of the tort to promoting 

efficient market choices,299 and ensures that the common law300 does not 

intervene in the market by creating exclusive rights.301 Simply put, the classic 

trinity limits the tort so as not to protect against general unfair competition.302 The 

examination in this section helps to underline the shortcomings of the current 

limited perception of brands303 under the tort of passing off in relation to 

 

298 Ibid. 
299 H Carty, ‘Passing Off: Frameworks of Liability Debated’ (2012) 2 Intell Prop Q 106; Carty, citing Cane, 

elsewhere stating ‘one of the fundamental requirements for the operation of a free market is that the 

participants in the market have enough information to enable them to choose the commodity which 

represents the best value for money’ (H Carty, An Analysis of the Economic Torts (2nd edn, OUP 2010) 267, 

citing P Cane, Tort Law and Economic Interests (2nd edn, Clarendon Press 1996) 120). 
300 For a discussion on the extent to which the common law should provide protection against unfair 

competition in the form of "reaping without sowing" see eg A Terry, ‘Unfair Competition and the 

Misappropriation of a Competitor's Trade Values’ (1988) 51 The Modern Law Review 296. 
301 Per Jacob J in Hodgkinson & Corby Ltd v Wards Mobility Services Ltd [1997] FSR 178, ‘the common law … 

leans against monopolies’ (cited in R Hilty and F Henning-Bodewig, Law Against Unfair Competition: 

Towards a New Paradigm in Europe? (vol 1, Springer Science & Business Media 2007) 195). 
302 As Wadlow simply put it, ‘Forty years ago Professor Bill Cornish posed a similar question in terms of 

whether passing off was making any progress towards becoming a general tort of unfair competition. In 

each case, and on each occasion, the answer was “no”’ (C Wadlow, The Law of Passing-Off: Unfair 

Competition by Misrepresentation (5th edn, Sweet & Maxwell 2016, citing William Cornish, ’Unfair 

Competition? A Progress Report’ (1972) Journal of the Society of Public Teachers of Law 126). 
303 See 1.6.3. 
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intellectual flourishing in society.304 The discussion in this section is by no means 

entirely against the status quo under the English common law approach, as 

forthcoming discussion will display. 

 

The tort of passing off is a non-statutory cause of action, heavily influenced by 

economic concerns.305 It is the means by which unregistered marks are protected 

in English law.306 The doctrine of passing off is the closest common law tort to a 

law of unfair competition in the English legal system.307 Although, it was originally 

constructed on the principle that ‘nobody has any right to represent [their] goods 

as the goods of somebody else’,308 the tort has developed considerably through 

case law over the years to be, as Lord Diplock puts it in Star Industrial v Yap 

Kwee Kor,309 ‘a remedy for the invasion of a right in property not in the mark, 

name or get-up improperly used, but in the business or goodwill likely to be injured 

 

304 See 1.3. 
305 This will be revealed through the discussion in this chapter. 
306 For a detailed and comprehensive analysis of the tort of passing off, see eg C Wadlow, The Law of 

Passing-Off: Unfair Competition by Misrepresentation (5th edn, Sweet & Maxwell 2016); see also H Carty, An 

Analysis of the Economic Torts (2nd edn, OUP 2010), available at 

https://www.oxfordscholarship.com/view/10.1093/acprof:oso/9780199546749.001.0001/acprof-

9780199546749. For case law see eg Perry v Truefitt (1842) 49 ER 749, (1842) 6 Beav 66; G Spalding and Bros 

v AW Gamage Ltd [1914-15] All ER Rep 147; Erven Warnink BV v J Townend & Sons (Hull) Ltd [1979] AC 731, 

[1980] RPC 31 (Advocaat case); Reckitt & Colman Ltd v Borden Inc [1990] UKHL 12, [1990] WLR 491, Jif 

Lemon case); Cadbury Schweppes Pty Ltd v Pub Squash Co Pty Ltd [1980] (Pub Squash case); United Biscuits 

Ltd v Asda Stores Ltd [1997] RPC 513; Moroccanoil Israel Ltd v Aldi Stores Ltd [2014] EWHC 1686; Starbucks 

(HK) Ltd v British Sky Broadcasting Group plc (Rev 1) [2015] UKSC 31, [2015] WLR 2628; Glaxo Wellcome UK 

Ltd v Sandoz Ltd [2019] EWHC 2545 (Ch). 
307 In Arsenal Football Club plc v Reed, Aldous J stated that the ‘cause of action traditionally called passing 

off, perhaps best referred to as unfair competition’ (Arsenal Football Club plc v Reed [2003] EWCA Civ 696 

[70]). See also Moorgate Tobacco Co Ltd v Philip Morris Ltd [1984] HCA 73, (1984) 156 CLR 414 (High Court 

of Australia). Davis also draws attention to the notion that the tort of passing off provides the basis for a 

general tort of unfair competition, see J Davis, ‘Unfair Competition Law in the United Kingdom’ in R Hilty 

and F Henning-Bodewig (eds), Law Against Unfair Competition: Towards a New Paradigm in Europe? (vol 1, 

Springer Science & Business Media 2007) 188. 
308 Per Lord Parker in AG Spalding & Bros v AW Gamage Ltd 84 LJ Ch 449, (1915) 32 RPC 273, quoting and 

slightly modifying Lord Halsbury LC in Reddaway (Frank) & Co Ltd v George Banham & Co Ltd [1896] AC 

199, [1895–9] All ER 313 (cited in C Wadlow, The Law of Passing-Off: Unfair Competition by 

Misrepresentation (5th edn, Sweet & Maxwell 2016) at 5-2). 
309 Star Industrial Co Ltd v Yap Kwee Kor [1976] UKPC 2, [1976] FSR 256. 

https://www.oxfordscholarship.com/view/10.1093/acprof:oso/9780199546749.001.0001/acprof-9780199546749
https://www.oxfordscholarship.com/view/10.1093/acprof:oso/9780199546749.001.0001/acprof-9780199546749
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by the misrepresentation made by the passing off of one person’s goods as the 

goods of another’.310  

 

The continuous development of the tort ‘to meet changing conditions and 

practices in trade’311 has led judges and academics to adopt Lord Diplock’s 

description (in the Advocaat case312) ‘protean’313 when referring to the tort. 

Nonetheless, the standard framework of the tort was clearly summarised by Lord 

Oliver in the leading Jif Lemon case,314 offering the so-called classical trinity that 

sets the boundaries for passing off,315 and where all three elements, as Carty 

puts it, ‘link together and shape each other: none are free-standing’.316 It follows 

that, unlike the wider notion of unfair competition,317 the tort of passing off is 

governed by the ‘classic trinity’ that limits the protection it affords and shapes it 

around damage to goodwill (which is perceived as an indicator of trade origin318), 

i.e. misrepresentation, as it is demonstrated in the following subsections. 

 

310 Per Lord Diplock in Star Industrial v Yap Kwee Kor, ibid; see also Lord Diplock’s formulation in Erven 

Warnink BV v J Townend and Sons (Hull) Ltd [1979] AC 731, [1979] 3 WLR 68. 
311 Per Falconer J in Lego v Lego M. Lemelstritch [1983] FSR 155, at 186 (cited in Carty H, ‘Dilution and 

Passing Off: Cause for Concern’ (1996) 112 LQR 632, in Graeme B Dinwoodie and Mark D Janis, ‘Trademark 

and Unfair Competition Law: Critical Concepts’ in Intellectual Property Law Series, Volume I: Themes and 

Theories (Edward Elgar 2014)). 
312 Erven Warnink BV v J Townend and Sons (Hull) Ltd [1979] AC 731, [1979] 3 WLR 68. 
313 Per Lord Diplock, ‘Conspiracy to injure a person in his trade or business is one, slander of goods 

another, but the most protean is that which is generally and nowadays, perhaps misleadingly, described as 

passing-off’ ibid (cited in C Wadlow, The Law of Passing-Off: Unfair Competition by Misrepresentation (5th 

edn, Sweet & Maxwell 2016) at 1-1). 
314 Reckitt & Colman Ltd v Borden Inc [1990] UKHL 12, [1990] WLR 491. 
315 In formulating the test for passing off in Reckitt & Colman Ltd v Borden Inc, Lord Oliver adopted the 

reasoning used by Lord Diplock 11 years earlier in Advocaat, in which Lord Diplock referred to and 

approved the speech of Lord Parker in of AG Spalding & Bros v AW Gamage Ltd 84 LJ Ch 449, (1915) 32 

RPC 273 (HL) some 64 years earlier still. 
316 H Carty, An Analysis of the Economic Torts (OUP 2010) 11 Passing off, 230 (online print 2011), available 

at https://www.oxfordscholarship.com/view/10.1093/acprof:oso/9780199546749.001.0001/acprof-

9780199546749. 
317 See 2.3. 
318 Per Wadlow, ‘After all, if patents are about invention, and copyright about originality, then passing off is 

about goodwill, which (by definition) is the tendency to return to an old and familiar place’, confirming 

Lord Eldon’s view in Cruttwell v Lye (1810) 34 ER129, where he stated ‘In regard to the goodwill, I can only 

consider it, as the value of that probability, that the old customers will resort to the old place’ (C Wadlow, 

 

https://www.oxfordscholarship.com/view/10.1093/acprof:oso/9780199546749.001.0001/acprof-9780199546749
https://www.oxfordscholarship.com/view/10.1093/acprof:oso/9780199546749.001.0001/acprof-9780199546749
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2.2.1 Goodwill: predictable customer connection 

The intangible that is protected by the tort of passing off is the ‘goodwill’319 of a 

business bearing the mark.320 A typical action for passing off protects a trader’s 

property right321 in the goodwill of their business when it is damaged,322 or likely 

to be damaged, by misrepresentation323 made by other traders. It follows that 

goodwill, which is the customer connection of a business,324 is the intangible 

property right protected by the tort.325 This deprives any brand326 of all meaning 

and diminishes it to the mere economic dimension of information transmission. 

Hence, it effectively reduces the public interest to the rational economic one of 

conveying and receiving undistorted information327 that merely facilitates selling 

strategies and purchasing decisions.328 At best, the tort of passing off perceives 

 

‘Passing-Off at the Crossroads Again: A Review Article for Hazel Carty, an Analysis of the Economic Torts’ 

(2011) EIPR 447. 
319 Ibid; see also 1.6.1. 
320 See n 194. 
321 On property rights see generally SR Munzer, A Theory of Property (Cambridge University Press 1990). 
322 See 2.2.3. 
323 See 2.2.2. 
324 See n 319. 
325 See n 194. 
326 See 1.6.3. 
327 In Spalding v Gamage (1915) 32 RPC 273, Lord Parker emphasised the basis of the tort and its role in the 

protection of the claimant’s goodwill; in Erven Warnink BV v J Townend & Sons (Hull) Ltd [1979] AC 731, 

742–43; [1979] 3 WLR 68, Lord Diplock extended protection under the tort, since that was what ‘the public 

interest demands’. See H Carty, An Analysis of the Economic Torts (OUP 2010). 
328 Posner, clarifying what is meant by ‘rationality’, states ‘For example, a rational person who wants to keep 

warm will compare the alternative means known to him of keeping warm in terms of cost, comfort, and 

other dimensions of utility and disutility, and will choose from this array the means that achieves warmth 

with the greatest margin of benefit over cost, broadly defined. Rational choice need not be conscious 

choice’ (RA Posner, ‘Rational Choice, Behavioural Economics, and the Law’ (1998) Stanford L Rev 1551), see 

also eg HA Simon, ‘Rationality as Process and as Product of Thought’ (1978) 68 The American economic 

review 1. This perception of individuals is rejected by behavioural economics in favour of ‘bounded 

rationality’, ’bounded willpower’ and ’bounded self-interest’. Behavioural economics, contrary to 

neoclassical economics, is dependent upon the empirical study of the actual consumer. See eg C Jolls, CR 

Sunstein and R Thaler, ‘A Behavioral Approach to Law and Economics’ (1997) 50 Stan L Rev 1471; J Baxter, 

Behavioural Foundations of Economics (Springer 2016); DW Hands, ‘Economics, Psychology and the History 

of Consumer Choice Theory’ (2009) 34 Cambridge Journal of Economics 633; for a discussion on the 

‘average consumer’ and the protection against unfair competition see J Davis, ‘Revisiting the Average 

Consumer: An Uncertain Presence in European Trademark Law’ (2015) 1 Intell Prop Q 15. 
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individuals – traders and consumers – as ‘rational wealth maximising agents’,329 

as limitedly envisioned by neoclassical economics,330 which submits that free 

market competition is ‘the only viable way to attain the efficient functioning of the 

market’.331 This leads to the maximisation of economic profit and utility, as a result 

of the satisfaction associated with the exchange of products.332 whereas in fact 

the un-authorised use of brands333 in the marketplace is not simply an economic 

rational process, but is rather a complex interrelation process that impacts upon 

utility on a larger scale to affect individual’s ability to fully achieve their utmost 

intellectual engagement in the marketplace.334  

 

The limited economic perception of goodwill aims to maintain the balance 

between protection for the private interests of traders in selling their products335 

and the wider interest of consumers in receiving undistorted commercial 

information.336 To do otherwise, according to Lord Neuberger in Starbucks v 

British Sky Broadcasting, ‘would tip the balance too much in favour of 

protection’.337 What this approach is overlooking is that traders, nowadays, do not 

simply promote their products through the conveying of objective information that 

facilitates the kind of rational decision-making that maximises utility. Rather, 

traders aim to stimulate consumers to experience the ‘story’ behind their 

 

329 See n 83. 
330 See n 85. 
331 M Motta, Competition Policy: Theory and Practice (CUP 2004) 4 (cited in J Davis, ‘Revisiting the Average 

Consumer: An Uncertain Presence in European Trademark Law’ (2015) 1 Intell Prop Q 15). 
332 See eg n 330. 
333 See 1.6.3. 
334 See 1.3. 
335 See n 56. 
336 Ibid. 
337 Per Lord Neuberger in Starbucks (HK) ltd v British Sky Broadcasting Group plc (Rev 1) [2015] UKSC 31 

[62], [2015] WLR 2628; for more on Starbucks (HK) ltd v British Sky Broadcasting Group plc see eg O Lewis, 

‘Starbucks (Hk) Case Note: The Ambiguous Limb of Goodwill and the Tort of Passing Off’ (2017) 48 Victoria 

U Wellington L Rev 55. 
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products338 and more broadly their ‘brands’,339 and not simply provide information 

about a specific product, its quality or utility. This process is made possible by 

attaching specific meanings, values and emotions to their brands through 

promotion and advertising.340   

 

Classic goodwill is related to the origin of the claimant’s product.341 As part of the 

development process of the tort of passing off,342 the concept of goodwill has 

expanded to include a product’s goodwill itself rather than being tied to a 

particular product of a particular claimant.343 However, those developments are 

still concerned with the trade origin of the products.344 Thus, the tort does not 

reach so far as to include liability for the exploitation of brands.345 In other words, 

it does not include protection against parasitic commercial behaviour, which is 

acknowledged to be unfair in continental jurisdictions.346 Those developments are 

meant to be limited by the English courts. This is because by maintaining goodwill 

 

338 As Chung suggests, ‘A powerful collection of brand stories is what consumers seek to buy today instead 

of a meaning-emptied commodity’ (D Chung, ‘Laws, Brands, and Innovation: How Trademark Law Helps to 

Create Fashion Innovation’ (2017) 17 J Marshall Rev Intell Prop L I). 
339 As Chung explains, ‘Today, luxury businesses increasingly claim their brands to be a lifestyle brand, 

expanding their production line beyond their original focus of apparel. Many luxury apparel brands 

expanded into fragrances (starting in 1930s); jewellery, watches, and home products (early 2000s); and in 

the last few years, the luxury business expanded to open restaurants, hotels, and cafés’ (ibid, citing L Dauriz 

and T Tochtermann, ‘Luxury Lifestyle: Beyond the Buzzwords’ (2013) McKinsey & Company). 
340 Notable examples were highlighted by Rossiter and Bellman as the ‘attachment of the specific emotion 

of “nostalgia” to the Kodak brand of film, “bonding” to the Jim Beam bourbon brand, and “love” to the 

McDonald’s brand’ (J Rossiter and S Bellman, ‘Emotional Branding Pays Off: How Brands Meet Share of 

Requirements Through Bonding, Companionship, and Love’ (2012) 52 Journal of Advertising Research 291). 

See also eg H Edwards and D Day, Creating Passion Brands: Getting to the Heart of Branding (Kogan Page 

Publishers 2005). See also n 8. 
341 As stated in Reckitt & Colman Ltd v Borden Inc [1990] UKHL 12, [1990] WLR 491; see also n 318. 
342 See nn. 308- 318 and accompanying text. 
343 As in Erven Warnink BV v J Townend & Sons (Hull) Ltd [1979] AC 731, [1979] 3 WLR 68. 
344 See n 341. 
345 For instance, in Harrods v Harrodian, the claimant was seeking before the Court of Appeal to prevent 

the defendant from ‘cashing in on the reputation’ of Harrods. They argued that the ‘defendant was not 

entitled to ride on the back’ of the repute of the name ’Harrods’ and therefore they were entitled to 

protect ‘the aura, tradition and repute of something in the nature of an institution’. The appeal was, 

however, dismissed. (Harrods Ltd v Harrodian School [1996] EWCA Civ 1315, [1996] RPC 697.). 
346 Like Germany and France, see 2.3. 
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to draw the boundaries of the tort of passing off, as the intangible protected by it, 

the tort preserves its certainty and predictability.347 In other words, if they expand 

the tort of passing off to include brands by abandoning the element of goodwill, 

according to Carty, ‘courts will have no framework on which to develop the law’;348 

they ‘…will be set adrift onto the wide waters of unfair competition liability’,349 

which, according to Jacob J in Hodgkinson & Corby v Wards Mobility Services, 

‘would serve only to stifle competition’.350 

 

By limiting protection to customer connection as such, the tort of passing off 

reduces protectable intangibles to the pure commercial worth of a business. It 

simplifies it and makes it easier to predict and interpret through economic terms. 

This approach, on the one hand, contributes to maintaining a predictable legal 

environment that encourages risk taking and stimulates individuals to participate 

in the market, which keeps the free market operating.351 Such rationalisation of 

the rules governing competition in the market contributes to producing predictable 

consumers with already fixed and predictable interests, eventually leading to the 

continuation and the evolution of a materialistic mind-set in society,352 which is at 

the heart of the larger capitalist system. On the other hand, this approach 

 

347 As Forbes and Ames argue, ‘The key to a healthy economy is creating a stable, predictable environment 

that encourages risk taking innovations and new business formation in a free and open market. 

Government intervention too often distorts markets and inhibits economic activity’ (S Forbes and E Ames, 

How Capitalism Will Save Us: Why Free People and Free Markets are the Best Answer in Today’s Economy 

(Crown Business 2011)). 
348 H Carty, ‘Passing Off: Frameworks of Liability Debated’ (2012) 2 Intell Prop Q 106, 7. 
349 Ibid, 10. 
350 Jacob J rejected that the tort of passing off had ‘shown even a slight tendency to stray beyond cases of 

deception. Were it to do so it would enter the field of honest competition, declared unlawful for some 

reason other than deceptiveness. Why there should be any such reason I cannot imagine’ (Hodgkinson & 

Corby Ltd v Wards Mobility Services Ltd [1994] 1 WLR 1564, cited in C Wadlow, The Law of Passing-Off: 

Unfair Competition by Misrepresentation (5th edn, Sweet & Maxwell 2016) at 1-7). 
351 See nn. 347- 350 and accompanying text. 
352 This, as will be further elaborated in subsequent chapters, happens at the expenses of purposeful 

information that actually contributes to the intellectual flourishing and development of individuals.  
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undermines the fact that a brand is rather a result of the intellectual interaction of 

other values, like knowledge,353 semiotics354 and memes355 that may not be as 

predictable as goodwill but that do, however, pose an intellectual challenge that 

leads to optimal thinking and utmost intellectual engagement in the 

marketplace.356 Therefore, this thesis emphasises that brands protection against 

misappropriation should be a focus point of a reformed English approach of unfair 

competition. 

 

Recently, the court in Starbuck v British Sky Broadcasting357 took the opportunity 

to reject any attempts to expand the scope of application of the tort of passing 

off, particularly with reference to the scope of goodwill, stating ‘…a claimant in a 

passing off claim must establish that it has actual goodwill in this jurisdiction… 

such goodwill involves the presence of clients or customers in the jurisdiction’.358. 

In order to do so, the court took a step further in standardising protection under 

the tort and placed heavy emphasis on the concept of ‘customers’ as opposed to 

‘people’. To put it in Lord Neuberger’s words, ‘people who are in the jurisdiction... 

will not do, even if they are customers of the claimant when they go abroad’.359 

To do otherwise would be, in his view, a ‘major and fundamental departure from 

 

353 See CHAPTER 4. 
354 See CHAPTER 5. 
355 See CHAPTER 6. 
356 See 1.3. 
357 Starbucks (HK) ltd v British Sky Broadcasting Group plc (Rev 1) [2015] UKSC 31, [2015] WLR 2628. 
358 Ibid, [2015] UKSC 31. 
359 This is despite the fact that the claimant provided evidence that there had been considerations to 

expand its NOW TV subscription service internationally, and to the UK in particular. see Starbucks (HK) ltd v 

British Sky Broadcasting Group plc (Rev 1) [2015] UKSC 31 [4]–[5], [2015] WLR 2628. Nevertheless, the 

emphasis of the court was still on the fact that there were not yet any purchasing customers in the United 

Kingdom. Per Lord Arnold ‘..viewers of PCCM’s programmes in the UK were not customers for its service 

and that the mere accessibility of material in the UK via websites did not give rise to a protectable 

goodwill’ (Starbucks (HK) ltd v British Sky Broadcasting Group plc [2012] EWHC 3074 (Ch) [145]. 
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the clear, well established and realistic principles’.360 Such an approach 

contributes considerably towards limiting the boundaries of the tort of passing off 

to the protection of a predictable ‘economic quantifiable connection’ between 

traders and their customers. As a result, the tort plays a significant role in 

preserving the quality and sustainability of the flow of commercial information in 

the marketplace. 

 

The cautious approach in English common law towards the development of the 

tort of passing off into a general tort of unfair competition361 has led the courts to 

limit the concept of goodwill itself and simplify it even further by distinguishing it 

from one of its components: reputation.362 Under the classic trinity of the tort, 

goodwill and reputation should not be confused with each other or considered as 

synonyms.363 According to Carty, ‘such substitution of concepts may weaken the 

linkage’364 of the trinity. Hence, the tort of passing off protects ‘goodwill’ in the 

 

360 Per Lord Neuberger in [2015] UKSC 31 [66], [2015] WLR 2628; otherwise it would ‘stretch the concept of 

“customer” to breaking point’ (Lord Neuberger in ibid [11], confirming Lord Arnold in [2012] EWHC 3074 

(Ch) [149]). 
361 See 2.3. 
362 According to the orthodox approach, the concept of goodwill ‘is composed of a variety of elements’ 

and ‘must be dealt with as such’ since ‘[t]o analyse goodwill and split it up into its component parts … 

seems … as it would be to resolve the human body into the various substances of which it is said to be 

composed’, per Lord Macnaghten in Inland Revenue v Muller’s Margarine [1901] AC 217 (HL) 224 (cited in C 

Wadlow, The Law of Passing-Off: Unfair Competition by Misrepresentation (Sweet & Maxwell 2016). Thus, 

reputation could be just such a component part and it could be closely related to goodwill. For instance, 

proof of misrepresentation in passing off often, as discussed in the next subsection, relies on the 

reputation of the claimant’s business in the sense of its being recognised as distinctive by a considerable 

proportion of the public (see C Wadlow, ibid, at 3-11); or as Carty puts it, ‘The claimant can only show that 

a right to goodwill has become attached to the name by showing that this has occurred by reason of the 

reputation of the class of goods or services to which the name relates’ (H Carty, An Analysis of the 

Economic Torts (OUP 2010). 
363 The confusion between the two concepts was stated by the court in Anheuser-Busch Inc v Budějovický: 

‘… as it seems to me, [this] is to confuse goodwill, which cannot exist in a vacuum, with mere reputation 

which may, no doubt, and frequently does, exist without any supporting local business …’ per Oliver LJ 

Anheuser-Busch Inc v Budějovický [1984] FSR 413 (CA); followed and applied in Hotel Cipriani SRL v Cipriani 

(Grosvenor Street) Ltd [2010] EWCA Civ 110, [2010] RPC 16; Starbucks (HK) Ltd v British Sky Broadcasting 

Group plc (Rev 1) [2015] UKSC 31, [2015] WLR 2628 (cited in C Wadlow, The Law of Passing-Off: Unfair 

Competition by Misrepresentation (Sweet & Maxwell 2016) at 3-5). 
364 H Carty, ‘Passing Off: Frameworks of Liability Debated’ (2012) 2 Intell Prop Q 106. 
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sense of the existence of customers in the UK and not ‘reputation’.365 In other 

words, ‘…damage to reputation without damage to goodwill is not sufficient to 

support an action for passing off’,366 as stated in Harrods v Harrodian.367 And 

recently reaffirmed by Lord Neuberger stating that ‘…a claimant in a passing off 

claim must establish that it has actual goodwill in this jurisdiction … such goodwill 

involves the presence of clients or customers in the jurisdiction’.368 

 

From a market-competition perspective, limiting protection to goodwill as 

demonstrated in the above-discussion prevents brand owners from protecting 

their businesses in the English jurisdiction merely on the grounds of mental 

recognition by the people, which could be established through advertising369 (a 

practice at the heart of branding).370 Thus, the right of domestic businesses to 

imitate international brand owners, provided they have not acquired goodwill in 

the English jurisdiction, is preserved.371 To accept otherwise ‘…would mean that 

a claimant could shut off the use of a mark in this jurisdiction even though it had 

no customers or business here …’, as Lord Neuberger puts it.372 Not only that. 

 

365 Per Wadlow ‘It is unfortunately not uncommon to find the word ‘reputation’ used interchangeably in the 

various senses of widespread repute, perceived high quality, trade mark distinctiveness, and goodwill in the 

strict sense. Likewise ‘goodwill’ is quite often used when reputation in some sense is meant.’ C Wadlow, 

The Law of Passing-Off: Unfair Competition by Misrepresentation (Sweet & Maxwell 2016) at 3-10 and 3-11. 
366 Harrods Ltd v Harrodian School Ltd [1996] EWCA Civ 1315, [1996] RPC 697. 
367 Ibid. 
368 Starbucks (HK) Ltd v British Sky Broadcasting Group plc (Rev 1) [2015] UKSC 31 [47], [2015] WLR 2628. 
369 Per C Ng a ‘key concern is that, if foreign traders can successfully establish goodwill within a jurisdiction 

through advertising alone, they may gain a wide berth of opportunity protected under the law of passing 

off within the jurisdiction to expand their businesses directly or through licensing, and to deprive domestic 

businesses, coincidentally using an identical or a similar identifier, of that opportunity to expand within 

their home jurisdiction. Requiring customer presence within a jurisdiction under the law is an additional 

element that can be used to balance the interests between foreign and domestic traders.’ See C Ng, 

‘Goodwill Without Borders’ (2018) LQR p 4 ; see also Yap, ’Foreign Traders and Goodwill Hunting: Passed 

Over or Passing Off?’ (2009) 31 EIPR 448. 
370 See n 8. 
371 Ibid. 
372 Per Lord Neuberger in Starbucks (HK) Ltd v British Sky Broadcasting Group plc (Rev 1) [2015] UKSC 31 

[63], [2015] WLR 2628. 
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Excluding consumer mental recognition in its wider sense and simplifying it to a 

mere economic connection in the jurisdiction, contributes to the certainty and 

protectability of the tort of passing off as discussed above.373 Such an approach 

places heavy emphasis on the perception of consumers as envisioned by the 

neoclassical economics374 – rational agents who merely seek to maximise their 

utility through making conscious, calculated and efficient purchasing decisions.375 

This therefore excludes, as just noted, any mental associations that could not be 

reduced to pure quantifiable values.376 

 

As a result, the tort of passing off leads courts to pay insignificant attention to the 

influential power promotional and advertising strategies has nowadays and the 

fact they effectively engage consumers emotionally and physiologically,377 in a 

manner that affects individual’s intellectual engagement in society378 (as will be 

demonstrated in Part 2 of this thesis). This leaves the protection available for 

brands379 under the tort inadequate for the reasons discussed above. Indeed, 

even if courts were to acknowledge protection for brands and beyond goodwill 

under the tort of passing off, protection would still be limited to the economic 

dimension of competition due to the requirement of misrepresentation. To 

misrepresentation this section now turns. 

 

373 See nn. 347- 356 and accompanying text. 
374 According to Davis ‘it can be argued, that at least in much of Europe and the US, neo-classical 

economics occupied the default position for understanding both markets and consumers, certainly until 

the end of the 20th century and beyond’ (J Davis, ‘Revisiting the Average Consumer: An Uncertain Presence 

in European Trademark Law’ (2015) 1 Intell Prop Q 15. 
375 See nn. 330-331 and accompanying text. 
376 As clarified by Arnold J, mere association by people in the jurisdiction of the passed off products 

without the existence of an actual customer base in the jurisdiction will not be sufficient (Starbucks (HK) Ltd 

v British Sky Broadcasting Group plc [2012] EWHC 3074 (Ch) [146]–[49]). 
377 See eg DR Desai, ‘From Trademarks to Brands’ (2012) 64 Fla L Rev 981; D Chung, ‘Laws, Brands, and 

Innovation: How Trademark Law Helps to Create Fashion Innovation’ (2017) 17 J Marshall Rev Intell Prop L 

I; opposing views to that view are outlined in PART 2 (in particular, 4.5, 5.5, 6.5). 
378 See 1.3. 
379 See n 326. 
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2.2.2 Misrepresentation: the essence of the tort  

For goodwill to be protected under passing off, misrepresentation by the 

defendant must occur, as noted in the preceding subsection. The basic form of 

misrepresentation is when a defendant imitates a mark, name or get-up and 

falsely represents their products as the products of the claimant, leading the 

relevant consumers to be confused.380 Thus, mere confusion is not sufficient for 

a successful action for passing off.381 Traders are therefore permitted to use any 

of their rivals’ intangibles so long as there was no misrepresentation that leads to 

consumer confusion.382 Per Jacob J in Hodgkinson & Corby Ltd v Wards Mobility 

Services Ltd,383 ‘there is no tort of making use of another’s goodwill as such’.384 

 

Like goodwill,385 the element of misrepresentation has been expanded through 

the case law as part of the development process of the tort of passing off. 

Nonetheless, this process was within the boundaries of the classic trinity, i.e. 

 

380 Per Lord Parker in AG Spalding & Bros v AW Gamage Ltd 84 LJ Ch 449, (1915) 32 RPC 273 (HL) ‘… it must 

be proved in each case as a fact that the false representation was made … The more common case is, 

where the representation is implied in the use or imitation of a mark, trade name, or get-up with which the 

goods of another are associated in the minds of the public’ (cited in C Wadlow, The Law of Passing-Off: 

Unfair Competition by Misrepresentation (5th edn, Sweet & Maxwell 2016) at 7-35). Carty draws attention to 

the fact that those who are addressed by the misrepresentation are not necessarily the consumers, rather 

‘passing off may involve misrepresentations made only to suppliers’, as in Woolworth (FW) & Co v 

Woolworths (Australasia) Ltd (1930) 47 RPC 337 (H Carty, An Analysis of the Economic Torts (OUP 2010) p. 

234). 
381 Per Lord Oliver in Jif Lemon, ‘Mere confusion which does not lead to a sale is not sufficient’ (Reckitt & 

Colman Ltd v Borden Inc [1990] UKHL 12, [1990] WLR 491); confusion has to be the result of a false 

representation, such as in Consorzio del Prosciutto di Parma v Marks and Spencer plc [2001] UKHL 7, [2001] 

1 CMLR 43; See Wadlow’s case analysis in C Wadlow, The Law of Passing-Off: Unfair Competition by 

Misrepresentation (5th edn, Sweet & Maxwell 2016) at 5-12; For a recent analysis of the difference between 

confusion and misrepresentation, see Comic Enterprises Ltd v Twentieth Century Fox Film Corp PCC [2016] 

EWCA Civ 41, [2016] ETMR 22. For a discussion on what make a representation false see eg C Wadlow, ibid 

at 5 section B. 
382 Ibid. 
383 Hodgkinson & Corby Ltd v Wards Mobility Services Ltd [1995] FSR 169 (Ch). 
384 Ibid (cited in H Carty, ‘Passing Off: Frameworks of Liability Debated’ (2012) 2 Intell Prop Q 106). 
385 See 2.2.1. 
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confusion for the consumer was always required.386 Attempts to expand the tort 

of passing off through the abandonment of the element of misrepresentation in 

favour of the wider notion of misappropriation387 had been unsuccessfully made 

by brand owners. This is particularly so after the implementation of the extended 

statutory protection under section 10(3) of the TMA 1994,388 to include protection 

for trade marks with reputation against ‘unfair advantage’ and ‘determination’, 

beyond the requirement of consumer confusion.389 For instance in L’Oréal v 

Bellure,390 where L’Oréal argued that misrepresentation should not be a 

requirement under the tort of passing off anymore.391 However, the importance 

of misrepresentation, and the fact that it is the ‘reliance on the misrepresentation 

which is the cement between the three elements of this trinity’,392 is always 

reaffirmed by the judiciary.393 It is clear thus far that the element of 

misrepresentation is the essence of the tort of passing off, and that it is crucial for 

 

386 The tort was originally built on the premise that ‘a man is not to sell his own goods under the pretence 

that they are the goods of another man’ Perry v Truefitt (1842) 6 Beav 66, 49 ER 749; that is 

misrepresentation in connection with the products, cited in C Wadlow, The Law of Passing-Off: Unfair 

Competition by Misrepresentation (5th edn, Sweet & Maxwell 2016) at 1-45. After that, in AG Spalding & 

Bros v AW Gamage Ltd 84 LJ Ch 449, (1915) 32 RPC 273, Lord Parker extended the element of 

misrepresentation to cover the quality of the products, rather than the products themselves; The element 

of misrepresentation continued to expand even further as other ‘drinks cases’ followed and it came to 

cover a particular product, or the quality of a class product, rather than the product of a particular trader in 

Hodgkinson & Corby Ltd v Wards Mobility Services Ltd [1994] 1 WLR 1564; see L’Oréal SA v Bellure NV 

[2006] EWHC 2355 (Ch) [166]. 
387 See 2.3. 
388 And section 5(3) of the TMA 1994 see n 58 and accompanying text. 
389 Protection afforded by section 10(3) of the TMA 1994 is further discussed in CHAPTER 3. 
390 L’Oréal SA v Bellure NV [2006] EWHC 1503 (Ch), [2006] EWHC 2355 (Ch), [2007] EWCA Civ 968, [2010] 

EWCA Civ 535. 
391 In L’Oréal v Bellure, Mr Carr submitted, on behalf of L’Oréal, ‘that the historic fundamental requirement 

in a passing off action, that there be some sort of misrepresentation, either by the defendant or one for 

which he was responsible, is now outdated. He submitted that the common law should move on and 

embrace a tort of ”unfair competition” which requires no misrepresentation’ (L’Oréal SA v Bellure NV [2007] 

EWCA Civ 968 [135]). 
392 H Carty, An Analysis of the Economic Torts (OUP 2010) 231. 
393 Jacob J, citing Lord Oliver in Reckitt & Colman Ltd v Borden Inc [1990] UKHL 12, [1990] WLR 491, stating 

that ‘[the plaintiff] must demonstrate a misrepresentation by the defendant to the public (whether or not 

intentional) leading or likely to lead the public to believe that goods or services offered by him are the 

goods or services of the plaintiff’. Thus, confirmed ‘misrepresentation to be a key ingredient of the tort. 

(L’Oréal SA v Bellure NV [2007] EWCA Civ 968 [162]). For a recent decision, see Moroccanoil Israel Ltd v Aldi 

Stores Ltd [2014] EWHC 1686 (IPEC). 
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binding the tort to its limitations. It keeps the tort concerned with, and limited to, 

maintaining undistorted market competition, where consumers’ rational interest 

in receiving commercial information is preserved. 

 

For misrepresentation to be actionable under the tort of passing off, it must ‘be 

calculated to injure the business or goodwill of another trader’,394 in a manner that 

misleads a ‘substantial proportion of the public’.395 That is the test for 

misrepresentation.396  In theory, the test of ‘substantial proportion of the public’ is 

mainly, as Jacob J described it in Reed v Reed, ‘a statistical assessment, 

necessarily crude’397 and it is performed, in principle, through market surveys. 

Nonetheless, practice shows that courts have often been sceptical of survey 

evidence in passing off cases, mainly due to the leading questions that are often 

posed in surveys. As an alternative, judges rely on their own views in order to 

determine whether the defendant’s misrepresentation is calculated to deceive.398 

 

394 Diplock in A. G. Spalding & Bros. v A. W. Gamage 84 LJ Ch 449, (1915) 32 RPC 273. 
395 See Reckitt & Coleman Products Ltd v Borden Inc [1990] 1 WLR 491 (HL) 496; Reed Executive plc v Reed 

Business Information Ltd [2004] EWCA Civ 159, [2004] EMTR 56 [33]; Neutrogena Corp v Golden Ltd [1996] 

RPC 473 (CA) 493. 
396 Being in the same trading activities would increase the probability of establishing a misrepresentation 

that is liable under the tort of passing off, as in Annabel’s (Berkeley Square) Ltd v G Schock (T/A Annabel’s 

Escort Agency) [1972] RPC 838; Unitex Union Texturising Co [1793] RPC 119 CA; as Wadlow puts it ‘the 

closer they are the more likely it is that the public will assume there to be a connection’ (C Wadlow, The 

Law of Passing-Off: Unfair Competition by Misrepresentation (5th edn, Sweet & Maxwell 2016) at 5-108). 

However, a common field of activity is not required by the law in order to establish a liable 

misrepresentation. As in Harrods v Harrodian, where the Court of Appeal stated that ‘There is no 

requirement that the defendant should be carrying on a business which competes with that of the plaintiff 

or which would compete with any natural extension of the plaintiff’s business’ (Harrods Ltd v Harrodian 

School Ltd [1996] EWCA Civ 1315, [1996] RPC 697); also in Och-Ziff v Och Capital, where the court held that 

‘It follows that it is not necessary to show that the claimant and the defendant share a common field of 

activity or that sales of products or services will be diminished either substantially or directly …’ ([2010] 

EWHC 2599 (Ch) [159]), citing Laddie J in Irvine v Talksport Ltd [2002] EWHC 367 (Ch). 
397 Reed Executive plc v Reed Business Information Ltd [2004] EWCA Civ 159 [82]. 
398 Per Lord Parker ‘… there can be no doubt that in a passing-off action the question whether the matter 

complained of is calculated to deceive, in other words, whether it amounts to a misrepresentation, is a 

matter for the judge, who, looking at the documents and evidence before him, comes to his own 

conclusion …’ (AG Spalding & Bros v AW Gamage Ltd 84 LJ Ch 449, (1915) 32 RPC 273). To similar effect, 

Lord Devlin stated that the judge’s ‘… decision does not depend solely or even primarily on the evaluation 

of such evidence. The court must in the end trust to its own perception into the mind of the reasonable 

 



 73 

In so doing, any judge, as Lord Devlin states, ‘must in the end trust to its own 

perception into the mind of the reasonable man’.399  

 

The fact that judges depend on their own views400 raised the question whether 

English courts apply a similar approach in the ‘substantial proportion test’ under 

passing off to that applied in the ‘average consumer test’401 in trade marks 

infringement cases.402 The difference or similarity between the two tests is not 

the concern of this thesis. Rather, the fact that both are concerned with the 

rational consumer is what contributes to insufficient protection for brands403 as 

will be further demonstrated in the next chapter. This section now turns to 

consider damage as the third element of the classic trinity. 

 

2.2.3 Damage: limited to the predictable consumer connection  

The previous subsections illustrated how goodwill and misrepresentation are 

employed by English courts to keep the tort of passing off within the limits of the 

classic trinity. This subsection outlines briefly the heads of damage 

 

man’ (Parker Knoll v Knoll International, cited in C Wadlow, The Law of Passing-Off: Unfair Competition by 

Misrepresentation (5th edn, Sweet & Maxwell 2016) at 10-9). 
399 Per Lord Devlin in Parker-Knoll Ltd v Knoll International Ltd [1962] RPC 265 (HL), cited in C Wadlow, ibid, 

at 10-10. 
400 It is ultimately a matter for the judge to decide on misrepresentation; however, as Carty clarifies, citing 

Blackburne J in Dalgetty Spillars Food Ltd v Food Brokers Ltd [1994] FSR 504 and Ferris J in NAD Electronics 

Inc v NAD Computer Systems Ltd [1997] FSR 380, ‘it is commonplace for the parties in a passing off action 

to present expert evidence and survey evidence, particularly on the likelihood of deception and the issue of 

sufficient goodwill or trade reputation. Expert evidence may be particularly useful where a specialist 

product or market is involved’ (H Carty, An Analysis of the Economic Torts (OUP 2010) 233). 
401 See 3.2.1. 
402 Although the ‘average consumer test’ is conceptually different from the ‘substantial proportion test’; as 

Jacob J states in Reed Executive v Reed Business Information, ‘The ECJ actually uses the phrase “average 

consumer”. The notion here is conceptually different from the “substantial proportion of the public” test 

applied in passing off (see e.g. Neutrogena Corp. v Golden Ltd.) The “average consumer” is a notional 

individual whereas the substantial proportion test involves a statistical assessment, necessarily crude’ (Reed 

Executive plc v Reed Business Information Ltd [2004] EWCA Civ 159 [82]); both tests, as Jacob J continues, 

‘involve doing the same thing and would lead to the same result (essentially the two are the same as a rule 

of practice)’ (ibid). See also Lewison J in Interflora Inc v Marks and Spencer plc [2013] 2 All ER 663 [34]. 
403 See 1.6.3. 
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acknowledged under the tort of passing off and how they bind the tort to its current 

limitations. 

 

Damage or likelihood of damage to the claimant’s goodwill is the third element of 

the classic trinity of the tort of passing off and it is a central one. Damage to 

goodwill as a result of misrepresentation must be established in a successful 

action for passing off.404 Thus, the notion of damage is limited by the definition of 

goodwill.405 In other words, for damage or likelihood of damage to be actionable 

it must be established in relation to the ‘customer connection’ of the claimant. A 

typical case of passing off often includes damage or likelihood of damage to the 

claimant’s goodwill in the form of diversion of sales - that is ‘depriving the plaintiff 

of the profit he might have made by the sale of the goods which, ex hypothesis, 

the purchaser intended to buy’.406 This type of damage most likely results due to 

a shared common field of activity or the claimant and the defendant being in direct 

competition with one another. That is the basic head of damage for an action of 

passing off.407 Goodwill is also protected against injurious association.408 In such 

cases, the likelihood of damage results from a misrepresentation that creates an 

association in the mind of the public between the business of the claimant and 

that of the defendant. Protection of goodwill here is often provided against a 

 

404 Per Lord Oliver in Jif Lemon: the claimant ‘must demonstrate that he suffers or, in a quia timet action, 

that he is likely to suffer damage by reason of the erroneous belief engendered by the defendant’s 

misrepresentation that the source of the defendant’s goods or services is the same as the source of those 

offered by the plaintiff’ (Reckitt & Colman Ltd v Borden Inc [1990] UKHL 12, [1990] WLR 491). 
405 H Carty, ‘Dilution and Passing Off: Cause for Concern’ (1996) 112 LQR 632, in Graeme B Dinwoodie and 

Mark D Janis, Trademark and Unfair Competition Law: Critical Concepts in Intellectual Property Law Series, 

Volume I: Themes and Theories (Edward Elgar 2014). 
406 Per Lord Cranworth LC in Seixo v Provezende (1866) 1 Ch App 192 (cited in C Wadlow, The Law of 

Passing-Off: Unfair Competition by Misrepresentation (5th edn, Sweet & Maxwell 2016) at 4-27). 
407 Such as in Erven Warnink BV v J Townend & Sons (Hull) Ltd [1979] AC 731, [1979] 3 WLR 68; Chocosuisse 

Union des Fabricants Suisses de Chocolat v Cadbury Ltd [1998] RPC 117 (HC). 
408 The expression of ‘injurious association’ is that of Megarry J in Unitex v Union Texturising [1973] RPC 

119 (cited in C Wadlow, The Law of Passing-Off: Unfair Competition by Misrepresentation (5th edn, Sweet & 

Maxwell 2016) at 4-30). 
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likelihood of damage caused by association with a business that is unsavoury, 

immoral or illegal.409 

 

Types of damage that are acknowledged by courts confirm how the classic trinity 

is designed to preserve the tort from developing into a general tort of unfair 

competition.410 Thus, they limit protection under the tort of passing off to the pure 

economic dimension of the competition in the market. Nonetheless, as has 

happened in relation to goodwill411 and misrepresentation,412 attempts have been 

made over the years by brand owners to expand the notion of damage, with the 

aim of it encompassing damage to aspects of the commercial success of a 

business other than its goodwill.413 In particular, courts have come under 

pressure in litigation to recognise as a head of damage the ‘loss of 

distinctiveness’ or ‘loss of control’, which are ‘disguised allegation[s] of dilution’.414  

 

However, and in spite of the fact that case law shows a level of acceptance by 

courts of protection against dilution under the tort of passing off,415 the prevailing 

 

409 As in Annabel’s (Berkeley Square) Ltd v G Schock (T/A Annabel’s Escort Agency) [1972] RPC 838; Bollinger 

v Costa Brava [1960] Ch 262, [1961] 1 WLR 271. 
410 See 2.3. 
411 See 1.6.1. 
412 See 1.6.2. 
413 See eg H Carty, ‘Dilution and Passing Off: Cause for Concern’ (1996) 112 LQR 632, in Graeme B 

Dinwoodie and Mark D Janis, Trademark and Unfair Competition Law: Critical Concepts in Intellectual 

Property Law Series, Volume I: Themes and Theories (Edward Elgar 2014). 
414 Ibid. 
415 Davis draws attention to practice that shows that there is in fact judicial support for extending the 

element of damage under the tort of passing off, see J Davis, ’Unfair Competition in the United Kingdom’ in 

R Hilty and F Henning-Bodewig, Law Against Unfair Competition: Towards a New Paradigm in Europe? (vol 

1, Springer Science & Business Media 2007) 184. For instance, Arsenal Football Club plc v Reed is 

considered, according to Davis, to be the case where English courts acknowledged that the English law 

does have a general tort of unfair competition, see n 307; in the leading case of Taittinger v Allbev Ltd 

[1993] FSR 64 (‘Elderflower Champagne’), where the claimant failed to prove damage to their goodwill, the 

Court of Appeal decided that the actions of the defendant would ‘erode’ the ‘singularity’ and 

‘exclusiveness’ of the ‘description champagne’; also in Bulmer v Bollinger, Buckley LJ noted that ‘The 

exclusivity of the association of the name, mark or get-up with A’s business might, perhaps, be shown to 
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position is that English courts are often, as Wadlow articulates, ‘driven back to 

the conclusion that a form of damage which cannot be attributed to 

misrepresentation … can never be sufficient in its own right’.416 And thus, ‘the fact 

remains that any head of damage pleaded should involve harm to the plaintiff’s 

customer connection’.417 The position of  the English common law towards that 

is discussed further in following subsection. 

 

2.2.3.1 Dilution as a head of damage 

Dilution is a form of damage that exists under the statutory trade mark law.418 It 

arises in cases where there are two similar marks being used in the course of 

trade where the existence of the latter mark may result in the ‘blurring or erosion 

of the uniqueness’419 of the earlier mark. Dilution occurs in cases where the marks 

are being used in relation to products that are sufficiently different to eliminate 

any likelihood of confusion.420 In other words, the likelihood of, or confusion per 

se is not a required element to constitute dilution, and therefore, damage to the 

goodwill by way of misrepresentation may be unlikely.421 Dilution is instead based 

 

be in itself a valuable asset as a powerful means of bringing A’s goods to the notice of the public, thus 

maintaining and promoting A’s competitive position on the market’ (HP Bulmer Ltd v J Bollinger SA [1978] 

RPC 79 (CA) 93–94, cited in H Carty, ‘Passing Off: Frameworks of Liability Debated’ (2012) 2 Intell Prop Q 

106). Nevertheless, most of the case law shows that English courts have difficulty in acknowledging 

valuable intangibles beyond the economic boundaries of ‘goodwill’ and still favour the application of the 

classic form of the tort of passing off. Cases that imply otherwise, according to Carty, ‘should not pave the 

way for a restructuring of the tort by abandoning the classic trinity’ as those case are not orthodoxy and 

‘involve a dangerous approach’ (H Carty, ‘Passing Off: Frameworks of Liability Debated’ (2012) 2 Intell Prop 

Q 106). 
416 C Wadlow, The Law of Passing-Off: Unfair Competition by Misrepresentation (5th edn, Sweet & Maxwell 

2016) at 4-56. 
417 H Carty, ‘Dilution and Passing Off: Cause for Concern’ (1996) 112 LQR 632, in Graeme B Dinwoodie and 

Mark D Janis, Trademark and Unfair Competition Law: Critical Concepts in Intellectual Property Law Series, 

Volume I: Themes and Theories (Edward Elgar 2014) p 641. 
418 For a discussion on dilution within the statutory trade marks law see chapter 3 at 3.3.4. 
419 Taittinger S.A. v Allbev Ltd [1993] FSR 641, 669 (cited in ibid p 632); The terms ‘dilution’, ‘blurring’ or 

‘erosion’ are not used by the English law. Therefore, one, as noted by Neuberger J. in Premier Brands UK 

Ltd. v Typhoon Europe Ltd & Anor ‘must be careful of applying it too blindly’ [2000] EWHC 1557 (Ch). 
420 See n 413. 
421 See 1.6.1. 
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on the preservation of the distinctiveness of a trade mark with a reputation against 

any use that diminishes this distinctiveness. 

 

The notion of dilution can be traced back to what was proposed by the American 

academic Schechter in his work in 1927.422 In his notion of dilution, Schechter 

objected to the view that trade marks function as mere indications of source.423 

Instead, he believed that ‘the advertising power of the trade mark was the primary 

– perhaps the only – real value of a trade mark worth protecting’.424 According to 

Schechter, the danger of the un-authorised use of another’s mark lies in the 

resulting blurring or erosion of the used mark, leading to the weakening or 

diminishing of the mental association the consumers create between the trade 

mark and the product.425 Therefore, according to Schechter, the un-authorised 

use of trade marks is to be discouraged. 

 

 

422 See FI Schechter, ‘The Rational Basis of Trademark Protection’ (1927) 40 Harvard L Rev 813. Schechter 

has received strong support for his theory from two leading unfair competition commentators. See eg BM 

Pattishall, ‘The Case for Anti-Dilution Trade-Mark Statutes’ (1953) 43 Trademark Rep 887; R Callmann, 

‘Unfair Competition Without Competition? The Importance of the Property Concept in the Law of Trade-

Marks’ (1947) 95 University of Pennsylvania Law Review 443. 
423 According to Schechter, ‘Discarding then the idea that a trademark or tradename informs the consumer 

as to the actual source or origin of goods, what does it indicate and with what result? It indicates, not that 

the article in question comes from a definite or particular source …’ (FI Schechter, ‘The Rational Basis of 

Trademark Protection’ (1927) 40 Harvard L Rev 813, 813–19). 
424 Cited in H Carty, ‘Dilution and Passing Off: Cause for Concern’ (1996) 112 LQR 632, in Graeme B 

Dinwoodie and Mark D Janis, Trademark and Unfair Competition Law: Critical Concepts in Intellectual 

Property Law Series, Volume I: Themes and Theories (Edward Elgar 2014). ‘The true functions of the 

trademark are, then, to identify a product as satisfactory and thereby to stimulate further purchases by the 

consuming public’ (FI Schechter, ‘The Rational Basis of Trademark Protection’ (1927) 40 Harvard L Rev 813, 

818). Schechter then confirmed, ‘The mark actually sells the goods. And, self-evidently, the more distinctive 

the mark, the more effective is its selling power’ (ibid, 819). According to the Benelux approach, trade 

marks are also considered to have an expanded advertising function rather than an indication of source 

function. Art 1 of the Uniform Benelux law on marks states, ‘The following shall be considered individual 

marks … and any other symbols which serve to distinguish the goods or services of an enterprise’. 
424 See KY Peter, Intellectual Property and Information Wealth: Issues and Practices in the Digital Age (vol 2, 

Greenwood Publishing Group 2007) 281–82. 
425 The ‘gradual whittling away or dispersion of the identity and hold upon the public mind of the mark or 

name by its use upon non-competing goods’ (FI Schechter, ‘The Rational Basis of Trademark Protection’ 

(1927) 40 Harvard L Rev 813, 825). 
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Although a similar protection is available under the TMA 1994, section10(3)426 

(though the wording ‘dilution’ does not exist in the statute),427 and despite brand 

owners attempts,428 protection against diminishing the values of a certain sign or 

mark per se in the minds of consumers has not been acknowledged in the English 

common law.429 This thesis emphasises that it should not be. To recognise 

dilution as a head of damage under the tort of passing off is ‘with respect, 

dangerous’,430 as Carty puts it.431 This is because it would lead to overprotection 

of brands432 as all intangibles arising from brands ideas or brands images would 

be protected against un-authorised use. This would evidently provide brand 

owners with a broader protection. However, such approach is not without flaws. 

In fact, even in the US, where the notion originally emerged, ‘dilution is unknown 

to the common law and is only actionable by virtue of legislation’, as observed by 

Wadlow.433 Nevertheless, protection against dilution is formally and explicitly 

recognised for unregistered marks alongside registered and marks in the US 

 

426 Section 10(3) of the TMA 1994 addresses the infringement of registered trade marks, stating ‘A person 

infringes a registered trade mark if he uses in the course of trade … a sign which (a) is identical with or 

similar to the trade mark, where the trade mark has a reputation in the United Kingdom and the use of the 

sign, being without due cause, … is detrimental to the distinctive character or the repute of the trade mark’. 

See also n 58. 
427 As will be further discussed in CHAPTER 3 at 3.3.4. 
428 See n 413 and accompanying text. 
429 Carty argues that ‘dilution focuses on the appealing power of the trade mark itself, turning the 

trademark into “an absolute, exclusive property right, which is protectable as a value in itself”. Emotional 

information not rational informational is thereby protected. This is completely at odds with the 

identification and guarantee function of trademarks, from which the common law has never swerved’ (H 

Carty, ‘Dilution and Passing Off: Cause for Concern’ (1996) 112 LQR 632) in Graeme B Dinwoodie and Mark 

D Janis, Trademark and Unfair Competition Law: Critical Concepts in Intellectual Property Law Series, Volume 

I: Themes and Theories (Edward Elgar 2014). 
430 H Carty, ‘Dilution and Passing Off: Cause for Concern’ (1996) 112 LQR 632. 
431 According to Carty ‘there is a danger that the classic trinity will be side-lined in favour of the protection 

of the commercial magnetism or commercial potential of the trade name in itself. As will be shown, such an 

extension abandons the structure and certainties of the classic trinity, while offering no real advantage to 

the competitive process’ (see H Carty, ibid). 
432 See 1.6.3. 
433 C Wadlow, The Law of Passing-Off: Unfair Competition by Misrepresentation (5th edn, Sweet & Maxwell 

2016) at 4-55. 
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jurisdiction,434 under section 43(a) of the Lanham Act 1946.435 This section 

expressly defines the notion of dilution and divides it into ‘dilution by blurring’, 

which includes an un-authorised use of a mark in a manner that is liable to impair 

the distinctiveness of the famous mark,436 and ‘dilution by tarnishment’, which 

includes an un-authorised use of a mark in a manner that is liable to harm the 

reputation of a famous mark through unfavourable associations.437  

 

Case law and relevant literature show two main reasons behind the hostile 

position in English common law towards the notion of dilution. Both reasons 

mainly stem from the general rejection of the wide notion of unfair competition.438 

Firstly, the notion of dilution is generally accepted to be merely for the benefit of 

brand owners as it provides them with ‘a new type of monopoly not related to the 

proprietor’s trade but in the trade mark itself’.439 As per Assaf, ‘a trademark is a 

name, a designation, and not the rose itself. Just as the word "rose" indicates a 

flower with certain characteristics, so too should a trademark indicate a product 

 

434 For unregistered marks to grant protection against dilution under the Lanham Act, it must be 

established that ‘(A) the claimed trade dress, taken as a whole, is not functional and is famous; and (B) if 

the claimed trade dress includes any mark or marks registered on the principal register, the unregistered 

matter, taken as a whole, is famous separate and apart from any fame of such registered marks’ 15 U.S.C. 

1125 (c)(4). 
435 As amended by the Trademark Dilution Revision Act of 2006, available at 

https://www.govinfo.gov/content/pkg/PLAW-109publ312/pdf/PLAW-109publ312.pdf. Section 43(a) of the 

Lanham act is the basis for several unfair competition claims in the US. 
436 As Frank Schechter suggests, ‘if you allow Rolls Royce restaurants and Rolls Royce cafeterias, and Rolls 

Royce pants, and Rolls Royce candy, in 10 years you will not have the Rolls Royce mark any more’ (FI 

Schechter, ‘The Rational Basis of Trademark Protection’ (1927) 40 Harvard L Rev 813).  
437 The concept of Tarnishment as a form of trade marks dilution was not explicitly mentioned by 

Schechter. 
438 The English courts’ tendency towards a minimum level of competition regulation in the market was 

stated in the Pub Squash case by Lord Scarman: ‘But competition must remain free … The line may be 

difficult to draw; but, unless it is drawn, competition will be stifled’ (Cadbury Schweppes Pty Ltd v Pub 

Squash Co Pty Ltd [1981] WLR 193, [1981] RPC 429, 491, cited in J Davis, ‘Unfair Competition Law in the 

United Kingdom’ in R Hilty and F Henning-Bodewig (eds), Law Against Unfair Competition: Towards a New 

Paradigm in Europe? (vol 1, Springer Science & Business Media 2007)). 
439 Per Laddie J in Wagamama Ltd v City Centre Restaurants Plc [1995] FSR 713, 731. 

https://www.govinfo.gov/content/pkg/PLAW-109publ312/pdf/PLAW-109publ312.pdf
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with a certain level of quality.’440 Protection against dilution as such is believed to 

shift the protection under the tort of passing off away from the public interest in 

receiving undistorted commercial information towards protecting marks’ values 

per se from being whittled away,441 while ‘[a] trademark should be legally 

protected only as a name, not as a rose.’442 This is despite the fact that, as Assaf 

puts it ‘corporations may sometimes wish to elevate the trademark over the 

product-the form over the substance.’443 However ‘such efforts should enjoy no 

legal support.’444 From such a perspective, protection against dilution undermines 

both the competitive process in the marketplace.445 Secondly, that the 

requirements of misrepresentation446 and goodwill,447 which limit the tort of 

passing off from overprotecting mark holders, are abandoned here.448 Hence, 

damage449 is not governed by goodwill, but rather by the ‘commercial success’ of 

the claimant, which leaves the notion with uncertain boundaries in the common 

law. The cautious approach of the common law towards the notion of dilution, 

due to its uncertain definition, is understandable by this work, as acknowledging 

 

440 K Assaf, ‘Brand Fetishism’ (2010) 43 Conn L Rev 85. 
441 Carty argues, ‘it is more than debatable that well-known or successful marks need the extra help of 

dilution protection’ (H Carty, ‘Dilution and Passing Off: Cause for Concern’ (1996) 112 LQR 632, in Graeme 

B Dinwoodie and Mark D Janis, Trademark and Unfair Competition Law: Critical Concepts in Intellectual 

Property Law Series, Volume I: Themes and Theories (Edward Elgar 2014) 12); Carty continues, citing 

Welkowitz, that ‘If trademark owners fail to promote the mark and its products, then they run the risk that 

another, non-confusing use will supplant the fame of the older mark. But this is as it should be. In a 

competitive economy, the competitors must stay alert. A failure to advertise exemplifies a failure to 

compete effectively’ (ibid, citing DS Welkowitz, ‘Reexamining Trademark Dilution’ (1991) 44 Vand L Rev 

531, 586). 
442 K Assaf, ‘Brand Fetishism’ (2010) 43 Conn L Rev 184. 
443 Ibid. 
444 Ibid. 
445 See 7.5. 
446 See 2.2.2. 
447 See 2.2.1. 
448 As Spence puts it, and Carty and Wadlow agree, ’The purpose of these three requirements … is to limit 

the application of the tort … and to ensure that the common law neither creates exclusive rights to control 

particular brands or get-up, nor prohibits all types of imitation’ (M Spence, Intellectual Property (OUP 2007) 

230, quoted by H Carty, Economic Torts (2010) 269); see also C Wadlow, ‘Passing-Off at the Crossroads 

Again: A Review Article for Hazel Carty, an Analysis of the Economic Torts’ (2011) EIPR 447. 
449 See 2.2.3. 
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dilution without having clear limitations would lead the anti-competitive and 

monopolistic potentials of the notion to prevail.450 At the same time, however, this 

thesis suggests that protection for unregistered elements of brands451 against 

being un-authorisedly used and/ or imitated beyond the ‘classic trinity’ needs now 

to be acknowledged in the English law. 

 

In summary, in spite the fact that the tort of passing off is considered as the 

closest instrument to unfair competition law in the common law, the discussion of 

the classic trinity in this section demonstrated the fact that English common law 

has not embraced the wider notion of unfair competition by misappropriation, 

thus, providing insufficient protection for brands against unfair competition. It is, 

therefore, necessary to examine the notion of unfair competition by 

misappropriation. This would assist in highlighting where protection under the tort 

of passing off is thought to differ from the wider notion of unfair competition. This 

chapter now turns to the notion of unfair competition by misappropriation. 

 

2.3 Unfair competition by misappropriation 

The notion of misappropriation is based on the idea that an individual should not 

‘reap where [it] has not sown’.452 Or, as Spence puts it, the notion of 

misappropriation is ‘a right against imitation, not requiring misrepresentation, of 

such aspects of the plaintiff’s person, product or business as can be counted as 

 

450 H Carty, ‘Dilution and Passing Off: Cause for Concern’ (1996) 112 LQR 632, in Graeme B Dinwoodie and 

Mark D Janis, Trademark and Unfair Competition Law: Critical Concepts in Intellectual Property Law Series, 

Volume I: Themes and Theories (Edward Elgar 2014). See also 7.5. 
451 See 1.6.3. 
452 International News Service v Associated Press 248 U.S. 215 (1918) 239 (the INS case). 
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valuable intangibles’.453 Thus, a right against misappropriation grants owners of 

brands the exclusive right to prevent other traders from copying aspects of their 

brands when other traders appear to be taking advantage of such use.454 

Misrepresentation is irrelevant here.455 

 

The notion of misappropriation as a form of ‘unfair competition’ in the common 

law can be traced back to the 1918 decision of the Supreme Court of the US in 

the case of International News Service v Associated Press (also known as 

‘INS’),456 where the Court condemned the defendant’s acts of rewriting news 

gathered by the plaintiff and publishing the news as its own, stating that ‘in doing 

this, the defendant, by its very act, admits that it is taking material that has been 

acquired by the complainant as the result of organisation and the expenditure of 

labour, skill, and money, and which is saleable by the complainant for money, 

and that the defendant in appropriating it and selling it … is appropriating to itself 

the harvest of those who have sown … The transaction speaks for itself and a 

 

453 M Spence, ‘Passing off and the Misappropriation of Valuable Intangibles’ (1996) 112 LQR 472. According 

to Callmann, ’The misappropriation of another’s values in the competitive struggle is tantamount to 

depriving the competitor of his competitive equipment and using it to his injury … however intangible the 

equipment for the ”game” competition, it would be a flagrant violation of the rules for one player to 

deprive the other of his outfit and defeat him with his own weapon. From the postulate that, in 

competition, every participant must exercise ”constructive effort”, i.e. his own strength and skill, it logically 

follows that no one is entitled to ”reap where he has not sown”’ (R Callmann, ‘He Who Reaps Where He 

Has Not Sown: Unjust Enrichment in the Law of Unfair Competition’ (1942) 55 Harvard Law Review 595). 

For a recent critical analysis of Callmann’s argument, see C Wadlow, ‘Rudolf Callmann and the 

Misappropriation Doctrine in the Common Law of Unfair Competition’ (2011) Intell Prop Q 110. 
454 Lord Jenkin of Roding, describing products created through imitation, observed, ‘These products are 

simply cashing in on the branded product’s reputation and selling the copycat product at a lower price. 

The professional word that is used for that is ‘parasitic’ copying. Why does it persist? It is, in fact, a form of 

cheating, yet it is wide spread and this country does not seem to be as good at dealing with it as some of 

our neighbours … Sometimes it is pointed out that there are registered IP rights, yet the law of passing off, 

which is a long-standing common law remedy, has proved ineffective in dealing with the problem. In 2006, 

the Gowers Review of Intellectual Property concluded that brands were not well protected against what it 

described as ‘misappropriation’ (Intellectual Property Bill [HL] Deb 18 June 2013, cols GC60–GC61 available 

at https://publications.parliament.uk/pa/ld201314/ldhansrd/text/130618-gc0001.htm). 
455 See 2.2.2. 
456 International News Service v Associated Press 248 U.S. 215 (1918).  

https://publications.parliament.uk/pa/ld201314/ldhansrd/text/130618-gc0001.htm
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court of equity ought not to hesitate long in characterizing it as unfair competition 

in business’.457 

 

This is contrary to current situation under the English tort of passing off. It is not 

the aim under the tort of passing off to prevent the imitation of business 

achievement in the absence of misrepresentation. By contrast, it is the ‘custom 

of trade’ to allow competitors to reap and copy the efforts and skills other traders 

spend producing new products, or an original way of promoting products.458 

Protection under the tort of passing off as such is along the lines of the wording 

of article 10bis of the Paris Convention,459 which is the main basis for international 

obligations in the field of unfair competition.460 According to article l0bis (2) of the 

 

457Ibid; Robertson and Horton argue that English common law needs an INS-based action of 

misappropriation see A Robertson and A Horton, ‘Does the United Kingdom or the European Community 

Need an Unfair Competition Law?’ (1995) 17 European Intellectual Property Review 568;  for detailed 

analysis of INS see eg WE Sell, ‘Doctrine of Misappropriation in Unfair Competition – The Associated Press 

Doctrine after Forty Years’ (1957) 11 Vand L Rev 483; DG Baird, ‘Common Law Intellectual Property and the 

Legacy of International News Service v Associated Press’ (1983) 50 The University of Chicago L Rev 411; RA 

Posner, ‘Misappropriation: A Dirge’ (2003) 40 Houston L Rev 621. 
458 C Wadlow, The Law of Passing-Off: Unfair Competition by Misrepresentation (4th edn, Sweet & Maxwell 

2011) at 5-005, 298. 
459 The Paris Convention for the Protection of Industrial Property applies to industrial property in the 

broadest sense. It includes patents, trade marks, industrial designs, utility models, service marks, trade 

names, geographical indications and the repression of unfair competition. The substantive provisions of 

the Paris Convention are divided into three main categories: national treatment, right of property and 

common rules. The Paris Convention, concluded in 1883, was revised at Brussels in 1900, at Washington in 

1911, at The Hague in 1925, at London in 1934, at Lisbon in 1958 and at Stockholm in 1967, and was 

amended in 1979. The United Kingdom is bound by the Convention as revised at Stockholm in 1967. The 

Paris Convention in this thesis therefore refers to the ‘Stockholm Act’ of this Convention of 14 July 1967. 

For a summary of the Paris Convention, visit http://www.wipo.int/treaties/en/ip/paris/summary_paris.html; 

The same obligation exists under Article 2 of the Agreement on Trade-Related Aspects of Intellectual 

Property Rights (‘TRIPs Agreement’),459 in which the UK is also a party. According to Article 2 of the TRIPs 

Agreement, Members are obliged to comply with certain specified provisions of the Paris Convention, 

including Article 10bis, see generally C Riffel, The Protection against Unfair Competition in the Wto Trips 

Agreement: The Scope and Prospects of Article 10bis of the Paris Convention for the Protection of Industrial 

Property (Brill 2016). 
460 See eg M Höpperger and M Senftleben, ‘Protection Against Unfair Competition at the International Level 

– The Paris Convention, the 1996 Model Provisions and the Current Work of the World Intellectual Property 

Organisation’ in Law Against Unfair Competition (Springer 2007); R De Very, Towards a European Unfair 

Competition Law: A Clash Between Legal Families: A Comparative Study of English, German and Dutch Law 

in Light of Existing European and International Legal Instruments (2006) ch 2, para 2.2.1; World Intellectual 

Property Organization, Protection Against Unfair Competition: Analysis of the Present World Situation (WIPO 

1994). 

http://www.wipo.int/treaties/en/ip/paris/summary_paris.html
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Paris Convention, unfair competition consists of ‘any act of competition contrary 

to honest practices in industrial or commercial matters’. Article 10bis (3) of the 

Paris Convention provides a list of examples of acts considered to be ‘contrary to 

honest practices in industrial or commercial matters’. The scope and practical 

impact of mandatory protection outside the area of expressly mentioned 

examples are undefined by the Convention.461 The list of examples mentioned in 

article 10bis (3) of the Paris Convention was taken, in relation to English law, to 

imply that the expression ‘contrary to honest practices’ is intended to cover only 

unfair competition by misrepresentation.462 

 

Nonetheless, contrary to the English law, a number of acts other than those that 

cause confusion, mislead or discredit, which are stated by Article 10bis of the Paris 

Convention, have been acknowledged by member states of the Paris 

Convention463 and have become the subject of certain forms of protection against 

unfair competition. For instance, a specific law of unfair competition does not exist 

in France.464 French case law nevertheless provides relief for traders against the 

exploitation of their commercial achievements even in the absence of likelihood 

of confusion, based on the general rule of tort under article 1382 of the French 

Civil Code.465 Also, within the German jurisdiction, the German Act against Unfair 

 

461 See n 459. 
462 The CJEU suggested otherwise in Gillette Co v L-A Laboratories Oy [2005] FSR 37 (Supreme Court of 

Finland) where the CJEU held that the term ‘honest practices’ means a ‘duty to act fairly in relation to the 

legitimate interests of the trade mark owner’ providing a wider interpretation of the term than the list 

implies, i.e. not explicitly limited to misrepresentation. 
463 See n 459. 
464 For more about unfair competition in the French jurisdiction see eg F Henning-Bodewig, Unfair 

Competition Law: European Union and Member States (vol 18, Kluwer Law International 2006). 
465 In France, the action for unfair competition is based on the civil aquilian responsibility (arts 1382 and 

1383 of the French Civil Code). According to the common right, the responsibility of the author of the 

damage is involved only if the following three conditions are met: 1. The author of the damage must have 

committed a fault; 2. The victim must have suffered from damage, which might be only moral; 3. The 
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Competition 2004 introduced sanctions against the ‘parasitic exploitation of 

another’s achievements’, which does not necessitate a misrepresentation.466 The 

Act was a result of the court’s rejection of extending the tort provision of the 

German Civil Code to encompass unfair business practices. 

 

Given the present cautious approach of English courts towards providing 

protection against unfair competition beyond misrepresentation, it is noteworthy 

that the UK actually participated considerably in drafting Article 10bis in its present 

form.467 Or, as Wadlow puts it Article 10bis ‘owed its existence, and still owes 

much of its content and Coverage’468 to the UK. The main motive behind the UK’s 

proposal for effective protection against unfair competition into Paris 

Convention469 was to protect its international trade where British manufacturers 

and exporters had protested the fact that their businesses are not adequately 

protected at the international level.470 British manufacturers and exporters’ 

complaints were based on many grounds, one of which was that their goods are 

not protected against about passing-off and counterfeiting.471 Nevertheless, 

analysing the English system of unfair competition one finds that, as mentioned 

 

casualty relation between the fault and the damage must be proved. The acts can be considered as faulty 

when the author of the damage and the victim are in competition. See CJ Romano, Comparative 

Advertising in the United States and in France (2004) Nw J Int’l L & Bus 25, 371. 
466 Gesetz gegen den unlauteren Wettbewerb (UWG) of 7 June 1909. The UWG has been amended several 

times. It was first amended 23 July 2002 (BGBl. I 2002, 2852) and in 2004 the last amendment of the UWG 

came into force. 
467 For the history and origin of Article 10bis of the Paris Convention see for example: Wadlow C, The law of 

passing-off: Unfair competition by misrepresentation (4th edn Sweet & Maxwell 2011) chapter 2, at C, p 65- 

93. 
468 Ibid, at 2-032, p. 66. 
469 See n 459. 
470 Wadlow C, The law of passing-off: Unfair competition by misrepresentation (4th edn Sweet & Maxwell 

2011) at 2-034, p. 67. 
471 Ibid  
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before, it has no formal law of unfair competition nor the English courts have 

adopted a general tort of unfair competition.472 

 

The English law belongs to the dualist system under which international treaties 

can only have effect in domestic laws if they were enacted into domestic 

legislation. The Paris Convention473 (and the TRIPs Agreement)474 is not self-

executing like any other treaties.475 Accordingly, and since litigants cannot rely 

directly on the Convention provisions, their only hope is that courts interpret and 

apply any relevant English law consistently with the UK’s obligations under Art 

10bis.476 As a result, it has long been a matter of debate as to whether the current 

English unfair competition system does enable the UK to comply with its 

obligations under Art. 10bis Paris Convention.477 Many, like Professor Wadlow,478 

consider that the UK has always been in compliance with its international 

obligations under Art 10bis by virtue of laws governing consumer protection and 

common law torts.479 Justice Jacob, likewise, explicitly rejected an argument, in 

L’Oréal, that the United Kingdom was in breach of Art. 10bis, as a result of the lack 

of any general tort of unfair competition.480 By contrast, Lord Clement-Jones 

 

472 See 2.3. 
473 See n 459. 
474 Ibid. 
475 See Wadlow C, The law of passing-off: Unfair competition by misrepresentation (4th edn Sweet & 

Maxwell 2011) at 2-010, p. 51. 
476 Ibid. 
477 For the debate on UK conformity with the obligations under art 10bis of the Paris Convention, see 

Intellectual Property Bill [HL] Deb 18 June 2013, vol 746, cols 41–98, available at 

https://hansard.parliament.uk/Lords/2013-06-18/debates/130618116000157/IntellectualPropertyBill(HL). In 

general, according to art 10bis (3), representations that confuse the relevant consumer or mislead the public 

as to the properties and commercial origin of goods, or which discredit competitors by false allegations, 

should be prohibited. 
478 Ibid. 
479 Trade Marks Bill [Lords] HC Deb 18 April 1994 vol 241 cc658-88; Intellectual Property Bill [HL] 18 June 

2013 Volume 746; Intellectual Property Bill [HL] 23 July 2013 Volume 747. 
480 L’Oréal SA v Bellure NV  [2007] EWCA Civ, 968 [147]. 

https://hansard.parliament.uk/Lords/2013-06-18/debates/130618116000157/IntellectualPropertyBill(HL
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recently argued by referring to the Gowers review481 that the UK is not in 

compliance with its obligations under Art 10bis of the Paris Convention (or Art 2 of 

the TRIPs Agreement), due to the lack of a comprehensive law of unfair 

competition.482 To sum up, this thesis suggests that the English law as it stands 

today does not provide an ‘effective protection against unfair competition’.  

 

Despite the fact that a similar protection is in fact available under section 10(3) of 

the TMA 1994,483 in particular, the protection again taking unfair advantage of 

another trade mark with reputation,484 protection against misappropriation as 

such has not been acknowledged in English common law.485 By contrast, 

protection under the tort of passing off grants the competing trader the opportunity 

to imitate others provided that they avoid any likelihood of consumer confusion 

that might cause damage to the original trader’s goodwill i.e. misrepresentation. 

As a matter of fact, traders are encouraged by the English courts to imitate their 

 

481 Gowers A, Gowers review of intellectual property (The Stationery Office 2006). 
482 Per Lord Clement-Jones ‘Another interesting feature, which the Minister might care to address, is 

whether or not the UK is upholding its obligations under the Paris Convention and TRIPS. Article 10bis of the 

Paris convention and Article 2 of TRIPS require signatories, which include the UK, to assure nationals of 

“effective protection” against unfair competition. Counsel has given opinion in the past that the UK is not 

compliant, and I believe that the Gowers review gave some indication that that was the case as well.’ 

Intellectual Property Bill [H.L.] (Hansard 18 June 2013) Volume 746 Amendment 28A. Viscount Younger  by 

contrast replied to Lord Clement-Jones ’My noble friend Lord Clement-Jones also asked if the UK was 

upholding its duties under the TRIPS agreement. I can assure him that the UK is fully compliant in its 

obligations under TRIPS and other international agreements.’ Ibid. 
483 See n 58. 
484 See CHAPTER 3. 
485 The English view towards unfair competition was summarised in a government report relating to the 

implementation of the Unfair Commercial Practices Directive: ‘English law tends to prioritise different 

values to those favoured by other European legal systems. First, as a matter of doctrinal form, English 

contract law prefers specific provisions to general clauses; and, secondly, as a matter of doctrinal 

substance, the default values of English contract law are those of self-reliance and individualism rather than 

mutuality and co-operation’ (DTI, Operation of General Rules and the Notion of Fairness in English Law, para 

6, cited in J Davis, ‘Why the United Kingdom Should Have a Law Against Misappropriation’ (2010) 69 CLJ 

561). 
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rivals, as a trader ‘does no wrong by entering a market created by another and 

there competing with its creator’.486 

 

It has been clear thus far that the main difference between the tort of passing off 

and the wider notion of unfair competition is the notion of misappropriation. The 

next subsection highlights the English courts’ position towards the notion in its 

wide sense in more detail to examine whether English law should reconsider its 

current position. 

 

2.3.1 Courts’ response to date 

The emphatic rejection of liability for unfair competition by misappropriation under 

English common law was affirmed by Jacob J in the leading case L’Oréal v 

Bellure,487 where he stated, ‘[s]ome commentators, generally those who support 

some wider tort, use the word “misappropriation” of goodwill to designate it … I 

wish to state that I think it very unhelpful. We are all against misappropriation, just 

as we are all in favour of mother and apple pie. To use the word in the context of 

a debate about the limits of the tort of passing off and its interface with legitimate 

trade is at best muddling and at worst tendentious’.488 The English rejection of 

 

486 Per Lord Scarman in Cadbury Schweppes Pty Ltd v The Pub Squash Co Pty Ltd [1981] WLR 193, [1981] 

RPC 429 (cited in J Davis, ‘Why the United Kingdom Should Have a Law against Misappropriation’ (2010) 69 

CLJ 561). 
487 L’Oréal SA v Bellure NV [2006] EWHC 1503 (Ch), [2006] EWHC 2355 (Ch), [2007] EWCA Civ 968, [2010] 

EWCA Civ 535. In the same vien Ohly suggests that ‘most common lawyers are more likely to subscribe to 

the vigorous dissent given by Justice Brandeis, who warned against interfering with free competition: “That 

competition is not unfair in a legal sense, merely because the profits gained are unearned, even if made at 

the expense of a rival, is shown by many cases besides those referred to above. He who follows the pioneer 

into a new market, or who engages in the manufacture of an article newly introduced by another, seeks 

profits due largely to the labor and expense of the first adventurer; but the law sanctions, indeed 

encourages, the pursuit”’ (A Ohly, ‘The Freedom of Imitation and Its Limits – A European Perspective’ (2010) 

41 IIC 506). See also n 485. 
488 L’Oréal SA v Bellure NV [2007] EWCA Civ 968 [160]. 
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providing protection ‘around all the intangible elements of value’489 against 

misappropriation reflects the neoliberal view that the free market490 and robust 

competition are essentially in the wider interest of the public. It drives prices 

down491 and creates more affordable products.492 Hence, it increases consumer 

choice since consumers ‘want the best deals they can get’.493  

 

To put it in more detail, after L’Oréal’s unsuccessful action for passing off (due to 

the lack of consumer confusion resulting from Bellure’s imitation of their 

products), L’Oréal appealed that ‘it was no longer necessary to prove any 

misrepresentation. It was sufficient to prove unfair competition, looked at in a 

broad way’.494 That is, misappropriation. Nevertheless, Jacob J confirmed that 

‘misrepresentation or deception is still a necessary requirement of the tort of 

 

489 Per Dixon J in Victoria Park Racing and Recreation Grounds Co Ltd v Taylor [1937] HCA 45, (1937) 58 CLR 

479, 509 (High Court of Australia), where he states ‘[the courts] have not in British jurisdictions thrown the 

protection of an injunction around all the intangible elements of value … This is sufficiently evidenced … by 

the fact that the exclusive right to invention, trademarks, designs, trade name and reputation are dealt with 

in English law as special heads of protected interests and not under a wide generalisation’ (cited in S 

Ricketson, ‘Reaping Without Sowing: Unfair Competition and Intellectual Property Rights in Anglo-

Australian Law’ (1984) 7 UNSWLJ 1). 
490 See nn.12- 18 and accompanying text. 
491 As Freidman simply explains ‘… anyone is free to set up an enterprise, which means that existing 

enterprises are not free to keep out competitors except by selling a better product at the same price or the 

same product at a lower price’ (M Friedman, Capitalism and Freedom (40th edn, University of Chicago Press 

2002) 26. 
492 Per Forbes and Ames, who state, ‘Thanks to free trade, Americans of all income levels are now able to 

afford products from televisions to refrigerators to clothing that were once many times more expensive or 

considered luxuries’ (S Forbes and E Ames, How Capitalism Will Save Us: Why Free People and Free Markets 

Are the Best Answer in Today’s Economy (Crown Business 2011)). 
493 In L’Oréal v Bellure, referring back to the facts in Hodgkinson & Corby v Wards Mobility, Jacob J noted, 

‘The rejected complaints show just how anti-competitive a law of unfair competition would or might be. 

What one-man calls ”unfair”, another calls ”fair”. The market involves the interests of traders, their 

competitors and consumers. They all have different perspectives. An established trader would like the law 

to hold off all his competitors – as far as possible. He would want to prevent all copying of his products – 

and for as long as possible, preferably indefinitely … And the consumer will want the best deal he can get. 

He would oppose anything deceptive, but probably nothing else’ (L’Oréal SA v Bellure NV [2007] EWCA Civ 

968 [139]). 
494 Per Mr Carr on behalf of L’Oréal, relying on Aldous J’s dicta in Arsenal Football Club plc v Reed [2003] 

EWCA Civ 696 (L’Oréal SA v Bellure NV [2006] EWHC 2355 (Ch) [165]). For Aldous J’s dicta on Arsenal see n 

307 and accompanying text; see also L’Oréal SA v Bellure NV [2007] EWCA Civ 968 [126]–[61]. 
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passing off’.495 Thus, the appeal for unfair competition by misappropriation was 

dismissed,496 whereas Bellure, under the same circumstances, has been found 

guilty of parasitic competition according to the French jurisdiction.497 

 

L’Oréal v Bellure498 shows that the English law tends to focus on different values 

to those favoured by other European judicial systems. English courts believe that 

any protection beyond the existing laws will place unnecessary restrictions upon 

newcomers’ abilities ‘to copy – and to improve’499 and to ‘advertise 

comparatively’,500 and consumers’ general desire to be informed since 

consumers would only ‘… oppose anything deceptive, but probably nothing 

else’.501 Above all, according to Jacob J, ‘…there are real difficulties in formulating 

a clear and rational line between that which is fair and that which is not, once one 

goes outside the requirement of no deception’.502 

 

 

495 L’Oréal SA v Bellure NV [2006] EWHC 2355 (Ch) [166]. 
496 L’Oréal SA v Bellure NV [2007] EWCA Civ 968 [134], [161]; this is despite the fact that a trade mark 

infringement was granted under s 10(3) of the TMA 1994, as will be discussed later in CHAPTER 3. The 

limited approach of the English court under the common law was somewhat relaxed by the statutory 

protection provided by TMA 1994, s 10(3), under which a business bearing a registered trade mark with 

reputation is protected against ‘free riding’. Accordingly, L’Oréal successfully established trade mark 

infringement under s 10(3) of TMA 1994 for their registered trade marks: ‘I conclude that the Claimants 

have established trade mark infringement under section 10 (3) in relation to the Trésor packaging mark by 

the original version of the La Valeur box; infringement under section 10 (3) in relation to the Miracle bottle 

mark by the original version of the Pink Wonder bottle …’ (L’Oréal SA v Bellure NV [2006] EWHC 2355 (Ch) 

[194] ( Jacob J)). 
497 According to the Court d’appel de Paris (Fourth Chamber) ‘It is shown by the evidence brought before 

the Court that Bellure’s illicit acts are directed against the perfumes of the claimant companies which have 

acquired a certain reputation with consumers; in appropriating at reduced costs the financial investments 

made by the claimant companies in developing the perfumes, their packaging and in promoting the 

finished products, by marketing perfumes which were presented as equivalent and in reproducing identical 

ranges of products … Bellure committed distinct acts of parasitic behaviour’ (L’Oréal SA v Bellure NV (Case 

04/18300) [2006] 1 ECDR 16 [53], cited in J Davis, ‘Why the United Kingdom Should Have a Law Against 

Misappropriation’ (2010) 69 CLJ 561). 
498 L’Oréal SA v Bellure NV [2006] EWHC 1503 (Ch), [2006] EWHC 2355 (Ch), [2007] EWCA Civ 968, [2010] 

EWCA Civ 535. 
499 L’Oréal SA v Bellure NV [2007] EWCA Civ 968 [139]. 
500 Ibid. 
501 Ibid. 
502 Ibid [140]. 
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The court’s rejection in L’Oréal v Bellure is part of a consistent disapproval of a 

wider notion of unfair competition.503 That approach is mainly fuelled by the 

neoclassical economic view that, to ensure efficiency is attained in the market, it 

is best to rely on free markets that function if,504 and only if, participants in the 

market are driven by a motive of rational self-interest in utility and profit 

maximisation.505 In any event, the emphasis by the English courts on maintaining 

competition with minimum restrictions is understandable, following the analysis 

in this thesis, due to the public interest in market competition.506 Nonetheless, this 

thesis draws attention to the interests of society in enhancing intellectual 

flourishing507 through ensuring constructive and creative competition,508 rather 

than pure price and economic competition as envisioned by capitalism, as the 

following subsection demonstrates.  

 

 

503 As Fry J stated years ago in Mogul Steamship Co v McGregor, Gow, & Co (1889) LR 23 (QBD) 598, ‘to 

draw a line between fair and unfair competition, between what is reasonable and unreasonable, passes the 

power of the courts’ (cited in R Arnold, ‘English Unfair Competition Law’ (2013) 44 IIC 63). Also, in 

Hodgkinson & Corby Ltd v Wards Mobility Services Ltd [1994] 1 WLR 1564, Jacob J, rejecting the expansion 

of the tort of passing off to encompass protection beyond the misappropriation of goodwill, stated in 

L’Oréal v Bellure that ‘Never has the tort shown even a slight tendency to stray beyond cases of deception. 

Were it to do so it would enter the field of honest competition, declared unlawful for some reason other 

than deceptiveness. Why there should be any such reason I cannot imagine. It would serve only to stifle 

competition’ (cited in L’Oréal SA v Bellure NV [2007] EWCA Civ 968 [137]). 
504 See n 85. 
505 As Forbes and Ames explain, ‘A free-market economy is a latticework of these mutually beneficial 

exchanges. Together they form what Adam Smith referred to as ”the invisible hand,” directing resources to 

where they are most needed. How does this take place? That’s the miracle of the free market – it just does. 

Free markets are spontaneous. No central planner or bureaucrat is needed to determine the needs of 

others – or how they must be met’ (S Forbes and E Ames, How Capitalism Will Save Us: Why Free People 

and Free Markets are the Best Answer in Today’s Economy (Crown Business 2011)). see also nn. 330- 334 and 

accompanying text. 
506 See nn. 491 - 492 and accompanying text. 
507 See 1.3. 
508 Per Ohly: ‘economic analysis of intellectual property shows that there may be good reasons for 

restricting competition by imitation in order to advance competition by innovation’ (A Ohly, ‘The Freedom 

of Imitation and Its Limits – A European Perspective’ (2010) 41 IIC 506). For a summary of the current 

economic justifications of patent law, see S Scotchmer, Innovation and Incentives (MIT Press 2004); D 

Guellec and BVP de La Potterie, The Economics of the European Patent System: IP Policy for Innovation and 

Competition (OUP on Demand 2007); WM Landes and RA Posner, The Economic Structure of Intellectual 

Property Law (Harvard University Press 2009). 
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Based on the discussion above this chapter turns to answer the question of 

whether the tort of passing off should be extended to include protection for brands 

against unfair competition by misappropriation. 

 

2.4 Should the tort of passing off extend to include protection for brands 

against unfair competition by misappropriation? 

It has been demonstrated thus far (in 2.2) that protection under the tort of passing 

off is limited by the classic trinity to misrepresentation509 that damages510 

goodwill.511 Hence, the English common law does not protect brands per se.512 

The notion of misappropriation as the essence of the notion of unfair competition 

has also been discussed in 2.3, and the fact that the notion of misappropriation 

encompass brands has been highlighted.513 This section examines whether 

English common law should reconsider its position towards the protection of 

brands by extending the tort of passing off to include protection for brands against 

misappropriation. 

 

By taking into consideration the general rejection by English courts of such a 

development of the tort,514 this thesis emphasises that ‘the tort of passing off 

cannot and should not be extended into some general law of unfair 

competition’.515 A clear danger of a further development of the tort of passing off 

 

509 See 2.2.2. 
510 See 2.2.3. 
511 See 2.2.1. 
512 See 1.6.3. 
513 See 2.3. 
514 See 2.3.1. 
515 Per Jacob J in L’Oréal SA v Bellure NV [2007] EWCA Civ 968 [161]. Jacob J continues ‘… True it is that 

trading conditions have changed somewhat over time – but I cannot identify any particular change which 

makes a general tort of unfair competition desirable, still less necessary. If the courts (or indeed Parliament) 
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to cover misappropriation is overprotection. Were brand owners to have such 

rights under such a flexible tort, they would be empowered to exclude their 

competitors and new entrants, in several ways, from competing with them, 

leading to undesired monopolies in the market. Overprotection may result from 

the fact that the classic form of the tort of passing off has already been 

expanded516 through case law, as discussed in 2.2, which has resulted in the 

intense flexibility of the tort as it stands. Therefore, any broadening of the tort’s 

boundaries to treat misappropriation would cause the tort to be even more flexible 

and uncertain and, as Carty argues, lead the tort to ‘lose its coherence and 

rationale’.517 Furthermore, brand owners would impact society as whole, as they 

would be entitled to undermine everyone’s liberties and duties to maximally 

engage intellectually in the marketplace518 and develop with respect to everything 

traders have created by their labour.519 That would undermine the purpose of this 

thesis. 

 

Given the alarming position of an expanded tort of passing off, the English courts’ 

position against the extension of the tort of passing off is praised by this thesis. 

At the same time, however, protection for unregistered elements of brands520 

against being un-authorisedly used and/ or imitated beyond misrepresentation 

needs now to be acknowledged in the English law to ensure a maximal 

 

were to create such a tort it would be of wholly uncertain scope – one would truly have let the genie out of 

the bottle’ (ibid). 
516 On the possibility of further expansion of the law see eg A Breitschaft, ‘The Future of the Passing-Off 

Action in the Law against Unfair Competition-an Evaluation from a German Perspective’ (2010) 32 

European Intellectual Property Review 427. 
517 H Carty, ‘Dilution and Passing Off: Cause for Concern’ (1996) 112 LQR 632, in Graeme B Dinwoodie and 

Mark D Janis, Trademark and Unfair Competition Law: Critical Concepts in Intellectual Property Law Series, 

Volume I: Themes and Theories (Edward Elgar 2014). 
518 See 1.3. 
519 LC Becker, ‘Deserving to Own Intellectual Property’ (1992) 68 Chi-Kent L Rev 609. 
520 See 1.6.3. 
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intellectual engagement in the marketplace and society.521 Such an 

acknowledgment however needs to be under a statutory provision. As per 

Professor Cornish's the ‘statute remains the only feasible method of preserving a 

balance between securing the opportunity for reward for effort and allowing free 

public exploitation of new and worthwhile ideas, industrial and aesthetic’.522 It has 

been noted earlier523 that an extended protection to trade marks already exists 

under section 10(3) of the TMA 1994. Therefore, this thesis initially suggests that 

section 10(3) of the TMA 1994 be amended to include protection to unregistered 

marks alongside registered ones.524  

 

The insertion of unregistered marks to be included under the available statutory 

protection would be similar to the US approach under the Lanham Act.525 

Protection to unregistered marks as such allows the acknowledgement of how 

brands, and their meanings, are established and their relation to the larger 

obligation on society to flourish intellectually and not only what functional values 

they represent.526 It would allow courts to perceive consumers as the ‘co-authors’ 

of meaningful and valuable associations that are attributed to brands, and so 

recognise their interest in preserving the associations they make with a certain 

 

521 See 1.3. 
522 A Terry, ‘Unfair Competition and the Misappropriation of a Competitor's Trade Values’ (1988) 51 The 

Modern Law Review 296. 
523 See n 389 and accompanying text. 
524 See CHAPTER 3. 
525 See n 435 and accompanying text. 
526 Kaufmann, arguing against how marks could serve the consumer interest beyond source identification, 

said that ‘by planning a good brand-strategy, [the trademark owner] is able to bind the consumer to 

himself and his corporation, and not to his product … the image of the trade mark itself creates consumer 

loyalty, not satisfaction … once enough trade mark differentiation is created, the consumer is much less 

interested in product differentiation, and the function of the trademark and transparency of the market as 

to the qualities of the product do not work anymore, or do so to a much smaller degree’ (PJ Kaufmann, 

Beier F-K and G Schricker, Passing Off and Misappropriation: An Economic and Legal Analysis of the Law of 

Unfair Competition in the United States and Continental Europe (vol 9, Vch Pub 1986)); see also Jacob J’s 

opinion in n 493 and accompanying text. This view, however, perceives the consumer as a mere passive 

receiver of information in the market. For further discussion see CHAPTER 5. 
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sign or mark in their minds from being diminished or whittled away. Litman 

acknowledges the notion that ‘trade symbols acquire intrinsic value-apart from 

their usefulness in designating the source-derives from consumers' investing 

those symbols with value.’527 As Litman puts it, the building of a brand is a 

‘collaborative undertaking’.528 Nevertheless, for Litman, this is a reason why 

brands should not be provided protection against dilution. On the contrary, ‘[t]here 

is no particularly good reason to adopt a rule permitting the producers of the 

brands to arrogate all of that collaboratively created value to themselves’.529 This 

view, however, is purely economic and is based the on financial gains of the 

brand owner. It pays no attention to other dimensions to the reciprocal fact of 

creating meanings in society through brand and how this contributes to 

individuals’ obligation to living to their fullest intellectual potential and achieving 

utmost intellectual engagement in society,530 as will be further demonstrated in 

part 2 of this thesis. 

 

Before exploring and supporting the proposed change to the section 10(3) of the 

TMA 1994 any further, it is essential to examine the scope of protection currently 

available under the TMA 1994 and demonstrate whether it already affords 

sufficient protection to brands against unfair competition in a manner that 

 

527 J Litman, ‘Breakfast with Batman: The Public Interest in the Advertising Age’ (1999) 108 The Yale Law 

Journal 1730. 
528 Ibid; One example of how consumers in fact contribute to the meaning and image of a mark is that of 

Coke, highlighted by Desai: ‘When Coke tried to deviate from its image and offered New Coke, a Coke with 

a different flavor and corn syrup instead of cane sugar, the public spoke up. Consumers wanted the “Real 

Thing.” They hoarded old formula Coke, formed protest groups (with more than 100,000 members in some 

cases), wrote songs about the old taste, and staged demonstrations. As Coke’s official history admits, tests 

indicated people wanted a different flavor but failed to reveal ‘the bond consumers felt with their Coca-

Cola – something they didn’t want anyone, including The Coca-Cola Company, tampering with’ (DR Desai, 

‘From Trademarks to Brands’ (2012) 64 Fla L Rev 981. 
529 Ibid,1734. 
530 See 1.3. 
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contributes to intellectual flourishing.531 The next chapter outlines and examines 

the protection to brands under section 10(3) of the TMA 1994. 

 

2.5 Conclusion 

The discussion in this chapter demonstrated how the common law tort of passing 

off forms an insufficient tool of protection for brands532 against unfair competition 

by misappropriation.533 In particular, this chapter highlighted how, at best, the tort 

of passing off protects goodwill534 from being damaged535 as result of 

misrepresentation,536 and how accordingly, protection to brands under the tort of 

passing off is limited by the boundaries of the ‘classic trinity’537 to efficiency of the 

marketplace. It does so through maintaining the rational interests of traders in 

conveying information about the utility of their products to the public, while 

simultaneously preserving the rational interests of consumers in receiving 

information that facilitates rational purchase decisions without disruption, where 

brands do not enter the calculation.538 

 

This chapter began with an overview of each element of the ‘classic trinity’539 of 

the tort of passing off and highlighted how each element limits the role of the tort 

to promoting rationality. The discussion of the elements of the classic trinity 

demonstrated that that the intangible protected by the tort of passing off is the 

 

531 See 1.3. 
532 See 1.6.3. 
533 See 2.3. 
534 See 2.2.1. 
535 See 2.2.3. 
536 See 2.2.2. 
537 See 2.2. 
538 See n 532. 
539 See n 537. 
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goodwill, which is the customer connection of a business.540 Thus, the tort 

reduces the public interest to the rational economic one of conveying and 

receiving undistorted information through and from the marketplace. 

Nevertheless, at the same time, such limited approach effectively deprives 

brands from any mental associations and reduce them to the mere economic 

dimension of information transmission. This chapter also demonstrated how the 

second element of the classic trinity, namely misrepresentation,541 is the essence 

of the of the tort of passing off and how it significantly binds the tort to its limits of 

maintaining undistorted market competition, where consumers’ rational interest 

in receiving commercial information is preserved. This is because goodwill is only 

protected under the tort of passing off when misrepresentation by the defendant 

occurs. In other words, protection to goodwill is afforded by tort when a defendant 

imitates a mark, name or get-up and falsely represents their products as those of 

the claimant, leading to a likelihood of confusion amongst a substantial number 

of relevant consumers. Misrepresentation is not sufficient, however. Damage,542 

which is the third element of the classic trinity, or its likelihood, must be 

established. Similar to the elements of goodwill and misrepresentation, this 

chapter highlighted how damage is central to limiting the tort to its current 

boundaries. It demonstrated how types of damage that are acknowledged by 

courts, excluding the notion of dilution,543 affirm how the classic trinity is designed 

to preserve rationality in the marketplace, thus excluding brands from the 

available protection under the common law tort of passing off. This chapter then 

 

540 See n 534. 
541 See 2.2.2. 
542 See 2.2.3. 
543 See 2.2.3.1, 1.3. 
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defined the wider notion of unfair competition by misappropriation,544 in order to 

answer the question whether the tort of passing off should extend to include 

protection for brands against unfair competition by misappropriation. It 

highlighted where the tort of passing off mainly differs from the notion of 

misappropriation; the essence of the notion of unfair competition. It then outlined 

the current hostile position of the English common law towards the expansion of 

the tort of passing off to deal more generally with unfair competition by 

misappropriation.545 Finally, this chapter answered the above raised question and 

underlined the alarming position of such development of the tort.546 An evident 

danger of a further development of the tort of passing off to cover 

misappropriation of brands is overprotection that might result from the intense 

flexibility of the tort and the potential uncertainty of such flexibility. This chapter, 

however, emphasised the need for an alternative approach that affords protection 

for brands against misappropriation. Accordingly, this chapter suggested that the 

already extended protection under section 10(3) of the TMA 1994 must include 

unregistered marks in a manner that covers brands. This chapter did not offer 

detailed exploration of the proposed protection, as the examination of the current 

scope of protection under section 10 of the TMA 1994 is needed first.547 

 

 

544 See 2.3. 
545 See 2.3.1. 
546 See 2.4. 
547 See CHAPTER 3. 
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CHAPTER 3 

PROTECTION AVAILABLE UNDER SECTION 10 OF THE TRADE MARKS 

ACT 1994  

 

3.1 Introduction 

This chapter examines the protection afforded to brands under section 10 of the 

TMA 1994.548 It demonstrates how the extended protection available under this 

statutory provision is limited by the requirement of registration, and the 

interpretation of the provision by courts, thus excluding brands in their wider 

sense from protection.549 This chapter accordingly suggests an alternative to the 

English approach that allows a wider perception of brands and, thus, covers it 

with protection.  

 

This chapter in section 3.2 begins with a discussion about the traditional 

protection of trade marks under section 10(1) and 10(2) of the TMA 1994. It 

highlights the ambiguity surrounding the traditional protection under section 

10(1), as a result of the CJEU’s recognition550 of the evolving nature of trade 

marks, from preventing trade diversion to preventing a wider range of commercial 

conduct, namely investment, communication and advertising. Moreover, this 

section sheds light on the notion of the ‘average consumer’ in 3.2.1 and its role 

in limiting the protection available under section 10. This chapter then illustrates 

 

548 The Trade Marks Act (TMA 1994) is the statutory law governing registered trade marks within the UK 

jurisdiction. The TMA 1994 came into force to implement the EU Directive 89/104EEC to approximate the 

laws of the Member States relating to trade marks (available at http://data.europa.eu/eli/dir/1989/104/oj). 
549 See 1.6.3. 
550 See n 573. 

http://data.europa.eu/eli/dir/1989/104/oj
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in section 3.3 how the evolving nature of trade marks has also been 

acknowledged by the statutory protection through the insertion of an additional 

layer of protection that departs from the traditional one. In particular, reputation-

based protection under section 10(3) is considered. This section underlines the 

fact that, despite being extended beyond the traditional function of trade marks, 

the extended protection under section 10(3) is still limited and does not cover 

brands.551 As a result of the discussion of the protection afforded by the TMA 

1994 through section 10, this section (3.3) proposes some further amendments 

to section 10(3) of the TMA 1994. After that, consideration of the comparative 

advertising defence under section 10(4)(e) of the TMA 1994 is carried out in 3.4. 

This is necessary due to its possible chilling effect upon the proposed changes 

and the long-term goal of intellectual flourishing.552  

 
 

3.2 The primary purpose of trade mark protection: the protection of the 

‘essential function’ 

The primary purpose of trade mark protection is to protect ‘the interest of 

consumers by acting as a guarantee that all goods bearing the mark are of the 

same commercial origin. This is known in the Court’s terminology as the essential 

function of the trade mark.’553 Such protection ensures that trade marks perform 

 

551 See 1.6.3. 
552 See 1.3. 
553 Per Advocat General Jacobs in AG in Bristol-Myers Squibb Co v Paranova A/S [1996] ECR I-3457, Zino 

Davidoff SA v A & G Imports Ltd and Levi Strauss & Co v Tesco Stores Ltd (ECLI:EU:C:2001:205), and by the 

CJEU in Case C-206/01 Arsenal Football Club plc v Reed [2002] ECR I-10273. This is confirmation with CJEU 

in Hoffmann-La Roche v Centrafarm: ‘The essential function of the trade mark, which is to guarantee the 

identity of the origin of the trade-marked product to the consumer or ultimate user, by enabling him 

without any possibility of confusion to distinguish that product from products which have another origin. 

This guarantee of origin means that the consumer or ultimate user can be certain that a trade-marked 

products which is sold to him has not been subject at a previous stage of marketing to interference by a 

third person, without the authorization of the proprietor of the trade mark’ (Hoffmann-La Roche v 

Centrafarm [1978] ECR I-1139 [7], available at https://eur-lex.europa.eu/legal-

content/EN/TXT/HTML/?uri=CELEX:61977CJ0102&from=EN). 

https://eur-lex.europa.eu/legal-content/EN/TXT/HTML/?uri=CELEX:61977CJ0102&from=EN
https://eur-lex.europa.eu/legal-content/EN/TXT/HTML/?uri=CELEX:61977CJ0102&from=EN


 101 

as a means of reducing consumer search costs,554 and tools that signify quality.555 

This protection reflects the traditional understanding of the nature of trade marks, 

perceived to possess consequential informational value that enhances economic 

utility.556 According to this law and economics justification of trade mark 

protection, it is necessary for trade mark owners to have a monopoly right over 

their ‘valuable communicative tools’ in line with the social promise stated above.  

 

Protection for this traditional understanding of the nature of trade marks is 

afforded by sections 10(1) 557 and 10(2)558 of the TMA 1994. They, respectively, 

prohibit the use of an identical mark for identical goods or services,559 and the 

 

554 See generally WM Landes and RA Posner, The Economic Structure of Intellectual Property Law (Harvard 

University Press 2009) pp 166-168; A Griffiths, ‘A Law-and-Economics Perspective on Trade Marks’ (2008) L 

Bently, J Davis JC Ginsburg, eds. In J Davis and S Maniatis, ‘Trademarks, Brands, and Competition’ in 

Trademarks, Brands, and Competitiveness (Routledge 2010) p 246; J Aldred, ‘The Economic Rationale of 

Trademarks: An Economist’s Critique’ (2008) in ibid; MP McKenna, ‘The Normative Foundations of 

Trademark Law’ (2006) 82 Notre Dame L Rev 1844; RG Bone, ‘Hunting Goodwill: A History of the Concept 

of Goodwill in Trademark Law’ (2006) 86 BUL Rev p 555; SL Dogan and MA Lemley, ‘Trademarks and 

Consumer Search Costs on the Internet’ (2004) 41 Hous L Rev p 786; M Strasser, ‘The Rational Basis of 

Trademark Protection Revisited: Putting the Dilution Doctrine into Context’ (1999) 10 Fordham Intell Prop 

Media & Ent LJ pp 379-382; SL Carter, ‘The Trouble with Trademark’ (1990) 99 The Yale Law Journal p762; 

NS Economides, ‘The Economics of Trademarks’ (1988) 78 Trademark Rep p. 526. 
555 Ibid . 
556 As per Landes and Posner, ‘The value of a trademark is the saving in search costs made possible by the 

information or reputation that the trademark conveys or embodies about the brand (or the firm that 

produces the brand). Creating such a reputation requires expenditures on product quality, service, 

advertising, and so on. Once the reputation is created, the firm will obtain greater profits because repeat 

purchases and word-of-mouth references will generate higher sales and because consumers will be willing 

to pay higher prices for lower search costs and greater assurance of consistent quality’ (WM Landes and RA 

Posner, ‘Trademark Law: An Economic Perspective’ (1987) 30 The Journal of Law & Economics 265). 
557 Section 10(1) of the TMA 1994 states that ‘A person infringes a registered trade mark if he uses in the 

course of trade a sign which is identical with the trade mark in relation to goods or services which are 

identical with those for which it is registered’. Available at 

http://www.legislation.gov.uk/ukpga/1994/26/section/10. 
558 Section 10(2) of the TMA 1994 states that ‘A person infringes a registered trade mark if he uses in the 

course of trade a sign where because – (a) the sign is identical with the trade mark and is used in relation 

to goods or services similar to those for which the trade mark is registered, or (b) the sign is similar to the 

trade mark and is used in relation to goods or services identical with or similar to those for which the trade 

mark is registered, there exists a likelihood of confusion on the part of the public, which includes the 

likelihood of association with the trade mark.’ Available at ibid. 
559 This is a straightforward type of trade mark infringement which is sometimes referred to as ‘double 

identity’. The elements for a successful claim under this provision was summerised by the High Court in 

Interflora Inc v Marks and Spencer plc [2013] EWHC 1291 (Ch) which was followed by the Court of Appeal in 

Interflora Inc v Marks and Spencer plc [2014] EWCA Civ 1403; See also eg Arsenal Football Club plc v 

Matthew Reed Case C-206/01; Celine Sarl v Celine SA (C-17/06) [2007] E.C.R. I-7041. 

http://www.legislation.gov.uk/ukpga/1994/26/section/10
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use of a similar mark for similar goods or services when such use results in a 

likelihood of consumer confusion.560 Those provisions safeguard the 

communication of accurate information about the trade origin of products, i.e. the 

essential function.561 From this perspective, as Bone puts it, trade mark law’s 

‘core mission, as it is understood today, is to facilitate the transmission of 

accurate information to the market’.562 A role similar to that of the tort of passing 

off in the common law,563 this economic model for trade mark justification 

provides certainty and predictability as it allows the quantification of the law, 564 

critical to allow for an undisturbed flow of information in the market. 

 

Using marks for the ‘utilitarian provision of information regarding origin and quality 

in order to reduce risk and uncertainty’565 is central to the capitalist system where 

 

560 As in Wagamama Ltd v City Centre Restaurants Plc [1995] FSR 713; Adidas-Salomon AG v Fitnessworld 

Trading Ltd [2003] EUECJ C-408/01; the concept of likelihood of confusion is regulated at the international 

level, by Art. 16(1) TRIPS Agreement. 
561 As per the CJEU in Hoffmann-La Roche v Centrafarm: ‘The essential function of the trade mark, which is 

to guarantee the identity of the origin of the trade-marked product to the consumer or ultimate user, by 

enabling him without any possibility of confusion to distinguish that product from products which have 

another origin. This guarantee of origin means that the consumer or ultimate user can be certain that a 

trade-marked products which is sold to him has not been subject at a previous stage of marketing to 

interference by a third person, without the authorization of the proprietor of the trade mark’ (Hoffmann-La 

Roche v Centrafarm [1978] ECR I-1139 [7], available at https://eur-lex.europa.eu/legal-

content/EN/TXT/HTML/?uri=CELEX:61977CJ0102&from=EN). This was confirmed more recently by the AG 

in Bristol-Myers Squibb Co v Paranova A/S [1996] ECR I-3457, Zino Davidoff SA v A & G Imports Ltd and Levi 

Strauss & Co v Tesco Stores Ltd (ECLI:EU:C:2001:205), and by the CJEU in Case C-206/01 Arsenal Football 

Club plc v Reed [2002] ECR I-10273. 
562 RG Bone, ‘Hunting Goodwill: A History of the Concept of Goodwill in Trademark Law’ (2006) 86 BUL Rev 

547. 
563 See CHAPTER 2. 
564 As Lemley and McKenna further explain, ‘[w]hen it works well, trademark law facilitates the workings of 

modern markets by permitting producers to accurately communicate information about the quality of their 

products to buyers, thereby encouraging them to invest in making quality products, particularly in 

circumstances in which that quality wouldn’t otherwise be apparent. If competitors can falsely mimic that 

information, they will confuse consumers, who won’t know whether they are in fact getting a high-quality 

product. Indeed, some consumers will be stuck with lemons’ (MA Lemley and M McKenna, ‘Irrelevant 

Confusion’ (2009) 62 Stan L Rev 413, available at: http://www.stanfordlawreview.org/wp-

content/uploads/sites/3/2010/03/Lemley-McKenna.pdf). 
565 K Moore and S Reid, ‘The Birth of Brand: 4000 Years of Branding History, MPRA Paper No. 10169’ 

(Munich Personal RePEc, McGill University 2008), cited in DR Desai, ‘From Trademarks to Brands’ (2012) 64 

Fla L Rev 981. See also n 351 and accompanying texts. 

https://eur-lex.europa.eu/legal-content/EN/TXT/HTML/?uri=CELEX:61977CJ0102&from=EN
https://eur-lex.europa.eu/legal-content/EN/TXT/HTML/?uri=CELEX:61977CJ0102&from=EN
http://www.stanfordlawreview.org/wp-content/uploads/sites/3/2010/03/Lemley-McKenna.pdf
http://www.stanfordlawreview.org/wp-content/uploads/sites/3/2010/03/Lemley-McKenna.pdf
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having a fixed structure, operating in knowable and predictable patterns in the 

marketplace is essential.566 By contrast, from that perspective, protection for 

trade marks that goes beyond the essential function,567 so as to include brands, 

necessarily disturbs such a process. For example, Assaf believes that a broad 

protection to trade marks beyond their essential informational function essentially 

encourages and facilitates ‘brand ferishism’; as situation where the trend is to 

accept ‘brands as spiritual beings, which can possess personalities and human 

characteristics, embed ideals and values, serve as relationship partners, and 

provide sources of ritual and community’568 as ‘entities having an inherent value-

whereas in fact their value is created by human labor.’569 This, according to Assaf, 

leads the primary function of a trade mark to be ‘merely to exploit its psychological 

influence on the consumer.’570 

 

Nevertheless, it is a market reality that trade marks’ role has evolved over time to 

be more than a mere trade origin indicator. Trade marks now ‘[have] been 

‘released’ to compete in the socio-cultural sphere of the market’,571 with the 

purpose of ‘encouraging consumers to hold special expectations about the 

promises of the brand—whether it is a promise of special quality, unique 

 

566 Ibid. 
567 See n 553 and accompanying text. 
568 K Assaf, ‘Brand Fetishism’ (2010) 43 Conn L Rev 95, 96. 
569 Ibid, 89; citing K Marx, CAPITAL 165 (Ben Fowkes trans., Penguin Classics 1990) (1867) Where he stated 

‘There the products of the human brain appear as autonomous figures endowed with a life of their own, 

which enters into relations both with each other and with the human race. So it is in the world of 

commodities with the products of men's hands. I call this the fetishism which attaches itself to the products 

of labour as soon as they are produced as commodities, and is therefore inseparable from the production 

of commodities.’ 
570 K Assaf, ‘Brand Fetishism’ (2010) 43 Conn L Rev 88. This view is challanged in PART 2. 
571 S Schwarzkopf, ‘Turning Trademarks into Brands: How Advertising Agencies Practiced and 

Conceptualized Branding, 1890–1930’ in Trademarks, Brands, and Competitiveness (Routledge 2010)  p 

165; see also  eg GB Ramello and F Silva, ‘Appropriating Signs and Meaning: The Elusive Economics of 

Trademark’ (2006) 15 Industrial and Corporate Change 937. 
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experience, or personal identity’.572 This evolution in the trade marks’ role has 

been recognised by the CJEU.573  

 

This recognition of the change in the nature of trade marks’ role by the CJEU has 

led to some ambiguity over the extent of the traditional protection to the essential 

function of trade marks, and raised the question of whether protection to brands 

is now acknowledged by the trade marks law.574 Practically speaking, the courts’ 

departure from the traditional approach, mainly under s 10(1) of the TMA 1994, 

has been mirrored in the opinion of the Advocate General in the case Arsenal v 

Reed,575 where the ‘emotional’ attraction of the Arsenal brand was at issue. In 

this preliminary reference case (referred from the UK), the Advocate General 

noted that ‘the trade mark acquires a life of its own, making a statement … about 

quality, reputation and … a way of seeing life’576 and thus, ‘trade marks may also 

be used for advertising purposes in order to inform and persuade the 

consumer’.577 Accordingly, it is ‘simplistic reductionism to limit the function of the 

trade mark to an indication of origin’.578 

 

572 M Schultz, ‘A Cross-Disciplinary Perspective on Corporate Branding’ in Towards the Second Wave of 

Corporate Branding (2005) (cited in ibid p 166). 
573 As a member state of the EU, courts of the UK were required to follow the decisions of the CJEU in 

relation to laws founded on the EU law. Thus, the jurisprudence of the CJEU have profoundly influenced the 

interpretation of the English law. Nevertheless, the UK is no longer an EU member state (as a result of 

Brexit), and at the end date of the transition period (Jan 2021), the jurisprudence of the CJEU will not be 

binding to UK courts. See Jurisdictional arrangements and pending proceedings in the Guidance for 

businesses and organisations holding EU trade marks at the end of the transition period, available at 

https://www.gov.uk/guidance/eu-trademark-protection-and-comparable-uk-trademarks#jurisdictional-

arrangements-and-pending-proceedings.  
574 See L’Oréal SA v Bellure NV [2006] EWHC 1503 (Ch), [2006] EWHC 2355 (Ch), [2007] EWCA Civ 968, 

[2010] EWCA Civ 535 
575 Arsenal Football Club plc v Reed [2003] EWCA Civ 696. 
576 Case C-206/01 Arsenal Football Club plc v Reed [2002] ECR I-10273, Opinion of AG Ruiz-Jarabo, para 46. 
577 Ibid, para 43. 
578 Ibid, para 46; the AG opinion is in line with what was considered by the CJEU to be within the legitimate 

interests of the trade mark owner in Case C-337/95 Parfums Christian Dior v Evora [1997] ECR I-6013, paras 

39–48; for further discussion see A Griffiths, ‘The Trade Mark Monopoly: An Analysis of the Core Zone of 

Absolute Protection Under Art. 5.1 (a)’ (2007) 3 Intell Prop Q 312. 

https://www.gov.uk/guidance/eu-trademark-protection-and-comparable-uk-trademarks#jurisdictional-arrangements-and-pending-proceedings
https://www.gov.uk/guidance/eu-trademark-protection-and-comparable-uk-trademarks#jurisdictional-arrangements-and-pending-proceedings


 105 

 

Unlike the Advocate General, the CJEU took a more cautious approach in 

Arsenal v Reed,579 and subsequently in Adam Opel AG v. Autec AG.,580 in relation 

to the extent to which the protection for registered trade marks should cover 

brands. Nevertheless, the CJEU has added a new layer of protection to the 

provision by stating that non-trade mark use could constitute a trade mark 

infringement, recognising that trade marks may have ‘other functions’ that the 

Court was prepared to protect.581 The Court did not, however, shed any light on 

the nature of the ‘other functions’ of trade marks. Instead, the Court only 

discussed in detail what constituted the ‘essential function’ of trade marks and 

emphasised that ‘other functions’ of trade marks would only be at issue if the use 

affected the essential function of the mark.582 The judgement 

in Arsenal v Reed,583 as Davis puts it, ‘recognised the importance of the 

transferability of trade marks (a key brand value, as we have argued), but it has 

remained cautious as to the extent to which a trade mark’s ‘emotional’ values 

might also be protected’.584 

 

 

579 Arsenal Football Club plc v Reed [2002] EWHC 2695 (Ch). 
580 Adam Opel AG v. Autec AG. Case C-48/05 [2007] ETMR 3. 
581 In particular, the CJEU addressed the question of whether ‘the trade mark proprietor [is entitled] to 

prohibit any use by a third party in the course of trade of a sign identical to the trade mark for goods 

identical to those for which the mark is registered, or whether that right of prohibition presupposes the 

existence of a specific interest of the proprietor as trade mark proprietor, in that use of the sign in question 

by a third party must affect or be liable to affect one of the functions of the mark’ (Case C-206/01 Arsenal 

Football Club plc v Reed [2002] ECR I-10273, para 42); see also Case C-487/07 L’Oréal SA v Bellure NV [2009] 

EUECJ. See n 573. 
582 Ibid. 
583 Arsenal Football Club plc v Reed [2002] EWHC 2695 (Ch). 
584 Davis J, ‘The Value of Trade Marks: Economic Assets and Cultural Icons’ (2006)  Bridging Aesthetics and 

Economics, Montreal: Editions Themis 97. 
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Following Arsenal v Reed,585 the CJEU’s leading decision in L’Oréal v Bellure586 

gave further clarification on the extent of protection under statutory law, 

demonstrating that it covered ‘not only the essential function of the trade mark, 

which is to guarantee to consumers the origin of the goods or services, but also 

its other functions, in particular that of guaranteeing the quality of the goods or 

services in question and those of communication, investment or advertising’.587 

The CJEU’s line of judgments following L’Oréal v Bellure,588 which elaborates the 

meaning of the communication, investment or advertising uses of trade marks,589 

suggests that the Court, notwithstanding the views of the traditional economic 

approach, recognises broader functions for trade marks, such as those 

suggested by the Advocate General in Arsenal v Reed.590 At the same time, 

however, the CJEU’s language to clarify and define communication, investment 

or advertising functions demonstrates the Court’s ‘unwillingness to translate that 

abstract recognition into concrete protection’.591 

  

This thesis suggests that the lack of clarity592 over the protection of the ‘other 

functions’ of trade marks is fuelled by the CJEU’s attempts to create a balance 

 

585 Arsenal Football Club plc v Reed [2002] EWHC 2695 (Ch). 
586 Case C-487/07 L’Oréal SA v Bellure NV [2009] EUECJ. 
587 Ibid. 
588 Ibid. 
589 Cases C-236/08 to C-238/08 Google France SARL v Louis Vuitton Malletier SA; Google France SARL v 

Viaticum SA; and Google France SARL v Centre national de recherche en relations humaines (CNRRH) SARL 

[2010] ECR I-2417; Case C-323/09 Interflora Inc v Marks & Spencer plc [2011] ECR I-8625. 
590 Arsenal Football Club plc v Reed [2002] EWHC 2695 (Ch). 
591 SI Fhima, ‘Trade Mark Law Meets Branding?’ in (CUP 2014) P 232. 
592 The departure of the CJEU from the statutory language of s 10(1), and the ambiguous and unclear 

language used by the CJEU in the case law to identify the extent of protection for trade marks beyond their 

essential function, has created tension and uncertainty as to the application of s 10(1). It has therefore been 

subject to continuous criticism from scholars, see eg D Gangjee and R Burrell, ‘Because You’re Worth it: 

L’Oréal and the Prohibition on Free Riding’ (2010) 73 MLR 282; D Gangjee and R Burrell, ‘The Implications 

of L’Oréal V Bellure: A Retrospective and Looking Forward’ (2011) 33 Eur Intell Prop Rev 550. Also, from 

national courts, as in L’Oréal v Bellure, where Jacob J stated that he ‘[had] real difficulty with these functions 

when divorced from the origin function. There is nothing in the legislation about them. Conceptually they 

are vague and ill-defined’ (L’Oréal SA v Bellure NV [2010] EWCA Civ 535 [30]). 
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between the conflicting interests: the private interests of trade mark owners in 

maintaining exclusive rights in their marks, the interests of competitors and the 

wider interest of the public in maintaining a free market.593 This thesis 

emphasises the need for such a balance in order to enhance intellectual 

flourishing in society.594 Nevertheless, to continue to stretch the extent of 

protection of the ‘other functions’ of trade marks under section 10 of the TMA 

1994 without explicit boundaries, however, is dangerous.595 It would eventually 

lead protection under the TMA 1994 to be heavily influenced by the notion of 

unfair competition and to be purely in favour of trade marks owners,596 which 

conflicts with individuals obligation to living to their fullest intellectual potential and 

achieving their utmost intellectual engagement in society.597 

 

Therefore, since the impact of this extended protection for trade marks is only 

determined by judicial interpretation of the law and its key phrases,598 this thesis 

suggests that English courts restrict the interpretation of the protection available 

 

593 A recent CJEU decision which exemplifies this approach can be found in Viking Gas A/S v Kosan Gas a/s 

A case concerned the re-use of gas bottles formerly put on the market by the trade mark owner where the 

CJEU, while interpreting art 7 of the TMD, stated that ‘a balance must be struck between, on the one hand, 

the legitimate interest on the part of the licensee of the right to the trade mark constituted by the shape of 

the composite bottle and the proprietor of the marks affixed to that bottle in profiting from the rights 

attached to those marks and, on the other, the legitimate interests of purchasers of those bottles, in 

particular the interest in fully enjoying their property rights in those bottles, and the general interest in 

maintaining undistorted competition’ Case-46/10 Viking Gas A/S v Kosan Gas a/s, judgement of 14 July 

2011at para 31. According to Davis ‘This comment is a neat illustration of the recognition by the CJEU that 

there are different and conflicting interests which must be reconciled for the single market to function 

efficiently.’ J Davis, Promoting the Public Interest and the European Trade Mark Directive: A Contradictory 

Approach (Springer 2013) p 128. See also n 573. 
594 See 1.3. 
595 ‘[D]espite the recent clarifications by the CJEU on the functions of trade marks, one still wonders how 

many functions a trade mark has. The CJEU has identified four overlapping by name, but it could credibly 

be argued that there are many more functions of trade marks’ (J Tarawneh, ‘A New Classification for Trade 

Mark Functions’ (2016) 4 Intell Prop Q 352). 
596 See 2.3. 
597 See n 594. 
598 H Carty, ‘Do Marks with a Reputation Merit Special Protection?’ (1997) 19 EIPR 684; see also M 

Grynberg, ‘The Judicial Role in Trademark Law’ (2011) 52 BCL Rev 1283. 
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under section 10(1) of the TMA 1994, and accordingly section 10(2), to the 

traditional protection of trade marks. Thus, protection under the named provision 

should be limited to the protection of the informational role of trade marks as 

indicators of trade origin and quality.599 The extended protection for trade marks 

should then be solely afforded by section 10(3) of the TMA 1994, which reflects 

the statute’s recognition of the evolved nature of trade marks, as will be discussed 

in the next section. Before the examination of section 10(3), it is crucial to shed 

lights on the notion of the ‘average consumer’ through which protection to trade 

marks is determined as demonstrated in the following subsection. 

 

3.2.1 The average consumer 

As has been discussed thus far in this chapter, the primary purpose of trade 

marks protection is to protect the commercial origin of a trade mark from being 

confused with others.600 The presence of likelihood of confusion ‘must be 

appreciated globally’,601 taking account of ‘the visual, aural and conceptual 

similarities of the marks… assessed by reference to the overall impressions 

created by the marks’.602 The overall impressions ‘must be judged through the 

eyes of the average consumer of the goods or services in question’.603 

 

 

599 See n 221 and accompanying text. 
600 For criticism of this view see eg W McGeveran and MP McKenna, ‘Confusion Isn't Everything’ (2013) 89 

Notre Dame L Rev 253. 
601 As confirmed recently by the Court of Appeal in Comic Enterprises Ltd v Twentieth Century Fox Film 

Corporation [2016] EWCA Civ 41 [31]; See also the CJEU judgment in 1999 Case C-342/97, Lloyd Schuhfabrik 

Meyer & Co. GmbH v Klijsen Handel BV. (‘In order to assess the degree of similarity between the marks 

concerned, the national court must determine the degree of visual, aural or conceptual similarity between 

them’) [27]. 
602 [2016] EWCA Civ 41, Ibid. 
603 Ibid; see generally L Anemaet, ‘The Many Faces of the Average Consumer: Is It Really So Difficult to 

Assess Whether Two Stripes Are Similar to Three?’ (2020) 51 IIC-International Review of Intellectual 

Property and Competition Law 187; K Weatherall, ‘The Consumer as the Empirical Measure of Trade Mark 

Law’ (2017) 80 The Modern Law Review 57; T Chou, ‘Procter & Gamble V. Ohim: Is the Generic Average 

Consumer Too Generic for Its Own Good’ (2006) 28 Loy LA Int'l & Comp L Rev 625. 
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The ‘average consumer’ is a ‘legal construct’604 that refers to ‘a notional 

individual’,605 who is, according to the CJEU,606 ‘reasonably well-informed and 

reasonably observant and circumspect’.607 In other words, in determining the 

presence of the likelihood of confusion in trade marks infringement cases, courts 

rely on, as Davis puts it, ‘the existence of one utility-maximising individual 

consumer, whose choices will coincide with those of all consumers for a particular 

product or service’608 – a ‘representative consumer’.609 The level of attention of 

the ‘average consumer’ varies depending upon types of products at issue, i.e. the 

average consumer is expected to be less attentive when purchasing washing 

tablets than when purchasing a car.610 

 

Adoption of the abstract ‘average consumer test’ by English courts to examine 

trade mark infringement provides a suitable instrument that leads to the 

standardisation of consumer behaviour, thus making it easily predictable, as 

needed by the free market.611 This is opposed to what might result from 

 

604 This was stated clearly by Birss J in Hearst Holding v A.V.E.L.A Inc [ 2014] EWHC 439 (Ch): ’The parties 

were agreed that the relevant person is a legal construct and that the test is to be applied objectively by 

the court from the point of view of that constructed person. The word ”average” denotes that the person is 

typical. The term “average” does not denote some form of numerical mean, mode or median’ (J Davis, 

‘Revisiting the Average Consumer: An Uncertain Presence in European Trademark Laww’ (2015) 1 Intell 

Prop Q 15). 
605 Per Jacob J in Reed Executive plc v Reed Business Information Ltd [2004] EWCA Civ 159 [25]. 
606 The notion of the ‘average consumer’ is analysed in detail in the CJEU decision in Case C-323/09 

Interflora Inc v Marks & Spencer plc [2011] ECR I-8625; see also eg GB Dinwoodie and DS Gangjee, ‘The 

Image of the Consumer in European Trade Mark Law’ (2015)  The Image (s) of the Consumer in EU Law 

(Leczykiewicz and Weatherill eds)(Hart Pub 2015). 
607 Case C-210/96 [1998] ECR I-4657, cited in R Incardona and C Poncibo, ‘The Average Consumer, the 

Unfair Commercial Practices Directive, and the Cognitive Revolution’ (2007) 30 Journal of consumer policy 

21.  
608 J Davis, ‘Revisiting the Average Consumer: An Uncertain Presence in European Trademark Law’ (2015) 1 

Intell Prop Q 15 p. 21; see generally SP Anderson, A De Palma, JF Thisse Discrete Choice Theory of Product 

Differentiation (MIT Press 1992) ch1, 13–14. 
609 J Davis, ibid.  
610 As exemplified by J Davis, ‘Revisiting the Average Consumer: An Uncertain Presence in European 

Trademark Law’ (2015) 1 Intell Prop Q 15 p 15 (citing for washing up tablets, see Procter & Gamble v OHIM 

(C-468/01 P) [2004] E.C.R. I-5141, [2004] E.T.M.R. 88; and for cars, see Ruiz-Picasso v OHIM (C-361/04 P) 

[2006] E.C.R. I-643, [2006] E.T.M.R. 29.). 
611 See eg nn. 56, 88 and accompanying text. 



 110 

examining whether ‘actual’ relevant consumers are likely to be confused, which 

is inconsistent with the process of free market competition that requires ‘a stable, 

predictable environment that encourages risk-taking’,612 as Forbes and Ames 

suggest. The ‘actual’ consumer, however, is supposed to be the opposite; as 

Rothbard puts it, ‘their values, ideas, expectations, and knowledge change all the 

time, and change in an unpredictable manner’.613 From this perspective, it is 

challenging to achieve the required stable and predictable environment for 

capitalist markets when taking into consideration the behaviour of ‘actual’ 

consumers who are supposed to be ‘spontaneous’ and ‘unpredictable’.614 

Accordingly, the abstract notion of the average consumer significantly binds the 

protection afforded to trade marks to rationality.615 As the following section 

demonstrates, this effect reaches the extended protection under section 10(3), 

and thus, excludes brands from protection under the named section.  

 

 

612 See n 351 and accompanying text. 
613 In his discussion of the ‘Ten Great Economic Myths’, Rothbard rejected the notion that ‘… Economists, 

using charts or high-speed computer models, can accurately forecast the future’, and posed the question 

‘If he can really predict the future so well, why is he wasting his time putting out newsletters or doing 

consulting when he himself could be making trillions of dollars in the stock and commodity markets?’ (MN 

Rothbard, Making Economic Sense (Ludwig von Mises Institute 1995) 13, available at https://mises-

media.s3.amazonaws.com/Making%20Economic%20Sense_3.pdf). 
614 This argument is nonetheless inaccurate from the view of behavioural economists. As Davis draws 

attention to, Ariely stated that ’Standard economics assume that we are rational – that we know all the 

pertinent information about our decisions, that we can calculate the value of the different options we face, 

and that we are cognitively unhindered in weighing the ramifications of each potential choice. The result is 

that we are presumed to be making logical and sensible decisions’ (C Arney, ‘Predictably Irrational: The 

Hidden Forces that Shape Our Decisions’ (2010) 44 Mathematics and Computer Education 68, cited in J 

Davis, ‘Revisiting the Average Consumer: An Uncertain Presence in European Trademark Law’ (2015) 1 Intell 

Prop Q 15 p 22), see generally GS Becker, The Economic Approach to Human Behavior (University of 

Chicago press 2013); CW Park, DJ MacInnis and JR Priester, ‘Beyond Attitudes: Attachment and Consumer 

Behavior’ (2006). 
615 Per Davis‘Nonetheless, it is submitted that the average consumer of trade mark law is, unlike the 

consumer in brand valuation studies, generally assumed to have a rational relationship to the products or 

services which is mediated through the trade mark’ J Davis, ‘The Value of Trade Marks: Economic Assets 

and Cultural Icons’ (2006) Bridging Aesthetics and Economics, Montreal: Editions Themis 97; see also J 

Davis, ‘Locating the Average Consumer: His Judicial Origins, Intellectual Influences and Current Role in 

European Trade Mark Law’ (2005) 2 Intellectual property quarterly 183. 

 

https://mises-media.s3.amazonaws.com/Making%20Economic%20Sense_3.pdf
https://mises-media.s3.amazonaws.com/Making%20Economic%20Sense_3.pdf
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3.3 The extended reputation-based protection: still does not cover 

brands616 

The transformation of the nature of the role of trade marks to be more than trade 

origin identifiers617 has also been recognised by statutory trade mark law. This 

shift in perceiving trade marks has resulted in the addition of a new layer of 

protection to the TMA 1994, that reaches beyond the benchmark of consumer 

confusion. In particular, this extended protection was introduced by the insertion 

of section 10(3)618 (following TMD, art 5(2)619). This provision provides a 

reputation-based protection to trade marks against use of signs which may exploit 

and/or damage their reputation620 (also known as anti-dilution provision).621 

Specifically, it gives owners of registered trade marks with reputation the right to 

prevent the un-authorised use of an identical or a similar sign on similar or 

dissimilar goods622 that (i) takes unfair advantage of the trade mark, (ii) is 

detrimental to the distinctive character of the trade mark and (ii) detrimental to the 

repute of the trade mark. Nevertheless, since for any of the three above-

mentioned types of protection to be granted, the requirement of ‘reputation’ and 

‘registration’ must be fulfilled, it is crucial to first explore the meaning of 

 

616 See 1.6.3. 
617 See nn. 571, 572 and accompanying texts. 
618 See n 58 and accompanying text. 
619 Directive 2008/95/EC which was repealed and replaced by EU Directive 2015/2436. 
620 Protection to well-known marks, which are not registered in the UK is available under section 56 of the 

TMA 1994, through which the UK fulfils its international obligation under Article 6bis of the Paris 

Convention. See n 459. The protection afforded under named section is however limited. It allows the 

owner of the well-known mark to prevent the use of a n identical or similar trade mark in relation to 

identical or similar goods or services where use is likely to cause confusion.  
621 See N Briggs, ’Infringement Under Section 10(2) and 10(3) of the 1994 Trade Marks Act in Perspective’ 

(2000) EIPR 429, 432; for more about the concept of dilution see 2.2.3.1, 3.3.4. 
622 Although the wording of section 10(3) indicates that no likelihood of confusion is required for the 

extended protection, the irrelevance of likelihood of confusion was emphasised, in several decisions, by the 

English courts and the CJEU, see eg Pfizer Ltd v Eurofood Link (UK) Ltd [2001] F.S.R. 17, [28]-[32] and the 

decision of the ECJ in Case C-251/95 Sabel BV v Puma AG [1998] R.P.C. 199. This was as a result of some 

attempts in case law to incorporate confusion under section 10(3) of the TMA 1994, see eg Baywatch 

Production Co Inc v The Home Video Channel [1997] F.S.R. 22.  
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‘reputation’ as it is currently defined by courts and to demonstrate whether that 

definition is in compliance with intellectual flourishing as employed in this work. 

Second, it is possible to then explore the statutory requirement of registration and 

examine how such requirement excludes brands from the extended protection 

against unfair competition offered by the TMA 1994.  

 

3.3.1 The nature of reputation 

The CJEU’s decision in General Motors v Yplon623 on what trade mark owners 

need to prove in order to establish reputation in a mark remains the leading 

authority in the English law.624 In that case, the claimant, General Motors owned 

the Benelux registered mark CHEVY in relation to cars.625 Years later, the 

defendant, Yplon had registered CHEVY at the Benelux Trade Mark Office in 

relation to detergents and cleaning products in Belgium. General Motors objected 

to CHEVY’s registration and use in relation to detergent on the grounds that the 

mark had a reputation, and that Yplon's use of the mark entails dilution of the 

mark’s distinctiveness. Yplon, on the other hand, counter argued that General 

Motors’ ‘CHEVY’ marks ’does not have a reputation within the Benelux 

countries’.626 Furthermore, Yplon argued that ’since the products covered by the 

registrations of the respective trade marks are quite different,… the use of its 

trade mark 'Chevy’ cannot be detrimental to the distinctive character of General 

Motors' trade mark.’627 A question concerning the clarification of the concept of a 

 

623 Case C-375/97 General Motors Corporation v Yplon SA [1999] ECR 1-5421. 
624 The CJEU interpretation of reputation in General Motors was recently followed, for example, by Natural 

Instinct Ltd v Natures Menu Ltd [2020] EWHC 617 (IPEC); Sazerac Brands, LLC & Ors v Liverpool Gin Distillery 

Ltd & Ors [2020] EWHC 2424 (Ch); Claridge's Hotel Ltd v Claridge Candles Ltd & Anor [2019] EWHC 2003 

(IPEC); Asid Reignz Enterprises Ltd v Easygroup Ltd [2018] 12 WLUK 703; Mastercard International Inc v Hitachi 

Credit (UK) Plc [2004] EWHC 1623 (Ch); Conde Nast Publications Ltd v Voque Ltd [2015] 7 WLUK 177. 
625 Case C-375/97 General Motors Corporation v Yplon SA [1999] ECR 1-5421 [7]. 
626 See OPINION OF ADVOCATE GENERAL JACOBS delivered on 26 November 1998 [11]. 
627 Ibid. 
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trade mark having a reputation and its reach under Article 5(2) of the Trade Marks 

Directive 1998628 was referred to the CJEU by the Tribunal de Commerce de 

Tournai in Belgium.629 

 

In response to the preliminary reference by the Belgian court, the CJEU has 

explained the meaning of the expression 'has a reputation’ under Article 5(2) of 

the Directive630 by stating that ’a registered trade mark must be known by a 

significant part of the public concerned by the products or services which it 

covers’631 in a manner that ’when confronted by the later trade mark, [the 

concerned public] may possibly make an association between the two trade 

marks, even when used for non-similar products or services, and that the earlier 

trade mark may consequently be damaged.’632 The public concerned by the 

 

628 First Council Directive 89/104/EEC of 21 December 1988 to approximate the laws of the Member States 

relating to trade marks, available at https://eur-

lex.europa.eu/LexUriServ/LexUriServ.do?uri=CELEX:31989L0104:en:HTML.  
629 According to Yplon “The reputation of the trade mark in question should exist throughout the territory 

of a Member State or, in the case of the Benelux countries, throughout one of those countries.” Case C-

375/97 [14]; General Motors, by contrast argued that “in order to have a reputation within the meaning of 

Article 5(2) of the Directive, the earlier trade mark must be known by the public concerned, but not to the 

extent of being 'well-known’ within the meaning of Article 6 bis of the [the Paris Convention], which is a 

term to which express reference is made, albeit in a different context, in Article 4(2)(d) of the Directive” 

Case C-375/97 [13], therefore “it is sufficient for the trade mark concerned to have a reputation in a 

substantial part of the territory of a Member State, which may cover a community or a region of that 

State.” Ibid. General Motors argument was affirmed by the Belgian Government stating that “'trade mark 

having a reputation’ should be construed flexibly and that there is a difference of degree between a mark 

with a reputation and a well-known mark. The degree to which a trade mark is well known cannot be 

evaluated in the abstract by, for example, setting a percentage. A reputation in any single one of the three 

Benelux countries applies throughout the Benelux territory.” Ibid [15]; This was later questioned in Davidoff 

& Cie SA v Gofkid Ltd (C292/00), see eg M Christopher, ‘Extending Protection for Marks Having a 

Reputation: What Is the Effect of the Decision of the European Court of Justice in Davidoff V Gofkid?’ 

(2003) European Intellectual Property Review 279. 
630 See 628. 
631 Case C-375/97 General Motors Corporation v Yplon SA [1999] ECR 1-5421 [26], [31]; this is in line with 

the opinion of the Advocate General Jacob where he stated that “As to the meaning of reputation in a 

Member State it is sufficient in my view that a mark has a reputation in a substantial part of a Member 

State. It follows therefore that it is sufficient that a mark has a reputation in a substantial part of the 

Benelux territory which may be part only of one of the Benelux countries. That is the sole method of 

recognising the cultural and linguistic differences which may exist within a Member State; thus a mark may 

have a regional reputation, for example in the Dutch-speaking part of Belgium.” See OPINION OF 

ADVOCATE GENERAL JACOBS delivered on 26 November 1998 [47]. 
632 Case C-375/97 General Motors Corporation v Yplon SA [1999] ECR 1-5421 [23]. 

https://eur-lex.europa.eu/LexUriServ/LexUriServ.do?uri=CELEX:31989L0104:en:HTML
https://eur-lex.europa.eu/LexUriServ/LexUriServ.do?uri=CELEX:31989L0104:en:HTML
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products or services, could be either the general public or a more specialised 

public.633 In examining whether this requirement is fulfilled, national courts may 

’take into consideration all the relevant facts of the case’,634 namely, ’the market 

share held by the trade mark, the intensity, geographical extent and duration of 

its use, and the size of the investment made by the undertaking in promoting it’.635  

 

The interpretation of ‘reputation’636 as such is supported and adopted by this 

thesis.637 This is because it provides an understanding of trade marks that fits 

with brands. An understanding that acknowledges the fact that traditional function 

of product differentiation is no longer the key factor in the marketplace,638 as well 

as, the fact that brands are ‘not [merely built] around products.’639 In other words, 

the existing interpretation of ‘reputation’ within the English law implies the 

acknowledgment of the activity conducted by a brand owner of inventing, 

transforming, mixing up colours, words, images or shapes to create meaning and 

introducing it to the public to result in the corresponding interpretation and 

intellectual engagement by the public towards a brand. This process is at the 

heart of intellectual flourishing.640 This section now turns to the statutory 

requirement of ‘registration’. 

 

633 For more on the concept of ‘reputation’ within the trade marks law see eg U Ćemalović, ‘Notions Of 

'likelihood of Confusion' and Of 'trademark with a Reputation 'in the Harmonized Eu Trademark Law’ 

(2015) 9 Ius Novum 56; R Burrell and M Handler, Reputation in European Trade Mark Law: A Re-Examination 

(Springer 2016). 
634 Case C-375/97 [27]. 
635 Ibid, In General Motors v Yplon, use of the mark in only part of the Benelux region was sufficient to establish 

a protected reputation. 
636 See generally J Sitko, ‘Trade Marks with a Reputation and Famous Marks: Differences in Approach 

between the European Union, Poland and the United States in Relation to the Principle of Speciality’ (2017) 

7 Queen Mary Journal of Intellectual Property 331. 
637 See 7.4. 
638 JB Swann, ‘An Interdisciplinary Approach to Brand Strength’ (2006) 96 Trademark Rep p 952. 
639 C Lury, Brands: The Logos of the Global Economy (Routledge 2004) p 122 (quoting N Klein, No Logo 

(Vintage Books Canada 2009) p 22). 
640 See 1.3. 
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3.3.2 Protection limited to registered trade marks 

For a mark with reputation641 to be eligible for protection under the TMA 1994 it 

must be registered.642 For a mark to be eligible for registration at the first place, 

it must be capable of fulfilling the essential function of indicating its trade origin.643 

Every sign, whether entirely invented or possessing second meanings which are 

distant from the products with which they are used, must acquire a 

distinctiveness644 that enables the average consumer645 to perceive it as a badge 

of origin,646 in order to be registered,647  and, thus protected by the trade mark 

law. The registration requirement makes it clear that the essential meaning of a 

trade mark is its meaning as an indicator of origin and to that meaning the 

protection of brands648 is linked. Looking at it from the perspective of Law and 

Economics, one could argue that the requirement that for any sign to be 

registered it must fulfil its ‘essential function’ – namely, it must be capable of being 

 

641 See 3.3.1. 
642 Except for well-known marks; see n 629. A detailed analysis of the rights conferred by registration of 

trade marks was recently given by the Court of appeal in British American Tobacco UK Ltd & Ors, R (on the 

application of) v The Secretary of State for Health [2016] EWCA Civ 1182.  
643 See 1.6.2. 
644 As Davis clarifies, ‘This is not to say that to be registrable a sign must reach a ”specific level of linguistic 

or artistic creativity or imaginativeness”. The general public interest which lies behind this provision is that 

the registered trade mark should fulfil its essential function of enabling the end user to distinguish the 

goods or services to which it attaches from those which have a different origin’ (J Davis, ‘Between a Sign 

and a Brand: Mapping the Boundaries of a Registered Trade Mark in European Union Trade Mark Law’ in L 

Bently, J Davis and JC Ginsburg (eds), Trade Marks and Brands: An Interdisciplinary Critique (vol 10, CUP 

2008) 77. 
645 See 3.2.1. 
646 Or, as per the US Third Circuit, a ‘signifier of origin’: ‘This is because the classification system’s primary 

purpose is to determine whether the mark is protectable as a trademark in the first place – that is, to 

determine whether consumers are likely to perceive the mark as a signifier of origin, rather than as a mere 

identification of the type of product’ (A & H Sportswear, Inc v Victoria’s Secret Stores, Inc, 237 F.3d 198, 222 

(3d Cir. 2000), cited in B Beebe, ‘The Semiotic Analysis of Trademark Law’ (2003) 51 UClA l Rev 621); or, as 

per the US Seventh Circuit, a ‘signifier of source’: ‘[T]rademark and trade dress law do not protect 

originality; they protect signifiers of source’ (Publ’ns Int’l, Ltd v Landoll, Inc, 164 F.3d 337, 343 (7th Cir. 1998), 

cited in ibid). 
647 See eg J Davis, ‘Between a Sign and a Brand: Mapping the Boundaries of a Registered Trade Mark in 

European Union Trade Mark Law’ in L Bently, J Davis and JC Ginsburg (eds), Trade Marks and Brands: An 

Interdisciplinary Critique (vol 10, CUP 2008) 68–74. 
648 See 1.6.3. 
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used as an indication of trade origin – should not be an issue when brands 

protection is concerned since, as Davis demonstrates, a brand649 is expected to 

symbolise the functional role of trade origin identification attributed to the trade 

mark.650 

 

Furthermore, it could be argued that protection under section 10(3) of the TMA 

1994 could not be limited due to registration to the extent demonstrated above. 

This is particularly so after the recent amendments to the TMA 1994,651 which 

removed the prerequisite for trade marks to be capable of being represented 

graphically. Instead, signs are now eligible for registration ‘in any appropriate form 

using generally available technology’.652 Although the current section (1) of TMA 

1994 specifically mentions colours, sounds and packaging, almost any sign can 

be registered in any form, provided that it enables ‘the registrar and other 

competent authorities and the public to determine the clear and precise subject 

matter of the protection afforded to the proprietor’.653 Therefore, any combination 

of elements that constitute a brand654 could likewise be registered once it 

acquired the necessary distinctiveness,655 thereby enjoying the extended 

protection under section 10(3) of the TMA 1994.  

 

 

649 Ibid. 
650 J Davis, ‘The Value of Trade Marks: Economic Assets and Cultural Icons’ (2006) Bridging Aesthetics and 

Economics, Montreal: Editions Themis 97. 
651 Changes have been made to the TMA 1994 in order to comply with Directive (EU) 2015/2436 of 16 

December 2015 to approximate the laws of the member states relating to trade marks (Recast) [2015] OJ 

L336/1, which came into force on 12 January 2016; those changes were implemented into UK law as of 14 

January 2019 by the Trade Marks Regulations 2018, SI 2008/825, available at 

http://www.legislation.gov.uk/uksi/2018/825/contents.  
652 The tenth recital of Regulation (EU) 2017/1001, available at https://eur-lex.europa.eu/legal-

content/EN/TXT/HTML/?uri=CELEX:32017R1001&from=EN. 
653 S1(a) of the TMA 1994, available at http://www.legislation.gov.uk/ukpga/1994/26/section/1. 
654 See 1.6.3. 
655 See n 644. 

http://www.legislation.gov.uk/uksi/2018/825/contents
https://eur-lex.europa.eu/legal-content/EN/TXT/HTML/?uri=CELEX:32017R1001&from=EN
https://eur-lex.europa.eu/legal-content/EN/TXT/HTML/?uri=CELEX:32017R1001&from=EN
http://www.legislation.gov.uk/ukpga/1994/26/section/1
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It is submitted by this thesis that the registration system affords important 

remedies against un-authorised use of registered marks.656 It allows the owner to 

litigate for infringement and to obtain an exclusive right to prevent competitors 

from benefiting from their hard-earned reputation. Nonetheless, maintaining 

intellectual flourishing would be difficult, if not impossible, under such a 

requirement. In an effort to promote and sustain intellectual flourishing this thesis 

suggests that registration of any combination of elements that constitute a brand 

be discouraged. In particular, despite the overlap between trade marks with 

reputation and brands, this thesis suggests that there should always be a 

distinction between what could be registered as a trade mark and the elements 

that form the brand.657 Securing and encouraging exclusive statutory rights for an 

unlimited period of time over intangibles that form a brand could not only stifle 

market competition but also undermine the obligation on society to flourish 

intellectually.658 In particular, this thesis draws attention to the fact that 

encouraging the registration of all combinations of a brand requires constant 

repetition, and thus, brands’ owners would ‘find themselves almost obliged to 

continue repeating products with the same colors and patterns as part of their 

collections’.659 This would lead the law to ‘ultimately support a system of 

intellectual property protection that not only legitimises, but also promotes 

standardisation’660 – a state that lacks intellectual challenges in the 

 

656 For more about trade mark registration, see eg L Bently, J Davis and JC Ginsburg (eds), Trade Marks and 

Brands: An Interdisciplinary Critique (vol 10, CUP 2008). 
657 See 1.6.3. 
658 See 1.3. 
659 I Calboli, ‘Hands Off “My” Colors, Patterns, and Shapes! How Non-Traditional Trademarks Promote 

Standardization and May Negatively Impact Creativity and Innovation’ (2018) in I Calboli and M Senftleben, 

The Protection of Non-traditional Trademarks: Critical Perspectives (OUP 2019) 306. 
660 Ibid  288. On intellectual property theories see eg W Fisher, ‘Theories of Intellectual Property’ (2001)  

Cambridge: Cambridge. 
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marketplace.661 This process contributes to the mere reproduction and repetition 

of ideas and information that, as argued by Hegel,662 represents itself for 

immediate utility and structure, leading to the undermining of the larger obligation 

on society to intellectually flourish. 

 

For example, the requirement for registration, which is often followed by a 

constant repetition, overlooks the impact of brands as part of sensory world upon 

the existing knowledge663 (which forms a fundamental part of the intellectual 

flourishing in society) and vice-versa. It first ‘limits designers’ creativity as every 

shoe, bag, and any other product designed by these companies would need to 

carry the characteristic colored sole or patterns and stripes’.664 This, in turn, as 

will be discussed further in chapter 4, would undermine the re-use existing 

knowledge and its role, not only in the market, but also in society. This is because 

it results in the standardisation and the repetition of features of products offered 

to the public (for example premium packaging as was the case in L’Oréal), which 

are part of the ideas of the sensory world from which knowledge, and thus ideas 

and thoughts, is acquired.665 Finally, to register marks that constitute a brand in 

order to qualify for the statutory protection provided by the TMA 1994 is a 

choice,666 which, this thesis suggests, should not be encouraged when protection 

 

661 See 1.3. 
662 Georg Wilhelm Friedrich Hegel (1770–1831) was a German philosopher and one of the most influential 

idealists. For more about Hegel, see eg T Pinkard, Hegel: A Biography (CUP 2001); H Althaus, Hegel: An 

Intellectual Biography (John Wiley & Sons 2016). 
663 See CHAPTER 4. 
664 I Calboli, ‘Hands Off “My” Colors, Patterns, and Shapes! How Non-Traditional Trademarks Promote 

Standardization and May Negatively Impact Creativity and Innovation’ (2018) in I Calboli and M Senftleben, 

The Protection of Non-traditional Trademarks: Critical Perspectives (OUP 2019) p. 306. 
665 See n 663. 
666 Y Alexandra, ‘Commercial Value of Trade Marks: Do Current Laws Provide Brands Sufficient Protection 

from Infringement?’ (2010) EIPR 203. 
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for brands667 and their role in the enhancement of intellectual flourishing668 are 

concerned.  

 

This chapter now discusses the types of protection available under section10(3) 

of the TMA 1994 to registered trade marks with reputation in (3.3.3) and (3.3.4). 

 

3.3.3 The problem with ‘unfair advantage’ 

This section concerns the scope of application of ‘unfair advantage’ under section 

10(3) of the TMA 1994 and discusses whether it covers the complex nature of 

brands and their role in intellectual flourishing. It demonstrates how the CJEU 

ruling in L’Oréal v Bellure669 has expanded the protection to trade marks with 

reputation to encompass misappropriation per se.670 Thus, ‘allowing brand 

owners more successfully to capture the benefit of the entirety of their brand’671 

of which the trade mark is only a part.672 Nevertheless, the fact that the CJEU 

gave no detailed analysis of what ‘unfair’ precisely constitutes, often raised 

tensions in the English courts between protecting reputable trade marks and the 

prevalent desire to promote free competition in the marketplace. As a result, the 

notion of ‘unfair advantage’ has evolved (and continues to) through case law by 

means of limiting the protection offered by the provision. This section argues that 

in order to use brands as a vehicle for society’s intellectual flourishing, ‘unfair 

advantage’ must be replaced with an alternative provision. The alternative 

 

667 See 1.6.3. 
668 See 1.3. 
669 L’Oréal SA v Bellure NV and others [2007] EWCA Civ 968; C-487/07 L’Oréal SA v Bellure NV and others 

[2009] ECR I-5185. 
670 See 2.3. 
671 Per Fhima, ‘allowing brand owners more successfully to capture the benefit of the entirety of their 

brand, rather than just the individual elements that are registered as trade marks’ (SI Fhima, ‘Trade Mark 

Law Meets Branding?’ in (CUP 2014) p 217). 
672 See n 616. 
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provision set forth would thrive to ensure intellectual flourishing is attained and 

maintained by steering the focus away from neo-classical economics. 

 

The meaning of ‘unfair advantage’ within section 10(3)/ Article 5(2) was 

considered by the CJEU in response to a preliminary reference by the English 

court in the leading case L’Oréal v Bellure673 to be ‘the advantage taken by the 

third party as a result of the use of the identical or similar sign’,674 which results 

in ‘a transfer of the image of the [earlier] mark or of [its] characteristics’.675 Such 

activity has also been referred to by the CJEU as 'free-riding or parasitism',676 as 

well as riding ‘on the coat-tails of the mark with a reputation’.677  

 

In L’Oréal v Bellure, the claimant, was L’Oréal Group a manufacturer of well-

known cosmetics and high-quality perfumes and other beauty products,678 that 

are sold under registered trade marks, including ‘Trésor’, ‘Miracle’, ‘Anaïs Anaïs’, 

and ‘Noa’.679 Many of L'Oréal group products are aimed at the luxury perfume 

market.680 Bellure, the defendants were producers and distributors of a range of 

low cost cosmetics and perfumes,681 aiming to serve the lower end of the 

market.682 Bellure produced replicas of L’Oréal’s luxury fragrances and sold them 

in packaging similar to that of L’Oréal, intending to ‘give a wink of an eye to 

existing branded product[s]’. As part of their promotional campaign, Bellure 

 

673 L’Oréal SA v Bellure NV and others [2007] EWCA Civ 968; C-487/07 L’Oréal SA v Bellure NV and others 

[2009] ECR I-5185. 
674  C-487/07 L’Oréal SA v Bellure NV and others [2009] ECR I-5185 para 41. 
675 Ibid. 
676 Ibid. 
677 Ibid. 
678 L’Oréal SA v Bellure NV and others [2006] EWHC 2355 (Ch) [1]. 
679 Ibid. 
680 Ibid. 
681 Ibid, [34]. 
682 Ibid, [35]. 
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provided comparison lists, which were provided to retailers, indicating the 

registered trade marks of L’Oréal’s perfumes against those of Bellure’s that 

smelled alike. L’Oréal objected to this. In particular, L’Oréal argued that the 

defendant’s use falls foul to section 10(3) as it takes unfair advantage of L’Oréal’s 

signs. 

 

In the High Court, Lewison J held that the defendant's use ‘do take unfair 

advantage of the character or reputation of the registered marks’.683 This was a 

result of two of the defendant’s bottles being ‘sufficiently similar to the respective 

marks as to give rise to an association in the mind of the average consumer.’684 

By contrast, in appeal, Jacob J, though reluctantly concluded otherwise, 685 

believed that ‘taking advantage’ need not essentially be ‘unfair’ when no 

detrimental use is demonstrated.686 In particular, Jacob J saw ‘no reason to say 

that a use is "unfair"’687 where there ‘is no harm, present or prospective, caused 

to the mark, its distinctive character or to the mark owner or his business, present 

or reasonably prospective’.688 Jacob J’s view was based on the concern of over-

protection,689 and he questioned whether trade marks need to be protected 

beyond the available ‘protection to play their vital part in a competitive 

economy'.690 Nevertheless, in their response to the preliminary reference by the 

English court the CJEU expanded the protection available against ‘unfair 

 

683 Ibid [151]. 
684 Ibid [149] (citing Case R 308/2003-1 Mango Sport System Srl Socio Unico Mangone Antonio Vincenzo v 

Diknak [2005] ETMR 5 at [19]). 
685 Jacob J did not agree or welcome the CJEU rulling however stated that ‘But my duty is to apply it’ 

(L’Oréal SA v Bellure NV [2010] EWCA Civ 535 [50]). 
686 L’Oréal SA v Bellure NV and others [2007] EWCA Civ 968 [87]-[91]. 
687 Ibid [94]. 
688 Ibid. 
689 Per Jacob J ‘Freedom to compete or just to trade is an important foundation of the EU and should only 

be restricted, including by trade mark law, where necessary.' Ibid. 
690 Ibid. 
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advantage’ beyond what Jacob J has projected and ruled that ‘unfair advantage’ 

is a stand-alone head of damage.  

 

The CJEU ruling reflected an acknowledgement of the need for brands protection 

against misappropriation per se691 where harm to the trade marks is irrelevant. In 

particular, the CJEU stated that unfairness occurs when any advantage is taken 

of the distinctive character or the repute of a mark by a third party where ‘that 

party seeks by that use to ride on the coat-tails of the mark with a reputation in 

order to benefit from the power of attraction, the reputation and the prestige of 

that mark’,692 without being obliged to ‘paying any financial compensation’693 or 

to contributing to ‘the marketing effort expended by the proprietor of the mark in 

order to create and maintain the marks image.’694 Thus, Bellure was found to be 

guilty of free riding on L’Oréal’s reputation.  

 

A literal reading of the CJEU interpretation of the notion of ‘unfair advantage’ (that 

any advantage taken by a third party from a trade mark with a reputation is unfair) 

reflects the court’s acknowledgment of the need for wider protection of brands 

that encompasses misappropriation per se.695 In practice however, where the 

neoclassical economic view prevails,696 the CJEU ruling in L’Oréal v Bellure,697 

 

691 See also, in L’Oréal’s favour, Mango Sport System v Diknak: ‘Free riding is unfair since the reward for the 

costs of promoting, maintaining and enhancing a particular trade mark should belong to the owner of the 

earlier trade mark in question’ (Case R 308/2003-1 Mango Sport System v Diknak [2005] ETMR 5 at [19]). 

Similar reasoning is found in inter alia: Case T-67/04 Spa Monopole v OHIM [2005] ECR 11-1825, [2005] 

ETMR 109 [51]; Case T-181/05 Citigroup, Inc v OHIM [2008] ETMR 47 [82]–[83];; Case C-320/07 P Antartica 

Srl v OHIM, The Nasdaq Stock Market [2009] ETMR 47 [48] ‘In so far as what is prohibited is the drawing of 

benefit …’ see D Gangjee and R Burrell, ‘Because You’re Worth it: L’Oréal and the Prohibition on Free 

Riding’ (2010) 73 MLR 282, fn 28. 
692 C-487/07 L’Oréal SA v Bellure NV [2009] ECR I-5185 para 49. 
693 Ibid. 
694Ibid. 
695 See 2.3. 
696 See n 85. 
697 C-487/07 L’Oréal SA v Bellure NV [2009] ECR I-5185. 
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raised a tension between protecting trade marks with reputation and the need for 

promoting free competition in the marketplace. In other words, the CJEU ruling 

was perceived by free marketers to significantly expand trade mark protection 

and has been matter of commentary698 and judicial criticism. As for the latter, 

Jacob J stated that the CJEU’s ruling was ‘high in moral content … rather than 

on economic content’.699 This is due to the fact that the CJEU has dealt with the 

provision as if ‘the word "unfair" was simply not there’700 and as if ‘no line between 

"permissible free riding" and "impermissible free riding" is to be drawn.’701 

Consequently, Jacob J reported that there is no apparent basis why free riding 

should be regarded as necessarily unfair or even disadvantageous, particularly 

in the absence of harm.702 Instead, imitation should be permitted and free in order 

to promote creativity and the competitive process;703 unless there is a good 

reason for the law to prevent this kind of activity, such prevention, per the English 

court, ‘amounts to a pointless monopoly’,704 and would lead the trade mark law 

to be ‘oppressive and all powerful’,705 and ‘trademark owners in too monopolistic 

 

698 See eg D Gangjee and R Burrell, ‘Because You're Worth It: L'oreal and the Prohibition on Free Riding’ 

(2010) 73 The Modern Law Review 282. 
699 L’Oréal SA v Bellure NV [2010] EWCA Civ 535 [49]. 
700 Ibid. 
701 Ibid. 
702 This is similar to the US approach where free riding per se is not prohibited. Per Gangjee and Burrell’s 

words, ‘… the Court of Appeal was much more wary. It suggested that there must be some additional 

element beyond mere advantage – that there must be some further element that gives content to the 

requirement that the advantage be unfair’ D Gangjee and R Burrell, ‘Because You're Worth It: L'oreal and 

the Prohibition on Free Riding’ (2010) 73 The Modern Law Review 282. 
703 Jacob J noted, ‘Gangee and Burrell say this in the Modern Law Review [2010] 282: “… Referencing activity 

and building on the efforts of others are fundamental to creative and competitive processes …”’ (L’Oréal SA 

v Bellure NV [2010] EWCA Civ 535 [18]). 
704 L’Oréal SA v Bellure NV [2010] EWCA Civ 535 [50]. 
705 Cited in L Bently, J Davis and JC Ginsburg (eds), Trade Marks and Brands: An Interdisciplinary Critique 

(vol 10, CUP 2008) p 85. 
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a position’.706 In support of this, Gangjee and Burrell argue that ‘legal intervention 

is the exception, not the rule.’707  

 

The pro-competitive position of the English courts was reflected in the line of 

cases following L’Oréal v Bellure, where the court have interpreted the CJEU’s 

judgment restrictively through requiring proof that the advantage taken by the 

defendant is unfair; rendering the protection under the notion a narrower effect. 

For instance, in Whirlpool Corp v Kenwood Ltd,708 (a case that involves the use 

of a similar mark to one with reputation (shape marks for kitchen mixers) leading 

to a commercial advantage to the defendant) the claimant had failed to draw an 

analogy with the facts of L’Oréal v Bellure.709 This was a result of the court’s 

attempt to restrict the interpretation of the ‘unfair’ aspect of the advantage taken 

to the intention of the defendant, which was not found in this case, since the 

defendant had its own established reputation.710 Though the court’s focus in this 

case was on intention, Lloyd J made it clear that ‘it may be that, in a case in which 

advantage can be proved, the unfairness of that advantage can be demonstrated 

by something other than intention, which was what was shown in L'Oréal v 

Bellure.’711 Nevertheless, in the case at hand, ‘No additional factor has been 

identified… other than intention.’712 In doing so, Lloyd J rejected the defendant 

appeal that ‘the element of intention would be relevant if it were proved, but that 

 

706 Jacob J continues, ‘Trademark law is there to protect a proper system of competition, not to provide 

trademark owners with overreaching rights which may obstruct trade.’ 
707 See D Gangjee and R Burrell, ‘Because You’re Worth it: L’Oréal and the Prohibition on Free Riding’ (2010) 

73 MLR 282 p 289. 
708 Whirlpool Corporation & Ors v Kenwood Ltd [2010] ETMR 7, [2009] EWCA Civ 753, [2010] RPC 2. 
709 [2009] EWCA Civ 753 [138]. 
710 Ibid, [136]. 
711 Ibid. 
712 Ibid. 
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it is not necessary in order to show unfair advantage.’713 By contrast, Lloyd J 

stated that to consider any commercial boost or other advantage that results from 

third party, using a sign which is sufficiently similar to a mark with a reputation as 

‘of itself unfair, without proof of any additional factor… would deprive the word 

"unfair" of any added meaning in the article,’714 which Lloyd J did not accept.715 

According to him ‘there must be an added factor of some kind for [the] advantage 

to be categorised as unfair.’716 The position towards considering the element of 

intention in the interpretation of the ‘unfair advantage’ in Whirlpool Corp v 

Kenwood Ltd,717 was then confirmed in Specsavers v Asda Stores.718  

 

In Specsavers v Asda Stores,719 Kitchin J, reaffirming Mann J’s decision, 

emphasised that ‘plainly there are limits to [the] broad principle [of ‘unfair 

advantage’ delivered in L’Oréal v Bellure].’720 As a result of the court’s attempt to 

limit the broad interpretation of the ‘unfair’ element of the taken advantage, the 

facts of L’Oréal v Bellure, and Whirlpool Corp v Kenwood Ltd where the defendant 

must be an unknown brand intentionally seeking to gain an advantage through 

free riding over the reputation of the claimant’s mark, ‘were held not to be the only 

facts which could give rise to an unfair advantage’.721 In Specsavers v Asda 

Stores,722 the use of the strapline "Be a real spec saver at Asda" by the already 

 

713 Ibid, [113]. 
714 Ibid. 
715 Ibid, [114]. 
716 Ibid, [136]. 
717 Whirlpool Corporation & Ors v Kenwood Ltd [2010] ETMR 7, [2009] EWCA Civ 753, [2010] RPC 2. 
718 Specsavers International Healthcare Ltd & Ors v Asda Stores Ltd [2012] ETMR 17, [2012] EWCA Civ 24, 

[2012] FSR 19. 
719 Ibid. 
720 [2012] EWCA Civ 24 [128]. 
721 A Horton, ‘The Implications of L’oreal V Bellure–a Retrospective and a Looking Forward: The Essential 

Functions of a Trade Mark and When Is an Advantage Unfair’ (2011) 9 EIPR 550, 554. 
722 Specsavers International Healthcare Ltd & Ors v Asda Stores Ltd [2012] ETMR 17, [2012] EWCA Civ 24, 

[2012] FSR 19. 
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reputable Asda Stores was found infringing to the claimant’s work mark 

SPECSAVER on the basis that the use was intended to take an advantage of the 

claimant’s mark.723 In particular, the court rejected Asda Stores argument that 

they did not have the need to free ride on the coat-tails of the claimant724 by 

deciding that ‘Asda intended to benefit from the power of attraction attaching to 

the Specsavers brand and to exploit, without paying any compensation, 

Specsavers' marketing efforts by conveying to consumers that Asda offered real 

value in the form of spectacle savings.’725  

 

The attempts to further restrict the ‘unfair’ aspect of the advantage taken by a 

defendant was recently on display again in Argos v Argos.726 Considering earlier 

authorities on the notion of ‘unfair advantage’,727  Floyd J rejected the claim by 

Argos Ltd that the defendant, Argos Systems Inc, had infringed their mark 

‘ARGOS’ by taking unfair advantage of its reputation. In this case, the claimant, 

Argos Ltd a UK retailer, argued in appeal that the defendant, Argos Systems a 

US corporation, had enjoyed an economic advantage as a result of using the 

ARGOS mark in Google AdSense adverts on their www.argos.com domain.728 

The claimant’s argument was derived from the CJEU’s interpretation of the ‘unfair 

advantage’ in L’Oréal v Bellure729 that the ‘advantage arising from the use by a 

 

723 [2012] EWCA Civ 24 [49]. 
724 Ibid, [150]. 
725 Ibid, [154]. 
726 Argos Ltd v Argos Systems Inc [2018] WLR(D) 734, [2019] Bus LR 1728, [2018] EWCA Civ 2211. 
727 L’Oréal SA v Bellure NV [2010] ETMR 47, [2010] Bus LR 1579, [2010] RPC 23, [2010] EWCA Civ 535; 

Whirlpool Corporation & Ors v Kenwood Ltd [2010] ETMR 7, [2009] EWCA Civ 753, [2010] RPC 2; Specsavers 

International Healthcare Ltd & Ors v Asda Stores Ltd [2012] ETMR 17, [2012] EWCA Civ 24, [2012] FSR 19. 
728 It is crucial to emphasise here that ‘The question raised in the case was different from that raised in 

conventional online retailing cases of whether a website operator was offering goods or services under a 

sign in the course of trade that were intended for consumers in the UK [as for example in Google France 

Sarl v Louis Vuitton Malletier SA (2010) and Interflora Inc & Anor v Marks and Spencer Plc (2015)]’ [2018] 

EWCA Civ 2211 [57]. Rather, the question was whether the ‘website operator [was] providing an electronic 

billboard service under the sign, in the course of trade,  which is intended for consumers in the UK’ ibid. 
729 C-487/07 L’Oréal SA v Bellure NV [2009] ECR I-5185. 



 127 

third party of a sign similar to a mark with a reputation is an advantage taken 

unfairly.’730 Considering earlier authorities on the notion of ‘unfair advantage’,731  

Floyd J rejected the claim by Argos Ltd. In particular, Floyd J considered L’Oréal 

v Bellure as well as the additional factors reported in Whirlpool Corp v Kenwood 

Ltd and Specsavers v Asda Stores.732 Accordingly, Floyd J was of the opinion 

that the mere fact that the defendant had enjoyed a commercial advantage 

derived from using the ARGOS name in their Google AdSense did not amount to 

‘unfair’ advantage. Especially that, unlike the situation in L’Oréal v Bellure ‘the 

case was not one involving any transfer of image to [the defendant]’.733 In 

reaching this conclusion, Floyd J took into account factors that were, inter alia, 

considered by the court as factors that have a bearing on unfairness.734 Those 

factors are;  (i) that the defendant did not ‘seek out the unwanted internet traffic 

which arrived at its website’,735 (ii) that the unintended advantage gained by the 

defendant is insignificant of the context of both businesses,736 (iii) that the use did 

show a change in economic behaviour of customers for the defendants' goods737 

and (iiii) that no misleading or confusion to the average consumer was likely as a 

result of the use of ARGOS domain name by the defendant.738 Although a 

requirement of a change in the economic behaviour of consumers was never set 

out in the earlier authorities on the notion of ‘unfair advantage’ Floyd J stated that 

‘it should be sufficient to show a change in economic behaviour of customers for 

 

730 Ibid, para 50. 
731 See n 727. 
732 Ibid. 
733 Argos Ltd v Argos Systems Inc [2018] EWCA Civ 2211 [109]. 
734 Ibid. 
735 Ibid. 
736 Ibid. 
737 Ibid. 
738 Ibid. 
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the defendants' goods or services in order to show that the use of the sign is 

taking unfair advantage.’739 

 

The court's opinion in Argos v Argos740 that a change in the economic behaviour 

of the average consumer should be sufficient to prove that an unfair advantage 

has been taken by the defendant is of significant limiting effect to the protection 

against ‘unfair advantage’ as a standing alone damage under section 10(3). This 

due to the fact that it adds a factor to what might amount to unfairness, which this 

thesis argues, would lead to uncertainty over the element of intention which was 

the main focus of courts in earlier authorities. Furthermore, ‘the proposition 

appears to conflate the requirements for showing the taking of an unfair 

advantage with those for dilution’.741  

 

Based on its interpretation of ‘unfair advantage’ which encompassed ‘the 

prestigious image and aura of luxury surrounding the goods’, the CJEU’s ruling 

in the L’Oréal v Bellure742 was in favour of brand owners.  However, the Court’s 

ill-defined approach to ‘unfair advantage’ has been rather problematic, given its 

failure to formulate ‘a clear and rational line between that which is fair [advantage] 

and that which is not, once one goes outside the requirement of no deception’.743 

Although ‘unfair advantage’ is ‘by no means easy to interpret’,744 this failure has 

 

739 Ibid, [107] (citing Jack Wills Ltd v House of Fraser (Stores) Ltd [2016] EWHC 626 (Ch), where Arnold J 

‘proceeded on an assumption to that effect as a result of a concession by counsel (see paragraph 82) but I 

consider the concession to be correctly made.’). 
740 Argos Ltd v Argos Systems Inc [2018] EWCA Civ 2211. 
741 Appeal against ruling of no trade mark dilution based on search engine advertising programme 

dismissed (Court of Appeal) available at: https://uk.practicallaw.thomsonreuters.com/w-016-

9882?comp=pluk&transitionType=Default&contextData=(sc.Default)&firstPage=true&OWSessionId=612a

ee87207c42e0a8905b7bd01debd9&skipAnonymous=true 
742 C-487/07 L'Oreal SA v Bellure NV [2009] EUECJ. 
743 Per Jacob J, L'Oreal SA v Bellure NV [2007] EWCA Civ 968 [140]. 
744 Ibid, [49]. 
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led to a rather constrictive evolution of the notion of ‘unfair advantage’ by the 

English courts stemming from the desire of promoting free competition. In light of 

the prevalent neoclassical economic view of the market,745 maintaining 

intellectual flourishing would be difficult,746 if not impossible, with the current 

ambiguous ‘unfair advantage’ provision and what it is accompanied by (e.g., ‘the 

intention of the defendant’ or ‘paying … financial compensation’).  In an effort to 

promote and sustain intellectual flourishing this thesis suggests replacing the said 

provision with ‘prohibiting any exploitation or imitation of the distinctive attribute 

of a (un)registered sign without corresponding efforts’. Rather than relying on 

intention or pure financial gains, this provision puts emphasis on the defendant’s 

contribution to existing knowledge attained through the process of exploiting the 

claimant’s achievements.747 In other words, imitating another’s achievements 

should be prohibited where the efforts of an established brand are being exploited 

without any corresponding efforts from the side of the imitator to enhance, 

improve or modify the imitated work. Therefore, any such exploitation or imitation 

without corresponding efforts is considered at odds with intellectual flourishing 

and shall be prohibited. 

 

3.3.4 Limitations of the current interpretation of ‘dilution’ and 

‘tarnishment’ 

This section discusses the implications of the second and third layers of 

protection offered by section 10(3) of the TMA 1994 (i.e., against detrimental to 

the distinctive character of a trade mark (dilution) and detriment to the reputation 

 

745 See n 85. 
746 See 1.3. 
747 On the relation between brands protection and knolwedge see CHAPTER 4. 
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of a trade mark (tarnishment), respectively) on intellectual flourishing. It is 

acknowledged by this work that protection against detrimental use is generally 

favourable for brands and intellectual flourishing, however, its scope of 

application should be geared towards intellectual flourishing. Thus far, the CJEU 

has limited the brand protection against ‘detrimental use to distinctive attributes’ 

to a change in economic behaviour in an effort to ensure rationality in the 

marketplace. Nonetheless, this one-dimensional economic view of brands 

disregards their role in the wider semiotic discourse748 through which marketplace 

participants may engage intellectually and flourish. With respect to tarnishment, 

this section draws attention to the courts’ (CJEU and English) uncertain approach 

towards cases involving tarnishment given that the line between it and dilution is 

blurred. Under such uncertainties the environment for memetic discourse749 

becomes fertile for degrading content that contributes a negative element to the 

memetic discourse. Such content shapes the prospect of knowledge by 

competing for and occupying space in the public’s mind (which otherwise would 

have been occupied by constructive ideas that promote intellectual flourishing).750 

Accordingly, this section proposes a suitable alternative to the current English 

approach to interpret the provision on ‘detrimental to distinctive character of or a 

repute of trade mark’. 

 

To recall,751 dilution results from a non-confusing use of a mark with reputation 

by a third party which can dilute or weakens the identification function (the 

 

748 For detailed discussion on the brand’s role in the semiotic discourse see chapter 5. 
749 For detailed discussion on the brand’s role in the memetic discourse see chapter 6. 
750 Ibid. 
751 See 2.2.3.1. 
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distinctiveness) of the trade mark.752 A hypothetical example would be the use of 

ROLEX as a mark on coffee beans, such that consumers who previously 

associated ROLEX solely with high-end luxury watches begin to also associate 

the ROLEX with coffee beans. Although was introduced to the longstanding 

common law tort of passing off,753 it was not until the EU Trade Mark Directive of 

1989,754 that a statutory protection against dilution was passed in the English law. 

This was the result of implementing Article 5(2) of the EU Directive by section 

10(3) of the TMA 1994. The term ‘dilution’ itself does not exist in the English 

law.755 Nevertheless, and per the wording of section 10(3), dilution concept is 

referred to in the English law as ‘detriment to the distinctive character of a trade 

mark’. This type of damage is ‘also referred to [by courts] as… ‘whittling away’ or 

‘blurring’’.756 

 

A literal reading of section 10(3) that ‘a person infringes a registered trade mark 

where… the use of the sign, … is detrimental to, the distinctive character… of the 

trade mark’ indicates that the statutory provision allows brand owners a wide 

protection over the value of their registered marks.757 Nevertheless, the fact that 

‘this sort of detriment has been generically described as “dilution”’,758 ‘a word of 

 

752 Case C-252/07 Intel Corporation Inc. v CPM United Kingdom Ltd (2008) para 29. 
753 Ibid. 
754 First Council Directive 89/104/EEC of 21 December 1988 to approximate the laws of the Member States 

relating to trade marks. 
755 The terms ‘Dilution’, ‘Blurring’ and ‘tarnishment’ refer to American terminology and are not explicitly 

mentioned under the EU directive or the English law. However, they are used in CJEU and the English case 

law. 
756 Per the CJEU C-487/07 L’Oréal SA v Bellure NV [2009] para 39; See also 2.2.3.1. See also ibid. 
757 Such protection was critisised by free market proponents as being a very broad alternative to the notion 

of likelihood of confusin. See eg K Assaf, ‘Magical Thinking in Trademark Law’ (2012) 37 Law & Social 

Inquiry 595; DR Cahoy, ‘Changing the Rules in the Middle of the Game: How the Prospective Application of 

Judicial Decisions Related to Intellectual Property Can Promote Economic Efficiency’ (2003) 41 American 

Business LJ 1; H Carty, ‘Dilution and Passing Off." Cause for Concern’ (1996) 112 LQ REV 632. 
758 Per Neuberger J Premier Brands UK Ltd v Typhoon Europe Ltd & Another [2000] E.T.M.R. 1071. 
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uncertain meaning’,759 has led the protection under the named provision to evolve 

in a restricting manner through case law. In particular, brand owners claiming that 

a use is ‘detriment to the distinctive character’ of their marks have been faced 

with an impediment due to the economic ‘link’ threshold set by CJEU for 

establishing ‘dilution’.  

 

Despite the fact that neither the TMD760 nor the TMA 1994 makes any mention of 

a ‘link’ to be established in the mind of the relevant public, case law shows that 

the CJEU requires that evidence of detriment to the characteristics of a mark 

should be demonstrated through an economic ‘link’ in the mind of the relevant 

average consumer761 that result in a possibility of a change in their economic 

behaviour.  

 

When this was initially introduced by the CJEU in Adidas v Fitnessworld,762 the 

court indicated that ‘the degree of similarity between the mark with a reputation 

and the sign must have the effect that the relevant section of the public 

establishes a link between the sign and the mark.’763 Referring to SABEL BV v 

 

759 C. A. Sheimer (M.) Sdn Bhd's Trade Mark Application [2000] R.P.C. [40].  
760 See n 548, 651. EU Directives are a common form of EU legal act that aim at setting out a broad 

framework and outcomes to be achieved by the EU member states. The ultimate goal of EU Directives is to 

create a harmonised regime around the EU in order to obtain a unified and cost-effective legal 

environment for nationals of the member states. Unlike EU regulations (which must be applied by, and 

have direct effect on EU member states), EU Directives are left to individual states to translate the 

Directives into national legislations however each member state sees appropriate. As of the point of its exit 

from the EU (as a result of Brexit), and the end date of the transition period (Jan 2021), the UK, however, 

will no longer be subject to future EU Directives or EU regulations. For more information about intellectual 

property rights during the transition period see https://www.gov.uk/government/news/intellectual-

property-and-the-transition-

period#:~:text=Information%20on%20trade%20marks%2C%20designs,rights%20during%20the%20transiti

on%20period.&text=The%20IPO%20will%20convert%20almost,effect%20on%201%20January%202021.  
761 See 3.2.1. 
762 C-408/01 Adidas-Salomon AG v Fitnessworld Trading Ltd [2003] ECR I-12537, [2004] 1 CMLR. 
763 Ibid para 38. 

https://www.gov.uk/government/news/intellectual-property-and-the-transition-period#:~:text=Information%20on%20trade%20marks%2C%20designs,rights%20during%20the%20transition%20period.&text=The%20IPO%20will%20convert%20almost,effect%20on%201%20January%202021
https://www.gov.uk/government/news/intellectual-property-and-the-transition-period#:~:text=Information%20on%20trade%20marks%2C%20designs,rights%20during%20the%20transition%20period.&text=The%20IPO%20will%20convert%20almost,effect%20on%201%20January%202021
https://www.gov.uk/government/news/intellectual-property-and-the-transition-period#:~:text=Information%20on%20trade%20marks%2C%20designs,rights%20during%20the%20transition%20period.&text=The%20IPO%20will%20convert%20almost,effect%20on%201%20January%202021
https://www.gov.uk/government/news/intellectual-property-and-the-transition-period#:~:text=Information%20on%20trade%20marks%2C%20designs,rights%20during%20the%20transition%20period.&text=The%20IPO%20will%20convert%20almost,effect%20on%201%20January%202021
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Puma AG764 and Marca Mode CV v Adidas AG and Adidas Benelux BV,765 the 

CJEU stated that ‘the link… must be appreciated globally’ (i.e., based on the 

overall impression given by the marks, bearing in mind, in particular, their 

distinctive and dominant components’766). The CJEU broad view of the required 

link in this case had indicated the ‘law’s recognition of the psychological function 

of [brands]’767 beyond their economic rationality and utility. Nevertheless, case 

law subsequent to Adidas v Fitnessworld768 reveal that such a recognition has 

been narrowed to economic rationality and utility; a mere ‘bringing to mind of the 

earlier mark’769 became no longer sufficient for protection against ‘dilution’ under 

section 10(3) of the TMA 1994.770 As noted earlier in this section, this was a result 

of raising the threshold of the required ‘link’ to the possibility of it resulting in a 

change in the economic behaviour of the relevant average consumers.  

 

The rationality-oriented approach to assessing ‘dilution’ was introduced by the 

CJEU in the leading case Intel v CPM.771 A key question referred by the English 

court to the CJEU in this case was how to identify the necessary ‘link’ which would 

lead to harm the trade mark by way of dilution and whether a mere calling to the 

mind by the average consumer of the later mark suffice. In response, the CJEU 

 

764 C-251/95 SABEL BV v Puma AG [1997] para 22. 
765 C-425/98 Marca Mode CV v Adidas AG and Adidas Benelux BV [2000] para 40. 
766 C-251/95 SABEL BV v Puma AG (1997) para 23. 
767 Mishawaka Mfg Co v Kresge Co 316 US 203, 205 (1942) (cited in Y Alexandra, ‘Commercial Value of 

Trade Marks: Do Current Laws Provide Brands Sufficient Protection from Infringement?’ (2010) EIPR 203(5)). 
768 Case C-408/01 Adidas-Salomon AG v Fitnessworld Trading Ltd [2003] ECR I-12537, [2004] 1 CMLR. 
769 Per Mr Mellor on behalf of Intel, see Intel Corporation Inc v CPM United Kingdom Ltd [2007] EWCA Civ 

431 [21]. 
770 Jacob J, setting out the legislation governing the case, stated, ‘at least for ”unfair advantage” and 

perhaps also for ”detrimental to distinctive character or repute” … the later mark should have an effect or 

be likely to have an effect on the economic behaviour of the consumer’ ibid [27]; Jacob J, in stating his 

opinion, said that ‘… the economic behaviour of the average consumer in relation to the earlier mark when 

used for its goods or services is likely to be affected’ (Ibid [36]). 
771 C-252/07 Intel Corporation Inc v CPM United Kingdom Ltd [2008] ECR I-8823. The CJEU decision in Intel v 

CPM was recently re-affirmed by the CJEU in C-383/12 P Environmental Manufacturing v OHIM [2013]. 
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stated the necessary link, as in Adidas-Salomon ‘must be assessed globally, 

taking into account all factors relevant to the circumstances of the case’.772 The 

CJEU went on to provide an inexhaustive list of factors that must be taken into 

account by the court, including the possibility of the public targeted by each of the 

conflicting marks being confronted with the other mark (this factor depends on 

the nature of the products to which the marks are attached and the degree of their 

closeness). Such approach is not unexpected given the courts’ adherence to the 

legal construct of the average consumer.773 In respect with the second part of the 

question referred by the English court, the CJEU reaffirmed its ruling in Adidas-

Salomon and stated ‘the fact that for the average consumer… the later mark calls 

the earlier mark with a reputation to mind is tantamount to the existence of such 

a link.’774 However, the CJEU went on to provide an explanation of what is needed 

to prove the existence of the ‘link’ which would be detrimental to the distinctive 

character. In particular, the court stated that ‘the earlier mark requires evidence 

of a change in the economic behaviour of the average consumer of the goods or 

services for which the earlier mark was registered… or a serious likelihood that 

such a change will occur in the future.’775 As a result, the Court rendered the 

provision on ‘detriment to the characteristics of a mark’ of rather limited effect 

than that reported in Adidas-Salomon. Nonetheless, the CJEU did provide an 

apparent basis in intel v CPM of what is required to provide evidence of an effect 

on an economic behaviour. Such an issue was revisited by the CJEU in 

Environmental Manufacturing.776 

 

772 C-408/01 Adidas-Salomon AG v Fitnessworld Trading Ltd [2003] ECR I-12537, [2004] 1 CMLR. 
773 See 3.2.1. 
774 C-252/07 Intel Corporation Inc. v CPM United Kingdom Ltd (2008) para 63. 
775 Ibid, para 77. 
776 C-383/12 P Environmental Manufacturing LLP v Office for Harmonisation in the Internal Market (Trade 

Marks and Designs) (OHIM) [2013]. 
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In Environmental Manufacturing,777 the General Court noted, considering Intel v 

CPM, the that detriment occurs where the mark’s ability to identify the goods or 

services for which it is registered is weakened and that the ‘economic change’ 

was only a result.778 The General Court interpretation of the Intel v CMP provided 

a glimmer of hope for brand owners to successfully establish an action for dilution 

without having to provide a proof of serious risk of a change in the economic 

behaviour of the relevant average consumer.779 Nevertheless, such interpretation 

was rejected by the CJEU on appeal. In particular, the CJEU stated that, although 

no actual harm is required,780 it was clear in its Intel ruling that evidence that the 

use of a mark would be detrimental to the distinctive character of the earlier mark 

must be provided.781 The CJEU continued to provide guidance on how such 

finding may only be established from logical and objective conditions, rather than 

from speculating consumers’ perception which are subjectively determined.782 In 

the CJEU’s words, evidence to dilution may be established ‘on the basis of logical 

deductions made from an analysis of the probabilities and by taking account of 

the normal practice in the relevant commercial sector’.783  

 

 

777 C-383/12 P Environmental Manufacturing LLP v Office for Harmonisation in the Internal Market (Trade 

Marks and Designs) (OHIM) [2013]. 
778 Case T-570/10 Environmental Manufacturing LLP v Office for Harmonisation in the Internal Market (Trade 

Marks and Designs) (OHIM) [2012] para H20. 
779 Per the CJEU ‘To that end, the proprietor of the earlier mark is not required to demonstrate actual and 

present harm to his mark. When it is foreseeable that such injury will ensue from the use which the 

proprietor of the later mark may be led to make of its mark, the proprietor of the earlier mark cannot be 

required to wait for it actually to occur in order to be able to prohibit that use.’ Ibid, para 51.  
780 Ibid. 
781 Ibid. 
782 Ibid, para 37. 
783 Ibid, para 52 (citing Case T-181/05 Citigroup and Citibank v OHIM - Citi (CITI) [2008] ECR II-669, para 78). 

This was recently followed by the English Hight Court in Thomas Pink Limited v Victoria's Secret UK Limited 

[2014] EWHC 2631 (Ch), 2014 WL 3671781 [206]- [208]. 
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This work argues that the CJEU position in the line of cases concerning detriment 

to the distinctive character of a mark, reflects the Court’s desire to set objective 

boundaries to the uncertain notion of ‘dilution’. Nevertheless, the fact that the 

CJEU has thus far given no detailed analysis of what is precisely required to 

provide evidence of the required ‘link’ (which would lead to harm the mark by way 

of dilution) has led the provision to evolve (and continues to) through case law by 

means of limiting the protection offered by the provision to pure economics. Such 

an approach, shaped by economics and utility, reduces the role of consumers to 

mere passive receivers of the by-product between competing brands. Whereas 

ignoring the fact that consumers are co-authors who contribute to the brand’s 

meaning and its evolution and therefore does not satisfy the requirements of 

marketplace intellectual flourishing. This leads us to the point that owners of trade 

marks with reputation employ considerable effort not only to ensure that their 

brands maintain its position in the marketplace, but also to ensure that consumers 

always attach favourable meanings to their brands. To be able to do so, owners 

of trade marks can rely on the concept of ‘detriment to the repute of a trade mark’ 

of the same provision (section 10(3)). 

 

The concept of ‘detriment to the repute of a trade mark’ is often referred to by 

courts as ‘degradation or tarnishment of the mark’. Like dilution, the term 

tarnishment itself does not exist in the English or the TMD. As clarified by the AG 

Jacob in Adidas v Fitnessworld,784 tarnishment describes situations where ‘as it 

was put in the well-known Claery/Klarein decision of the Benelux Court of Justice 

the goods for which the infringing sign is used appeal to the public's senses in 

 

784 Case C-408/01 OPINION OF ADVOCATE GENERAL JACOBS delivered on 10 July 2003. 
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such a way that the trade mark's power of attraction is affected.’785 Instead of 

‘relying on a pre-existing association between the mark and popular 

consciousness, which could be subject to [dilution]’,786 an act of tarnishment 

incorporates ‘the creation of alternative, new associations…. that are [unpleasant 

or] negative and could harm the reputation of the [earlier] mark’.787 In other words, 

in tarnishment cases a trade mark with reputation is diminished, damaged or 

degraded by the unpleasant link which the public makes with the later mark that 

is represented in an unpleasant or negative context or used in relation to products 

of poor quality -  a trade mark with reputation is not merely weakened here as it 

is the case with dilution.788  

 

Thus far, there are few cases addressing tarnishment and courts have given 

insignificant guidance on identifying damage to trade marks by way of 

tarnishment. Available relevant case law shows that finding tarnishment in 

egregiously unpleasant associations (for example ones that involve illegal 

activities, adultery contexts or associations with pets’ food) raise no issues with 

the English courts. For instance, a use that involves adultery contexts would be 

the use of the name “Miss World” in Miss World Limited v Channel 4 Television 

Corporation,789 and the use of the name “PINK” in Thomas Pink Ltd v Victoria's 

 

785 Ibid, para 38. 
786 P Emerson, ‘I'm Litigatin'it: Infringement, Dilution, and Parody under the Lanham Act’ (2010) 9 Nw J Tech 

& Intell Prop xi, p 482.  
787 Ibid. 
788 Per Jacob J "… the concept of detriment to the repute of a trade mark, often referred to as degradation 

or tarnishment of the mark, describes the situation where…the goods for which the infringing sign is used 

appeal to the public's senses in such a way that the trade mark's power of attraction is affected…" Intel 

Corporation Inc v CPM United Kingdom Ltd (citing Adidas-Salomon AG and Adidas Benelux BV v 

Fitnessworld Trading Ltd (C-408/01) [2004] F.S.R. 21.) 
789 Miss World Ltd. v Channel Four Television Corporation [2007] EWHC 982. 
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Secret UK,790 in relation to a programme about a transsexual beauty pageant791 

and a lingerie brand that has been known to be engaged with adultery scandals, 

respectively. In both cases, the defendants’ uses were found to be tarnishing to 

the claimants’ brands values and reputation. An example of a tarnishing use that 

involves associations with pets’ food can be observed in the most recent case 

Azumi Ltd v Zuma's Choice Pet Products Ltd792 concerning the use of ZUMA (a 

trade mark with a considerable reputation in London that is associated with high-

quality foods and high-end restaurants) in the domain name dineinwithzuma.com 

in relation to selling dogs’ food, as well as the use of the mark ZUMA on food 

packaging. With reference to Red Bull GmbH v Sun Mark Ltd & Anor,793 as well 

as Dulces y Conservas Helios SA v Guangzhou Petshine Pet Products Co Ltd,794 

the creation of a new association between human food and dog food was found 

by the court to unveil an inherent tension and raises unpleasant associations in 

the mind of the relevant public.795 

 

Generally speaking, however, ‘tarnishment’ is seen by courts to be a ‘difficult area 

because different sections of the public hold very different views as to what is and 

what is not appropriate to be transmitted at all and what is and is not suitable 

subject matter with which to be associated’.796 Such view of tarnishment, 

alongside the prevalent neoclassical economic view of the market has led to a 

 

790 Thomas Pink Ltd v Victoria's Secret UK Ltd [2014] EWHC 2631 (Ch). 
791 In this case the judge had difficulty with the idea that the use of a trade mark in such context could itself 

involve free speech. 
792 Azumi Ltd v Zuma's Choice Pet Products Ltd [2017] EWHC 609 (IPEC). 
793 Red Bull GmbH v Sun Mark Ltd & Anor [2012] EWHC 1929 (Ch). 
794 Dulces y Conservas Helios SA v Guangzhou Petshine Pet Products Co Ltd (R-318/2016-5). 
795 Per Clarke J ‘an inherent tension between between dog food and human food of any type and an even 

greater tension between dog food and food served to humans in high quality restaurant such as Zuma’ 

Azumi Ltd v Zuma's Choice Pet Products Ltd [2017] EWHC 609 (IPEC) [79]. 
796 Miss World Limited v Channel 4 Television Corporation [2007] EWHC 982 [62], [37]. 
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liberal stance by courts in case law where negative associations is being created 

(rather than egregiously unpleasant associations).797 This is particularly so where 

the act of tarnishment itself incorporates an element of freedom of commercial 

expression. This can be clearly observed in cases involving comparative 

advertising, as in O2 v H3G798 for example. In this case, the reference made by 

H3G to O2 (using grey-and-white bubble imagery with different shapes and sizes 

accompanied with unpleasant voice over, mimicking the bubbles in blue water 

combined with artistically chosen voice and backtrack used by O2, in TV 

advertising) was given little to no attention by courts.799  

 

In L’Oréal v Bellure800 the CJEU broadly defined ‘detriment to the repute’ to 

encompass situations where ‘the goods or services for which the identical or 

similar sign is used by the third party may be perceived by the public in such a 

way that the trade mark’s power of attraction is reduced.’801 The CJEU continued 

to state that an act of detriment ‘may arise in particular from the fact that the 

goods or services offered by the third party possess a characteristic or a quality 

which is liable to have a negative impact on the image of the mark.’802 

Nevertheless, no attention was paid to the potential negative associations that 

would result from the fact that Bellure’s products were of inferior quality. In fact, 

one could argue that dilution and tarnishment have been addressed conjunctively 

and in an overlapping manner in this case.803 This is similar to the approach in, 

 

797 See nn. 789- 795 and accompanying text.  
798  C-533/06 O2 Holdings Limited and O2 (UK) Limited v Hutchison 3G UK Limited (2008). 
799 Further analysis of O2 v H3G is carried out in 6.4. 
800 C-487/07 L'Oreal SA v Bellure NV [2009]. 
801 Ibid, para 40. 
802 Ibid. 
803 Ibid, [45]-[50]. 
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for example, Intel Corp v. Sihra,804 Ate My Heart Inc v Mind Candy,805 and 

Interflora v Marks & Spencer.806 

 

Based on the line of cases discussed above, this thesis argues that both concepts 

‘detrimental to distinctive characters of the mark’ and ‘detrimental to the repute of 

the mark’ are inherently overlapping. Both concepts require un-authorised use of 

a brand that results in associations that could harm the brand one way or another, 

and to treat them separately has led, as demonstrated above, to a level of 

complexity and uncertainty in the case law. Given the complexity and uncertainty 

associated with the fragmentation of protection against detrimental use as 

equivalent to the uncertain notions of ‘dilution’ and ‘tarnishment’, maintaining 

intellectual flourishing would be difficult, if not impossible, as demonstrated by the 

analysis above. Alternatively, in an effort to promote and sustain intellectual 

flourishing, this thesis suggests that both types of detriment should be dealt with 

as one and should be interpreted in accordance with the intellectual flourishing 

standard proposed by this thesis, instead of the notion of dilution and/ or 

tarnishment. The evaluation of line of cases in this section helped in clarifying the 

common denominator between the ‘dilution’ and ‘tarnishment’ notions (i.e., the 

range of acts that involve un-authorised use of a brand that results in associations 

that could harm the brand). Those range of acts are used by this thesis to propose 

an alternative to the current provision. In particular, this thesis proposes that 

detriment should be defined to mean any association arising from the similarity 

between a sign and a mark with reputation in the UK when any of the following is 

 

804 Intel Corp v. Sihra [2003] EWHC 17 (Ch), [2003] RPC 44. 
805 Ate My Heart Inc v Mind Candy [2011] EWHC 2741 (Ch). 
806 Case C-323/09 Interflora v Marks & Spencer Plc [2012] ETMR 1. 
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fulfilled: i) the sign has been adopted in an attempt to rely on a pre-existing power 

of attraction, the reputation and or the image of the mark, ii) the use of the sign 

results in likelihood of a distortion of the image and, or the vision of the mark and, 

or, iii) the use of the sign results in egregiously unpleasant associations with the 

mark. The boundaries of the proposed alternative to protection against uses that 

are detrimental to a mark with reputation, and the way it should be determined by 

the English judiciary will be further explored in part of this thesis within the 

framework of intellectual flourishing.807 The exploration in part 2 of the proposed 

alternative will assess in setting forth exceptions and, or defences to the proposed 

reforms where needed.  

 

Although the proposed changes to section 10(3) of the TMA 1994 thus far allows 

wider protection, to ensure constructive re-use of brands, there still remains the 

possibility of brands misappropriation, whenever the defendant’s use is in 

accordance with the current ambiguous inbuilt exception of ‘due cause’. 

Therefore, an examination of inbuilt exception of ‘due cause’ is carried out in the 

next section. 

 

3.3.5 The interpretation of the inbuilt exception of ‘due cause’ 

This section examines the scope of extent of the inbuilt exception ‘due cause’ 

available under section 10(3) of the TMA 1994. It demonstrates how the tension 

between protecting brand owners right (in their trade marks reputation) and the 

desire to promote free competition in the marketplace (which often rises in unfair 

advantage and detriment allegations) has led the ‘due cause’ exception to 

 

807 See 1.3. 
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continue to evolve through case law to encompass rather flexible and imprecisely 

defined forms of fair competition and good faith. Considering the prevalent neo-

classical economic view of the market, maintaining intellectual flourishing would 

be difficult, if not impossible, with the current ill-defined approach to ‘due cause’. 

Therefore, this section concludes by suggesting an alternative approach that 

could allow that could contribute to the promotion of intellectual flourishing. 

 

The meaning and the scope of the ‘due cause’ within section 10(3)/ Article 5(2) 

was primarily considered in Lucas Bols v Colgate Palmolive808 by the Benelux 

court when considering ‘without justifiable reason’.809 In this case, Lucas Bols 

Co., the owner of the mark CLAERYN for a high-quality gin in the Netherlands, 

objected to the advertising and selling of dissimilar products bearing the mark 

KLAREIN by Colgate-Palmolive. The defendant, Colgate-Palmolive, had argued 

that, since ‘klar’ meant quick, ready or finished while ‘rein’ meant clean or fresh, 

the use of KLAREIN mark on detergents was particularly appropriate. Moreover, 

the defendant argued that it had been using the KLAREIN mark outside the 

Netherlands before the claimant, Lucas Bols Co, had begun using the CLAREYN 

mark. In light of that, the defendant claimed that it did have ‘justifiable reasons’ 

for the use of a mark similar to the CLAREYN gin mark. However, the grounds 

presented by the defendant were rejected by the Benelux Court of Justice in 

appeal. The court stated that for there to be a ‘justifiable reason’ to use a trade 

mark without a prior consent of the owner the user of the mark must maintain that 

they are ‘under such a compulsion to use this very mark that [they] cannot 

 

808 Lucas Bols v Colgate Palmolive (1976) l.l.C. 420. 
809 A similar phase to "without due cause”, Per Neuberger J see Premier Brands UK Ltd. v Typhoon Europe 

Ltd & Anor [2000] EWHC 1557 (Ch) p17. 
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honestly be asked to refrain from doing so’.810 This is ‘regardless of the damages 

the owner of the mark would suffer from such use’.811  

 

The first English case to consider the Benelux Court’s interpretation of the 

‘justifiable reasons’ was Premier Brands v Typhoon Europe812 concerning the 

scope of section10(3) of the TMA 1994. In that case, the claimant, Premier, is an 

importer and supplier of tea and tea and the owner of TY.PHOO mark (one of the 

best known brands of tea in the UK), objected to the use of the mark TYPHOON 

in the UK by the defendant of relativity similar products (kitchen hardware)813 on 

the grounds of section10(3) of the TMA1994. The defendant justified their choice 

of the TY.PHOO mark to be with ‘due cause’ on the basis of ‘good-faith’ by stating 

that the mark is ‘easily pronounced and memorable, it had oriental connotations, 

it was understandable both in the east and the west, and it represented speed 

and dynamism.’814 Nevertheless, and ‘in the absence of any statement to the 

contrary from the CJEU’,815 Neuberger J considered the Benelux Court’s 

interpretation of the ‘without justifiable reason’ in Lucas Bols v Colgate 

Palmolive816 as ‘the approach which should be adopted to the words "being 

without due cause" in Section 10(3)’.817 As a result, use in good-faith was not 

 

810 Lucas Bols v Colgate Palmolive (1976) l.l.C. 420 (cited in B Paul, ‘"Without Due Cause" - Use of the 

Defendant's Sign before the Claimant's Mark Is Filed: Leidseplein Beheer and De Vries V Red Bull Gmbh 

and Red Bull Nederland Bv, (C-65/12)’ (2014)  European Intellectual Property Review 402). 
811 Ibid. 
812 Premier Brands UK Ltd. v Typhoon Europe Ltd & Anor [2000] EWHC 1557 (Ch). 
813 Ibid, p 2. 
814 Ibid, p 3. 
815 I Fhima, ‘Due Cause’ (2017)  Journal of Intellectual Property Law & Practice p 899. 
816Lucas Bols v Colgate Palmolive (1976) l.l.C. 420. 
817 Premier Brands UK Ltd. v Typhoon Europe Ltd & Anor [2000] EWHC 1557 (Ch) p 18. 
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sufficient.818 No comment was made by the CJEU on the scope of the ‘due 

cause’819 until in Interflora v Marks & Spencer.820 

 

The claimants in Interflora v Marks & Spencer,821 who operates the largest flower 

delivery network under CTM and UK trade mark registrations of INTERFLORA, 

objected to the use of the keyword INTERFLORA by the defendant, Marks and 

Spencer. This was on the basis that the keyword INTERFLORA generated a 

sponsored link to Marks and Spencer's online flower-delivery service leading to 

taking unfair advantage822 of the claimant’s mark without due cause.,823 thus, 

falling foul of infringement under Article 5(2)/S.10(3). The CJEU, however, 

reported that despite any unfair advantage, ‘without offering a mere imitation…, 

without causing dilution or tarnishment and without… adversely affecting the 

functions of the trade mark concerned… it must be concluded that such use falls, 

as a rule, within the ambit of fair competition’.824 No mention of the Benelux 

Court’s interpretation in Lucas Bols v Colgate Palmolive825 was made by the 

CJEU. Rather, the CJEU’s interpretation of ‘without due cause’ was more 

expansive and somehow ‘creates a myriad of possibilities (and uncertainties) as 

to its scope.’826 This is due to the fact that the CJEU interpreted the ‘due cause’ 

as being in accordance with ‘fair competition’ though the court has potentially 

limited that to uses that takes unfair advantage and/ or are the detrimental to 

 

818 Ibid, p 16, 17. 
819 This is due to the fact that the CJEU should not define matters of its own wish and the opportunity to 

provide an interpretation of ‘due cause’ most likely did not arise anytime earlier. 
820 C-323/09 Interflora Inc. and Interflora British Unit v Marks & Spencer plc and Flowers Direct Online Ltd. 
821 Ibid. 
822 On ‘unfair advnatage’ see 3.3.3. 
823 This is following to C-487/07 L’Ore´al SA. v Bellure NV. 
824 Case C-323/09 Interflora Inc. and Interflora British Unit v Marks & Spencer plc and Flowers Direct Online 

Ltd para 91. 
825 Lucas Bols v Colgate Palmolive (1976) l.l.C. 420. 
826 I Fhima, ‘Due Cause’ (2017)  Journal of Intellectual Property Law & Practice p 899. 
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repute and distinctive character of the mark.827 Moreover, the CJEU’s 

interpretation of ‘without due cause’ in Interflora v Marks & Spencer828 limited the 

scope of the phrase to the ’sector for the goods or services concerned’ 829 – that 

is the internet context. The application of the ‘due cause’ was however 

generalised recently by the CJEU in Red Bull v The Bull Dog.830 In this case, it 

was established by the court that the defendant’s use had amounted to unfair 

advantage while being in accordance with good faith. Thus, a focus was given to 

whether defendant’s use could amount to ‘due cause’. In doing so the CJEU 

stated that ‘the concept of ‘due cause’ may not only include objectively overriding 

reasons but may also relate to the subjective interests of a third party using a sign 

which is identical or similar to the mark with a reputation.’831 By adopting such an 

approach, the CJEU, provided and additional element to ‘fair competition’ that 

adds to the uncertainty of the scope of the phrase – that is the consideration of 

the ‘subjective reasons’. Whereas explicitly rejecting the claimant’s argument that 

‘in order to assess whether there was due cause to justify that use’832 the court 

must refer to the criterion ‘set out in the judgment of the Benelux Court of Justice 

of 1 March 1975 in Colgate Palmolive v Bols (Claeryn/Klarein)’.833    

 

A more flexible and imprecisely defined approaches was presented more recently 

in the English case law. In Comic Enterprises,834 the claimant, Comic Enterprises 

(the owner of the registered words THE GLEE CLUB for different types of 

 

827 Case C-323/09 Interflora Inc. and Interflora British Unit v Marks & Spencer plc and Flowers Direct Online 

Ltd [2011] para 91. 
828 Ibid. 
829 Ibid. 
830 C-65/12 Leidseplein Beheer BV and de Vries v Red Bull GmbH and Red Bull Nederland BV [2014]. 
831 Ibid, Para 45. 
832 Ibid, Para 17. 
833 Ibid. 
834 Comic Enterprises Ltd v Twentieth Century Fox Film Corporation [2016] EWCA Civ 41 
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entertainment services, including comedy clubs and live shows) objected to the 

defendant’s highly successful musical comedy named Glee. Dilution was 

established in this case,835 and the court went on to examine ‘due cause’. Despite 

the fact that, Fox Film, the defendant, had maintained that their use of the mark 

‘Glee’ was in good faith,836 the court focused on the fact that ‘the use of the sign 

had caused and was likely to continue to cause significant detriment to the 

Mark’.837 In other words, the finding of a detrimental use to the distinctiveness of 

the claimant mark ruled out the counterbalancing effect of the ‘due cause’. In the 

aforementioned case Argos v Argos,838 the issue of the ‘due cause’ was not 

raised by the disputing parties. Nevertheless, the court concluded in this case 

that the defendant’s use was with due cause and in accordance with honest 

practices in commercial matters.839 This was following to the court’s statement it 

‘is apparent from the judgment in Leidseplein [Red Bull v The Bull Dog] (and the 

Court's comments in Interflora) that the CJEU was not laying down exhaustive 

conditions for determining "due cause" or "good faith".’840 This introduces a more 

ambiguous and generalised approach to ‘due cause’ that is based on competition 

and good faith. 

 

As demonstrated in this section, the scope of how far the ‘due cause’ can be 

expanded remains uncertain, and whether it should cover all forms of ‘fair 

 

835 On dilution see 3.3.4. 
836 “I also accept that Fox adopted the sign glee in good faith and that this is a point which weighs in its 

favour.” Comic Enterprises Ltd v Twentieth Century Fox Film Corporation [2016] EWCA Civ 41 [147]. 
837 Ibid. 
838 Argos Ltd v Argos Systems Inc [2017] EWHC 231 (Ch). 
839 Ibid, [295] – [308]. 
840 Ibid, [298]. 
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competition’,841 or more specifically to encompass the ‘good faith’842 of the 

defendant, or whether it applies essentially as a balancing tool to the width of the 

‘unfair advantage’ and ‘detriment’.843 This uncertainty over the interpretation of 

the ‘due cause’ and its possible relevance to the more flexible concepts of ‘good 

faith’ and ‘fair competition’ may lead, as shown above, to under or overprotection 

of brands under section 10(3) of the TMA 1994, which could be in conflict with 

the wider goal of intellectual flourishing. Based on that, this thesis suggests the 

abolition of the ‘due cause’ phrase. It is suggested that any possible 

repercussions, that may emerge as a result of the abolition of the ‘due cause’, 

can be countered through explicit defences. Accordingly, this thesis suggests the 

insertion of a ‘fair use’ defence to section 11 of the TMA 1994, which defendants 

could rely on when acting in good faith or in accordance with fair competition. 

 

The investigation in preceding and current chapters thus far resulted in the 

proposal of some changes to the current section 10(3) of the TMA 1994 to afford 

protection for brands that are intellectual flourishing oriented. Although the 

proposed changes to section 10(3) of the TMA 1994 so far allows for wider 

protection, to cover brands,844 there still remains the possibility of 

misappropriation by way of comparative advertising. This is due to its nature, 

which involves the use of others’ signs in comparing two or more attributes or 

market positions of varied brands. Therefore, an examination of comparative 

advertising is carried out in the next section. 

 

841 As in Case C-323/09 Interflora Inc. and Interflora British Unit v Marks & Spencer plc and Flowers Direct 

Online Ltd. 
842 As in C-65/12 Leidseplein Beheer BV and de Vries v Red Bull GmbH and Red Bull Nederland BV 
843 Per Fihma “there remains the potential for due cause to be developed as a tool to undo some of the 

presumably unintended consequences of L’Oreal v Bellure, and the CJEU’s finding that any unremunerated 

advantage is unfair.” I Fhima, ‘Due Cause’ (2017)  Journal of Intellectual Property Law & Practice p 205. 
844 See 1.6.3. 
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3.4  Comparative advertising and the denigration of competing brands 

Comparative advertising is a legally recognised marketing method and it refers 

to any ‘advertising which in any way, either explicitly or by implication, identifies 

a competitor or a product offered by a competitor’.845 Comparative advertising is 

primarily used by a trader either (i) to establish an image for their brand through 

an association with the compared brand, as in L’Oréal v Bellure,846 (ii) for 

positioning or repositioning in the market by claiming superiority847 as in O2 v 

H3G,848 (ii) or to claim that its product or service is cheaper than that of the leading 

brand, as in British Airways plc v Ryanair Ltd.849 The last two types of case often 

include tarnishment850 and/or ‘parody’851 (referred to as denigrate or discredit in 

the law relevant to comparative advertising)852 which, respectively, aim to convey 

certain messages to the public through undermining the earlier mark, or through 

 

845 As defined by art 2(1)(b) of the Business Protection from Misleading Marketing Regulations 2008, SI 

2008/1276 (BPR 2008), available at http://www.legislation.gov.uk/uksi/2008/1276/contents/made. These 

regulations came into force on 26 May 2008, implementing Directive 2006/114/EC of 12 December 2006 

concerning misleading and comparative advertising [2006] OJ L376/21 (the Misleading and Comparative 

Advertising Directive (MCAD) 2006), available at https://eur-lex.europa.eu/legal-

content/EN/TXT/HTML/?uri=CELEX:32006L0114&from=EN. BPR 2008 prohibits misleading business-to-

business advertising and lays down conditions under which comparative advertising should be permitted. 

The consumer equivalent to BPR 2008 is the Consumer Protection from Unfair Trading Regulations 2008, SI 

2008/. 
846 L’Oréal SA v Bellure NV [2006] EWHC 2355 (Ch), [2007] EWCA Civ 968, [2009] EUECJ C-487/07, [2010] 

RPC 23, [2010] EWCA Civ 535, [2010] ETMR 47, [2010] Bus LR 1579. 
847 Seee generally C Pechmann and S Ratneshwar, ‘The Use of Comparative Advertising for Brand 

Positioning: Association Versus Differentiation’ (1991) 18 Journal of Consumer Research 145. 
848 O2 Holdings Ltd & Anor v Hutchison 3G UK Ltd [2005] EWHC 344 (Ch), [2006] EWHC 534 (Ch), [2006] 

EWCA Civ 1656. 
849 British Airways Plc v Ryanair Ltd [2000] EWHC Ch 55. 
850 See 3.3.4. 
851 Further discussion about parody use of trade marks in carried out in 6.5.1. See generally S Jacques, ‘A 

Parody Exception: Why Trade Mark Owners Should Get the Joke’ (2016) 38 EIPR 471; DA Simon, ‘The 

Confusion Trap: Rethinking Parody in Trademark Law’ (2013) 88 Wash L Rev 1021; SL Dogan and MA 

Lemley, ‘Parody as Brand’ (2013) 47 UCDL Rev 473; A Ramalho, ‘Parody in Trademarks and Copyright: Has 

Humour Gone Too Far’ (2009) 5 Cambridge Student L Rev 58; M. Spence, ‘Intellectual Property and the 

Problem of Parody’ (1998) 114 Law Quarterly Review 594.  
852 See eg F Barigozzi, PG Garella and M Peitz, ‘With a Little Help from My Enemy: Comparative Advertising 

as a Signal of Quality’ (2009) 18 Journal of Economics & Management Strategy 1071. 

http://www.legislation.gov.uk/uksi/2008/1276/contents/made
https://eur-lex.europa.eu/legal-content/EN/TXT/HTML/?uri=CELEX:32006L0114&from=EN
https://eur-lex.europa.eu/legal-content/EN/TXT/HTML/?uri=CELEX:32006L0114&from=EN
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a ‘ridicule’ differentiation between the parodist’s mark and the earlier one. 

Presenting of objective information, is a secondary consideration in most forms 

of comparative advertising.853 For those reasons, brand owners perceive 

comparative advertising as ‘an excessively aggressive marketing practice’854 that 

they wish to prevent. As put by Alkin ‘the manufacturers of leading brands wish 

to prevent use of their valuable trade marks by third parties in [comparative 

advertisements] in order to prevent the third party from taking advantage of… 

their investment and success in communicating product values to consumers’.855 

 

Nevertheless, comparative advertising is recognised as a pro competitive 

marketing method by English courts.856 As Jacob J clarified in L’Oréal v Bellure, 

‘to dilute the predilection in cases where the speaker's motive for telling the truth 

is his own commercial gain'857 with no good reason results in the creation of a 

‘pointless monopoly’.858 In fact, comparative advertising is seen by the English 

courts as inevitable competition tool. As Jacob J simply puts it in British Airways 

plc v Ryanair Ltd,859 ‘it is difficult to advertise comparatively without using the 

 

853 As noted by the European Commission’s Committee on the environment, public health and consumer 

protection, in advertising the ‘primary aim is to convince the consumer to obtain the advertiser’s product/ 

service and/or his specific brand. Advertising is thus a commercial message designed to influence 

consumer behaviour … The commercial involves both information and promotion, always with the aim of 

enhancing the message which the advertiser wishes to put across to the consumer in order to influence the 

latter in favour of the particular product/service. The objective information value of the commercial is thus 

secondary, as the information is used solely if, and insofar as, it can act as a persuasive element in the 

advertisement’ (cited in OH Dean, ‘Intellectual Property and Comparative Advertising’ (1996) 7 Stellenbosch 

L Rev 25). 
854 A Georgios, ‘Bubble Wars! Trade Mark Use and Protected Designation of Origin in Comparative 

Advertising’ (2009) EIPR 316 p 1. 
855 T Alkin, ‘Should There Be a Tort of “Unfair Competition” in English Law?’ (2007) 3 Journal of Intellectual 

Property Law & Practice 48. 
856 For a detailed discussion of comparative advertising under the English law in comparison with EU 

member states see eg L Marder, Comparative Advertising and Price: Implementation of Directive 97/55/EC in 

Germany and England Compared (diplom. de 2004). 
857 L’Oréal SA v Bellure NV [2010] EWCA Civ 535 [9]. 
858 Ibid [50]. 
859 British Airways Plc v Ryanair Ltd [2000] EWHC 55 (Ch). 



 150 

other side’s registered trade mark’.860 The pro-competitive stance towards 

comparative advertising was not always the case under the English law. Prior to 

the TMA 1994, importing a reference to a trade mark without the consent of their 

owner explicitly amounted to trade mark infringement.861 Such a position, 

however, was relaxed by the insertion of the now-revoked, home-grown section 

10(6) into the TMA 1994, which limits the extended right conferred to mark 

owners under the current section 10(3). 

 

Despite the fact that section 10(6) did not explicitly refer to comparative 

advertising, it was made clear by Lord Strathclyde that the rationale behind the 

insertion of the provision was to ‘to allow comparative advertising with proper 

safeguards for the owner of a registered trade mark’… [through] freestanding and 

liberalising measure which [are believed to be] in the best interests of competition 

and therefore in the interests of the consumer.’862 Consequently, cases disputed 

on the grounds of section 10(6) of the TMA 1994 all involved an element of 

comparative advertising. Case law relevant to the named provision reflected the 

tension between protecting the brand owners right (in the reputation of their trade 

marks) and the desire to promote free competition. Case law also revealed the 

English position towards the liberalisation and encouragement of comparative 

advertising. Per Jacob J in L’Oréal v Bellure863 ‘countries with a healthy attitude 

to competition law, such as the US, would not keep a perfectly lawful product off 

the market by the use of trade mark law to suppress truthful advertising’.864  

 

860 Ibid, [10]. 
861 See eg Bismag Ltd v Amblins (Chemists) Ltd (1940) 57 RPC 209; Chanel Ltd v Triton Packaging Ltd 

[1993] RPC 32.  
862 Intellectual Property Bill [H.L.] (Hansard 24 February 1994) Volume 552 Amendment 11. 
863 L’Oréal SA v Bellure NV [2010] EWCA Civ 535. 
864 Ibid, [20]. 
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This approach of the English courts is relatively similar to that of the US 

jurisdiction, which has adopted a relaxed approach that allows comparative 

advertising provided the identity of the advertised products are not confused.865 

In particular, section 43(a) of the Lanham Act866 expressly excludes from its 

scope the use of marks in ‘advertising or promotion that permits consumers to 

compare goods or services’.867 From this perspective, imitation claims and 

comparison lists are considered to be legitimate tools of market communication 

and commercial speech, provided that misinformation or confusion does not 

occur.868 Otherwise, featuring brands of competitors in comparative advertising 

is unrestricted, even in ‘a general claim of superiority over comparable products 

that is so vague that it can be understood as nothing more than a mere expression 

of opinion.’869 

 

As noted earlier in this section, the home-grown section 10(6) of the TMA 1994 

has now been revoked. Brand owners who wish to prevent the infringement of 

their brands, in the English jurisdiction, by the way of comparative advertising can 

currently rely on the new section 10(4)(e) of the TMA 1994,870 which expressly 

states that the use of a sign that is not with compliant with BPR (which follow 

 

865 See eg TW Dornis and T Wein, ‘Trademarks, Comparative Advertising, and Product Imitations: An Untold 

Story of Law and Economics’ (2016) 121 Penn St L Rev 421; CJ Romano, Comparative Advertising in the 

United States and in France (2004) Nw J Int’l L & Bus 25. 
866 The Lanham Act 1946 § 43(c)(3)(A), 15 U.S.C. § 1125 (2016). 
867 Ibid. 
868 See n 865. 
869 As per the US Fifth Circuit in Pizza Hut, Inc v Papa John’s International, Inc 227 F.3d 489, 497 (5th Cir. 

2000) (cited in CJ Romano, ‘Comparative Advertising in the United States and in France’ (2004) 25 Nw J Int’l 

L & Bus 371). 
870 This change came into effect for EU Trade Marks on 23 March 2016, and was implemented in the UK as 

of 14 January 2019 under the Trade Marks Regulations 2018 (see n 651). 
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Directive 2006/114/EC MCAD871) is a trade mark infringement. Article 4 of BPR 

2008 provides a check list that sets out the criteria under which comparative 

advertising is permitted.872 The named Article requires, inter alia, that 

comparisons: compare products intended for the same purpose; use material and 

verifiable comparators; must be true; do not present goods as imitations or 

replicas; do not denigrate or discredit. The insertion of section 10(4)(e)873 seems 

to dilute the flexible and liberal stance by the English courts towards comparative 

advertising, which was vibrant under the now-revoked ‘home-grown’ section 

10(6) of the TMA 1994.874 Nevertheless, a further examination of the rationale 

behind the TMD, this becomes less certain.  

 

From the current standpoint of the TMD, comparative advertising is seen as tool 

of market transparency as it assists in providing information for the public about 

various competing products available on the market.875 Hence, as stated in 

 

871 According to the European Commission, ‘The purpose of the directive on misleading and comparative 

advertising is to protect traders against misleading advertising and its consequences. The rules also lay 

down the conditions under which comparative advertising is permitted’; the rules contained in MCAD 2006 

are ‘applied only to business-to-business (B2B) relations concerning misleading advertising’. The consumer 

equivalent to MCAD 2006 is Directive 2005/29/EC of 11 May 2005 concerning unfair business-to-consumer 

commercial practices in the internal market  [2005] L149/22 (the Unfair Commercial Practices Directive). 
872 According to the CJEU, ‘Article 5(1)(a) of Directive 89/104 must be interpreted as meaning that the 

proprietor of a registered trade mark is entitled to prevent the use by a third party, in a comparative 

advertisement which does not satisfy all the conditions, laid down in Article 3a(1) of Council Directive 

84/450/EEC of 10 September 1984 concerning misleading and comparative advertising’ (Case C-487/07 

L’Oréal SA v Bellure NV [2009] EUECJ, para 81).  
873 See n 870. 
874 For more about s 10(6) of the TMA 1994 see eg B Mills, ‘Comparative Advertising: Should it Be Allowed?’ 

(1995) 17 EIPR 417; D Meyer-Harport, ‘The UK Trade Marks Act 1994 and Comparative Advertising’ (1995) 6 

Entertainment Law Review 195; I Saltzman and A-M Allgrove, ‘UK Law on Comparative Advertising 

Following the “Orange” Case’ (1997) 8 Intl Company and Commercial L Rev 60; H Carty, ‘Registered Trade 

Marks and Permissible Comparative Advertising’ (2002); H Johnson, ‘Comparative Advertising: The Battle of 

the Bubbles – O2 Holdings Ltd v Hutchison 3G Ltd’ (2006) 11 Communications Law 51. 
875 Although it has yet to be confirmed empirically, the notion that comparative advertising is more 

effective to the consumer than the regular advertising has been notably emphasised in the literature. Eg 

Prof McCarthy argues that given the wide diversity of products available in the market nowadays, 

comparative advertising plays a crucial role in assisting consumers in making purchase choices among 

products by providing them with a basis for evaluating the qualities of similar products. According to Prof 

McCarthy, comparative advertising is regarded as a cost-effective means of informing consumers of the 
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MCAD 2006,876 it is ‘to the consumer’s advantage’.877 According to this 

perspective, the private interest of brand owners is outweighed by the interest of 

advertisers when it comes to comparative advertising as it is considered as a pro-

competitive method of marketing878 or, as explicitly stated in MCAD 2006,879 it 

can ‘stimulate competition between suppliers of goods and services’.880 

Therefore, ‘the conditions under which comparative advertising is deemed 

lawful’,881 as it was put by the CJEU, ‘must be interpreted in the sense most 

favourable to it’.882  

 

The pro-comparative advertising approach in interpreting the provision of the 

Directive was reflected in the rulings of the CJEU in cases involving ‘discredit or 

denigrat[ion] [to] the trade marks, trade names, other distinguishing marks, 

products, activities, or circumstances of a competitor’.883 The relevant CJEU line 

of cases shows that the court refrains from providing a thorough and detailed 

 

competitive products. Quoting August Storck K.G. v Nabisco, Inc., 59 F.3d 616, (7th Cir. 1995) Prof McCarthy 

in particular states that ‘comparative advertising... is “highly beneficial to consumers” and may convey to 

them valuable information’ see JT McCarthy, Trademarks and Unfair Competition, vol 2 (Lawyers Co-

operative Publishing Company 1996); Likewise, Moorman argues that consumers who lack the knowledge 

necessary to understand certain information about products may benefit from the benchmarks provided in 

comparative advertisements. See C Moorman, ‘The Effects of Stimulus and Consumer Characteristics on the 

Utilization of Nutrition Information’ (1990) 17 Journal of Consumer Research 362. 
876 Directive 2006/114/EC of the European Parliament and of the Council of 12 December 2006 concerning 

misleading and comparative advertising. 
877 The sixth recital of MCAD 2006. 
878 In his criticism of the CJEU’s decision in Case C-487/07 L’Oréal SA v Bellure NV [2009] EUECJ, Jacob J was 

of the opinion that the ruling undermined the right of free speech as it prevented traders from making 

honest statements about their products. Furthermore, Jacob J emphasised that the CJEU’s approach 

restricts competition by suppressing truthful advertising. (L’Oréal SA v Bellure NV [2010] EWCA Civ 535 

[20]); on comparative advertising and competition see eg JP Choi and JP Choi, Recent Developments in 

Antitrust: Theory and Evidence (Mit Press 2007) at 8. 
879 Directive 2006/114/EC of the European Parliament and of the Council of 12 December 2006 concerning 

misleading and comparative advertising. 
880 The sixth recital of MCAD 2006. 
881 Pippig Augenoptik GmbH & Co KG v Hartlauer Handelsgesellschaft mbH [2004] 1 CMLR 39, 44 (cited in L 

Marder, ‘Comparative Advertising and Price: Implementation of Directive 97/55/EC in Germany and 

England Compared’ (diplom. de 2004)).  
882 Ibid. 
883 Art 4(f) of the Business Protection from Misleading Marketing Regulations 2008; see n 845. 
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exploration of the meaning of ‘discredit or denigrate’ in relation to comparative 

advertising. Instead, an emphasis on promoting comparative advertising is 

always made by the court. For instance, in the case from Austria Pippig 

Augenoptik,884 the defendant launched an advertising campaign, containing the 

logo and a picture of the claimant store, directly comparing the prices of both 

businesses products, however, for different brand of lenses.885 Pippig objected to 

the defendant’s advertisements on the grounds that the price comparison entails 

discrediting as it gives the impression that the competitor's prices are mostly 

excessive and is therefore unlawful.886 Four questions were referred by the 

Austrian supreme court to the ECJ887 for a preliminary ruling one of which 

concerned whether a price comparison entailing discrediting the competitor and 

whether reproduction of the competitor's logo and a picture of its shop, for the 

sake of the comparison, is unlawful.888 The CJEU responded to both questions in 

negative. In particular, with regard to price comparisons, the Court stated that 

‘comparing prices cannot in itself entail the discrediting or denigration of a 

competitor who charges higher prices’889 as ‘comparing rival offers, particularly 

as regards price, is of the very nature of comparative advertising.’890 For the 

second part concerning the reproduction of a competitor's logo for the sake of 

comparing products, the CJEU confirmed that ‘merely showing the logo and shop 

of a competitor does not constitute a discrediting or denigration either’,891 as long 

as ‘it is not accompanied by a false or defamatory allegation.’892 No definition of 

 

884 Case C-44/01 Pippig Augenoptik GmbH & Co KG v Hartlauer Handelsgesellschaft mbH (2003). 
885 Ibid, para 15 – 17. 
886 Ibid, para 19. 
887 Ibid, para 21. 
888 Ibid. 
889 Ibid, para 80. 
890 Ibid. 
891 Ibid, para 79. 
892 Ibid. 
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what could constitute a use that would discredit or denigrate a trade mark was 

provided by the Court. Instead, the Court emphasised that the ‘it is important to 

note that… use of another's trade mark, trade name or other distinguishing marks 

does not breach that exclusive right in cases where it complies with the conditions 

laid down by the [Directive 97/55].’893 

 

The approach undertaken in Pippig Augenoptik894 was later reaffirmed in O2 v 

H3G by the CJEU in its response to the English court’s question concerning the 

nature of comparisons that ‘discredit or denigrate’ and whether honest, non-

misleading comparisons could amount to ‘discredit or denigrate’.895 In spite of the 

fact that the defendant has used grey-and-white bubble imagery with different 

shapes and sizes accompanied with unpleasant voice over, mimicking the 

bubbles in blue water combined with artistically chosen voice and backtrack used 

by O2, in TV advertising campaign that compares prices of the defendant with 

those of the claimant, the CJEU emphasis was on promoting comparative 

advertising since the disputed advertising was not misleading.896 In particular, the 

CJEU stated that ‘the need to promote comparative advertising [requires] that the 

right conferred by the mark be limited to a certain extent.’897 the CJEU continued 

‘[s]uch a limitation… appears necessary not only in the case of use, by the 

advertiser, of a competitor’s actual mark, but also in the case of use of a sign 

similar to that mark.’898 By taking such an approach the CJEU confirmed the 

opinion of AG Mengozzi where he stated that Article 3a of Directive 84/450 ‘is 

 

893 Ibid, para 80. 
894 Case C-44/01 Pippig Augenoptik GmbH & Co KG v Hartlauer Handelsgesellschaft mbH (2003). 
895 Case C-533/06 O2 Holdings Ltd v Hutchinson 3G Ltd [2008] ECR I-4231 
896 Ibid, para 20. 
897 Ibid, para 39. 
898 Ibid, para 40. 
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intended solely to prohibit comparative advertising that ‘discredit[s] or 

denigrate[s]’ trade marks or other elements connected with a competitor’.899 

Consequently, ‘the reproduction in an advertising message of the competitor’s 

logo and a picture of its shop front, in addition to the competitor’s name… does 

not in itself discredit or denigrate that competitor.’900  

 

The emphasis by the CJEU that ‘the need to promote comparative advertising 

required that the right conferred by the mark be limited to a certain extent’901 has 

led to a limited interpretation of ‘denigrate or discredit’ to dishonesty that could 

lead to misleading to the average consumer. This illustrates that comparative 

advertising cases under the new section 10(4)(e)902 of the TMA 1994 might well 

achieve the same results as those under the revoked 10(6) of the TMA 1994,903 

which revealed the English law position towards the liberalisation and 

encouragement of comparative advertising.  

 

It is accepted by this thesis that advertising in general has a crucial informational 

role for the reasons stated throughout this section. Conversely, however, even if 

comparative advertising can assist in increasing the information available to the 

public, such practice frequently results in public battles between owners of rival 

products, not only for a space in the marketplace. Rather, as will be further 

discussed in chapter 6, the reproduction of brand images in comparative 

advertisements904 results in competition for space in the relevant consumer’s 

 

899 Opinion of Advocate General Mengozzi delieverd on 31 January 2008. 
900 Ibid, para 45. Though AG believed that using the logo and a picture of the trade mark’s owner shop is 

‘not indispensable for the purpose of identifying a competitor who has already been mentioned by name’. 
901 Case C-533/06 O2 Holdings Ltd v Hutchinson 3G Ltd [2008] ECR I-4231 para 39. 
902 See nn. 870- 872 and accompanying text. 
903 See n 874. 
904 Truthfulness is assumed here. 
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mind, through the contentious creation of an ongoing desire for consumption and 

material possession,905 at the expense of intellectual flourishing906 (in particular, 

the utility of the memetic discourse in society as will be further explained in 

chapter 6). This process is not confined to the average consumer907 but reaches 

society as a whole.  

 

Accordingly, this work argues that maintaining intellectual flourishing would be 

difficult, if not impossible, when having a statutory provision under the 

infringement provision of section 10 that specifically concerns comparative 

advertising. This is particularly so in light of the prevalent unacceptance of, and 

hostility towards, any judicial intervention in the marketplace that might restrict 

the free flow of information. Therefore, this thesis suggests that it would be better 

to revoke the newly inserted section 10(4)(e) of the TMA 1994, and that the law 

be silent on this matter. Alternatively, since all comparative advertising involves 

the use of a trade mark (whether directly or indirectly), comparative advertising 

could be dealt with under the reformed section 10(3). Furthermore, defendants 

could rely on descriptive use defence under section 11 (2)(b) of the TMA 1994 

whenever the use of a mark in comparison is descriptive, or the newly introduced 

fair use defence whenever the comparison in question is believed to be in 

accordance with honest and fair competition. 

 

 

905 On material possession and well-being see eg JL Lastovicka and NJ Sirianni, ‘Truly, Madly, Deeply: 

Consumers in the Throes of Material Possession Love’ (2011) 38 Journal of Consumer Research 323; JE 

Burroughs and A Rindfleisch, ‘Materialism and Well-Being: A Conflicting Values Perspective’ (2002) 29 

Journal of Consumer research 348; MJ Sirgy and others, ‘Satisfaction with Material Possessions and General 

Well-Being: The Role of Materialism’ (1998) 11 Journal of Consumer Satisfaction Dissatisfaction and 

Complaining Behavior 103; RS Oropesa, Consumer Possessions, Consumer Passions, and Subjective Well-

Being (Springer 1995). 
906 See 1.3.  
907 See 3.2.1. 
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3.5 Conclusion 

The discussion in this chapter demonstrated how protection afforded by section 

10 of the TMA 1994 forms an insufficient tool of protection for brands against 

unfair competition by misappropriation. In particular, this chapter highlighted how 

the English law, in spite of the existence of the extended protection under section 

10(3),908 is shaped by the abstract notion of the rational average consumer, which 

binds it to the pure economic dimension of brands misappropriation. This results 

in an insignificant attention to the potential impact on intellectual flourishing909 in 

society of such misappropriation.  

 

This chapter began with underlining the ambiguity surrounding the traditional 

protection of trade marks as a result of certain CJEU decisions and suggested 

that protection under section 10(1) and section 10(2) should maintain limited to 

the traditional function of a trade mark.910 This chapter then highlighted the role 

of the abstract notion of the average consumer in limiting protection under the 

section 10(1) and section 10(2) of the law to cases where the average consumer 

would be confused as to trade origin of the branded products.911 This chapter 

then offered an examination of the expanded reputation-based protection under 

section 10(3).912 It demonstrated how, although under this provision the 

requirement that the average consumer to be confused is irrelevant, protection 

under section 10(3) is still limited and does not extend to cover the complex 

nature of brands. This chapter highlighted three reasons for this. Firstly, the 

 

908 See n 58. 
909 See 1.3. 
910 See 3.2. 
911 See 2.3.1. 
912 See 3.3. 
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statutory requirement of registration, which reduces a brand to one of its parts, 

i.e. the trade mark.913  This chapter emphasised that, in spite the fact that a trade 

mark may be the most visible and valuable part of a brand, trade marks and 

brands should not be treated as interchangeably when intellectual flourishingis 

concerned. 914  Secondly, the interpretation of the provision terms and concepts 

by courts. This chapter highlighted how the interpretation of the ‘unfair advantage’ 

provision and the ‘detriment to distinctive characters and the repute’ provision by 

the English courts always link the protection offered by section 10(3) to the 

economic aspect of the matter.915 Thirdly, the statutory proviso of the ‘due cause’ 

and its interpretation by courts to require an economic ‘link’ to be established in 

the mind of the average consumer, leading the protection to be linked back to the 

trade origin of the branded products. The possibility of brands’ misappropriation 

by way of comparative advertising has also been considered in this chapter, and 

the shortcomings of the liberal stance of English courts towards such a marketing 

method and its impact upon intellectual flourishing has been highlighted.916

  

  

 

913 See 3.3.2. 
914 See n 909. 
915 See 3.3.33.3.4. 
916 See 3.4. 
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PART 2  

THE INTELLECTUAL FLOURISHING APPROACH TO BRANDS AND THEIR 

PROTECTION AGAINST UNFAIR COMPETITION 

This part of the thesis offers an intellectual flourishing917  approach to brands.918 

Each chapter of this part establishes a novel intellectual flourishing approach to 

brands that unveil their complex nature and highlight their contribution to the 

obligation on individuals to living to their fullest intellectual potential and achieving 

their utmost intellectual engagement in society. In particular, this part establishes 

a knowledge approach to brands in chapter 4, semiotic approach to brands in 

chapter 5 and a memetic approach to brands in chapter 6. Based on the 

established approaches, which are equally important to the purpose of this thesis, 

each chapter offers a detailed practical exploration of the proposed reforms to 

section 10(3) of the TMA 1994 in Part 1 and evaluates it against the current 

English approach. This process takes into consideration all conflicting interests 

in a manner that assist in setting forth appropriate limitations and/or defences to 

the proposed protection where needed.  

 

917 See 1.3. 
918 See 1.6.3. 
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CHAPTER 4 

BRANDS PROTECTION FOR AN ENHANCED KNOWLEDGE  

4.1 Introduction 

This chapter outlines how the proposed alternative to the ‘unfair advantage’ 

provision (i.e., the prohibition of the exploitation of a reputed mark or distinctive 

characters of a brand when the act of exploitation is without corresponding 

efforts)919 contributes to the utility of knowledge in society920 as part of the broader 

goal of intellectual flourishing.921 

 

To support this claim, this chapter uses Locke’s922 theory of knowledge (‘the 

theory of knowledge’),923 as a framework.924 This chapter does not provide a 

broad investigation of the theory of knowledge. Rather, the aim of this chapter is 

to establish a new perception of brands that is based on the theory of knowledge, 

where ideas of the exterior925 world creates and builds knowledge, which forms 

 

919 See 3.3.3. 
920 See nn. 156- 162 and accompanying text. 
921 See 1.3. 
922 For more about Locke and his philosophy see eg M Cranston, John Locke: A Biography (1957); V 

Chappell, The Cambridge Companion to Locke (CUP 1994). The justification for utilising Locke’s theory of 

knowledge see n 927 and accompanying text. 
923 John Locke demonstrated this knowledge theory in his most important work, the Essay Concerning 

Human Understanding (1689), where he sets out to propose an analysis of the human mind, its limits of 

understanding and its acquisition of knowledge. The motivation for writing the Essay came to Locke while 

debating an unrelated topic with friends. Locke realized that to make progress on the topic being 

discussed it was first essential to examine human understanding. Locke’s view is that in order for us to 

analyse the world and our access to it we first need to know how we acquire knowledge. According to him 

it is ‘necessary to examine our own Abilities, and see, what Objects our Understandings were, or were not 

fitted to deal with’. For general discussion on Locke’s Essay see eg JW Yolton and J Locke, Locke and the 

Compass of Human Understanding: A Selective Commentary on The ‘essay’ (CUP 1970); V Chappell, The 

Cambridge Companion to Locke (CUP 1994); L Newman, The Cambridge Companion to Locke’s ‘Essay 

Concerning Human Understanding’ (CUP 2007). 
924 The theoretical framework of the thesis is also discussed in 1.7. 
925 The terms ‘exterior’ and ‘sensory’ are used interchangeably in this thesis, unless otherwise stated. 
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a basis for the intellectual progress of humans.926 In doing so, this chapter 

demonstrates how the current English approach contributes to the existing 

knowledge in society to be built and structured by reason, logical thinking and 

abstract market rationality. The significance of the theory of knowledge to this 

thesis lies in the emphasis upon the role of existing knowledge of the exterior 

world in developing, shaping and influencing the thinking patterns of individuals 

through the re-use of such knowledge.927 By doing so, the theory of knowledge 

opposes the notion of rational thinking that holds that the human mind is born 

with pre-existing knowledge and that ideas merely reveal themselves through 

reason and logic. The theory of knowledge in this chapter is supported by 

Weber’s928 thesis of rationalisation.929 Weber’s thesis of rationalisation is of 

significant for this thesis because, unlike other theories, it offers a 

multidimensional approach to understand how social processes become 

‘rationalised’ as the result of replacing traditions, values and emotions in free 

markets with concepts based on reason and rationality.930 This makes it a useful 

instrument to highlight the undermining impact of the current English approach to 

brands that is focused on economic factors as the driving force of all ideas in the 

marketplace and how it consequently impacts the existing knowledge in society. 

 

926 See 1.3. 
927 This is in contrast to other available theories that are concerned with the employment and utilisation of 

knowledge when obtained from or focused on divine inspiration or romanticism, in which case the re-use 

of existing knowledge is not related to the discussion in this thesis. 
928 For more about Weber see eg M Weber, Max Weber: A Biography (Routledge 2017); R Bendix, Max Weber: An 

Intellectual Portrait, vol 2 (Psychology Press 1998) 
929 Weber’s thesis of rationalisation was demonstrated in his work The Protestant Ethic and the Spirit of 

Capitalism, which is now considered a founding text in economic sociology and sociology in general. 

Indeed, it was listed by the International Sociological Association, in 1998, as the fourth most significant 

sociological book of the 20th century (available at: https://www.isa-sociology.org/en/about-isa/history-of-

isa/books-of-the-xx-century/).  
930 For general discussion about Weber’s thesis of rationalisation see eg G Ritzer, ‘Professionalization, 

Bureaucratization and Rationalization: The Views of Max Weber’ (1975) 53 Social Forces 627; S Kalberg, 

‘Max Weber’s Types of Rationality: Cornerstones for the Analysis of Rationalisation Processes in History’ 

(1980) 85(5) American Journal of Sociology 1145, 1168; BS Turner, Max Weber: From History to Modernity 

(Routledge 2002); M Weber, From Max Weber: Essays in Sociology (Routledge 2013). 

https://www.isa-sociology.org/en/about-isa/history-of-isa/books-of-the-xx-century/
https://www.isa-sociology.org/en/about-isa/history-of-isa/books-of-the-xx-century/
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Thus, the theory of knowledge, supported by the thesis of rationalisation,931 offers 

a suitable means to depart from the notion of rational thinking, which is founded 

in the English approach to brands and their protection,932 and to be able to 

establish a new perception of brands that justifies a broader protection against 

unfair competition by misappropriation. 

 

To begin with, section 4.2 explains the role of ideas in creating knowledge in 

society. Section 4.3 then examines brands as ideas of the exterior world. Utilising 

the theory of knowledge, this section challenges the prevailing legal approach to 

brands, which is based on how the relevant consumer rationally perceives them. 

Conversely, this section views brands as part of the sensory experience that 

forms a basis for the intellectual progress of humans and highlights their role in 

shaping the existing knowledge. From this standpoint, section 4.4 assesses the 

current English approach towards protecting brands under the ‘unfair advantage’ 

provision of section 10(3). This section outlines how the current English approach 

is mainly concerned with one side of the brand, i.e., its economic side and it then 

demonstrates how such a perception of brands would eventually undermine 

existing knowledge. Accordingly, section 4.5 explains how the implementation of 

the proposed alternative to the ‘unfair advantage’ provision assists in capturing a 

full picture of the brand and their influential power in shaping the sensory 

experience beyond the marketplace to reach society as a whole, and thus 

contributes to an improvement in the experience from which individuals acquire 

 

931 The philosophy of Lock and Weber often tend to be mentioned together in works concerning the legitimacy and 

legitimation of political power. A discussion of Political Legitimacy is outside the scope of this thesis. For a general 

discussion about Political Legitimacy see eg SM Lipset, ‘Some Social Requisites of Democracy: Economic 

Development and Political Legitimacy’ (1959) 53 American political science review 69; R Barker, Political Legitimacy 

and the State (Oxford University Press on Demand 1990); A Buchanan, ‘Political Legitimacy and Democracy’ (2002) 

112 Ethics 689. 
932 As demonstrated in PART 1 of this thesis. 
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their knowledge, thoughts and ideas. Finally, subsection 4.5.1 highlights that an 

effective counterbalance need to be put in place to ensure the proposed reforms 

do not lead to overprotection of brands and as a result, undermine freedom of 

imitation in the marketplace.  

 

4.2 Ideas of the sensory world as part of existing knowledge 

Knowledge is utilised in this thesis on the basis of Locke’s theory of knowledge 

for the reasons stated in the introduction of this chapter. Knowledge, according 

to Locke, is ‘the perception of the connexion or repugnancy, agreement or 

disagreement, that there is between any of our ideas’.933 It follows that ‘all human 

knowledge both starts from and is founded on ideas’.934 Ideas here are the 

objects of the mental operation that results from experience and observation of 

the exterior world. Locke writes ‘Let us suppose the mind to be, as we say, white 

paper, void of all characters, without any ideas; How comes it to be furnished?... 

To this I answer, in one word, from EXPERIENCE: In that, all our knowledge is 

founded; and from that it ultimately derives itself.’935 He continues to consider 

how the mind comes to acquire its ideas through experience by arguing that ‘[o]ur 

observation employed either about the external sensible objects, or about the 

internal operations of our minds, perceived and reflected on by ourselves, is that 

which supplies our understanding with all the MATERIALS of thinking’.936 Thus, 

the primary channels for ideas are the senses, through which ideas are 

 

933  J Locke, An Essay Concerning Human Understanding (29th edn, Oxford University 1841) 146 and 147. 
934 V Chappell, The Cambridge Companion to Locke (Cambridge University Press 1994) p 26; see generally  L 

Newman, ‘Locke on Knowledge’ (2007); S Brown, British Philosophy and the Age of Enlightenment: 

Routledge History of Philosophy Volume 5 (Routledge 2012) at Chapter 3; N Rockwood, ‘Locke on 

Knowledge of Existence’ (2016) 16 Locke Studies 41. 
935 J Locke, An Essay Concerning Human Understanding (29th edn, Oxford University 1841) Book II Ch 1, 51. 
936 Ibid.  
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transmitted into the mind, where reflection occurs. In Locke’s words ‘[sensation 

and reflection] are the fountains of knowledge, from whence all ideas we have, 

or can naturally have, do spring’.937  

 

Ideas, which are the basis of knowledge, are divided, according to the theory of 

knowledge, into simple and complex ideas.938 Simple ideas are those ideas a 

mind can passively receive through encountering the exterior world and they are 

plain and unmixed.939 Each simple idea is characterised to have qualities, primary 

and secondary where the influential power of an idea lays (more on this in the 

next section).940 An example is the simple idea of a ‘snow-ball having the power 

to produce in us the ideas of white, cold, and round’;941 these are all are different 

simple ideas of sensation. A simple idea of a brand would be for example LEGO, 

Nike, Louis Vuitton, etc. Complex ideas (or ideas of substance),942 however, are 

ideas produced by the mind operating on ideas that have been transmitted to the 

mind. The mind being ‘furnished with a great number of the simple ideas, 

conveyed in by the senses, as they are found in the exterior things’943 allows the 

creation of complex ideas through combination, comparing or abstracting two or 

more simple ideas.944 This process of creating complex ideas could be performed 

 

937 Ibid.  
938 Per Locke ‘The better to understand the nature, manner, and extent of our knowledge, one thing is 

carefully to be observed, concerning the ideas we have; and that is, that some of them are simple, and 

some complex’ (J Locke, An Essay Concerning Human Understanding (29th edn, Oxford University 1841) 

Book II ch II, 61). 
939 Ibid.; see also L Newman, The Cambridge Companion to Locke’s ‘Essay Concerning Human Understanding’ 

(CUP 2007) 71–73. 
940 See n 4.3. 
941 Locke continues, ‘the powers to produce those ideas in us, as they are in the snow-ball, I call qualities.’ J 

Locke, An Essay Concerning Human Understanding (29th edn, Oxford University 1841) Book II ch VIII, 73;  
942 As also called by Locke. 
943 J Locke, An Essay Concerning Human Understanding (29th edn, Oxford University 1841) Book II ch XXIII, 

185. 
944 Ibid Book II ch XXIII. See also eg DK Brown, The Strict Interpretation of Locke's Theory of Ideas (University 

of California, Irvine 2006). 
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using old complex ideas in the mind.945 In turn, those complex ideas could be 

added to the existing knowledge and re-used by those who are exposed to it in 

order to create more new complex ideas and so on. For example, combining the 

simple ideas of the cold temperature of snow, its round shape and the taste of 

strawberry to create the complex idea of strawberry ice cream. As complex idea 

of brands would be for instance a collaboration between two or more already 

existing brands like, LEGO and the NETFLIX series Stranger Things and with 

several of the best luxury cars like Ferrari and McLaren,946 that resulted in 

producing thought provoking complex ideas which could be re-used in the 

future.947 

 

Based on the above model, knowledge is not achieved through thinking about 

and defining pre-existing ideas in the mind as it is the case according to the notion 

of rational thinking. Instead, knowledge is achieved through sensory 

experience.948 It is ‘the receiving of ideas from without’,949 through senses and 

the re-use of those ideas that is the basis of knowledge. This is where Locke’s 

 

945 A notable criticism of Locke’s notion of complex ideas was provided by W.T. Jones in his work Hobbes 

to Hume, stating that ‘the basic trouble is Locke’s assumption that the originals of all our ideas are simple 

elements. Because of this assumption, Locke’s method became a search for simple units of sensation (or 

reflection). But do we start with the ideas “red,” “sweet,” “spherical,” and compound them to get the idea of 

“apple”? Or do we see an apple and then, by a process of selective attention, note that it is red, spherical, 

and so on? Surely, the latter. The world of ordinary experience is a world of objects, and Locke’s simple 

ideas, far from being starting points of experience, are terminals.’ WT Jones, ‘Hobbes to Hume’ (1969). Such 

crtisism is, however, concerned with the utilisation of knowledge once obtained and the reduction of 

objects to simpler ideas, rather than the re-use of existing knowledge to create greater ideas, which this 

thesis is concerned with. 
946 There are many examples of successful collaborations between already existing brands that resulted in 

the creation of new and creative complex ideas that have been added to the existing knowledge. See eg 

https://www.qualitylogoproducts.com/blog/12-best-brand-collaborations/ 
947 For more on Locke’s qualitites see genearly SC Rickless, ‘Locke on Primary and Secondary Qualities’ 

(1997) 78 Pacific Philosophical Quarterly 297; RA Wilson, ‘Primary and Secondary Qualities’ (2016). 
948 See eg C Yacouba, ‘Critique of John Locke Objection to the Innate Ideas’ (2016) 6 Open Journal of 

Philosophy 302. 
949 Ibid Book II ch XI, 466. 
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theory of knowledge primarily differs from the notion of rational thinking,950 which 

holds that the human mind is born with pre-existing knowledge and ideas that 

reveal themselves with time through experience.951  

  

Based on that notion of rational thinking (‘innate knowledge’), experience of the 

external world is not the source of knowledge as Locke argues,952 rather it merely 

unlocks the pre-existing knowledge of the mind.953 According to this model, ideas 

exist inside the mind as pre-existing thoughts, and the only possible approach to 

make sense of the world is through understanding what is inside. This process 

 

950 In particual, Locke oppose to the notion of ‘innate ideas’ as intorduced by Descartes. See eg D Greenlee, 

‘Locke and the Controversy over Innate Ideas’ (1972) 33 Journal of the History of Ideas 251; S Monette, 

‘Descartes Versus Locke on Innatism’ (2018); For more on Descartes and his philosophy of ‘innate ideas’ see 

generally JR Vrooman, ‘René Descartes a Biography’ (1970); DE Flage and CA Bonnen, ‘Descartes and the 

Epistemology of Innate Ideas’ (1992) 9 History of Philosophy Quarterly 19; G Gorham, ‘Descartes on the 

Innateness of All Ideas’ (2002) 32 Canadian Journal of Philosophy 355; DA Boyle, Descartes on Innate Ideas 

(A&C Black 2009). 
951 Jones draws attention to what he believes is a “deep flaw” in Locke’s notion of experience by refereeing 

to Leibniz ‘Our knowledge, Leibniz pointed out, does indeed begin in experience; and there is nothing in 

our minds other than their several experiences—nothing, that is except the mind itself… For Leibniz 

assumed that the real is rational; hence he believed that the mind must be the kind of thing that can know 

this universal rational order. Locke, on the other hand, assumed that the real is actual, that the test of truth 

is experience, and that the mind, accordingly, is simply a surface on which experience writes… Leibniz’s 

position was, in effect, that the mind has depth as well as surface.’ W.T. Jones, Hobbes to Hume: A History 

of Western Philosophy (second edition) (N.Y. Harcourt Brace, 1969), pp. 244-245. Thomson also notes 

Leibniz’ critique of Locke’s notion of experience and his challenge of innate ideas ‘Leibniz replies to Locke’s 

attack on the theory of innate ideas by developing the theme of innate capacities. He argues that the mind 

is innately determined to believe certain principles rather than others. Leibniz argues against Locke that 

necessary truths are universally true and cannot be learned by sense perception, since sense perception 

can only give us knowledge of particulars. Leibniz argues that induction from sense experience can never 

establish necessary truths as such, because necessary truths are universally true. Consequently, Leibniz sees 

a need for innateness to account of our knowing necessary truths.’ G Thomson, Bacon to Kant: An 

Introduction to Modern Philosophy (Waveland Press 2012) p 150; Savile also notes htat Leibniz argued 

‘Whence it would seem that necessary truths, such as are found in pure mathematics and especially in 

arithmetic and in geometry, must have principles the proof of which does not depend on examples, nor, 

consequently, on the testimony of the senses, although without the senses we would never take it into our 

heads to think of them. This ought to be well recognised, and this is what Euclid has so well understood 

that he often demonstrates by reason that which is sufficiently seen through experience and by sensible 

images.’ A Savile, ‘Leibniz's Contribution to the Theory of Innate Ideas’ (1972) 47 Philosophy 113 
952 See nn 933- 946 and accompanying texts. 
953 See generally R Edgley, ‘Innate Ideas’ (1969) 3 Royal Institute of Philosophy Supplements 1; D Greenlee, 

‘Locke and the Controversy over Innate Ideas’ (1972) 33 Journal of the History of Ideas 251; SP Stich, Innate 

Ideas, vol 10 (Univ of California Press 1975); FP Van De Pitte, ‘Descartes' Innate Ideas’ (1985) 76 Kant-

Studien 363; DA Boyle, Descartes on Innate Ideas (A&C Black 2009); S Monette, ‘Descartes Versus Locke on 

Innatism’ (2018). 
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occurs through a series of rational and logical steps to unlock primal thoughts 

and thus build knowledge by applying it to the external world and not the other 

way around. For example, consuming Whole Foods products or purchasing an 

Adidas pair of running shoes would be the result of the logical process of thought 

that eating a particular type of food, or exercising according to a certain shoe 

technology, is better for one’s health and not that it fulfils other subjective needs 

such as belonging to a group or conveying an image about the self. This approach 

to knowledge asserts that the root of all knowledge is inside the mind, establishing 

an emphasis upon the now-prevailing economic rationalism and logical reasoning 

of market transactions. 

 

Locke’s rejection of the theory of ‘innate knowledge’ was closely linked to his 

belief that it gave individuals power over others;954 it makes individuals easier to 

be governed and manipulated to serve the purposes of those who govern.955 Of 

particular relevance to this thesis, the notion of ‘innate knowledge’ gives traders 

the upper hand over the public as it constitutes a tool of certainty and predictability 

as to what others think. Thus, it gives traders the opportunity to effectively 

persuade the relevant public, through appealing to their sense of logic, reason or 

rationality (through the certainty and predictability provided by the notion of the 

rational consumer), to purchase their products or act towards it. This appeal to 

 

954 The power of ideas and information of the exterior world is also discussed in CHAPTER 6 based on 

Foucault’s notion of power. 
955 As per Locke, ‘for, having once established this tenet, that there are innate principles, it put their 

followers upon a necessity of receiving some doctrines as such; which was to take them off from the use of 

their own reason and judgment, and put them on believing and taking them upon trust, without farther 

examination: in which posture of blind credulity, they might be more easily governed by, and made useful 

to, some sort of men, who had the skill and office to principle and guide them. Nor is it a small power he 

gives one man over another, to have the authority to be the dictator of principles, and teacher of 

unquestionable truths’ (J Locke, An Essay Concerning Human Understanding (29th edn, Oxford University 

1841) Book I, ch IV, at 24, 49).  
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the logical senses is often unquestionable956 since it targets ‘something deep 

inside the consumer’s mind’.957 The impact this process has upon the society’s 

obligation to flourish intellectually958 will become clearer as this chapter goes on. 

In order to moderate the effect of the notion of ‘innate knowledge’, Locke draws 

attention to how humans are born with intellectual faculties that enable them to 

receive and process information through experience and to manipulate and 

change it, once received, to be added again to the existing knowledge. 

 

The power and/or control over individuals that the notion of rational thinking may 

create (along with its flaws) is emphasised in this thesis through Weber’s notion 

of rationalisation.959 Weber uses a multidimensional approach to perceive the 

change, in individuals’ behaviours and within societies, from values, emotion and 

sympathy to rational calculation and efficiency.960 His main intellectual concern, 

in his rationalisation thesis, was to understand the influence of the processes of 

replacing traditions, values and emotions with concepts based on reason and 

rationality, in capitalist systems of modern Western societies.961 In doing so, 

Weber dismisses the notion that rationalism and reason enhances individuals’ 

freedom by helping them navigate through the complex web of practice and, 

hence, realise the ends of their own choices. Instead, Weber draws attention to 

 

956 Ibid. 
957 T Braun, The Philosophy of Branding: Great Philosophers Think Brands (Kogan Page Publishers 2004) pt II, 

66. 
958 See 1.3. 
959 See nn. 255- 258 and accompanying text. 
960 Ibid. 
961 See generally DM Trubek, ‘Max Weber on Law and the Rise of Capitalism’ (1972) Wis L Rev 720; W 

Schluchter, The Rise of Western Rationalism: Max Weber’s Developmental History (Univ of California Press 

1985); A Likhovski, ‘Protestantism and the Rationalization of English Law: A Variation on a Theme by 

Weber’ (1999)  Law and Society Review 365. 
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the process of rationalisation that creates an ‘iron cage’962 of the world, where it 

is assumed that ‘no mysterious incalculable forces come into play, but rather that 

one can, in principle, master all things by calculation’.963 Such a process entails 

objectification964 in the market and society, leading an individuals’ behaviour to 

change to one that is primarily driven by pre-established rational calculation and 

efficiency. The next section establishes a new perception of brands as ideas of 

the sensory world and addresses their role in creating knowledge. 

 

4.3 Brands as ideas of the sensory world 

Brands965 can now be perceived as ideas of the exterior world; as part of the 

sensory experience that forms the basis for the intellectual progress of humans, 

namely knowledge. For this purpose, this section challenges the prevailing legal 

approach to brands that is based on what the relevant consumer might 

‘reasonably think’, i.e. through the mental process of a series of logical steps that 

is isolated someway from the ideas of the exterior world.966 This approach allows 

a new perception of brands that acknowledges the role of brands ‘not merely for 

economic growth but for growth in experience, in pleasure, in knowledge, [and] 

sensibility’.967 This section also draws attention to the power the notion of innate 

 

962 On the notion of the ‘iron cage’ see eg C Ross, The Iron Cage: Historical Interpretation of Max Weber 

(Routledge 2017); LA Scaff, Fleeing the Iron Cage: Culture, Politics, and Modernity in the Thought of Max 

Weber (Univ of California Press 1991). 
963 M Weber, ‘Science as a Vocation’ (1958) 87 Daedalus 111, 117.  According to Weber, ‘Rationality, in this 

context, is seen as adverse to personal freedom’ (M Weber, From Max Weber: Essays in Sociology 

(Routledge 2013) 50).  
964 Objectification, as per Marx, takes the form of ‘a loss and servitude to the object’. It follows that the 

worker ‘becomes a slave of the object’ (cited in A Giddens, Capitalism and Modern Social Theory: An 

Analysis of the Writings of Marx, Durkheim and Max Weber (CUP 1971)). 
965 See 1.6.3. 
966 See n 1237. 
967 M Berman, All That Is Solid Melts into Air: The Experience of Modernity (Penguin Books 1988) p 35. 
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or rational ideas provides for brand owners over consumers in a manner that 

ultimately undermines intellectual flourishing in society. 968 

 

It has been demonstrated thus far how knowledge is acquired through sensorily 

encountering the objects of the exterior world, and that those objects have the 

power to produce ideas in the mind.969  It has also been noted that the influential 

power to produce ideas in the mind, and thus knowledge,970 lays in the primary 

and secondary qualities of the object, which is the source of the ideas. Based on 

this, the thesis argues that each brand, like any object, is characterised as having 

primary and secondary qualities.  

 

Primary qualities are the physical, objective and quantifiable qualities of the 

brand. Those qualities convey facts that can be measured with certainty, 

independent of the relevant public.971 For example, the shape, size and 

packaging of a L’Oréal perfume bottle. Secondary qualities are those qualities 

‘which in truth are nothing in the objects themselves, but powers to produce 

sensations in us’.972 For example, secondary qualities of LEGO would be the 

power to produce the idea of creative fun learning, Nike having the power to 

produce the idea of high profile athletes, or Louis Vuitton having the power to 

produce the idea of luxurious lifestyle and social status, etc.973 This distinction 

between primary and secondary qualities has been rejected by Berkeley, as he 

believed it to be purposeless. As Thomson puts it, to Berkeley ‘[both] really ideas 

 

968 See 1.3. 
969 See nn 938–944 and accompanying texts. 
970 Ibid. 
971 See n 969. 
972 J Locke, An Essay Concerning Human Understanding (29th edn, Oxford University 1841) Book II ch VIII, 

74. 
973 See n 339 and accompanying text. 
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in the mind… there is no reason to think that one type rather than the other 

fundamentally resembles the qualities of material objects.’974 

 

By contrast, Locke’s distinction between primary and secondary qualities is of 

significance to this thesis as it allows the differentiation between protected 

quantitative characteristics of brands and unprotected qualitative characteristics 

of brands. Primary qualities975 are those qualities that perceptions of brands are 

based on within the English approach of unfair competition, as will be further 

demonstrated in the next section. In other words, brands are being protected 

and/or regulated based on how the relevant rational consumer perceives the 

primary qualities of the brand. Under this model, protection is determined by 

working through logical steps from thoughts pre-existing in the mind to the 

outside. That approach asserts, for example, that the core function of perfumes 

coming from the L’Oréal brand is to fulfil the rational need for stability; one can 

rely on L’Oréal products to come from an unchanged trade origin and to provide 

a certain product quality. ‘That perspective is a trademark way of thinking about 

[the L’Oréal brand]’,976 or any other brand. 

 

Focusing on protecting rationality as such enhances the efficiency of the market 

by reducing consumer search costs and encouraging traders to invest in quality 

by ensuring that their achievements are protected from their competitors.977 

 

974 G Thomson, Bacon to Kant: An Introduction to Modern Philosophy (Waveland Press 2012) p 155; See also 

eg B Stroud, ‘Berkeley V. Locke on Primary Qualities’ (1980) 55 Philosophy 149; R Brook, ‘Berkeley and the 

Primary Qualities: Idealization Vs. Abstraction’ (2016) 44 Philosophia 1289; A Olanshile Muideen and O 

Awolowo, ‘A Critical Assessment of Locke and Berkeley on the Problem of Perception’ (2018) 10 Cogito: 

Multidisciplinary Res J 50.. 
975 See n 971 and accompanying text. 
976 DR Desai, ‘From Trademarks to Brands’ (2012) vol. 64 Fla L Rev 981 p 2. 
977 See generally 1.2. 
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Nevertheless, utilising the theory of knowledge, this thesis suggests that that 

approach leads courts to deal with L’Oréal, per the above example, as a 

‘standardised product that is the same regardless of who buys it’978  and to 

overlook the secondary qualities979 of the brand. Contrary to primary qualities, 

knowledge that comes from secondary qualities980 cannot be measured or 

considered as objective facts; they are uncertain as they are dependent on the 

relevant public’s experience. Nevertheless, secondary qualities are a crucial 

component of the idea of the brand and play a considerable role (which should 

not be overlooked), alongside primary qualities, in building the intellectual 

experience of the observer. Thus, their knowledge. 

 

Brands are ‘less about unlocking primal consumer motivations’,981 as asserted by 

the dualism of rationality, ‘and more about creating constructs of ideas’982 that 

can be added to the existing knowledge in society and can be re-used to create 

further ideas.983 A brand idea is a powerful force that surrounds individuals. It 

influences the very way individuals think, the associations they make and the 

concepts they have.  Utilising Locke’s example of new-born children, this thesis 

argues that a new-born child grows up looking outwards – through sensations – 

at the surrounding brands and gradually comes to acquire simple ideas,984 which 

constantly imprint themselves passively on the child’s memory.985 Once children 

 

978 DR Desai, ‘From Trademarks to Brands’ (2012) 64 Fla L Rev 981 p 2. 
979 See nn. 972, 973 and accompanying text. 
980 Ibid.  
981 T Braun, The Philosophy of Branding: Great Philosophers Think Brands (Kogan Page Publishers 2004) Part 

II 7, 83. 
982 Ibid. 
983 See 4.2. 
984  See nn 938–944 and accompanying texts. 
985 Locke argues, ‘[h]e that attentively considers the state of a child, at its first coming into the world, will 

have little reason to think him stored with plenty of ideas, that are to be the matter of his future 
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become older and once their understanding has been stocked with these simple 

ideas of brands, they are able to recall those brands’ ideas from their memories, 

using their intellectual faculties, in order to make a new class of ideas986 (i.e. 

complex ideas987), which can be added to existing knowledge and can be re-used 

to create more knowledge. The re-use here should not be understood as imitation 

per se.988 Instead, re-use here refers to one that contributes to the intellectual 

engagement of individuals in the marketplace989  (i.e., imitation that involves the 

enhancement and/or improvement of already available and surrounding ideas in 

the market for the purpose of creating novel and innovative new sets of ideas, 

which could in turn be re-used by others). 

 

In conclusion, it is highly likely, as Weber underlined in his thesis of 

rationalisation, that the minds of those who were raised in societies which are 

‘bound to the technical and economic conditions of machine production’990 are 

unable to experience the world for its beauty and pleasure. Their minds become 

characterised by considerations of money and economic terms.991 This 

eventually prevents individuals from developing and applying their human 

intellectual faculties and, as per Weber, leads them to live within an ‘iron cage’992 

of rationality. In contrast, regulating the re-use of brands ideas in the marketplace, 

 

knowledge. It is by degrees he comes to be furnished with them. And though the ideas of obvious and 

familiar qualities imprint themselves before the memory begins to keep a register of time or order, yet it is 

often so late before some unusual qualities come in the way’ (J Locke, An Essay Concerning Human 

Understanding (29th edn, Oxford University 1841) Book II, ch I, 52). 
986 Per Locke, ‘When the understanding is once stored with these simple ideas, it has the power to repeat, 

compare, and unite them even to an almost infinite variety, and so can make at pleasure new complex 

ideas’ (ibid Book II ch II, 62 and 63).  
987 See n 984.  
988 See 4.5.1. 
989 See nn. 939- 947 and accompanying texts. 
990 M Weber, T Parsons and R Tawney, The Protestant Ethic and the Spirit of Capitalism (G Allen & Unwin 

1930) 123. 
991 See n 1256 and accompanying text. 
992 See n 962 and accompanying text. 
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whilst having an adequate balancing approach at hand,993 contributes to the 

enhancement of intellectual flourishing994 through the enhancement of re-use of 

knowledge.995  This will become clearer as this chapter progresses. The next 

section offers an examination of the English approach and its impact upon 

existing knowledge. 

 

4.4 The English approach  

Keeping in mind the perception of brands as ideas of the sensory world, which 

knowledge is based upon, this section examines the current English approach 

towards the protection of brands against unfair competition by misappropriation. 

It outlines how the English approach is heavily concerned with how the rational 

consumer perceives the primary qualities996 of a ‘brand idea’, while paying less 

to no attention to the secondary qualities997 of ‘brands ideas,. thereby excluding 

a crucial and vital part of the brand from protection, which, in turn, has the 

tendency to undermine existing knowledge. 

 

It has been demonstrated throughout Part 1 of this thesis that the English 

approach towards the protection against unfair competition is enlightened by the 

neoliberal view of the market, which holds  that a prosperous society should be 

expected from rationally self-interested individuals.998 Market participants are 

 

993 See 4.5. 
994 See 1.3. 
995 See 4.2. 
996 See nn. 971- 978 and accompanying texts. 
997 See nn. 978- 982 and accompanying texts; For how the economic view leads to a heavy focus on 

objective, primary qualities see eg M Casson and N Wadeson, ‘Export Performance and Reputation’ in 

Trademarks, Brands, and Competitiveness (Routledge 2010). 
998 See nn. 329, 330; see also nn. 374-376. 
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accordingly assumed to be rational beings; they are expected to initiate the 

process of thought in order to choose their own ends and to pursue them, each 

according to their rational judgement, in maximising utility and profit.999 Every 

trader, as Dixon and Mueller argue, is therefore free and encouraged to employ 

their capital and skills where they can make the most profit, as by enriching 

themselves financially, they enrich society as well.1000 It has also been 

demonstrated in (3.3.3) of this thesis how the prevalent neoliberal view of the 

market1001 had resulted in the notion of ‘unfair advantage’ (under section 10(3) of 

the TMA 1994) to constrictively evolve, and continues to, through the 

interpretation of the notion by the English courts. This section, using the theory 

of knowledge and the thesis of rationalisation, illustrates how the constrictive 

interpretation of the notion of ‘unfair advantage’ under the trade mark law has the 

tendency to undermine the existing knowledge in society.1002  

 

The undermining effect of the current approach towards the ‘unfair advantage’ 

provision upon the utility of knowledge1003 can be observed in Whirlpool Crop v 

Kenwood Ltd1004 for example.  At issue in this case was the shape of Whirlpool’s 

KitchenAid Artisan mixer (registered as a CTM and has been introduced to the 

European market, including the UK, over the past 15 years from the 

 

999 Ibid. 
1000 Per Dixon and Mueller ‘All of this yields a social value that is no less important than the economic 

efficiency it produces. Above all, it means a high degree of liberty for the individual. Each man is free to 

take up any economic activity that suits his talents; and, so long as he does not abuse that liberty so as to 

interfere with the equal liberty of others, he is not only free, but is actually encouraged, to make all the 

money he can. By enriching himself, he enriches society as well’ (PR Dixon and CE Mueller, ‘Competition: 

The Moral Justification for Capitalism’ (1996) 27 Antitrust L & Econ Rev 11). 
1001 See nn. 12- 18 and accompanying text. 
1002 See 4.2. 
1003 Against this view see nn. 1059- 1063 and accompanying text. 
1004 Whirlpool Corporation & Ors v Kenwood Ltd [2009] EWCA Civ 753. 
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commencement of this proceeding1005) and the closely designed Kenwood’s kMix 

(which was introduced to the market in 20071006). The KitchenAid Artisan mixer 

is designed to a high standard and sells for £300 or more. The rival Kenwood’s 

kMix is also ‘designed to attract a type of customer who would not be attracted 

by a less stylish product such as the Kenwood Chef’,1007 and, like the KitchenAid 

Artisan mixer, sells for £300 or more. Consequently, Whirlpool claimed (following 

L’Oréal v Bellure1008), inter alia, that Kenwood’s kMix is closely designed to 

KitchenAid Artisan mixer in a way liable to take unfair advantage of the distinctive 

character or repute of the Whirlpool’s shape mark under Art 9(1)(c) of the 

CTMR1009 (which is equivalent to Art 5(2) of the TMD/ S 10(3) of the TMA). 

Despite the fact that there was ‘clearly enough similarity [between both mixers] 

to remind people of the other’,1010 Whirlpool’s claim for trade mark infringement 

was unsuccessful and the existence of an advantage taken by Kenwood that 

amounted to unfairness was explicitly rejected by the court. In particular, as noted 

in (3.3.3), Lloyd J rejected the broad interpretation of ‘unfair advantage’ that any 

competitive advantage or commercial boost by reason of similarity between the 

mark and the sign is of itself ‘unfair’.1011 Instead, in an attempt to restrict the 

interpretation of the ‘unfair’ aspect of that advantage, Lloyd J reported that the 

claimant must provide a proof of any additional factor for that advantage to be 

categorised as unfair.1012 Although the unfairness of the advantage taken by the 

 

1005 Ibid, [1]. 
1006 Ibid.  
1007 Ibid, [131]. 
1008 C-487/07  L'Oreal SA v Bellure NV [2009]. 
1009 The Community Trade Marks Regulation No 207/2009; Repealed and replaced by 2017/1001 of the 

European Parliament and of the Council of 14 June 2017. 
1010 Whirlpool Corporation & Ors v Kenwood Ltd [2009] EWCA Civ 753 [7]. 
1011 See nn. 708, 716. 
1012 Ibid.  
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defendant can be determined by any proof of unfairness, lack of intention was the 

factor investigated by the court in this case.1013 

 

The court’s position towards Whirlpool’s claim is understandable by this work,  

given the fact that the emphasis was mainly on the economic perspective of the 

issue as fuelled by the neoclassical view of the market.1014 Put in knowledge 

theory terms, the attention of the court was on the objective primary qualities1015 

of both products, which fulfils the rational interest of consumers in receiving 

undistorted information to facilitate their purchasing decision.1016 This was fulfilled 

since it has been established by the court (following a lengthy examination of the 

evolution of the kMix design at trial) that ‘on looking into it… the kMix is indeed 

what it appears to be’;1017 the design by Kenwood ‘was not… chosen for that 

purpose by reason of any anticipated propensity to deceive or mislead’.1018 

Simply put, it was clear that the defendant’s intention was not to misrepresent 

their products as being the real Whirlpool’s,1019 that is, not to undermine the role 

of Whirlpool’s primary qualities1020 in facilitating a purchasing decision. Instead, 

Kenwood intended to move into the premium price sector of the market 

 

1013 Whirlpool Corporation & Ors v Kenwood Ltd [2009] EWCA Civ 753 [135], see also [14]. 
1014 See n 85 and accompanying text. 
1015 See n 971 and accompanying text. 
1016 Per Casson and Wadeson, ‘A potential weakness of the economic approach is that…[e]conomists tend 

to assume that most important qualities are objective, such as the freshness of food or the mechanical 

reliability of a machine. In practice, however, subjectivity is important. For example, a consumer may simply 

want other people to be impressed by the fact that they can afford to buy a particular type of product… In 

this case, the reputation of the brand helps to boost the reputation of the consumer who purchases the 

brand. This enhancement of personal reputation may well be of intrinsic value to the consumer (as well as 

having instrumental value by impressing influential people, for example helping the consumer to obtain a 

bank loan or get a better job). In this context, a brand provides value to the consumer independently of 

objective qualities.’ M Casson and N Wadeson, ‘Export Performance and Reputation’ in Trademarks, Brands, 

and Competitiveness (Routledge 2010) 31 and 32. 
1017 Whirlpool Corporation & Ors v Kenwood Ltd [2008] EWHC 1930 (Ch), 2008 WL 2976497 [7]. 
1018 Ibid. 
1019 L’Oréal SA v Bellure NV [2006] EWHC 2355 (Ch) [36]. 
1020 See n 971 and accompanying text. 
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[monopolised]1021 and occupied by the Artisan mixer and make sales to design-

conscious consumers as best they could by matching the KitchenAid offer.’1022 

Llyod J clarified that, although, such a commercial practice is likely to affect the 

market share of the Whirlpool, the practice is fair and lawful, and it does not, in 

itself, amount to infringe the trade mark rights of Whirlpool.1023 Rather, this form 

of competition is rather welcomed and encouraged in a free markets on the basis 

of freedom of imitation.1024  

 

Nonetheless, looking at from the perspective of the theory of knowledge, one is 

able to understand how the current approach by the English courts in the 

interpretation of the notion of ‘unfair advantage’ overlooks Whirlpool’s (or any 

other brand’s) secondary qualities. This is because, a narrow interpretation of the 

notion has led (and continues to lead) the court to perceive Whirlpool’s mixer (or 

any other brand)1025 as ‘standardised’ products that are devoid of any influential 

qualities other than the descriptive primary qualities that facilitate economic utility 

ends. Perceiving brands as such facilitates a mere rational understanding of 

events in the market and, thus, offers an instrument that leads to standardisation 

and ‘construct[s] formal, and often predictive, models of human behaviour’.1026 In 

turn, this instrument is used by Kenwood (or any other trader) to produce the 

greatest impact upon consumer behaviour through presenting ‘ideas’ that aims 

to purely maximise profit, as per the case at hand, through simply introducing and 

promoting a similar and a matching mixer to that of Whirlpool’s, that attracts 

 

1021 Whirlpool Corporation & Ors v Kenwood Ltd [2009] EWCA Civ 753 [126], [135]- [136]. 
1022 Ibid, [14]. 
1023 Whirlpool Corporation & Ors v Kenwood Ltd [2009] EWCA Civ 753 [126], [135]- [136]. 
1024 See 4.5.1. 
1025 Moroccanoil Israel Ltd v Aldi Stores Ltd [2014] EWHC 1686 (IPEC). 
1026 J Scott, ‘Rational Choice Theory’ (2000) 129 Understanding Contemporary Society: Theories of the 

Present 671-85; See also n 351 and accompanying text.  
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design conscious consumers, but actually, according to Weber, do not involve 

the heart or the soul.1027 Rather than concentrating their skills and efforts on 

creatively re-using existing brand ideas in the market, and thus producing a new 

set of ideas that could enhance existing knowledge, competitors’ re-use of the 

existing ideas of brands is instead determined by the most efficient and constant 

economic means. This results in the production of goods that merely represent 

modern capitalist reality and that serve only functional and utilitarian goals with 

no other merits than being imitated; it gives no real, long-term pleasure to traders, 

consumers or the public.1028  

 

Such practice, as just noted, is not considered in itself unlawful by the prevalent 

view of the market. It is believed to contribute to ‘branded’ products being more 

available to the consumer, provided that no misleading or confusion is likely to 

occur. Nonetheless, the encouragement of the re-use of ‘brands ideas’ which is 

characterised by nothing rather than being not misleading or confusing pays no 

regard to the potential impact of those newly produced sets of ideas upon the 

sensory experience of consumers and the public in general.1029 Such a practice 

normalises the idea that it is acceptable to have imitated, unoriginal and 

uncreative products as long as it facilitates competition.1030 It contributes to the 

 

1027 M Weber, ‘Science as a Vocation’ (1958) 87 Daedalus 111, 113. Against this view see nn. 1338- 1343 

and accompanying text. 
1028 Kellner exemplifies that ‘consumer needs for money, possessions, property and security are repressive 

to the extent that they perpetuate conformity and alienated labor; although these needs and their 

satisfaction provide momentary pleasure, they perpetuate a system whose continuation impedes the 

fulfillment of individual and social needs and potentials’ (D Kellner, ‘Critical Theory, Commodities and the 

Consumer Society’ (1983) 1 Theory, culture & society 66). 
1029 See 4.3. 
1030 This thesis acknowledges that consumers might seek lower prices. Lower prices, however, do not 

necessitate imitation and lack of novelty or creativity. This also doesn’t mean that imitation necessitates 

lack of novelty or creativity. Rather, as per Raustiala and Springman ‘creativity can often co-exist with 

copying. And under certain circumstances, copying can even be good for creativity.’ (emphasis in the 

original) K Raustiala and C Sprigman, The Knockoff Economy: How Imitation Sparks Innovation (Oxford 

University Press 2012) p 5; see also 4.5.1. 
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mere reproduction and repetition of brand ideas that, as argued by Hegel, 

presents themselves for the sake of their immediate utility and structure.1031 This 

process, as Marcuse puts it, ‘promote[s] a false consciousness which is immune 

against its falsehood’.1032 According to Weber’s thesis of rationalisation, this is 

‘formal rationality’, where individuals, contrary to the neoclassical economics 

view,1033 are not free to choose their own methods in order to pursue their self-

interest.1034 Rather than forming an environment where ‘individuals can freely 

choose…what commodities they want to produce and consume’.1035 Individuals, 

according to Weber, are led by already developed rules to choose the most 

sufficient means to achieve ends already determined by higher powers in the 

economic system.1036 What impact this approach might have upon existing 

knowledge does not enter into the calculations.  

 

Ultimately, according to Weber, traders and consumers come to live in an ‘iron 

cage’,1037 where everyone is trapped in a system in which everything is to be fixed 

 

1031 In his description of aesthetic objects, art in particular, Hegel argued that ‘in art, these sensuous shapes 

and sounds present themselves, not simply for their own sake and for that of their immediate structure, but 

with the purpose of affording in that shape satisfaction to higher spiritual interests’ (G Hegel, Introductory 

Lectures on Aesthetics (Penguin UK 1993) 44); for more about Hegel see eg T Pinkard, Hegel: A Biography 

(CUP 2001); H Althaus, Hegel: An Intellectual Biography (John Wiley & Sons 2016). 
1032 H Marcuse, One-Dimensional Man: Studies in the Ideology of Advanced Industrial Society (Routledge 

2013) 13 and 14. 
1033 See nn. 330- 334 and accompanying texts. 
1034 According to Weber, individuals are not entirely free to choose their actions, rather, they are free to 

choose their actions within the limits and boundaries of the exisiting syste. See generally S Kalberg, ‘Max 

Weber’s Types of Rationality: Cornerstones for the Analysis of Rationalization Processes in History’ (1980) 

85 American Journal of Sociology 1145; M Weber, ‘Science as a Vocation’ (1958) 87 Daedalus 111. 
1035 K Bettache and CY Chiu, ‘The Invisible Hand Is an Ideology: Toward a Social Psychology of 

Neoliberalism’ (2019) 75 Journal of Social Issues 8, 3; see also eg M Friedman and R Friedman, Free to 

Choose: A Personal Statement (Houghton Mifflin Harcourt 1990). 
1036 Per Marcuse ‘the indoctrination [that the presented ideas] carry… becomes a way of life [that] militates 

against qualitative change’. H Marcuse, One-Dimensional Man: Studies in the Ideology of Advanced 

Industrial Society (Routledge 2013) 13, 14. More on this in CHAPTER 5. 
1037 See n 962 and accompanying text. 
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according to profit and loss and measures of efficiency.1038 Since experiencing 

the ideas of the exterior world is a fundamental part of acquiring knowledge,1039 

it is argued by this thesis that the effects of the ‘iron cage’1040 extend beyond the 

market to reach ideas of everyday life in society.1041 This process of 

rationalisation, according to Weber, is complete; ‘[t]o his way of thinking there is 

no way out’.1042 Nevertheless, this thesis suggests that, based on the theory of 

knowledge, one way of breaking through is by regulating the re-use of existing 

brands ideas in the market, as will be demonstrated in the following section. 

 

4.5 How would the proposed provision contribute to the existing 

knowledge? 

This section demonstrates how the implementation of the proposed alternative to 

the ‘unfair advantage’ provision (i.e., the prohibition of the exploitation of a 

reputed mark or distinctive characters of a brand when the act of exploitation is 

without corresponding efforts)1043 would allow for the consideration of brands as 

forming part of the ideas of the sensory world1044 and, thus, as having a role in 

 

1038 Per Weber, the ‘iron cage’ was created ‘when asceticism was carried out of monastic cells into everyday 

life and began to dominate worldly morality … [and so] did its part in building the tremendous cosmos of 

the modern economic order. This order is now bound to the technical and economic conditions of machine 

production which to-day determine the lives of all the individuals who are born into this mechanism, not 

only those directly concerned with economic acquisition, with irresistible force’ (M Weber, T Parsons and R 

Tawney, The Protestant Ethic and the Spirit of Capitalism (Taylor & Francis 2005, G. Allen & Unwin 1930) 

123), leading the modern man to live in ‘an increasingly bureaucratic order from which the “spontaneous 

enjoyment of life” is ruthlessly expunged’ (ibid xviii). 
1039 See 4.2. 
1040 See n 962 and accompanying text. 
1041 See nn. 984- 989 and accompanying text. 
1042 Per P Rieff in M Weber, ‘Science as a Vocation’ (1958) 87 Daedalus 111, 111. 
1043 See 3.3.3. 
1044 See 4.2. 
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enhancing the existing knowledge.1045 It then explores how this would contribute 

to the larger obligation on society to flourish intellectually.1046  

 

It has been demonstrated, in the previous section, how brands are currently 

perceived under the English approach as ‘standardised products’ that merely 

possess primary qualities,1047 which satisfies the interest of the rational 

consumer1048 in receiving objective facts about products.1049 It has also been 

demonstrated how that approach contributes to the rationalisation process of 

society. In contrast to Weber’s belief – that there is seemingly no way out of that 

situation1050 – this thesis proposes that, since sensory experience of the exterior 

world is a fundamental source of knowledge,1051 one way of breaking out is 

through regulating the un-authorised use of brands in the marketplace; to regulate 

how brands are re-presented by third parties, what their use by third 

parties implies and what messages it conveys. Accordingly, this section argues 

that the implementation a provision that requires the proof of ‘corresponding 

efforts’ to section 10(3) of the TMA 19941052 (as an alternative to the ‘unfair 

advantage’ provision) could play a role in enhancing the utility of knowledge in 

society. This is because it offers an emphasis upon the un-authorised use of 

brand ideas that are available in the marketplace and acknowledges their vital 

role in shaping the sensory experience of individuals.1053  

 

 

1045 See 4.3. 
1046 See 1.3. 
1047 See n 971 and accompanying text  
1048 See nn. 328- 330 and accompanying text. 
1049 See n 1047.  
1050 See n 1042 and accompanying text.  
1051 See n 1044. 
1052 See 3.3.3. 
1053 See 4.3. 
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To recall the scope of the proposed alternative to the ‘unfair advantage’ provision, 

it prohibits the exploitation of any feature or attribute (registered and, or 

unregistered)  of already existing brands with the commercial purpose of offering 

them in the marketplace, however with no corresponding efforts from the side of 

the imitator.1054 As shown in the preceding section, Whirlpool’s s court, applying 

the notion of ‘unfair advantage’, heavily focused on the on finding factors that lead 

the advantage taken by the defendant to be ‘unfair’. The suggested requirement 

of a corresponding effort,1055 however, emphasises the defendant’s actual 

contribution to existing knowledge in the process of exploiting the achievements 

of the claimant. This is because under the suggested requirement, imitating 

another’s achievements should be prohibited where the efforts of an established 

brand are being exploited without any corresponding efforts from the side of the 

imitator to enhance, improve or modify the imitated work1056 (i.e, without 

overcoming considerable intellectual challenges).1057 Interpreted this way, the 

requirement for a ‘corresponding effort’ would entail the court to request the 

defendant (Kenwood in the given case law example) to provide evidence of 

overcoming intellectual challenges in their process of designing the kMix mixer. 

This would allow the court to conduct an evaluation of the efforts made by 

Kenwood– who produced a mixer of the shape and colour as the long-established 

and already successful KitchenAid Artisan of Whirlpool– and the efforts made by 

 

1054 See 3.3.3. 
1055 Ibid. 
1056 R De Very makes reference to a number of cases from the German jurisdiction: Cf. BGHZ, GRUR 1959, 

240; BGHZ, GRUR 1969, 186; BGH, WRP 1975, 371; BGH, GRUR 1999, 927 (referred to in R De Very, Towards 

a European Unfair Competition Law: A Clash Between Legal Families: A Comparative Study of English, 

German and Dutch Law in Light of Existing European and International Legal Instruments (2006) ch 4, para 

4.8.3.3); for more about the German jurisdiction see eg B Steckler, ‘Unfair Trade Practices under German 

Law: ”Slavish Imitation” of Commercial and Industrial Activities’ (1996) 18 EIPR 390. Criteria for measuring 

imitation are suggested in 4.5.1. See also nn. 1077- 1078 and accompanying text. 
1057 See 1.3. 
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Whirlpool in establishing their prestigious brand idea.1058 Conducting such 

evaluation of the intellectual endeavour by the defendant, the court could 

concentrate on the potentially undermining impact of Kenwood’s exploitation of 

whirlpool’s ideas upon the existing ideas in the marketplace. 

 

The suggested approach is subject to the criticism that, to grant brand owners 

the right to prevent any inferior imitation of their brands significantly limits and 

reduces the production of new products in the marketplace.1059 As Ohly puts it 

‘Imitation is one step in the process of creating a new product’.1060 In a similar 

vein, Sanders argues that ‘appropriating and building on others’ achievements is 

the cornerstone of cultural and economic development.’1061 According to 

Raustiala and Springman, one should think of ‘Pinkberry, whose success 

spawned kiwiberry, Yogurt Land, and dozens of other stand-alone shops serving 

tart, frozen yogurt with mix-ins.’1062 While Assaf argues that ‘if Rolex [imitations] 

are available on every street-corner, Rolex will no longer be able to charge 

premium prices for a status-signaling function. The company will thus be 

compelled to fix its prices as dictated by the quality of its goods.’1063 

Consequently, restrictions to freedom of imitation under the proposed provision 

ought to be rejected. This thesis, however, doesn’t aim at preventing imitation per 

 

1058 See H Sun, ‘Reforming Anti-Dilution Protection in the Globalization of Luxury Brands’ (2013) 45 Geo J 

Int’l L 783, 790–92; see also  K Heine, ‘The Concept of Luxury Brands’ (2011) 1 Luxury Brand Management 

2193-208; see also L’Oréal SA v Bellure NV [2006] EWHC 2355 (Ch) [26]. 
1059 See 4.5.1. 
1060 A Ohly, ‘The Freedom of Imitation and Its Limits – A European Perspective’ (2010) 41 IIC 506; According 

to Berg ‘Many of the new domestic and luxury goods were invented [in Britian in the eighteenth-centruty] 

through a process of ‘imitation’’ M Berg, ‘From Imitation to Invention: Creating Commodities in Eighteenth‐

Century Britain’ (2002) 55 The Economic History Review 1 p 6. 
1061 AK Sanders, Unfair Competition Law: The Protection of Intellectual and Industrial Creativity (Oxford 

University Press 1997) p. 8. 
1062 K Raustiala and C Sprigman, The Knockoff Economy: How Imitation Sparks Innovation (Oxford University 

Press 2012) p7. 
1063 K Assaf, ‘Brand Fetishism’ (2010) 43 Conn L Rev 123. 
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se. Instead, it aims at facilitating constructive imitation,1064 that is not purely 

economic led, as will be further illustrated in the following subsection. The 

requirement of ‘corresponding effort’ under the proposed reform encourages and 

incentivises the process of thought that results in creating aesthetic, admirable 

and praiseworthy new sets of ideas that could be added to the existing ideas in 

the marketplace.1065 To be able to achieve this goal, the ‘corresponding effort’ 

test should be based on the ‘actual’ improvements that have been made to the 

un-authorised used ‘ideas’, what they represent and what messages they actually 

convey,1066 and not how the rational consumer would perceive them, as it is 

currently the case under the English approach.1067  

 

Since, as per Locke, every market participant learns from observations that they 

make ‘about external sensible objects’ and the internal operations ‘of their 

minds’,1068 it is highly likely that new market entrants would rely on those highly 

thought provoking ideas they experienced and observed in the marketplace in 

order to produce a new set of ideas that reflects human excellence, which could 

be re-used to create greater ideas in the future.1069 This may not be achievable 

if mere direct imitation is only prohibited on utilitarian and functional grounds, 

where it causes a likelihood of confusion as to trade source.1070 It follows that, 

Kenwood’s exploitation of Whirlpool’s brand ideas would be allowed under the 

proposed provisions if Kenwood’s exploitation was aimed at creating a new set 

of creative and novel ideas (which also attracts design conscious consumers) 

 

1064 See nn. 1077- 1078 and accompanying text. 
1065 See 4.2. 
1066 See n 1064. 
1067 See 4.4; see also PART 1. 
1068 Ibid. 
1069 Ibid, see also 4.3. 
1070 See CHAPTER 2. 
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that were inspired by Whirlpool’s design, rather than producing the idea of a a 

significantly similar designs that merely facilitates competition with Whirlpool.1071  

 

In Whirlpool v Kenwood,1072 the court could have relied on pure appearance to 

be able to judge the lack of originality or creativity and, thus, the lack of 

‘corresponding effort’. Generally speaking, however, in some cases courts may 

have to analyse and investigate the techniques that are used in the process of 

exploitation to determine the availability of corresponding efforts1073 and decide 

whether the reproduced ‘ideas’ truly enrich society intellectually.1074 In other 

words, analysis carried out to determine the availability of corresponding efforts 

will depend on the context of a particular use, that is, it should be determined on 

a case-by-case basis and, if needed, the court could use the assistance of 

expertise. Undoubtedly, the results of such analysis would vary with different 

forms of misappropriation. The process of determining corresponding effort on a 

case-by-case basis requires flexibility for the courts, which is fulfilled by the open-

ended standard of ‘without a corresponding effort’. It gives courts the flexibility it 

must have to consider the constantly evolving methods and new technologies 

that are being used in misappropriation cases. As Schovsbo puts it, ‘[a] trade 

mark statute may not reflect recent changes in technology or culture, but courts 

have the ability to consider these developments and create appropriate 

limitations on trade mark rights that benefit the public’.1075 Hence, similar to the 

situation under the common law approach,1076 courts would have the flexibility 

 

1071 See 3.3.3. 
1072 Whirlpool Corporation & Ors v Kenwood Ltd [2009] EWCA Civ 753. 
1073 See nn. 1105- 1116 and accompanying text. 
1074 See 1.3. 
1075 LP Ramsey and J Schovsbo, ‘Mechanisms for Limiting Trade Mark Rights to Further Competition and 

Free Speech’ (2013) 44 IIC-International Review of Intellectual Property and Competition Law 671. 
1076 In particular, the common law tort of passing off. See CHAPTER 2. 
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required to evaluate the conflicting interests of the traders, competitors and, most 

importantly, the public. 

 

However, having such a flexible open-ended standard under the proposed 

reform, may lead courts to achieve the same results as those under the present 

English approach 1077  - or, although unlikely, such a flexible open-ended standard 

may lead courts to expand the exclusive rights of brand owners to control all un-

authorised or undesired imitation of their brand ideas. Therefore, an effective 

counterbalance needs to be put in place to prevent under or over protection to 

brands, as well as to ensure the legitimate interests of competitors and the public 

in freedom of imitation (and freedom of expression)1078 is not unnecessarily 

restricted in favour of overprotection of brands. This is demonstrated in the 

following subsection. 

 

4.5.1 Consideration of freedom of imitation 

Utilising Ohly’s words,1079 and in line with the essence of the theory of 

knowledge,1080 this thesis acknowledges that imitation is one step in the process 

of creating a new idea in the marketplace, thereby, contributes to knowledge 

enhancement.1081 Therefore, as noted at the end of the preceding section, an 

effective counterbalance needs to be put in place to secure freedom of imitation 

(and freedom of expression)1082 in the marketplace and prevent restrictions in 

 

1077 See n 1108 and accompanying text.  
1078 This is discussed in 5.5.1. 
1079 See n 1060 and accompanying text. 
1080 See 4.2. 
1081 See eg nn. 984- 989 and accompanying text. 
1082 See n 1078.  
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favour of overprotection of brands that could undermine individual’s ability to 

intellectually engage with existing knowledge in the marketplace.1083 

 

Before setting out the effective counterbalance that needs to be implemented to 

the proposed reform, it is crucial to highlight that proponents of freedom of 

imitation in the marketplace argue that competition through imitation ‘serves the 

greater public good by… [informing] consumers that cheaper alternatives to 

brand name products are available in the marketplace’.1084 This leads brand 

owners to compete through quality and price ‘in order to attract and retain 

customers.’1085 Pursuant to this view, ‘the mere fact that [a brand] is being 

exploited does not call for any impediment on the basis of unfair competition 

provisions.’1086 Or as Assaf puts it, the ‘axiom of freedom to copy epitomises the 

principles of the free market system’1087 Thus, no restrictions to freedom of 

imitation should be tolerated beyond the benchmark of confusion. 

 

The crucial role of imitation has long been evident in the marketplace. As Berg 

draws attention to, imitation was at the heart of inventions in Britain in the 

eighteenth century.1088 According to Berg ‘[i]mitation was considered to be part 

of the inventive process. Invention, based in ‘imitative’ principles, especially in 

 

1083 See 1.3. 
1084 AC Finch, ‘When Imitation Is the Sincerest Form of Flattery: Private Label Products and the Role of 

Intention in Determining Trade Dress Infringement’ (1996) 63 The University of Chicago Law Review 1243 p 

1273. 
1085 Ibid, p 1274. 
1086 AK Sanders, Unfair Competition Law: The Protection of Intellectual and Industrial Creativity (Oxford 

University Press 1997) p. 8 (Cited in De Very R, ‘Towards a European unfair competition law: a clash 

between legal families’ (2006) A Comparative Study of English, German and Dutch law in Light of Existing 

European and International Legal Instruments, at chapter 7 conclusion p. 113). 
1087 AK Sanders, Unfair Competition Law: The Protection of Intellectual and Industrial Creativity (Oxford 

University Press 1997) p. 8. 
1088 M Berg, ‘From Imitation to Invention: Creating Commodities in Eighteenth‐Century Britain’ (2002) 55 

The Economic History Review p 2. 
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taste, resulted in new commodities seen at the time as ‘modern luxuries’.1089 

Nevertheless, as Berg also draws attention to, imitation at that time ‘was not about 

the making of mass markets, standardization, or cheap copies of luxury 

goods’1090 it ‘was not slavish copying1091 in cheap materials as we think of it 

today.’1092 In today’s marketplace where rapid technology advancement, mass 

production and mass communication have made copying easy and cheap, 

imitation needs to be regulated beyond the benchmark of confusion. In a situation 

where imitation is free,1093 everyone is more likely to take advantage of the 

situation and imitate others’ efforts with less sophisticated technical means, 

without any contribution either to those originators1094 or to society, as Franzosi 

suggests.1095 Merely imitated brands, which add no value to society other than 

being cheap replicas of another product, necessarily leads to an endless 

 

1089 Ibid. 
1090 Ibid. 
1091 Many jurisdictions offer for protection against “slavish imitation “or “slavish copying” or 

“misappropriation on the basis of unfair competition law, as Ohly puts it ‘For a German or Dutch lawyer it is 

not unusual to take action against product imitation not only under trade mark or design law, but also on 

the basis of doctrines of unfair copying or slavish imitation. When the reputation of a luxury brand is 

exploited by another trader, a French lawyer will regularly rely both on trade mark law and on the unfair 

competition law doctrine of parasitic competition. A common lawyer, on the other hand, is likely to insist 

that the limits of intellectual property protection should not be undermined by the application of unfair 

competition law.’ see generally A Ohly, ‘The Freedom of Imitation and Its Limits – A European Perspective’ 

(2010) 41 IIC 506; F Henning-Bodewig, Unfair Competition Law: European Union and Member States, vol 18 

(Kluwer Law International 2006). 
1092 Berg continues imitation ‘was an evocation of objects in other forms, and indeed the new form might 

well surpass the original, M Berg, ‘From Imitation to Invention: Creating Commodities in Eighteenth‐

Century Britain’ (2002) 55 The Economic History Review p 3. 
1093 Except in cases where imitation is likely to cause misleading or confusion. 
1094 Paepke argues, ‘Absent legal protection from free riding, a prudent and ordinarily risk averse investor 

generally would assume that imitation would occur and without significant delay. In a fragmented and 

competitive industry, numerous firms would be able to engage in imitation. The price of a product 

incorporating the innovation would then be the cost of production and distribution for the imitations, plus 

a normal return on the investment in imitation. The innovator’s rate of return on the incremental 

investment in innovation, after the period prior to successful imitation, would be zero’ (C Owen Paepke, ’An 

Economic Interpretation of the Misappropriation Doctrine: Common Law Protection for Investments in 

Innovation’ (1987) 2 High Tech LJ vol 2:55 p 60). 
1095 See M Franzosi, ‘The Legal Protection of Industrial Design: Unfair Competition as a Basis of Protection’ 

(1990) 12 EIPR 154. 
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repetition in the marketplace that impairs existing knowledge in the marketplace 

and society as a whole.1096  

 

There is the view that such a repetition is welcomed and is considered to be ‘the 

very lifeblood of a competitive economy’.1097 It derives down prices and it is the 

best interest of the public, since they, as per Jacob J ‘want the best deals they 

can get’.1098 By contrast, although competition depends on imitation, in today’s 

markets1099 ‘the public interest may not be served by a defendant intentionally 

seeking a free ride on the plaintiff's expenditures of time, money, effort and 

ingenuity.’1100 The analogy of imitation in capitalist free markets to Jazz music as 

introduced by Adorno1101 helps exemplifying the undermining effects of 

uncontrolled imitation upon knowledge.1102 According to Adorno, those who listen 

to jazz are made to believe that they are receiving newly invented songs when in 

fact they are only getting repetitive rhythms or formulas: ‘It successfully hides its 

repetitive base beneath a seemingly free style’.1103 Just like competition through 

free imitation, the content of jazz appears to change while it retains a constant 

base. For example, through musical devices such as syncopation and vibrato, or, 

with regards to brands imitations, through marketing devices such as a different 

mark and a lower price. It nonetheless has a certain arrangement that binds it 

 

1096 See 4.2. 
1097 US Supreme Court in Bonito Boats, Inc. v. Thunder Craft Boats, Inc., 489 US 141, 146 (1989). 
1098 L’Oréal v. Bellure, [2007] EWCA Civ 968 [139]. 
1099 See nn. 1089- 1096 and accompanying text. 
1100 As put by Terry years ago see A Terry, ‘Unfair Competition and the Misappropriation of a Competitor's 

Trade Values’ (1988) 51 The Modern Law Review 296. 
1101 In M Horkheimer, TW Adorno and G Noeri, Dialectic of Enlightenment (Stanford University Press 2002) 

pp 97 and 98. 
1102 See n 1096. 
1103 S Gunster, Capitalizing on Culture: Critical Theory for Cultural Studies (University of Toronto Press 2004) 

p. 29. 
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tightly into patterns that repeat themselves constantly, without any intellectual 

value.  

 

To emphasise, this is not to deny the crucial role of imitation in the 

marketplace.1104 Nevertheless, for such form of competition to contribute to 

knowledge and individual’s ability to intellectually engage in society at large,1105 

the process of imitation should, as the proposed reform suggested, be with a 

corresponding effort.1106 In other words, imitation should add value to the imitated 

brand that can be readily assessed by the relevant public.1107 For the proposed 

reform to achieve this goal, it should be designed in a manner that allows for a 

more ‘constructive’ approach to imitation,1108 limiting repetitive patterns and 

maintaining thought provoking imitations in the marketplace. In other words, 

imitation or misappropriation should be allowed only to create new sets of quality 

ideas in the marketplace. Protection accordingly should be limited to the 

prohibition of direct misappropriation of a brand’s attributes or features. Direct 

misappropriation occurs in cases where competitors take a ‘free ride’ on the 

brand owner’s ideas and imitate them without considerable modifications or 

improvements, in some cases denigrating them. Misappropriation or imitation 

could be of one feature or more of a brand. 

 

 

1104 This thesis believes that today’s rapid technology could in fact contribute making copying as part of 

the larger obligation on society to flourish intellectually because as Raustiala and Sprigman say ‘whether 

we like it or not, in many industries copying is here to stay’ and we have to percevie copying ‘not as a 

scourge to be eliminated but as a complex phenomenon that can help as much as harm.’  K Raustiala and 

C Sprigman, The Knockoff Economy: How Imitation Sparks Innovation (Oxford University Press 2012) pp 171, 

172. 
1105 See 1.3. 
1106 See 4.5. 
1107 This notion is a the heart of Schnaar’s argument. see SP Schnaars, Managing Imitation Strategies (Simon 

and Schuster 2002). 
1108 See nn. 1077- 1078 and accompanying text. 
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Pursuant to this view, this thesis proposes the following factors to be taken into 

consideration when providing protection against unfair competition by 

misappropriation to brands:1109 1) the degree of the imitation. In some cases, 

inconsiderable features of the brand are imitated, while in other cases the entire 

brand or the essence of a brand is imitated. Even the technology used in the 

procedure of imitation should be taken into consideration. A similar approach can 

be seen under the German Act against Unfair Competition (Gesetz gegen den 

unlauteren Wettbewerb, UWG).1110 For instance, the reproduction of a sculpture 

or a literary work of common knowledge, using technology, could be considered 

as unfair exploitation of another’s achievements,1111 since it includes no actual 

corresponding effort from the imitator, whereas carvings and reproductions that 

include the intellectual or physical skill of an individual are often regarded as free 

imitation because they are the result of workmanship.1112 2) The contribution to 

the public interest. Courts should consider whether imitation occurred through 

‘adding value by producing goods of equal value at lower prices and/or producing 

goods with additional functional attributes that enhance the performance of the 

original brand or product, which is readily perceived by the consumer.’ 1113 This 

factor assist in maintain imitated products that do actually surpass the original 

brand in terms of quality.1114  Finally, 3) the likelihood that the product would not 

have been produced without imitation. In many cases imitation is ‘not only 

 

1109 A Ohly, ‘The Freedom of Imitation and Its Limits – A European Perspective’ (2010) 41 IIC 506. 
1110 The act available at https://germanlawarchive.iuscomp.org/?p=349 . 
1111 BGH, GRUR 1986, 895 – Notenstichbilder (mentioned in B Steckler, ‘Unfair Trade Practices under 

German Law: ”Slavish Imitation” of Commercial and Industrial Activities’ (1996) 18 EIPR 390). 
1112 BGH, GRUR 1966, 503 – Apfel-Madonna; BGH, GRUR 1969, 186 – Reprint; Baumbach/Hefermehl 

(mentioned in B Steckler, ‘Unfair Trade Practices under German Law: ”Slavish Imitation” of Commercial and 

Industrial Activities’ (1996) 18 EIPR 390). 
1113 R Wilke and JL Zaichkowsky, ‘Brand Imitation and Its Effects on Innovation, Competition, and Brand 

Equity’ (1999) 42 Business Horizons 9 (emphasis in the original) p 13. 
1114 See n 1096. 
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inevitable but perhaps even an essential part’1115 of competition in certain fields, 

like fashion for example.1116 

 

Although the proposed reforms may restrict freedom of imitation to some extent, 

the above factors contribute to competition1117 that essentially enhances 

intellectual flourishing in society.1118 On the one hand, traders who desired to 

enter the market and compete would rely on the set of ideas around certain 

qualities that they experienced and observed in the marketplace to produce a 

new set of novel and creative ideas. Those new ideas can be re-used to create 

greater ideas in the future. Brand owners, knowing that their contributions to 

society are protected from being misappropriated by their competitors, would be 

encouraged to devote their intellectual capabilities to improving their products 

and to producing the finest and most praiseworthy result achievable. In other 

words, brand owners, and their competitors would be engaged in actions ‘where 

human action is motivated by the fulfilment of … unconditional demands’,1119 

 

1115 K Raustiala and C Sprigman, The Knockoff Economy: How Imitation Sparks Innovation (Oxford 

University Press 2012) p 34. 
1116Ibid, Part 1 pp 19-55. 
1117 See 7.5. 
1118 See n 1096. 
1119 According to Weber this is ‘Value rational action’ and it occurs ‘only in cases where human action is 

motivated by the fulfillment of … unconditional demands’ (M Weber, Economy and Society: An Outline of 

Interpretive Sociology (vol 1, Univ of California Press 1978) ch 1, 25). Weber continues to argue, ‘Value-

rational action may thus have various different relations to the instrumentally rational action. From the 

latter point of view, however, value-rationality is always irrational. Indeed, the more the value to which 

action is oriented is elevated to the status of an absolute value, the more ”irrational” in this sense the 

corresponding action is’ (ibid 26). 
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rather than merely reducing their actions to efficiency, functionality and 

calculability1120 in order to survive the aggressiveness of competition.1121 

 

4.6 Conclusion 

This chapter put forward the argument that considering the role of brands as part 

of an individual’s experience (i.e., knowledge), should be a focus point of a 

reformed unfair competition approach in the English law. This chapter began with 

an explanation of how human knowledge is acquired through the re-use of 

existing ideas of the exterior world.1122 The chapter highlighted the role of the 

‘ideas’ of the external world, of which brands are a part, in forming and shaping 

human sensory experience from which everyone acquires knowledge. Contrary 

to the notion of rational thinking, this process happens through observation and 

reflection; the observation of objects in the external world produces ideas in the 

human mind that could be re-used to create new sets of ideas and so on. Based 

on that understanding, this chapter established a broader view of brands than 

that of the prevailing limited rational economic approach.1123 The established view 

of brands incorporates their objective, measurable and certain primary qualities 

with their subjective, incalculable and uncertain secondary qualities. This 

 

1120 According to Weber this action is ‘instrumentally rational’ and it occurs ‘when the end, the means, and 

the secondary results are all rationally taken into account and weighed. This involves rational consideration 

of alternative means to the end, of the relations of the end to the secondary consequences, and finally of 

the relative importance of different possible ends’ (ibid). 
1121 Berman argues, ‘The trouble with capitalism is that, here as elsewhere, it destroys the human 

possibilities it creates. It fosters, indeed forces, self-development for everybody; but people can develop 

only in restricted and distorted ways. Those traits, impulses and talents that the market can use are rushed 

(often prematurely) into development and squeezed desperately till there is nothing left; everything else 

within us, everything nonmarketable, gets dracomcally repressed …’ (M Berman, All that is Solid Melts into 

Air: The Experience of Modernity (Penguin Books 1988), available at 

https://langurbansociology.files.wordpress.com/2013/01/berman_marshall_all_that_is_solid_melts_into_air_t

he_experience_of_modernity.pdf). 
1122 See 4.2.   
1123 See 4.3. 

https://langurbansociology.files.wordpress.com/2013/01/berman_marshall_all_that_is_solid_melts_into_air_the_experience_of_modernity.pdf
https://langurbansociology.files.wordpress.com/2013/01/berman_marshall_all_that_is_solid_melts_into_air_the_experience_of_modernity.pdf


 196 

perception of brands unveiled a new dimension that allowed for a consideration 

of their influential power and their role in shaping the existing knowledge in 

society. With this wider perception of brands in mind, this chapter outlined how 

English courts, by heavily focusing on preserving the rational interests of 

consumers, are merely capturing the primary qualities of the ideas of brands.1124 

In turn, courts pay less to no attention to the influential secondary qualities of 

brands, and thus overlook the potential impact of certain re-uses upon existing 

knowledge and, thus, the larger obligation on society to flourish intellectually. In 

particular, this chapter demonstrated how the current constrictive approach to the 

‘unfair advantage’ provision leads courts to contribute to the rationalisation of 

individuals’ actions, i.e., the formation of the ‘iron cage’. This leads market 

participants to be guided merely by terms of calculations, efficiency and 

consistency, away from any intellectual or aesthetic values, in order to achieve 

their chosen goals. Accordingly, this chapter explained how – since the sensory 

experience has a powerful force upon shaping thinking patterns in society – the 

implementation of an alternative approach contributes to restricting and limiting 

the adverse impacts of the rationalisation process upon existing knowledge.1125 

This is possible through offering a balanced approach that, on the one hand, 

acknowledges the brand owner’s right in a broader protection against 

misappropriation and that, on the other, provides a flexible criteria that could be 

used by courts in determining eligibility for protection so as to guarantee the 

competitors’ right to re-use available brand ideas, without the need for prior 

consent, provided that such a re-use improves the existing knowledge.1126 

 

1124 See 4.4. 
1125 See 4.5. 
1126 See 4.5.1. 
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CHAPTER 5  

BRANDS PROTECTION FOR AN ENHANCED SEMIOTIC DISCOURSE 

5.1  Introduction 

The previous chapter has illustrated how the current English approach towards 

the protection of brands1127 against ‘unfair advantage’ is dominated by the 

neoliberal view of the market,1128 and how that approach undermines the existing 

knowledge in society. This chapter concerns the English approach towards the 

interpretation of the ‘detriment to distinctive character’ provision (3.3.4) and 

proposes that a further understanding of the role of brands in the intellectual 

flourishing1129 of society (that justifies the proposed alternative approach (3.3.4)) 

may be achieved by viewing brands through the lens of semiotics.  

 

The aim of this chapter is to examine brands from a new perspective of semiotics 

where the meanings based on human relations and interpretation of marks and 

signs no longer dominate the semiotic discourse.1130 In doing so, this chapter will 

unveil a new semiotic dimension to brands that justifies a broader protection for 

brands against unfair competition, which, this thesis argues, is a necessary 

addition to the present economic account and which plays a fundamental role 

within society’s obligation to flourish intellectually.1131 This chapter however does 

 

1127 See 1.6.3. 
1128 See nn. 12- 18 and accompanying text. 
1129 See 1.3.  
1130 See nn. 163- 167 and accompanying text. 
1131 Ibid. 
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not provide a broad investigation of the theory of semiotics. Rather, to support 

the above claim, this chapter uses the semiotic dimension proposed by 

Deleuze1132 and Guattari,1133 in particular the concept of ‘a-signifying’ 

semiotics,1134 which is then set within the metaphor of ‘rhizome’1135 (also a vital 

concept of Deleuze and Guattari’s work1136).1137 Unlike the traditional study of the 

structure of signs and modern semiotics, of which linguistics and human cognition 

are a part,1138 the semiotic dimension of Deleuze and Guattari draws upon non-

linguistic machinic processes that go ‘beyond human semiotics’.1139  

 

This chapter begins, in section 5.2, with an overview of what is meant by 

‘semiotics’, ‘a-signifying semiotics’ and ‘rhizomes’. Alongside defining the above-

mentioned concepts, this section assists in highlighting the importance of 

Deleuze and Guattari’s semiotics for this thesis and how it differs from modern 

semiotics. Based on that, section 5.3 establishes a semiotic perception of brands 

using Deleuze and Guattari’s semiotics. This allows for a new perception of 

 

1132 For more about Deleuze see eg G Deleuze and CV Boundas, ‘The Deleuze Reader’ (Columbia University 

Press 1993); C Colebrook, Gilles Deleuze (Routledge 2001); F Dosse, Gilles Deleuze and Félix Guattari: 

Intersecting Lives (Columbia University Press 2010). 
1133 For more about Guattari see eg G Genosko, The Guattari Reader (Oxford, UK; Cambridge, Mass.: 

Blackwell Publishers 1996); F Dosse, Gilles Deleuze and Félix Guattari: Intersecting Lives (Columbia University 

Press 2010); P Carter and N Jackson, ‘Gilles Deleuze and Felix Guattari’ (2004) Organization theory and 

postmodern thought 105. 
1134 See nn 1163– 1177 and accompanying texts. 
1135 See nn 1178– 1196 and accompanying texts. 
1136 In particular, this thesis refers to G Deleuze and F Guattari, Anti Oedipus: Capitalism and Schizophrenia 

(10th edn, University of Minnesota Press 2000); G Deleuze and F Guattari, A Thousand Plateaus: Capitalism 

and Schizophrenia, vol 2 (originally published as Mille Plateaux, volume 2 of Capitalisme et Schizophrenic, 

Les Editions de Minuit 1980, Brian Massumi tr and foreword, University of Minnesota Press 1988). 
1137 The theoretical framework of the thesis is also discussed in 1.7. 
1138 This thesis refers to F De Saussure, W Baskin and P Meisel, Course in General Linguistics (Columbia 

University Press 2011); CS Peirce, Collected Papers of Charles Sanders Peirce, vol 2 (Harvard University Press 

1974). 
1139 M Lazzarato, Signs and Machines: Capitalism and the Production of Subjectivity (Semiotext (e) Los 

Angeles 2014) 66. In order to present their novel theory of semiotics, Deleuze and Guattari innovatively 

combined the work of number of key philosophers in the field of semiotics like the Swiss linguistic 

Ferdinand de Saussure (1857–1913), the American philosopher Charles Sanders Peirce (1839–1914), the 

French psychoanalyst Jacques Lacan (1901–1981) and the French-Algerian philosopher Jacques Derrida 

(1930–2004). 
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brands that covers its human and non-human components, which together form 

a ‘brand assemblage’.1140 The discussion in this section begins with the semiotic 

perception of trade marks and goodwill, which leads to a better understanding of 

the ‘brand assemblage’.1141 It highlights how the non-human component of the 

brand assemblage is dominant in a capitalist free market, taking over the process 

of meaning production in the market and society. Utilising the established 

perception of the brand, section 5.4 examines the English approach towards the 

protection of brands from the perspective of Deleuze and Guattari’s semiotics. It 

demonstrates how a focus on the ‘signification system,’ as is the case under the 

notion of ‘dilution’, undermines the semiotic discourse in society. This chapter 

subsequently explains, in section 5.5, how an alternative approach to protection 

against ‘dilution’ that is ‘intellectual flourishing’ oriented, with explicit defences, 

contributes to the enhancement of the semiotic discourse in society. It provides 

an analysis of how the suggested approach could enhance individual’s 

intellectual engagement in the society through the role of individuals in the 

process of meaning-making the marketplace. 

 

5.2  What is meant by ‘semiotics’, ‘a-signifying semiotics’ and ‘rhizomes’ 

This section explains what is meant by the concept of ‘a-signifying’ semiotics and 

the metaphor of ‘rhizomes’ as employed in this thesis and based on the semiotics 

of Deleuze and Guattari.1142 For that purpose, this section begins by clarifying 

what modern semiotics is, to assist in obtaining a clear understanding of Deleuze 

 

1140 See n 1201 and accompanying text. 
1141 Ibid. 
1142 For a detailed discussion of Deleuze and Guattari’s semiotics see eg B Adkins, Deleuze and Guattari's a 

Thousand Plateaus (Edinburgh University Press 2015). 
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and Guattari’s semiotics. Clarifying what modern semiotics is will also assist in 

understanding the English approach towards the protection of brands, as 

analysed throughout this chapter. 

 

Semiotics, as defined by Saussure,1143 one of the founding fathers of modern 

semiotics, is a ‘science that studies the life of signs within society … I shall call it 

semiology (from Greek semeion, “sign”). Semiology would show what constitutes 

signs, what laws govern them’.1144 In other words, semiotics is the field of study 

of how meaning is created and communicated through the use of all different 

kinds of signs.1145 A simple example would be the colours of traffic lights and the 

meanings they represent to drivers. It follows that the ‘sign’ is the fundamental 

object of analysis here. A ‘sign’ is defined by Peirce,1146 also a founding father of 

modern semiotics,1147 as ‘something which stands to somebody for something in 

some respect or capacity’.1148 

 

 

1143 For more about Saussure and his ideas see eg EF Koerner, Ferdinand De Saussure: Origin and 

Development of His Linguistic Thought in Western Studies of Language, vol 7 (Springer-Verlag 2013). 
1144 This definition was proposed by Saussure in his work Course in General Linguistics (first published 

1959), Columbia University Press 2011) 6.  According to Beebe, it is ‘the foundational text of the twentieth 

century’s structuralist and poststructuralist Thought’ (B Beebe, ‘The Semiotic Analysis of Trademark Law’ 

(2003) 51 UCLA L Rev 621).  
1145 See generally D Chandler, Semiotics: The Basics (Taylor & Francis 2017); T Van Leeuwen, Introducing 

Social Semiotics (Psychology Press 2005); The field of semiotics, as per Hodge and Kress, investigates ‘the 

processes and effects of the production and reproduction, reception and circulation of meaning in all 

forms, used by all kinds of agent[s] of communication’ (B Hodge and others, Social Semiotics (Cornell 

University Press 1988), cited in B Beebe, ‘The Semiotic Account of Trademark Doctrine and Trademark 

Culture’ (2008) Trademark Law and Theory: A Handbook of Contemporary Research 42, 42). 
1146 Charles Sanders Peirce (1839–1914) was an American philosopher and a theorist of logic, language, 

communication and signs. For more about Peirce see eg J Brent, Charles Sanders Peirce: A Life (Indiana 

University Press 1998). 
1147 Although Pierce and Saussure are considered the fathers of semiotics, they were unaware of each 

other’s work. See TA Sebeok, The Sign and Its Masters (University Press of America 1989). 
1148 Cited in B Beebe, ‘The Semiotic Analysis of Trademark Law’ (2003) 51 UCLA L Rev 621, 630. 
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Generally, semiotic thinking subscribes to one or the other of two structural 

models of the sign;1149  the dyadic model of Saussure and the triadic model of 

Pierce.1150 The dyadic model suggests that any sign is composed of a ‘signifier’ 

and a ‘signified’.1151 The signifier is the bearer of the sign which could be a letter, 

a word, a sound or a diagram, in particular, ‘a mental representation of a 

perceptible pattern of sound’.1152 For example, the sound of the spoken word 

‘tree’.1153 Whereas the signified is the ‘mental image’1154 of the signifier, like the 

image of the ‘tree’ in the mind. Under this dyadic model, the ‘signifier’ and a 

‘signified’ are inseparable. As Schuilenburg puts it, ‘[t]he sign only acquires 

genuine meaning in the connection between these’.1155 Just like ‘[g]oodwill and 

its trademark symbol... as inseparable as [conjoined] twins who cannot be 

separated without death to both’, according to Professor McCarthy.1156 A crucial 

characteristic of the ‘signifier’ and a ‘signified’, according to the dyadic model, is 

that their relation is completely arbitrary,1157 and makes sense only through the 

conventional system of pre-existing rules of the use of language. According to 

 

1149See eg JN Deely, Introducing Semiotic: Its History and Doctrine, vol 287 (Indiana University Press 1982). 

This was recently confirmed by Beebe, see B Beebe, ‘The Semiotic Account of Trademark Doctrine and 

Trademark Culture’ (2008)  Trademark Law and Theory: A Handbook of Contemporary Research 42, 44–52; 

B Beebe, ‘The Semiotic Analysis of Trademark Law’ (2003) 51 UCLA L Rev 621, 645–69. 
1150 For detailed analysis of ‘semiotics’ see n 1145; see also eg TA Sebeok, Signs: An Introduction to Semiotics 

(University of Toronto Press 2001); W Nöth, Handbook of Semiotics (Indiana University Press 1995). 
1151 De Saussure, W Baskin and P Meisel, Course in General Linguistics (Columbia University Press 2011) 60-

62. For an analysis of Saussure’s semiotics see eg LE Key and BP Noble, Course in General Linguistics (CRC 

Press 2017); PJ Thibault, Re-Reading Saussure: The Dynamics of Signs in Social Life (Routledge 2013); AM 

Davies and others, The Cambridge Companion to Saussure (Cambridge University Press 2004). 
1152 D Chandler, Semiotics: The Basics (Taylor & Francis 2017) 14. 
1153 Saussure frequently uses the concept of the ‘tree’ as an example in his work. 
1154 D Chandler, Semiotics: The Basics (Taylor & Francis 2017) 14. 
1155 M Schuilenburg, G Hall and D Garland, ‘Assemblages’ in The Securitization of Society (NYU Press 2015). 
1156 JT McCarthy, Trademarks and Unfair Competition, vol 2 (Lawyers Co-operative Publishing Company 

1996), cited in M Pulos, ‘A Semiotic Solution to the Propertization Problem of Trademark’ (2005) 53 UCLA L 

Rev 833 fn 49; Professor McCarthy also stated that ‘A trademark is a very peculiar kind of property. For it 

has no existence apart from the good will of the product or service it symbolizes. Good will of a business 

and its symbol, a trademark, are inseparable’ ibid, fn 40. 
1157 F De Saussure, W Baskin and P Meisel, Course in General Linguistics (Columbia University Press 2011) 2, 

67–70. 
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this model, everything in the world is articulated through language and, as Derrida 

puts it in his understanding of the relation between texts and meanings, ‘[t]here 

is nothing outside of the text’.1158 

 

On the other hand, the triadic model of semiotics suggests a third element; a 

physical object or a ‘referent’,1159 alongside the ‘signifier’ and the ‘signified’.1160 

Rather than relying on language, the triadic model relies on the human cognition. 

To put it in Pierce’s words, a sign is characteristic by ‘a triple connection of sign, 

thing signified, cognition produced in the mind’.1161 It is clear now that modern 

semiotics is a human-centric system.1162 In other words, signs, according to 

modern semiotics, are used by humans, whether through language or cognition, 

to make and create meanings in society through signification and representation. 

This will be referred to as ‘signifying semiotics’ hereinafter. The fact that both 

models are ‘human-centric’ is what concerned Deleuze and Guattari. 

 

For Deleuze and Guattari, it is the non-human processes and components that 

play a crucial role in the semiotic discourse of contemporary capitalist 

systems.1163 Instead of the ‘signifier–signified’ semiotic approach that is derived 

from human relations, Deleuze and Guattari draw attention to the nature of 

 

1158 J Derrida, Of Grammatology (JHU Press 2016) 177. 
1159 See CS Peirce, Writings of Charles S. Peirce: 1886–1890, vol 6 (Indiana University Press 1982). 
1160 For an analysis of Peirce’s semiotics see eg C Misak, The Cambridge Companion to Peirce (Cambridge 

University Press 2004). 
1161 Cited in B Beebe, ‘The Semiotic Analysis of Trademark Law’ (2003) 51 UCLA L Rev 621, 636. 
1162 A further distinction between the two models is outside the scope of this thesis; for a comprehensive 

distinction between Saussure’s semiotics and Pierce semiotics see eg TA Sebeok, The Sign and Its Masters 

(University Press of America 1989); Beebe also provides a brief distinction in his semiotic analysis of trade 

mark law, see B Beebe, ‘The Semiotic Analysis of Trademark Law’ (2003) 51 UCLA L Rev 626–642. 
1163 For Deleuze and Guattari’s semiotic analysis of capital see G Deleuze, Anti-Oedipus (A&C Black 2004) 

10, 240–62. 
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‘capital’,1164 which goes beyond being a mere economic instrument for the 

‘circulation of goods and the accumulation of wealth’.1165 According to them, 

‘capital’ is a semiotic category ‘that affects all levels of production and all levels 

of the stratification of power’.1166 According to Deleuze and Guattari, the semiotic 

category of capital is characterised by two notions.1167   

 

First, it always operates in a ‘dual register’ that forms a semiotic ‘complex’ or 

‘assemblage’.1168 The ‘dual register’ consists of the ‘signifying semiotics’ and ‘a-

signifying semiotics’.1169 The a-signifying semiotics are those that act on objects, 

such as money and information,1170 and bypass the representations of 

subjects.1171 The function of the ‘a-signifying semiotics’ is to create and activate 

pre-subjective and pre-individual elements of emotions and perceptions through 

the signification system, or the use of signs.1172 However, they ‘bring into play 

signs which have an additional symbolic or signifying effect, but whose actual 

functioning is neither symbolic nor signifying’.1173 Simply put, unlike signifying 

semiotics, a-signifying semiotics have no actual meaning and they do not aim to 

 

1164 Ibid. 
1165 M Lazzarato, ‘Semiotic Pluralism and the New Government of Signs’ (2006) Transversal: The Language 

of Things, available at: http://eipcp.net/transversal/0107/lazzarato/en. 
1166 Ibid. 
1167 See n 1163 and accompanying text. 
1168 See n 1201 and accompanying text. 
1169 In Deleuze and Guattari’s words ‘there are asemiological regimes of signs, asignifying signs’ (G Deleuze 

and F Guattari, A Thousand Plateaus: Capitalism and Schizophrenia, vol 2 (originally published as Mille 

Plateaux, volume 2 of Capitalisme et Schizophrenic, Les Editions de Minuit 1980, Brian Massumi tr and 

foreword, University of Minnesota Press 1988) 6.  
1170 Also like ‘stock market indices, currency, mathematical equations, diagrams, computer languages, 

national and corporate accounting, etc.’ M Lazzarato, Signs and Machines: Capitalism and the Production of 

Subjectivity (Semiotext (e) Los Angeles 2014)) 40. 
1171 Lazzarato explains ‘A-signifying semiotics act on things. They connect an organ, a system of perception, 

an intellectual activity, and so on, directly to a machine, procedures, and signs, bypassing the 

representations of a subject’ ibid, 40. 
1172 See nn. 1244- 1245 and accompanying text. 
1173 M Lazzarato, ‘Semiotic Pluralism and the New Government of Signs’ (2006) Transversal: The Language 

of Things, available at: http://eipcp.net/transversal/0107/lazzarato/en. 

http://eipcp.net/transversal/0107/lazzarato/en
http://eipcp.net/transversal/0107/lazzarato/en
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produce significations.1174 Instead, they trigger actions, reactions, behaviour and 

attitudes.1175 As Lazzarato exemplifies, ‘television... can function as sign 

production machines, which have a direct, unmediated impact on the real… 

without being routed through a signification or a representation’.1176 This process 

leads to what this thesis refers to as ‘rational enslavement’1177 as a result of them 

being overlooked by the law; a state that results of a-signifying semiotics being 

overlooked, as will be clarified as this chapter goes on. 

 

The second notion that characterises the semiotic category of capital is the 

‘rhizomatic’1178 relation of the semiotic assemblage.1179 Under this model, the 

relation between a ‘signifier’1180 and a ‘signified’1181 (as employed in the ‘signifying 

semiotics’ structure) becomes incapable of conceiving reality or any changes in 

 

1174 Per Deleuze and Guattari, ‘It is not the figures that depend on the signifier and its effects, but the 

signifying chain that depends on the figural effects—this chain itself being composed of asignifying 

signs—crushing the signifiers as well as the signifieds, treating words as things, fabricating new unities, 

creating from nonfigurative figures configurations of images that form and then disintegrate’ (G Deleuze, 

Anti-Oedipus (A&C Black 2004) 244). 
1175 As Lazzarato explains, ‘the system does not generate discourse: it does not speak but it functions, sets 

things in motion, by connecting directly to the “nervous system, the brain, the memory, etc.” and activate 

the affective, transitivist, transindividual relations that are difficult to attribute to a subject, an individual, a 

me.’ Lazzarato M, ‘“Semiotic Pluralism” and the New Government of Signs Homage to Félix Guattari’ (2006). 
1176 Ibid. 
1177 This term is explicitly borrowed from the term ‘machinic enslavement’ introduced by Deleuze and 

Guattari in G Deleuze and F Guattari, A Thousand Plateaus: Capitalism and Schizophrenia, vol 2 (originally 

published as Mille Plateaux, volume 2 of Capitalisme et Schizophrenic, Les Editions de Minuit 1980, Brian 

Massumi tr and foreword, University of Minnesota Press 1988). 
1178 ‘Rhizome’ is a philosophical metaphor developed by Deleuze and Guattari, in their two-volume work 

Capitalism and Schizophrenia (1972–1980). Schuilenburg, Hall and Garland explain ‘“Rhizome” is a term 

from botany and literally means a root branch that grows horizontally rather than vertically, and whose 

root bifurcations spread out over considerable distances underground in inextricable tangles’. They 

continue to clarify that ‘Deleuze contrasts the image of a rhizome with that of a tree structure. Whereas the 

latter expands from an “origin, seed or center… a rhizome has no beginning or end. It seems to begin at a 

random spot’ (M Schuilenburg, G Hall and D Garland, ‘Assemblages’ in The Securitization of Society (NYU 

Press 2015) 100–02). 
1179 See n 1201 and accompanying text. 
1180 See nn. 1152, 1153 and accompanying text. 
1181 See n 1154 and accompanying text. 
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it.1182 According to Deleuze and Guattari, in today’s reality – the capitalist reality 

– an individual’s role in establishing and attributing meanings to life is often 

replaced by the ‘a-signifying semiotics’1183 of capitalist rationality and the logic of 

market efficiency.1184 Thus, to focus merely on the human-centric ‘signifying 

semiotics’ means to overlook the machine-centric1185 ‘a-signifying semiotics’1186 

in society through the ever-growing use of mass media and mass communication. 

In order to be able to recognise the role of the ‘a-signifying semiotics’1187 in 

society, Deleuze and Guattari suggest a process of thought that ‘is more like a 

grass than a tree’;1188 a ‘rhizomatic’ process, where the fixed, human-centric 

structure of ‘signifier-signified’ is always absent.1189 Deleuze and Guattari have 

borrowed the notion of the rhizome from biology to use it as a lens or a tool for a 

 

1182 In Schuilenburg’s words, ‘according to Deleuze, people tend to forget that this kind of thinking is 

incarcerated in a representational logic that is incapable of conceiving reality as such, and has difficulty 

coping with changes and unexpected events’. Schuilenburg confirms this by stating that he has ‘observed 

that an assemblage provides a model that allows a better comprehension of the complexity of ongoing 

changes in reality’ M Schuilenburg, The Securitization of Society: Crime, Risk, and Social Order (NYU Press 

2017) (129). 
1183 See nn. 1170- 1176 and accompanying text. 
1184 For Deleuze and Guattari’s semiotic analysis of capital, see G Deleuze, Anti-Oedipus (A&C Black 2004) at 

10, 240–62. 
1185 In their analysis of power relations and capital semiotics, Deleuze an Guattari introduced a novel 

definition of the concept ‘machine’. In the context of their work, the concept ‘machine’ should not be 

reduced to mechanic terms. According to them, a ‘machine’ is ‘[e]verywhere … real ones, not figurative 

ones: machines driving other machines, machines being driven by other machines, with all the necessary 

couplings and connections. An organ-machine is plugged into an energy-source-machine: the one 

produces a flow that the other interrupts. The breast is a machine that produces milk, and the mouth I 

machine coupled to it. The mouth of the anorexic wavers between several functions: its possessor is 

uncertain as to whether it is an eating-machine, an anal machine, a talking-machine, or a breathing 

machine (asthma attacks). Hence we are all handymen: each with his little machines’ (G Deleuze, Anti-

Oedipus (A&C Black 2004) 8); as Schuilenburg explains ‘[i]n this situation, productions are not previously 

determined and do not comply with strictly causal links. They are, as Deleuze and Guattari call it, diverse 

and heterogeneous’ (M Schuilenburg, G Hall and D Garland, ‘Assemblages’ in The Securitization of Society 

(NYU Press 2015) 105). It is crucial to note here that Deleuze and Guattari in their later works replaced the 

term ‘assemblage’ with the term ‘machine’ with no changes to the meaning of the concept. 
1186 See n 1183. 
1187 Ibid. 
1188 G Deleuze and F Guattari, A Thousand Plateaus: Capitalism and Schizophrenia, vol 2 (originally 

published as Mille Plateaux, volume 2 of Capitalisme et Schizophrenic, Les Editions de Minuit 1980, Brian 

Massumi tr and foreword, University of Minnesota Press 1988) 14. 
1189 M Schuilenburg, G Hall and D Garland, ‘Assemblages’ in The Securitization of Society (NYU Press 2015) 

109. 
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process of thinking that is contrasted with the linear, sequential and arborescent 

(tree-like) reasoning.1190  

 

A rhizome is a root-like organism of ever changing, interconnecting 

multiplicities1191 that have no centre.1192 It grows horizontally1193 and spreads 

continuously without beginning or end.1194 Unlike the traditional, arborescent 

modes of perceiving and understanding reality, which tend to rely on a structural, 

fixated and hierarchical process of thinking that is universally accepted, the 

metaphor of rhizome serves as a tool for a different, decentralised and less 

structured way of perceiving semiotics that starts outside paths of structural 

linguistics to which fixed meanings are attributed.  

 

To conclude, a rhizomatic perception of semiotics captures reality, its complexity 

and the interplay of humans and non-human elements that are involved in its 

creation.1195 It allows a dimension that captures the fact that today’s capitalist 

societies are governed by impersonal relations and pure calculated data of the 

 

1190 See n 1178 and accompanying text. 
1191 Per Deleuze and Guattari ‘… unlike trees or their roots, the rhizome connects any point to any other 

point, and its traits are not necessarily linked to traits of the same nature; it brings into play very different 

regimes of signs, and even non-sign states’ (G Deleuze and F Guattari, A Thousand Plateaus: Capitalism and 

Schizophrenia, vol 2 (originally published as Mille Plateaux, volume 2 of Capitalisme et Schizophrenic, Les 

Editions de Minuit 1980, Brian Massumi tr and foreword, University of Minnesota Press 1988) 21). 
1192 Per Deleuze and Guattari ‘In contrast to centered (even polycentric) systems with hierarchical modes of 

communication and pre-established paths, the rhizome is an a-centered, nonhierarchical, non-signifying 

system without a General and without an organizing memory or central automaton, defined solely by a 

circulation of states.’ Ibid.  
1193 Per Deleuze and Guattari ‘…the rhizome is made only of lines: lines of segmentarity and stratification as 

its dimensions, and the line of flight or deterritorialization as the maximum dimension after which the 

multiplicity undergoes metamorphosis, changes in nature.’ Ibid. 
1194 ‘A rhizome has no beginning or end; it is always in the middle, between things, inter-being, intermezzo’ 

Ibid 25. 
1195 G Deleuze and F Guattari, A Thousand Plateaus: Capitalism and Schizophrenia (11th printing, University 

of Minnesota Press 2005) 1-25. 
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free market.1196 Finally, and more importantly, it offers a new dimension of brands 

that justifies a wider protection against unfair competition by misappropriation.1197 

The next section outlines a semiotic perception of brands. 

 

5.3  A semiotic perception of brands 

Brands can now be perceived in a new way; as semiotic assemblages that are 

composed of signifying semiotics1198 and a-signifying semiotics.1199 Semiotic 

assemblages,1200 as Deleuze and Guattari explain, are characterised by the 

heterogeneous, interconnecting and decentralised relations that assemblages 

form with other elements.1201 As demonstrated in the previous section, Deleuze 

and Guattari use the metaphor of ‘rhizome’1202 to describe this pattern. Thus, 

brands can be perceived, through the lens of semiotics, as semiotic 

assemblages1203 that are characterised by rhizomatic relations1204 between brand 

owners who create them, the products they indicate and consumers, within the 

capitalist system, where every element can itself be considered a semiotic 

assemblage. However, for a deeper understanding of brands as semiotic 

 

1196 Per Holland, ‘the market has replaced the meaningful structures of pre-capitalist societies with the 

implacable mechanisms of the “cash nexus”’ (EW Holland, ‘“Introduction to the Non-Fascist Life”: Deleuze 

and Guattari’s” Revolutionary” Semiotics’ (1987) 27 L’Esprit createur 19, 23). 
1197 See 2.3. 
1198 See nn. 1143-1162 and accompanying text. 
1199 See nn. 1163-1190 and accompanying text. 
1200 A precise definition of what is meant by assemblage was not given by Deleuze and Guattari. The term 

is, however, expressed through their work A Thousand Plateaus as the relations between heterogeneous, 

interconnecting, decentralised elements within a specific environment. As Deleuze and Guattari exemplify, 

‘book has neither object nor subject; it is made of variously formed matters, and very different dates and 

speeds… All this, lines and measurable speeds, constitutes an assemblage’ (G Deleuze and F Guattari, A 

Thousand  Plateaus: Capitalism and Schizophrenia, vol 2 (originally published as Mille Plateaux, volume 2 of 

Capitalisme et Schizophrenic, Les Editions de Minuit 1980, Brian Massumi tr and foreword, University of 

Minnesota Press 1988) 3 and 4).  
1201 Ibid.  
1202 See nn. 1178 and 1191- 1196 and accompanying text. 
1203 See n 1201 and accompanying text. 
1204 See n 1202. 



 208 

assemblages, it is necessary to start with the semiotic perception of trade marks 

and goodwill. This is because the current understanding of brands, trade marks 

and goodwill is intertwined in the legal field, as demonstrated in several places in 

this thesis.1205  

 

A semiotic analysis of trade marks and the rules governing them is often based 

on the triadic model.1206 This is best seen in Professor Beebe’s work, where he 

offers a semiotic understanding of trade mark law and the notion of dilution away 

from the economic model.1207 As Professor Beebe explains from a semiotic 

perspective, a trade mark as a sign can be broken down into three elements: (1) 

a trade mark must take the form of a symbol (that could be a sound, word, image, 

etc), which constitutes the ‘signifier’;1208 (2) the trade mark must be used in 

commerce to identify products, which constitutes the ‘referent’;1209 (3) the trade 

mark must be capable of identifying the ‘referent’ with a specific trade goodwill, 

which constitutes the ‘signified’.1210 For example, in the case of a word mark such 

as ‘Trésor’ by L’Oréal, the signifier is the word ‘Trésor’, the signified is the goodwill 

of L’Oréal and the referent is the perfume to which the ‘Trésor’ signifier is 

attached. 

 

1205 See 1.6. 
1206 B Beebe, ‘The Semiotic Analysis of Trademark Law’ (2003) 51 UCLA L Rev 621, 645. 
1207 Most notably B Beebe, ‘The Semiotic Analysis of Trademark Law’ (2003) 51 UCLA L Rev 621; B Beebe, 

‘Search and Persuasion in Trademark Law’ (2004) 103 Mich L Rev 2020. 
1208 See n 1152 and accompanying text. 
1209 The term ‘referent’ was used by Judge Rya Zobel in Diversified Funding Inc v Diversified Mortgage Co 

1994 WL 129602, at 1 (D. Mass., March 29, 1994), cited in GB Dinwoodie and MD Janis, Trademark Law and 

Theory: A Handbook of Contemporary Research (Edward Elgar Publishing 2008) 46, fn 22, also in B Beebe, 

‘The Semiotic Analysis of Trademark Law’ (2003) 51 UCLA L Rev 621, 621 fn 131; The term ‘referent’ was 

also used in In re DC Comics, Inc 689 F.2d 1042, 1044 (C.C.P.A. 1982) where the courts stated that 

‘Trademark law has traditionally imposed restrictions on the right to exclude others from using certain 

“descriptive” symbols to ensure that the opportunity for all to associate such symbols with their common 

referents remains unencumbered’, available at https://casetext.com/case/in-re-dc-comics-inc; also cited in 

B Beebe, ibid. 
1210 B Beebe, ‘The Semiotic Analysis of Trademark Law’ (2003) 51 UCLA L Rev 621, 646. 

https://casetext.com/case/in-re-dc-comics-inc
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This triadic model of perceiving trade marks1211 and goodwill,1212 and of providing 

protection, can, accordingly, be observed in the application the tort of passing 

off1213 and the TMA 1994.1214 According to Professor Beebe ‘[t]rade mark law has 

developed sophisticated rules to ensure—or at least, to attempt to ensure—that 

its triadic prescription is followed’.1215 The triadic model of semiotics ensures the 

link between the three elements of the sign in its strict sense: the signifier, the 

referent and the signified, as well as differentiation between them.1216  While the 

linkage between sign elements is maintained through ‘consumer confusion’, 

differentiation is maintained ‘primarily under the rubric of “functionality.” [the trade 

mark law] will deny protection to certain features of the referent, specifically those 

which are “essential to the [referent’s] use or purpose”.’1217 As such, the triadic 

model of semiotics represents the relevant consumers’ ability to mentally link the 

signifier to the signified to the referent (or to differentiate between signs).1218 

Simply put, the relevant consumer interprets the symbol that is affixed to a certain 

product as a form of representation of the goodwill, thereby gives meaning to the 

sign through a response related to the goodwill.1219 Under the current English 

approach, that response could take the form of purchasing the product based on 

rational and logical reasoning. In other words, according to modern semiotics. 

This response by the consumer is ‘conditioned by already existing knowledge 

 

1211 See 1.6.2. 
1212 See 1.6.1. 
1213 See CHAPTER 2. 
1214 See CHAPTER 3. 
1215 B Beebe, ‘The Semiotic Analysis of Trademark Law’ (2003) 51 UCLA L Rev 621, 647. 
1216 For a comprehensive and detailed discussion of the semiotics of trade marks law see ibid. 
1217 Ibid 648. 
1218 See eg M Pulos, ‘A Semiotic Solution to the Propertization Problem of Trademark’ (2005) 53 UCLA L Rev 

833, 851–53. 
1219 See F Pinto Santos, ‘Brands as Semiotic Molecular Entities’ (2013) 23 Social Semiotics 507, 508 and 509. 
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and personal background as well as by specific social, cultural and historical 

contexts’.1220 Signs, in this strict sense, evoke and allocate roles and functions, 

through representation and signification.1221 As just explained, the interpretation 

of those roles and functions follows the ‘signifying’ semiotic model; it is a human-

centric interpretation that depends on language1222 or cognition.1223 Protection for 

brands against unfair competition is often denied unless a disruption of this 

structure occurs, as will be demonstrated further in the succeeding section.  

 

According to Professor Beebe the above semiotic account of trade mark law is 

the best account to explain trade mark law and that ‘it recommends practical and 

sensible improvements in the doctrine that other accounts are unable—or 

unwilling—to recommend’.1224 In particular, the economic account of trade mark 

law. At the heart of Professor Beebe’s argument is the notion that ‘[t]hough 

powerful, the economic analysis of trademark law remains incomplete. It cannot 

explain, predict, or justify certain outcomes in the law, nor can it articulate the 

need for necessary reforms.’1225 Nonetheless, and despite it being the prevailing 

approach, to perceive brands, trade marks and goodwill interchangeably through 

the above model is inadequate.  

 

 

1220 Ibid 509. 
1221 See eg R Lawes, ‘Big Semiotics: Beyond Signs and Symbols’ (2019) 61 International Journal of Market 

Research 252; M Džanić, ‘The Semiotics of Contemporary Advertising Messages: Decoding Visuals’ (2013) 

14 Jezikoslovlje 475; R Beasley and M Danesi, Persuasive Signs: The Semiotics of Advertising, vol 4 (Walter de 

Gruyter 2010); J Williamson, Decoding Advertisements, vol 4 (Marion Boyars London 1978). 
1222 See nn. 1150-1158 and accompanying text. 
1223 See n 1198. 
1224 B Beebe, ‘The Semiotic Account of Trademark Doctrine and Trademark Culture’ (2008)  Trademark law 

and theory: A handbook of contemporary research 42, 43. 
1225 B Beebe, ‘The Semiotic Analysis of Trademark Law’ (2003) 51 UCLA L Rev 621, 624. 
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A trade mark as a sign in the strict sense1226 (and the attached goodwill1227) is 

one of the most important elements that constitutes the brand.1228 As Santos puts 

it, ‘[t]hrough the action of signs, brands accomplish a perceptual presence in the 

mind of consumers that can be envisaged as a mental representation’.1229 

However, to perceive trade marks, or goodwill, as brands is to falsely perceive 

the part as the whole. To understand brands based on the structure stated above 

is to mistakenly assert that brands are fixed to the relation of signifier and signified 

through a closed, human-centric system of signification1230 that aims to facilitate 

consumer search and encourage product quality. This view of brands is detached 

from market reality.1231  

 

It is accepted by this thesis that, in its early stages, ‘the development of the brand 

were intended to allow the producer to speak “directly” to the consumer through 

presentation’.1232 Nevertheless, brands have evolved to be a rather complex 

phenomenon1233 that are composed of both ‘signs’ as signifying semiotics and 

‘machinic’1234 a-signifying semiotics,1235 so as to form a semiotic assemblage.1236 

Focusing on the triadic model, where the consumer is expected to rationally 

 

1226 See 1.6.2. 
1227 See 1.5.1. 
1228 See 1.6.3. 
1229 F Pinto Santos, ‘Brands as Semiotic Molecular Entities’ (2013) 23 Social Semiotics 507, 507, citing G 

Franzen, M Bouwman and W Gordon, The Mental World of Brands: Mind, Memory and Brand Success (World 

Advertising Research Centre Henley-on-Thames, Oxfordshire 2001). 
1230 See 5.2. 
1231 See n 1228. 
1232 C Lury, ‘Brand as Assemblage: Assembling Culture’ (2009) 2 Journal of Cultural Economy 68; see also 

generally The Rise of Brands at 1 and 2; J Davis and S Maniatis, ‘Trademarks, Brands, and Competition’ in 

Trademarks, Brands, and Competitiveness (Routledge 2010) Part II. 
1233 See generally F Pinto Santos, ‘Brands as Semiotic Molecular Entities’ (2013) 23 Social Semiotics 507; 

Brands as the logos of the global economy see also n 1228. 
1234 See n 1188 and accompanying text. 
1235 See nn. 1170- 1176 and accompanying text. 
1236 See n 1201 and accompanying text. 
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respond to fixed semiotics, fails to capture the role of the ‘a-signifying’ 

components of today’s brands’ assemblages.1237  

 

Brands’ assemblages1238 do not simply evoke and allocate roles and functions, 

rather they produce, create and allocate roles and functions by and through 

signs.1239 However, the interpretation of those roles and functions here does not 

depend on the representation and signification system of the signifying 

semiotics,1240 i.e., not human-centric. These processes, as Lazzarato puts it, ‘do 

not involve a clearly identifiable speaker or a listener which are typical of the 

communicational and linguistic model; speech does not have a primary role 

here’.1241 Rather, the allocation of roles and functions is driven by the ‘a-

signifying’ component of the brand assemblage.1242 In a similar vein, Lasn argues 

 

1237 Although the discussion in this chapter reaches a similar conclusion about the role of brands beyond 

rationality as that existing in literature on consumers and behavioural economics, the reasoning in this 

chapter is different. For example, Bath and Reddy highlight that the notion of consumer rationality where 

consumers are expected ‘to through a variety of cognitive operations that include deciding the importance 

of each attribute in a product category, gathering information about competing brands’ attributes, judging 

the levels of each attribute in competing brands, and finally using a judgment rule to decide on the 

optimal brand’ to buy products ‘based on objective criteria like price per ounce or gallons per mile’ is only 

‘appropriate only for goods which consumers value for their tangible and utilitarian benefits, and does not 

adequately capture their motivation for consuming products that satisfy their emotional wants’  S Bhat and 

SK Reddy, ‘Symbolic and Functional Positioning of Brands’ (1998)  Journal of consumer marketing; see also 

eg F Ackerman, ‘Consumed in Theory: Alternative Perspectives on the Economics of Consumption’ (1997) 

31 Journal of Economic Issues 651; Discussions in those works are based on the notion that consumers’ 

motives are emotional in nature and that they ‘personal or subjective criteria such as taste, pride, desire for 

adventure, and desire for expressing themselves’. S Bhat and SK Reddy, ‘Symbolic and Functional 

Positioning of Brands’ (1998)  Journal of consumer marketing; This chapter however highlights the role of 

signs in creating and establishing the desire for adventure, and desire for expressing themselves. 
1238 See n 1201 and accompanying text. 
1239 M Lazzarato, ‘Semiotic Pluralism and the New Government of Signs’ (2006) Transversal: The Language 

of Things available at: http://eipcp.net/transversal/0107/lazzarato/en; Per Goldman ‘As part of the culture 

industry, advertising constitutes an apparatus for reframing meanings in order to add value to products. 

Ads arrange, organize and steer meanings into signs that can be inscribed on products—always geared to 

transferring the value of one meaning system to another. In this way, advertising comprises a system of 

commodity-sign production designed to enhance the exchange value of commodities, by differentiating 

the meanings associated with each commodity’ R Goldman, Reading Ads Socially (Routledge 2005) p 5. 
1240 For detailed and comprehensive discussion about the role of a-signifying semiotics in the production 

of society see M Lazzarato, Signs and Machines: Capitalism and the Production of Subjectivity (Semiotext (e) 

Los Angeles 2014) 23–49. 
1241 M Lazzarato, ‘Semiotic Pluralism and the New Government of Signs’ (2006) Transversal: The Language 

of Things. 
1242 See n 1201 and accompanying text. 

http://eipcp.net/transversal/0107/lazzarato/en
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‘[t]he commercial mass media is rearranging our neurons, manipulating our 

emotions, making powerful new connections between deep immaterial needs and 

material products.’1243 In this process, ‘meanings’ are pre-established, calculated 

and standardised. This is contrary to Saussure who rejects the notion that ‘ready-

made ideas exist before words.’1244 According to him ‘[t]here are no pre-existing 

ideas, and nothing is distinct before the appearance of language.’1245 

 

Nevertheless, utilising Deleuze and Guattari’s semiotics one is able to see how 

brand assemblages1246 trigger emotions, feelings and the psychology of the 

receiver1247 through the ‘schizophrenic’1248 nature of the capitalist system1249 and 

are not meant to be interpreted. Those ‘meanings’ are not conveyed through 

traditional human communication methods. Instead, they are conveyed through 

mass communication (TV, marketing, advertising etc),1250 which is only possible 

through the use of the ‘signifying’ semiotics,1251 as ‘[w]ithout signification and 

without representation, there is no access to the real’.1252 According to Deleuze 

 

1243 K Lasn, Culture Jam (1999) p 12. 
1244 F De Saussure, W Baskin and P Meisel, Course in General Linguistics (Columbia University Press 2011) p 

65. 
1245 Ibid p 112. 
1246 See n 1201 and accompanying text. 
1247 see generally  Y-K Kim and P Sullivan, ‘Emotional Branding Speaks to Consumers’ Heart: The Case of 

Fashion Brands’ (2019) 6 Fashion and Textiles; AE Akgün, İ Koçoğlu and SZ İmamoğlu, ‘An Emerging 

Consumer Experience: Emotional Branding’ (2013) 99 Procedia-Social and Behavioral Sciences 503; J 

Rossiter and S Bellman, ‘Emotional Branding Pays Off: How Brands Meet Share of Requirements through 

Bonding, Companionship, and Love’ (2012) 52 Journal of Advertising Research 291; M Gobe, Emotional 

Branding: The New Paradigm for Connecting Brands to People (Simon and Schuster 2010); DJ MacInnis and 

VS Folkes, ‘Humanizing Brands: When Brands Seem to Be Like Me, Part of Me, and in a Relationship with 

Me’ (2017) 27 Journal of Consumer Psychology 355. 
1248 See n 1253, 1254 and accompanying tex. 
1249 For more about the schizophrenic nature of the capitalist system see eg M Roberts, ‘Capitalism, 

Psychiatry, and Schizophrenia: A Critical Introduction to Deleuze and Guattari’s Anti‐Oedipus’ (2007) 8 

Nursing Philosophy 114 pp 119-121; see alo eg D Bell, The Cultural Contradictions of Capitalism (Basic 

Books 2008). 
1250 See J Williamson, Decoding Advertisements, vol 4 (Marion Boyars London 1978). 
1251 See n 1198. 
1252 M Lazzarato, ‘Semiotic Pluralism and the New Government of Signs’ (2006) Transversal: The Language 

of Things available at: http://eipcp.net/transversal/0107/lazzarato/en. 

http://eipcp.net/transversal/0107/lazzarato/en
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and Guattari, this happens through a twofold process. On the one hand, 

capitalism liberates individuals’ activities in the market from any values, traditional 

beliefs and, meanings, through notions of freedom.1253 On the other hand, 

capitalism limits and restrains individuals’ modes of thinking by abstract and 

universals concepts of the ‘abstract universality of wealth-creating activity’.1254 

Eventually, this would lead to what this thesis refers to as ‘rational 

enslavement’,1255 where individuals become passive receivers of a repeated and 

standardised flow of information that is not meant to be interpreted, or as Weber 

explains, individuals become ‘bound to the technical and economic conditions of 

machine production’1256 and are no longer able to create meanings. This process 

of individuals’ isolation is essential for the endless continuation of the capitalist 

flow of information that merely constructs consumption values in society1257 and 

suppresses information that may contribute to meaning creation1258 or enhance 

intellectual engagement in the marketplace.1259 Thus, reducing brands to trade 

marks or goodwill – to signs in their strict sense – and regulating unfair 

competition in the market accordingly, the English approach leads to insufficient 

 

1253 See n 1250 and accompanying text. 
1254 Deleuze and Guattari, Anti Oedipus: Capitalism and Schizophrenia (University of Minnesota Press 

Minneapolis, Tenth printing 2000), p. 259; see also EW Holland, ‘Deterritorializing" Deterritorialization": 

From the" Anti-Oedipus" to" a Thousand Plateaus"’ (1991) 20 SubStance 55. 
1255 This term is explicitly borrowed from the concept of ‘machinic enslavement’ proposed by Deleuze and 

Guattari in their two-volume work Capitalism and Schizophrenia (1972). 
1256 M Weber, T Parsons and R Tawney, The Protestant Ethic and the Spirit of Capitalism (G. Allen & Unwin 

1930) 123. 
1257 See generally H Marcuse, One-Dimensional Man: Studies in the Ideology of Advanced Industrial Society 

(Routledge 2013); M Horkheimer, TW Adorno and G Noeri, Dialectic of Enlightenment (Stanford University 

Press 2002); M Berman, All That Is Solid Melts into Air: The Experience of Modernity (Penguin Books 1988). 
1258 On the consumer involvement in creating the brand see eg C France and others, ‘Customer Brand Co-

Creation Behavior: Conceptualization and Empirical Validation’ (2018)  Marketing intelligence & planning; V 

Ramaswamy and K Ozcan, ‘Brand Value Co-Creation in a Digitalized World: An Integrative Framework and 

Research Implications’ (2016) 33 International Journal of Research in Marketing 93; C Vallaster and S Von 

Wallpach, ‘An Online Discursive Inquiry into the Social Dynamics of Multi-Stakeholder Brand Meaning Co-

Creation’ (2013) 66 Journal of Business Research 1505; O Iglesias, N Ind and M Alfaro, ‘The Organic View of 

the Brand: A Brand Value Co-Creation Model’ in Advances in Corporate Branding (Springer 2017). 
1259 See 1.3. 
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attention being paid to the need to regulate the misappropriation of the brand as 

an assemblage. The following section assesses the English approach.  

  

5.4  The English approach  

This section examines the current English approach towards the protection of 

brands against ‘detriment to distinctive character’ of a mark (3.3.4) from a 

semiotic perspective. It outlines how the English approach pays insignificant 

attention to the ‘a-signifying’1260 dimension of brand assemblages,1261 leading 

society to develop what this thesis calls ‘rational enslavement’.1262 This section 

demonstrates how such approach has the tendency to undermine the meaning 

making process in the semiotic discourse.1263 

 

As demonstrated in Part 1 of this thesis, marks, whether unregistered1264 or 

registered,1265 are offered protection provided that they are used in relation to 

products to identify trade origin.1266 Put in semiotic terms, protection under the 

English approach is afforded so that the symbol – the signifier1267 – is capable of 

fulfilling its role of identifying products – the referent1268 – in order to efficiently 

evoke the goodwill – the signified1269 – in the minds of the relevant consumers. 

Since that model represents and ensures the relevant consumers’ ability to 

 

1260 See n 1198. 
1261 See n 1201 and accompanying text. 
1262 See nn. 1168- 1177 and accompanying text. 
12635.2. 
1264 Unregistered marks are offered protection against unfair competition by misrepresentation under the 

common law tort of passing off. See CHAPTER 2. 
1265 Registered trade marks are protected against ‘consumer confusion’ under the TMA 1994. The Act also 

affords protection to trade marks with reputation against ‘dilution’ – though the term dilution is not used. 

See CHAPTER 3. 
1266 See 1.6.1. 
1267 See nn. 1152, 1153 and accompanying texts. 
1268 See nn. 1154, 1155 and accompanying texts. 
1269 See n 1159 and accompanying texts. 
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mentally link the three elements of the sign (or to differentiate between signs)1270 

protection is often denied beyond this structure. A literal reading of section 10(3) 

may reflect a departure from the triadic closed model, to capture the full picture 

of the brand. Nonetheless, practically speaking, adherence to triadic closed 

model is clearly observed in limiting brands protection against ‘detrimental use to 

distinctive character’ to a change in economic behaviour in an effort to ensure 

rationality in the marketplace.  

 

To demonstrate, this thesis uses the very recent case of Claridge’s Hotel Limited 

v Claridge Candles Limited1271 as an example. In this case, the claimant 

(Claridge’s Hotel) had succeeded in protecting its brand against trade mark 

infringement by means of ‘unfair advantage’ and passing off. Simultaneously, 

however, Claridge’s Hotel Limited v Claridge Candles Limited1272 clearly 

illustrates how the English courts position towards protection against ‘detriment 

to distinctive character’ is restricted to the closed ‘signification system’ of the 

sign.1273 At issue in this case was the use of the use of famous luxury London 

hotel name Claridge’s by Claridge Candles against which the claimant argued 

trade mark infringement, inter alia, under section 10(3) of the TMA 1994.  The 

threshold for bringing a claim under section 10(3) was easily met by the claimant 

(Claridge’s Hotel) as the mark "CLARIDGE’S was found to be known to a 

significant part of the public concerned by the goods or services covered by the 

mark in the UK, and to enjoy ‘image of luxury, glamour, elegance and 

 

1270 See n 1217 and accompanying text. 
1271 Claridge’s Hotel Limited v Claridge Candles Limited and Denise Shepherd [2019] EWHC 2003 (IPEC). 
1272 Ibid. 
1273 See 5.2. 
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exclusivity’.1274 Considering the criteria for infringement under section 10(3) in 

Comic Enterprise Limited v Twentieth Century Fox Corporation,1275 the court held 

that a link can be established between the trade mark and the sign used by 

Claridge Candles by reason of similarity between them, as well as, the closeness 

of both businesses (both are sold as luxury offerings). Those findings, as noted 

earlier, led Claridge’s Hotel to successfully protect its ‘brand’, which is signified 

by the mark CLARIDGE, against the ‘unfair advantage’ use by the defendant, and 

passing off. With regards to the claim of trade mark infringement by means of 

‘detriment to distinctive character’ of the mark, the claimant had to show that the 

established link between the two signifiers (the mark and the sign) had led to a 

disruption of the triadic model of the claimant’s sign.1276 In particular, showing a 

change in the economic behaviour of the relevant average customer,1277 or a 

serious likelihood of such a change, was required.1278 From a modern semiotic 

perspective,1279 the change in economic behaviour represents the disruption of 

the triadic model of the sign. As a result, despite the fact that the court 

acknowledged that ‘CLARIDGE’S had an image of luxury, glamour, elegance and 

exclusivity’, the dilution claim was denied and considered to be hypothetical1280 

because the evidence provided for ‘dilution’ fell ‘far short of showing a serious 

likelihood of a change in the economic behaviour of the relevant average 

 

1274 Claridge’s Hotel Limited v Claridge Candles Limited and Denise Shepherd [2019] EWHC 2003 (IPEC) [20]–

[26]. 
1275 Comic Enterprise Limited v Twentieth Century Fox Corporation [2016] EWCA Civ 41 and [2016] EWCA 

Civ 455. 
1276 See n 1274. 
1277 Ibid.  
1278 Claridge’s Hotel Limited v Claridge Candles Limited and Denise Shepherd [2019] EWHC 2003 (IPEC), 2019 

WL 03412474 [30]–[31], [36] and [55. 
1279 See n 1276. 
1280 Claridge’s Hotel Limited v Claridge Candles Limited and Denise Shepherd [2019] EWHC 2003 (IPEC) [36] 

and [55]; for a successful recent dilution claim see eg Azumi Ltd v Zuma's Choice Pet Products Ltd [2017] 

EWHC 609 (IPEC); [2017] E.T.M.R. 24 (IPEC). 
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consumer’,1281 which means the lack of a disruption of the link between the sign’s 

elements in the mind of the relevant average consumers. From that perspective, 

to do otherwise would be, as Handler warned, ’an undesirable monopolization of 

language.’1282 Thus, as per Wadlow, ‘is of little or no demonstrable public 

benefit.’1283 

 

The broad primary goal of interpreting the ‘detriment to distinctive character’ 

provision as equivalent to ‘dilution’ and, consequently limiting it to the existence 

of a ‘change in the economic behaviour’ , is to ensure consumers’ ability to identify 

products and their trade origin without being confused,1284 which works as an 

incentive for traders to maintain quality and invest in their products.1285 The clear 

economic consequences of this process, as noted in several places in this 

 

1281 Ibid [55]; The heavy focus on the rational economic interests under the notion of dilution can be simply 

observed in the opposition posed by Welkowitz to Schechter’s example of Rolls Royce. Schechter, in his 

influential article, gave an example of the progress of dilution and its impact on the mental association 

consumers make, using the Rolls Royce mark: ‘if you allow Rolls Royce restaurants and Rolls Royce 

cafeterias and Rolls Royce pants and Rolls Royce candy, in 10 years you will not have the Rolls Royce mark 

any more’ (FI Schechter, ‘The Rational Basis of Trademark Protection’ (1927) 40 Harvard L Rev 813); 

Welkowitz, opposing Schechter’s view, argues that ‘it assumes that, at some point, there will be several 

Rolls Royce items of significant public consciousness. In such a circumstance, Rolls Royce candy would be 

sufficiently well known in comparison to Rolls Royce cars that when people hear Rolls Royce they are likely 

to think of a candy bar instead of a car, or luxury or other attributes symbolized by the Rolls Royce mark on 

cars and jet engines. No reason, however, justifies a belief in that scenario’ (DS Welkowitz, ‘Reexamining 

Trademark Dilution’ (1991) 44 Vand L Rev 531 P 539). 
1282 Handler, ’Are the State Antidilution Laws Compatible with the National Protection of Trademarks?’ 

(1985) 75 Trademark Rep 269, 278. Handler further questioned ‘if we were wise to abandon the traditional, 

confusion-based, balanced approach in favour of ”a rule of liability heavily freighted in behalf of 

plaintiffs”?’ citing Judge Oliver Wendell Holmes (as he then was) in American Waltham Watch Co v United 

States Watch Co 173 Mass. 85, 86 (1899) 283; see also Pattishall, before Wadlow, where he argued that 

protection against dilution ‘ignores the public and bases its relief entirely upon injury to the private 

interest, whereas the confusion rationale includes the notion of protection of the public’ (BW Pattishall, 

‘The Dilution Rationale for Trademark-Trade Identity Protection, Its Progress and Prospects’ (1977) 67 

Trademark Rep 607, cited in C Wadlow, ‘Passing-Off at the Crossroads Again: A Review Article for Hazel 

Carty, an Analysis of the Economic Torts’ (2011) EIPR 447). 
1283 According to Wadlow ‘it is all too easy to see how the doctrine of dilution serves the interests of trade 

mark owners, but hard to see how it serves consumer interests at all’ C Wadlow, ‘Passing-Off at the 

Crossroads Again: A Review Article for Hazel Carty, an Analysis of the Economic Torts’ (2011) EIPR 454, 453. 
1284 M Pulos, ‘A Semiotic Solution to the Propertization Problem of Trademark’ (2005) 53 UCLA L Rev 833, 

852. 
1285 Ibid; see also RA Posner, ‘Intellectual Property: The Law and Economics Approach’ (2005) 19 Journal of 

Economic Perspectives 57. 
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chapter, are the reduction in consumers’ search costs and the enhancement of 

competition.1286 According to this approach, signifiers gain their value, thus their 

eligibility for protection, based on their differential relation with other signifiers.1287 

As such, the English approach is believed to acknowledge and protect the 

consumer role in attributing meanings to brands (this also applies to the tort of 

passing off). Nevertheless, the semiotics of Deleuze and Guattari open up 

another dimension of the matter that suggests otherwise.1288 In particular, utilising 

the semiotics of Deleuze and Guattari, it can be observed that what the English 

approach currently captures and protects are rather the actions, reactions, 

behaviour and attitudes that are produced and created by the ‘a-signifying’ 

component of the brand.1289 Such approach, pays little to no attention to the 

potential effects of the defendant’s intended outcome (that is, to produce a 

predictable response towards their products and/or increase the volume of their 

sales through the use of ‘CLARIDGE’) upon the already established brand 

assemblage and, thus, the semiotic discourse. 

 

In this way, the English approach contributes, as Deleuze and Guattari suggest, 

to the replacement of an individual’s intellectual role (in creating meaning in the 

market) by concepts that can be measured, digitised, translated into figures, 

schedules, diagrams, data, prices etc.1290 While it is acknowledged by this thesis 

 

1286 WM Landes and RA Posner, The Economic Structure of Intellectual Property Law (Harvard University 

Press 2009). 
1287 M Pulos, ‘A Semiotic Solution to the Propertization Problem of Trademark’ (2005) 53 UCLA L Rev at B, 

853. 
1288 For an opposing view see nn. 1224, 1225 and accompanying text. 
1289 See 5.2. 
1290 Litman argues ‘Data mining-the collection, extraction, correlation, categorization, and sale of 

identifying personal data-claims to be a new engine of breathtaking economic growth’ According to 

Litman, however, broader protection to brands beyond the benchmark of confusion grants the ‘miners… 

intellectual property protection for their collections of information about whose eyeballs are valuable to 
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that having such attributes contribute to the certainty of the legal system (which 

is vital for the preservation and the continuation of the capitalist free market that 

requires a predictable environment),1291 this process occurs at the expense of the 

larger obligation on individuals to fully intellectually engage in the process of 

meaning making in the marketplace and society at large. 

 

Though, the present English approach may contribute to maintaining free 

competition and a free flow of information in the marketplace, looking solely at 

the process of ‘signification’ – or the ‘signifying’ semiotics – in unfair competition 

disputes does not offer a full picture of the brand assemblage (which consists of 

‘machinic’1292 a-signifying semiotics1293 that function through the signification 

system of the brand1294). This approach creates a rationalised society, dominated 

by the logic of the marketplace.1295 Simply put, stating that brands simply signify 

goodwill may identify the trade origin of the brand, or its quality, but it by no means 

draws attention to what the brand is in fact presenting to the public,1296 thereby 

undermining the public interest.  

 

It can now be seen how the information that functions independently of human 

interpretation is being allowed to flow freely in the market. The impact of this 

process reaches beyond relations in the marketplace to impact ‘the relationships 

 

whom.’ J Litman, ‘Breakfast with Batman: The Public Interest in the Advertising Age’ (1999) 108 The Yale 

Law Journal 1737. 
1291 See n 56 and accompanying text. 
1292 See n 1185. 
1293 See nn. 1163– 1189 and accompanying texts. 
1294 See n 1198. 
1295 Per Horkheimer, Adorno and Noeri, ‘The individual is entirely nullified in face of the economic powers. 

These powers are taking society’s domination over nature to unimagined heights’ (M Horkheimer, TW 

Adorno and G Noeri, Dialectic of Enlightenment (Stanford University Press 2002) preface xvii). 
1296 J Williamson, Decoding Advertisements, vol 4 (Marion Boyars 1978). 
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of human beings, including the relationship of individuals to themselves, have 

themselves been bewitched by the objectification of mind’1297 Leading eventually 

to the establishment of ‘rational enslavement’ in society, whereby life becomes 

meaningless, inhumane and uninteresting.1298 Society would be enslaved to the 

existing economic and social order, which is mainly based on calculations and 

pre-established meanings that are not meant to be interpreted but that do, 

however, produce increasingly predictable behaviour.1299  

 

In conclusion, this thesis argues that, rather than ‘actually’ protecting the relevant 

average consumer’s ability to mentally link signifier to the signified to the referent 

(though this seems to be the case), focusing solely on the signification system1300 

of a brand ultimately results in the individual’s role becoming isolated from the 

meaning-making process. Consequently, this approach leads to the ever-greater 

empowerment of the ‘machinic’ component of the brand,1301 in which the human 

subject, as the central subject in the production of meaning,1302 is replaced by 

statistics, rationality and calculations. The next section therefore explains how the 

proposed statutory section would contribute to the enhancement of semiotic 

discourse in society. 

 

 

1297 Ibid. 
1298 Against this view see nn. 1339- 1343 and accompanying text. 
1299 Ibid. 
1300 See n 1198. 
1301 See n 1185. 
1302 As proposed by modern semiotics, the sign acquires meaning through the translation of the link 

between the elements of the sign, thus the sign acquires meaning only through language or cognition, i.e. 

it is a human-centric process. See 5.2. 
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5.5  How would the proposed reform contribute to the semiotic discourse? 

This section demonstrates how the implementation of the proposed alternative to 

the current English approach towards the interpretation of the ‘detriment to 

distinctive character’ provision (3.3.4), contributes to intellectual flourishing in 

society. It does so through allowing the consideration of semiotic 

assemblages1303 of brands and their role in enhancing the semiotics discourse. 

 

It has been demonstrated earlier in this work (3.3.4), and in the previous section 

(5.4) that brands are granted protection against ‘dilution’ to the extent that such 

protection ensures the link between the signifier and the signified (or the 

differentiation between signifiers)1304 in the relevant consumers’ minds.1305 Any 

wider protection is often denied on the premise that ‘competition must remain 

free’.1306 It has also been demonstrated how the perception of brands through the 

limited triadic semiotic model1307 contributes to ‘rational enslavement’1308 in 

society due to its inability to capture the full picture of brands.1309 This section 

puts forward the argument that encouraging the role of the ‘signifying semiotic’1310 

component of brands in determining their entitlement to protection should be a 

focus point of a reformed unfair competition system. However, this should not be 

through a human-centric approach. Instead, through an approach that regulates 

 

1303 See n 1199. 
1304 See nn. 1214- 1217 and accompanying text. 
1305 As in Bollinger v Costa Brava Wine Co Ltd [1960] RPC 16; [1960] Ch 262; Erven Warnink BV v J Townend 

and Sons (Hull) Ltd (Advocaat) [1979] AC 731, [1979] 3 WLR 68; Reckitt & Colman Products Ltd v Borden Inc 

(Jiff Lemon) [1990] 1 WLR 491; Spalding & Bros v AW Gamage Ltd [1915] 32 RPC 273.  
1306 Cadbury-Schweppes Pty Ltd v Pub Squash Co Pty Ltd [1981] RPC 429, 491 (cited in J Davis, ‘Unfair 

Competition Law in the United Kingdom’ in R Hilty and F Henning-Bodewig, Law Against Unfair 

Competition: Towards a New Paradigm in Europe?, vol 1 (Springer Science & Business Media 2007) 2, 195). 
1307 See n 1198. 
1308 See nn. 1168- 1177 and accompanying text. 
1309 See 1.6.3. 
1310 See n 1198. 
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the ‘a-signifying’1311 component of brands to allow the ‘signifying’ dimension1312  

– where humans play a central role – to actually take place.1313  

 

To recall, the ‘detriment to distinctive character’ provision’ under section 10(3) of 

the TMA 1994 is suggested to be interpreted in accordance with the newly 

introduced standard of ‘intellectual flourishing’ rather than as an equivalent to the 

notion of ‘dilution’.1314 Furthermore, the inbuilt exception of the ‘due cause’ is 

suggested by this thesis to be revoked.1315 Alternatively, a list of situations is 

suggested to be used to determine whether a brand re-use is detrimental, 

namely,1316 i) the sign has been adopted in an attempt to rely on a pre-existing 

power of attraction, the reputation and or the image of the mark, ii) the use of the 

sign results in likelihood of a distortion of the image and, or the vision of the mark 

and, or, iii) the use of the sign results in egregiously unpleasant associations with 

the mark. The alternative suggestion as such allows focus upon the process of 

how meaning in the market is actually created, rather than on what marks signify 

commercially. For example, under the suggested protection, Claridge’s Hotel (as 

per the case law example given in the previous section) would have sought to 

protect its brand against being adopted in an attempt to rely on a pre-existing 

power of attraction, the reputation and or the image of its mark by the defendant, 

and not merely unfair advantage.1317  

 

 

1311 See nn. 1170- 1175 and accompanying text. 
1312 See n 1198. 
1313 See nn. 1239-1254 and nn. 1168- 1177and accompanying text. 
1314  See 3.3.4. 
1315 See 3.3.5. 
1316 See 3.3.4. 
1317 On the unfair advantage, the court would have reached the same conclusion under the proposed 

reform, however, through different reasoning. 
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With the newly introduced standard of ‘intellectual flourishing’, the suggested 

alternative and without the limitation of the ‘due cause’ proviso, the attention of 

the court would have been paid not to the economic and rational dimension of 

the matter1318 but to also address the larger issue of the semiotic discourse1319 

within the context in which CLARIDGE mark is being used. Instead of focusing 

on CLARIDGE as a signifier1320 and the possibility of the disruption of the triadic 

model of the signification system of the mark (i.e., change in the economic 

behaviour of the relevant public), the court would have focused upon the attempt 

to rely on a pre-existing power of attraction, the reputation and or the image of 

the CLARIDGE brand assemblage1321 by Claridge Candles, and the fact that it 

results in undermining the meanings and values attributed to CLARIDGE. In other 

words, the court would have been able to address the fact that, Claridge Candles 

use of the CLARIDGE brand assemblage1322 was merely aimed at producing a 

predictable response towards their products and/or increase the volume of their 

sales1323 through the use of an already established brand assemblage of 

CLARIDGE. Thus, attention would have been paid to how the use of CLARIDGE 

by the defendant would undermine the semiotic discourse through jeopardising 

consumers interest in maintaining the meanings and values they attributed to 

CLARIDGE.1324  

 

The scope of the proposed protection as such is subject to the criticism that it 

oversteps the boundaries of the trade marks protection purpose, and leads to the 

 

1318 See n 1281 and accompanying text. 
1319 See 5.2. 
1320 See n 1152 and accompanying text. 
1321 See n 1198. 
1322 Ibid. 
1323 See nn. 1239- 1254 and accompanying text. 
1324 Against this view see eg nn. 527- 529 and accompanying text. 
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creation of unprecedent property right over the mark itself1325 and not its ‘essential 

function’ of information-conveying.1326 As a result, the suggested alternative 

approach to ‘detriment to distinctive character’ provision under section 10(3) of 

the TMA 1994,1327 looking at from the view of free expression proponents, forms 

a threat to the freedom of expression that is more valued than brand owner’s 

commercial rights.1328 The right to freedom of expression is mainly grounded, as 

Spence puts it, in the ‘speaker autonomy’.1329 It is a right that requires ‘freedom 

from unjustified speech restraint’.1330 Expression encompass the use of words, 

symbols and signs, which trade marks are part of and contributed to, ‘the removal 

of which could seriously inhibit our means of expression’.1331 Pursuant to that 

view, one could argue that ‘expressive autonomy is a component of well-being 

and that its value is diminished by expanded trade mark protection’.1332 Thus, the 

proposed protection undermines individuals’ intellectual engagement in the 

process of meaning making in the marketplace,1333 rather than enhancing it.  

 

It is undeniable that interpreting the ‘detriment to distinctive character’ provision 

in accordance with the proposed ‘intellectual flourishing’ standard expanding the 

 

1325 See nn. 438- 443 and accompanying text; according to Geiger, ‘the result is,… that individual liberties 

require protection not only as against the state but equally as against private persons’ C Geiger, ‘Trade 

Marks and Freedom of Expression—the Proportionality of Criticism’ (2007) 38 IIC 317, 319; see also ftn n 24 

and accompanying text in ibid. 
1326 M Pulos, ‘A Semiotic Solution to the Propertization Problem of Trademark’ (2005) 53 UCLA L Rev 833 p 

835; see also 2.2.3.1, 1.3. 
1327 See 3.3.4. 
1328 For an analysis on how extended intellectual property rights restrict fundamental freedoms such as 

freedom of expression and freedom of competition see eg W McGeveran, ‘Four Free Speech Goals for 

Trademark Law’ (2007) 18 Fordham Intell Prop Media & Ent LJ 1205. 
1329 M Spence, ‘An Alternative Approach to Dilution Protection: A Response to Scott, Oliver and Ley-Pineda’ 

in Trade Marks and Brands: An Interdisciplinary Critique (vol 10, CUP 2008) 306, 308. 
1330 Ibid. 
1331 D Scott, A Oliver and M Ley-pineda ‘Trade Marks as Property: A Philosophical Perspective’ in Trade 

Marks and Brands: An Interdisciplinary Critique, (vol 10 CUP 2008) 285, 297. 
1332 Ibid. 
1333 See 1.3. 
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protection under section 10(3) of the TMA 19941334 to include protection to brands 

against unfair competition and the revocation of the ‘due cause proviso’ may 

increase the risk of restraining competitors’ rights to freedom of commercial 

expression. Nonetheless, freedom of expression has been commonly understood 

by its proponent in the marketplace, as the right of the ‘individual’ to communicate 

their thoughts and ideas without any undue restriction.1335 The interpretation of 

the right to freedom of commercial expression on that one-dimensional basis is 

limited and doesn’t serve the broader goal of flourishing intellectually1336 

adequately. Nonetheless, the proposed protection ultimate objective is to 

contribute to the enhancement of the semiotic discourse in society, rather than 

merely promoting ‘personal autonomy’.1337 Thus, certain uses of trade marks 

should be prohibited to regulate and control meanings that are carried in society, 

as will be demonstrated in the following subsection.  

 

By contrast, one could argue that when brands are legally protected as means of 

communication in the semiotic discourse, this ultimately encourages materialistic 

channels in society.1338 In other words, as Assaf puts it ‘this protection serves to 

make material goals more socially significant and hence encourage individuals to 

strive for these goals rather than for other goals.’1339 This would lead the trade 

mark law to contribute to the increasing presence of "branded" personal 

communication, and for the heightened materialism’1340 of society. Leading 

 

1334 See 3.3.4. 
1335 D Basma, ‘The Nature, Scope, and Limits of Modern Trademark Protection: A Luxury Fashion Industry 

Perspective’ (The University of Manchester (United Kingdom) 2016) at 7.3.1. 
1336 See 1.3. 
1337 See n 1335. 
1338 More on this in CHAPTER 5. 
1339 K Assaf, ‘Brand Fetishism’ (2010) 43 Conn L Rev 145. See also bid.  
1340 Ibid. 
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communication in the marketplace and society to be based on materialistic values 

whereas less empathy and intimacy are present in relationships.1341 It rather 

leads the symbolic and materialistic dimension of the brand to become the 

essence of the brand that identifies the consumer, and the utility and functional 

dimension to be of secondary importance,1342 or as Assaf suggests ‘[i]n protecting 

trademarks as tools of personal communication, trademark law pushes us in the 

opposite direction.’1343 

 

This thesis acknowledges the social effect of brands, and their role in shaping 

and influencing thinking patterns and behaviour in society. Nevertheless, 

concerns against broader protection to brands in favour of maintaining rationality 

in the marketplace, as Davis and Edward-Warren puts it, ‘poses a philosophical 

challenge that has the potential to go to the heart of the rationale for free markets, 

since it questions the autonomy of the individual in making choices- traditionally 

the core behavioural assumption of economists.’1344 Furthermore, those views 

disregards the fact that consumers do actually contribute to the meanings that 

are attributed to brands; it is not a one-way process and consumers are the ‘co-

 

1341 T Kasser, The High Price of Materialism (MIT press 2002) 87-95; see also nn. 1611- 1615 and 

acompanying text. 
1342 This leads, according to Assaf, the ‘reality behind the brand [to be] less important than the illusory 

world it embodies’ and ‘[t]he symbolic dimension of consumption [to be] growing ever more important.’ K 

Assaf, ‘Brand Fetishism’ (2010) 43 Conn L Rev 97, 98; see also eg  BR Barber, Consumed: How Markets 

Corrupt Children, Infantilize Adults, and Swallow Citizens Whole (WW Norton & Company 2008) 178, 179; N 

Klein, No Logo (Vintage Books Canada 2009) 28; J Kunde, ‘Corporate Religion’ in Corporate Religion 

(Springer 2000)102. 
1343 See n 1339. 
1344 P Davis and K Edwards-Warren, ‘An Introduction to the Competitive Effects of Branding’ in Desai DR, 

Lianos I and Waller SW (eds), Brands, Competition Law and Ip (Cambridge University Press 2015) p 14; also 

Crane  argues that ‘[w]hether or not justified in some way, the assumption that antitrust law should oppose 

overbranding as deleterious to consumer welfare creates a fundamental conflict with the baseline 

assumptions of competition policy. Antitrust law is built on an assumption of consumer sovereignty’. DA 

Crane, ‘Brands and Market Power: A Bird’s Eye View’ (2015) Brands, Competition Law and IP, Cambridge 

University Press, Cambridge 133. 
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authors’ of brands.1345 Thus, brands actually serve a genuine function that fulfil 

social needs of consumers, which they desire to be maintained.1346  

 

It follows that, the proposed reforms to section 10(3) of the TMA 1994 thus far, 

shifts the focus from preserving the rational interest of the average consumer1347 

to the context within which the marks are being used and the outcomes of those 

uses to create a balance between the competing interests and the larger public. 

Such an approach would assist in enhancing the semiotic discourse and enrich it 

with information that contributes to individuals’ ability to living to their fullest 

intellectual potential and achieving their utmost intellectual engagement in 

society.1348 This is unlike the present situation with the interpretation of ‘detriment 

to distinctive character’ provision as equivalent to ‘dilution and with the presence 

of the ‘due cause’ proviso which leads, as the previous section showed,1349 to a 

narrow approach of the detriment use of a brand assemblage1350 This conflicts 

with the broader obligation on society to flourish intellectually,1351 as the 

discussion in this chapter demonstrates. For the proposed protection to fully 

achieve its purpose of intellectual flourishing,1352 consideration of the possible 

impact on freedom of expression needs to be addressed, and specific defences 

should be proposed accordingly.1353 This will assist in offering a solution which 

 

1345 See 1.3. 
1346 See n 1500 and accompanying text. 
1347 See 3.2.1. 
1348 See n 1345. 
1349 See also 3.3.43.3.5. 
1350 See n 1201 and accompanying text. 
1351 See n 1345. 
1352 Ibid. 
1353 Proposing defences in this thesis is vital to ensure a balanced approach to brands protection. However, 

since this thesis focuses on brands’ protection, the discussion of defences is limited to the proposal of their 

implementation and briefly highlighting their role in balancing the proposed protection to brands. 

Nonetheless, further examination of such defences should be taken into consideration should the 

proposed reform be implemented.  



 229 

can reduce the potential impacts of the proposed protection upon the right to 

freedom of expression, hence achieving the desired balance in trade mark law. 

 

5.5.1 Consideration of freedom of expression  

The semiotic discussion of a wider protection for brands necessitates the 

consideration of the possible conflict with the right of freedom of expression.1354 

This is due to the fact that protection under the suggested changes to section 

10(3) of the TMA 1994 thus far may actually constitute a violation of the 

fundamental right to freedom of expression of others in case of the lack of proper 

defences. It is also the case that if freedom of expression is protected adequately 

against the proposed semiotic approach to brands protection, this would 

contribute to the enhancement of the semiotic discourse.  

 

Protection against dilution gives the brand owner the right to prohibit any un-

authorised use that, as put by the CJEU in Intel Corp Inc v CPM United Kingdom 

Ltd,1355 ‘is liable to have a negative impact on the image of the mark’.1356 In other 

words, to prohibit any associations with their mark that they see as unfavourable. 

However, certain forms of expression that may be negative and require the use 

of signs and marks owned by others needs to be permitted in order to make an 

association or to convey a certain message, whether through criticising, 

commenting or describing.1357 An example would be the use of ‘Esso’ as a 

metatag in search engines, along with ‘ESSO’ and ‘Stop E$$O’, by Greenpeace, 

 

1354 The traditional approach to trade mark protection that focuses on the ‘essential function’ poses no 

significant threat to free speech. See 3.2. 
1355 Case C-252/07 Intel Corp Inc v CPM United Kingdom Ltd [2009] ETMR 1.  
1356 Ibid, (cited in R Burrell and D Gangjee, ‘Trademarks and Freedom of Expression: A Call for 

Caution’(2010)’ 41 IIC 455. 
1357 See eg W McGeveran, ‘Four Free Speech Goals for Trademark Law’ (2007) 18 Fordham Intell Prop Media 

& Ent LJ 1205. 
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in the French case Esso v Greenpeace,1358 where the aim of the defendant’s use 

was to criticise Esso’s environmental policies and its lobbying efforts at hindering 

the implementation of the Kyoto Protocol.1359 The French court decision was that 

the use by Greenpeace of ‘the sign E$$O, even if it makes reference to the trade 

mark belonging to the company, does not obviously aim to promote the 

commercialisation of products or services in favour of Greenpeace but is, on the 

contrary, a matter of a controversial use which is irrelevant to the commercial 

sector’.1360  Also, the use of MasterCard's trade mark by Ralph Nader in the US 

case MasterCard International Inc. v Nader 2000 Primary Committee, Inc.,1361 

where MasterCard alleged for unfair competition, infringement and dilution of their 

trade mark.1362 In this case the defendant launched political advertisements 

expressing their political opinion while featuring the names and images of various 

goods and services that could be purchased in the marketplace followed by a 

voice over "Priceless. There are some things money can't buy, for everything else 

there's MasterCard."1363 The court ruled that ‘legislative history of the Lanham Act 

clearly indicates that Congress did not intend for the Act to chill political 

speech.’1364 Thereby, the advertisements by Nader (Which identifies some 

 

1358 Association Greenpeace France v SA Société ESSO [2003] ETMR 66. 
1359 Kyoto Protocol to the United Nations Framework Convention on Climate Change. 
1360 Ibid [8] (Paris Court of Appeal, 26 February 2003). In the original decision: ’d’un usage polémique 

étranger à la vie des affaires’, cited in B Robert and G Dev, ‘Trade Marks and Freedom of Expression – A Call 

for Caution’ (2010) IIC 544; also in C Geiger, ‘Trade Marks and Freedom of Expression—the Proportionality 

of Criticism’ (2007) 38 IIC 317. 
1361 70 U.S.P.Q.2d 1046 (2004); See also eg Laugh it Off Promotions CC v South African Breweries Int’l., 

Constitutional Court of S. Africa (27 May 2005) CCT 42/04. 
1362 For more on the case see eg K Devine, ‘Mastercard Int'l Inc. V. Nader Primary Comm., Inc’ (2004) 15 

DePaul-LCA J Art & Ent L 243. 
1363 Also commonly known as “priceless advertisements” see ibid. 
1364 As put by Ginsberg ‘In ruling against MasterCard, the court pointed to legislative history distinguishing 

political from commercial speech, and affirming that political speech was ‘‘non-commercial’’ under the 

dilution Act’  J Ginsburg, ‘See Me, Feel Me, Touch Me, Hear Me and Maybe Smell Me Too): I Am a 

Trademark–a Us Perspective. ’ in Trade Marks and Brands: An Interdisciplinary  (vol 10 CUP 2008) 92, 102. 
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priceless intangible that cannot be purchased like ‘‘a day where all you have to 

do is breathe’’) were maintained.1365 

 

The un-authorised use of a mark in same manner as the examples given above, 

according to brand owners, may lead to the weakening or whittling away of the 

used mark.1366 Hence, the caution is that the alternative protection offered by this 

work may ‘grant trademark owners increasingly strong veto power over 

downstream uses of such a trademark for purposes of social commentary and 

expression critically of or radically alternative to a trademark owner’s practices 

and products,’1367 which can, as Wadlow puts it, ‘hardly fail to be an interference 

by a public authority if the applicant’s freedom of expression is restrained in any 

degree’.1368 

 

The fundamental right to freedom of expression1369 is recognised in the English 

law in accordance to Art 12 of the Human Rights Act 1998,1370 Art. 11 of the 

 

1365 See n 1362. 

1366 For a discussion of the notion of dilution under the common law see 2.2.3.1; for a discussion of the 

reputaiton based protection under the TMA 1994 see 3.3; As Spence puts it, freedom of expression entails 

‘altering the meaning of a mark so that it subsequently bears a meaning with which the owner of the mark 

will be associated each time it is used, but from which she would wish to be disassociated; or in forcing the 

owner of the mark to participate in, or promote, speech with which she would disagree by providing the 

material upon which that speech is built’ M Spence, ‘An Alternative Approach to Dilution Protection: A 

Response to Scott, Oliver and Ley-Pineda’ in Trade Marks and Brands: An Interdisciplinary Critique (vol 10, 

CUP 2008) 306, 311. 
1367 K Aoki, ‘Authors, Inventors and Trademark Owners: Private Intellectual Property and the Public Domain-

Part II’ (1993) 18 Colum-VLA JL & Arts 191 p 284. 
1368 C Wadlow, The Law of Passing-Off: Unfair Competition by Misrepresentation (5th edn, Sweet & Maxwell 

2016) at 9-8. 
1369 On freedom of expression see generally  LJ Alexander, Freedom of Speech (Routledge 2018); L Kendrick, 

‘Use Your Words: On the Speech in Freedom of Speech’ (2017) 116 Mich L Rev 667; DA Strauss, 

‘Persuasion, Autonomy, and Freedom of Expression’ (1991) 91 Columbia Law Review 334; T Scanlon, ‘A 

Theory of Freedom of Expression’ (1972)  Philosophy & Public Affairs 204; B Owen, ‘Economics and 

Freedom of Expression’ (1975)  Cambridge, Mass 5; HH Wellington, ‘On Freedom of Expression’ (1979) 88 

The Yale Law Journal 1105. 
1370 Human Rights Act 1998 chapter 42 available at http://www.legislation.gov.uk/ukpga/1998/42/data.pdf. 

http://www.legislation.gov.uk/ukpga/1998/42/data.pdf
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Charter of Fundamental Rights of the EU (the Charter)1371 and Art 10 of the 

Convention for the Protection of Human Rights and Fundamental Freedoms 

(European Convention on Human Rights).1372 According to the Convention, 

freedom of expression includes ‘freedom to hold opinions and to receive and 

impart information and ideas without interference by public authority and 

regardless of frontiers’.1373 The right to freedom of expression does not extend to 

natural persons only, but also to businesses and to commercial and non-

commercial entities.1374 The right applies to all types of information, ideas and 

forms of expression, including commercial (provided it doesn’t not fall under IP 

laws)1375 and non-commercial in its broad form that encompass political speech, 

critical, parodistic, artistic etc. Not all types of expressions, however, should be 

justified on the basis of freedom of expression. In particular, when such right is 

abused,1376 as some in parody cases, as will be demonstrated further in (6.5.1). 

 

 

1371 2012/C 326/02; for more on trade marks protection and fundamental rights in the EU see eg  Ł 

Żelechowski, Invoking Freedom of Expression and Freedom of Competition in Trade Mark Infringement 

Disputes: Legal Mechanisms for Striking a Balance (Springer 2018); J Schovsbo, ‘Mark My Words-

Trademarks and Fundamental Rights in the Eu’ (2018) 8 UC Irvine L Rev 555; LM Pontes, ‘Trademark and 

Freedom of Speech: A Comparison between the Us and the Eu System in the Awakening of Johan Deckmyn 

V. Helena Vandersteen’ (2015) 3 WIPO Magazine (18 May 2015) WIPO/IPL/GE/15; W Sakulin, ‘Trademark 

Protection and Freedom of Expression: An Inquiry into the Conflict between Trademark Rights and 

Freedom of Expression under European, German, and Dutch Law’ (Wolfgang Sakulin 2010). 
1372 Convention for the Protection of Human Rights and Fundamental Freedoms as amended by Protocols 

No. 11 and No. 14 available at https://www.coe.int/en/web/conventions/full-list/-/conventions/treaty/005. 
1373 Art 10(1), ibid mirroring Art 11(1) of the Charter see n 1371. 
1374 As in Casado Coca v Spain (1994) EHRR 1, paras 35–36: ‘The Court would first point out that Article 10 

guarantees freedom of expression to” everyone.” No distinction is made in it according to whether the type 

of aim pursued is profit-making or not (see, mutatis mutandis, the Autronic AG v Switzerland judgment)’ 

(cited in C Wadlow, The Law of Passing-Off: Unfair Competition by Misrepresentation (5th edn, Sweet & 

Maxwell 2016) at 9-10). 
1375 It was noted by McCombe J in British American Tobacco. v Secretary of State for Health [2004] EWHC 

2493 that ‘“[i]t is accepted that freedom of commercial expression has been treated traditionally as of less 

significance than freedom of political or artistic expression’ [28]; also  right to commercial expression was 

described as ‘weak’ by Pumfrey J in Levi Strauss & Co v Tesco Stores Ltd [2003] R.P.C. 319, [41]. 
1376 See eg C Geiger, ‘Trade Marks and Freedom of Expression—the Proportionality of Criticism’ (2007) 38 

IIC 317 at 2. 

https://www.coe.int/en/web/conventions/full-list/-/conventions/treaty/005
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Pursuant to that, and since ‘[t]rade marks are often deliberately promoted as 

symbols of social and cultural values’1377 trade marks should maintain free and 

available for all to use in expressions, provided that it is not used as trade mark 

to indicate trade origin.1378 This is particularly so in relation to the use of English 

language and the fact that, in many cases, trade marks or brands do acquire an 

‘expressive function’ over the time.1379 For example, the word Barbie, which 

identifies the plastic dolls and relevant products produced by Mattel,1380 however, 

became to also be ‘understood to refer to a beautiful but vacuous woman, 

highlighting the objectification of women in society.’1381 Or the use of the colour 

orange which is part of the easyGroup brand, however, became associated with 

‘people-led’ opposition movements.1382 Also, some expressions such as ‘‘it’s the 

Rolls Royce of its class,’ for example — are difficult to express any other way.’1383 

 

Preventing such uses of trade marks or brand not only conflicts with individuals 

right to freedom of expression but also undermines the semiotic discourse in 

society. As Box puts it, ‘where trade mark law prevents the use of this "expressive 

function", the consequences for free speech can be serious.’1384 This places an 

obligation when determining trade marks protection to consider whether such 

 

1377 JK Box, ‘Trade Mark Law and the Threat to Free Speech’ (2012) 4 Intellectual Property Quarterly 289, 

293. 
1378 See nn. 1329- 1333 and accompanying text. 
1379 Per Kozinski ‘What starts out as a trademark or slogan quickly spills over into a political campaign, a 

Saturday Night Live skit, a metaphor, a cultural phenomenon, an everyday expression and occasionally a 

fixed part of the language.’ A Kozinski, ‘Trademarks Unplugged’ (1993) 68 NYUL Rev 960, 974. 
1380 See Mattel v. MCA Records, 296 F.3d 894. 
1381 JK Box, ‘Trade Mark Law and the Threat to Free Speech’ (2012) 4 Intellectual Property Quarterly 289, 

249. 
1382 J Davis, ‘Between a Sign and a Brand: Mapping the Boundaries of a Registered Trade Mark in European 

Union Trade Mark Law’ in L Bently, J Davis and JC Ginsburg (eds), Trade Marks and Brands: An 

Interdisciplinary Critique (vol 10, CUP 2008)  65, 66. 
1383 A Kozinski, ‘Trademarks Unplugged’ (1993) 68 NYUL Rev 960, 973. 
1384 JK Box, ‘Trade Mark Law and the Threat to Free Speech’ (2012) 4 Intellectual Property Quarterly 289, 

294. 
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protection may adversely affect the right to freedom of expression.1385 Most 

jurisdictions rely on statutory limitations to trade marks right or statutory defences 

to certain expressions to overcome the conflict between the protection for trade 

marks and the fundamental right of freedom of expression.1386 For instance, the 

EU Trade Mark Directive1387 explicitly states that ‘Use of a trade mark by third 

parties for the purpose of artistic expression should be considered as being fair 

as long as it is at the same time in accordance with honest practices in industrial 

and commercial matters.’1388 There however no explicit reference to the rights to 

freedom of expression in the provisions of the Directive.1389 Rather, the Directive 

stipulates that ‘[the provisions] should be applied in a way that ensures full 

respect for fundamental rights and freedoms, and in particular the freedom of 

expression.’1390 To interpret the provisions of the Directive1391 in that manner 

provides a flexible approach, however it also leads to some sort of uncertainty 

and unpredictability to the outcomes of disputes, and even allows the brand 

owner to limit certain expressions which should be allowed. For instance, in 

 

1385 According to the South African Constitutional Court in the commonly cited case Laugh It Off 

Promotions CC v South African Breweries International (Finance) B.V. t/a Sabmark International  ‘all speech 

is protected and must be appropriately balanced against other rights, of which the right to property 

(including intellectual property) is one.’ The case avaliable at 

http://www.saflii.org/za/cases/ZACC/2005/7.html. 
1386 According to the European Convention on Human Rights, ‘the exercise of these freedoms, since it 

carries with it duties and responsibilities, may be subject to such formalities, conditions, restrictions or 

penalties as are prescribed by law’ Art 10(2) of the European Convention on Human Rights (emphasis 

added); See also eg the leading German case, market intern and Beerman v Germany (1990) EHRR 161 on 

the application of art 10 to unfair competition laws, where the European Court of Human Rights held that 

an injunction by the German Government constituted an ‘interference by a public authority with the right 

of free expression’. Whereas the Federal Constitutional Court stated that the European Court ‘went beyond 

the margin of appreciation left to the national authorities … the European Court of Human Rights should 

not substitute its own evaluation for that of the national courts in the instant case, where those courts, on 

reasonable grounds, had considered the restrictions to be necessary’ (cited in C Wadlow, The Law of 

Passing-Off: Unfair Competition by Misrepresentation (5th edn, Sweet & Maxwell 2016) at 9-13). 
1387 DIRECTIVE (EU) 2015/2436 OF THE EUROPEAN PARLIAMENT AND OF THE COUNCIL of 16 December 

2015 to approximate the laws of the Member States relating to trade marks. 
1388 Ibid, Recitle 27. 
1389 See n 1387. 
1390 Ibid. 
1391 See n 1387. 
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France, anti-smoking campaigns featuring tobacco companies trade marks has 

been found liable for trade mark infringement,1392 when also the use of trade 

marks in newspapers has been prohibited.1393 By contrast, having to rely on a list 

of statutory defences or limitations to trade mark rights, as it is the currently the 

case under the TMA 1994, provides certainty and predictability for trade mark 

litigants, as well as assisting in steering the development in the law. 

 

Currently, section 10(4)(e) of TMA 19941394 offers a limitation to the use of others’ 

signs in ‘expressions’ relates to commercial expressions in comparative 

advertisements.1395 Which, as suggested earlier in this thesis, needs to be 

revoked under the proposed reforms.1396 A number of defences to protection 

under the present section 10(3) are also available for competitors to ensure their 

ability to compete fairly and freely in the market. In particular, section 11 of the 

TMA 1994 provides defences1397 that limits the exclusive right of trade marks 

owners to prevent others from using their marks, or similar marks, without their 

prior consent. In particular concern to this thesis is section 11(2)(b) of the TMA 

1994  (Article 14(1)(b))1398 and section 11(2)(c) of the TMA 1994 (Article 

14(1)(c)).1399 They respectively allow the un-authorised use of others’ signs if the 

use was in a descriptive manner,1400 and if the use was to indicate ‘accessories’ 

 

1392 C Geiger, ‘Trade Marks and Freedom of Expression—the Proportionality of Criticism’ (2007) 38 IIC 317, 

319. 
1393 Ibid.  
1394 See 3.4. 
1395 Ibid. 
1396 Ibid. Comparative advertising is also discussed further in CHAPTER 6 through the lens of the notion of 

‘memes’. 
1397 See n 1353. 
1398 EU 2017/1001. 
1399 Ibid. 
1400 See eg Planetart LLC v Photobox Ltd and another [2020] EWHC 713; Cases Adam Opel AG v Autec AG 

Case C 48 05 2007 All ER D 193 Jan; British Sugar PLC v. James Robertson & Sons Ltd., 1996 R.P.C. 281. 
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and ‘spare parts’.1401 Both sections cover a number of different types of 

descriptive uses of a trade mark that can be excepted from liability under section 

10(3). Nevertheless, they are merely concerned with descriptive expressions 

which are used in the course of trade in relation to goods or services.  

 

Furthermore, the general criterion (which already exists under the current section 

10(3) of the TMA 1994) ‘in the course of trade’ and ‘in relation to goods or 

services’ allows the separation between commercial and non-commercial 

expressions. There is a need however for an explicit and direct exemption of 

certain forms of non-commercial expressions from liability under the proposed 

protection. Therefore, the implementation of a statutory provision that excludes 

forms of non-commercial expression from being liable for unfair competition is 

needed. Such a statutory provision may eliminate the tendency towards 

overprotection that might result from the suggested protection.1402 

 
 
This thesis suggests that the approach of the US, a country where the right to 

freedom of expression prevails,1403 could be instructive to the English law. 

Section 43(a) of the Lanham Act1404 imposes restrictions upon commercial 

expressions and differentiates it from non-commercial ones through its dilution 

 

1401 See eg Bayerische Motoren Werke Aktiengesellschaft v Technosport London Ltd & Anor [2017] EWCA Civ 

779. 
1402 Per Ramsey and Schovsbo ‘A specific list of statutory exceptions to trade mark rights will benefit 

society by providing more certainty for competitors and other third parties who want to use another's 

mark to legitimately compete with the mark holder or to express information or ideas.’ LP Ramsey and J 

Schovsbo, ‘Mechanisms for Limiting Trade Mark Rights to Further Competition and Free Speech’ (2013) 44 

IIC-Int’l Rev Intell Prop and Comp L 671) p 675. 
1403 On whether the US Lanham Act stifles freedom of expression see eg MP McKenna, ‘Dilution and Free 

Speech in the Us, Reprise’ (2019)  Reprise (March 13, 2019); LP Ramsey, ‘Free Speech Challenges to 

Trademark Law after Matal V. Tam’ (2018) 56 Hous L Rev 401; MD Bunker, ‘Diluting Free Expression: 

Statutory First Amendment Proxies in Trademark Dilution Law’ (2017) 22 Communication Law and Policy 

375. 
1404 15 U.S.C. 1125, see n 435. 

file:///C:/Users/PC%20of%20Raghooda/AppData/Local/Temp/see
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provision, section 43(c)(3).1405 Section 43(c)(4) explicitly excludes, including to 

descriptive fair uses,1406 (B) All forms of news reporting and news commentary, 

(C) Any non-commercial use of a mark’ from liability for dilution. For instance, in 

San Francisco Arts & Athletics Inc v United States Olympic Committee, the use 

of the Olympic symbol was permitted to point out the equal right of gays.1407  Such 

uses are protected by the law as they are inherently for the purpose of freely 

expressing and conveying certain ideas without any commercial returns resulting 

from such uses. Section 43(c)(4) of the Lanham Act considers parodying as a fair 

use of trade marks.1408  

 

This thesis accordingly suggests that a list if specific cases where the un-

authorised use of brands be exempted from the application of the proposed 

protection be included in well-defined statutory defences that could be added to 

section 11 of the TMA 1994. In particular, this thesis suggests the implementation 

of defences1409 that allow, including to the already acknowledged uses under the 

section 11, the un-authorised use of marks if the use was in artistic and literary 

creations,1410 in news reporting and commentary,1411 in any non-commercial use 

of the mark,1412 and fair use.1413 The implementation of the suggested list of 

 

1405 15 U.S.C. 1125(C), ibid. 
1406 15 U.S.C. 1125(C)(3)(A). See also 6.5.1. 
1407 483 US 522, 107 S.Ct. 2971 (1987) (cited in L Bently, J Davis and Ginsburg JC (eds), Trade Marks and 

Brands: An Interdisciplinary Critique (CUP 2008), available at https://doi.org/10.1017/CBO9780511495212). 
1408 See n 1406 and accompanying text. 
1409 See n 1353.  
1410 As in Mattel v. MCA Records, 296 F.3d 894. 
1411 As in MasterCard International Inc. v Nader 2000 Primary Committee, Inc., 70 U.S.P.Q.2d 1046 (2004). 
1412 As in Association Greenpeace France v SA Société ESSO [2003] ETMR 66, see nn. 1358, 1360 and 

accompanying text. 
1413 For eg to resell used products provided that no likelihood of confusion as to the origin occurs, as in C-

558/08, Portakabin v. Primakabin available at http://curia.europa.eu/juris/liste.jsf?language=en&num=C-

558/08. 

https://doi.org/10.1017/CBO9780511495212
http://curia.europa.eu/juris/liste.jsf?language=en&num=C-558/08
http://curia.europa.eu/juris/liste.jsf?language=en&num=C-558/08
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defences to brand owners’ rights,1414 not only ensures the freedom of expression. 

Rather, it also contributes to the encouragement and promotion of brands usages 

that truly enrich the semiotic discourse in society,1415 thereby enriching the 

broader goal of intellectual flourishing.1416  

 

5.6  Conclusion 

This chapter concerned the protection of brands against uses by competitors that 

are detrimental to distinctive character and the role of such protection in the 

enhancement of the semiotic discourse in society. Utilising Deleuze and 

Guattari’s semiotics, this chapter outlined how the current English approach in 

limiting the protection against ‘detriment to distinctive character’ to the existence 

of a change in economic behaviour leads to the ‘rational enslavement’1417 in 

society – a state where the intellectual activities of individuals are isolated from 

the process of meaning production in the market and replaced by measurable 

and calculable means that produce predictable behaviours towards the offered 

 

1414 A list of statutory exceptions to mark owners’ rights is in compliance with the UK’s international 

obligations as nations are currently permitted under art 17 of the TRIPS agreement to limit trade mark 

rights in favour of competition, free speech or other public interests (see GB Dinwoodie, ‘Developing 

Defenses in Trademark Law’ (2009) 13 Lewis & Clark L Rev 99, 105); in particular, art 17 of the TRIPS 

agreement states that ‘Members may provide limited exceptions to the rights conferred by a trademark, 

such as fair use of descriptive terms, provided that such exceptions take account of the legitimate interests 

of the owner of the trademark and of third parties’ (The Agreement on Trade-Related Aspects of 

Intellectual Property Rights, 15 April 1994, Marrakesh Agreement Establishing the World Trade 

Organization, Annex 1C, Legal Instruments - Results of the Uruguay Round, 1869 U.N.T.S. 299, 33 I.L.M. 

1197). For detailed discussion of art 17 and other provisions of the TRIPS agreement relating to trade 

marks, see eg LP Ramsey, ‘Free Speech and International Obligations to Protect Trademarks’ (2010) 35 Yale 

J Int’l L 405.  
1415 Ramsey and Schovsbo draw attention to the potential effects of such an approach, arguing that ‘[a]n 

inherent problem with conceptualizing these exceptions to trade mark rights as “limitations” is that this 

approach may indicate that there is a “main rule” - here trade mark exclusivity - that must be 

followed unless a specific exception applies’. They continue to argue that ‘[t]he language could also be 

understood to suggest that the policy considerations underlying the “limitation” should be deemed less 

important when compared to those underlying the right to exclusivity’  (LP Ramsey and J Schovsbo, 

‘Mechanisms for Limiting Trade Mark Rights to Further Competition and Free Speech’ (2013) 44 IIC-Int’l 

Rev Intell Prop and Comp L 671) p 676. 
1416 See 1.3. 
1417 See n 1177. 
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products. This chapter began with a distinction between modern semiotics, of 

which language and humane cognition are part, and Deleuze and Guattari’s 

semiotics that goes beyond human semiotics.1418 In particular, this chapter 

demonstrated how the approach of modern semiotics to brands does not fully 

reflect them or the reality of how they operate in the market today, whereas 

Deleuze and Guattari’s semiotics, with its acknowledgement of the machinic 

dimension of the sign (in particular through the concepts of ‘a-signifying 

semiotics’1419 and ‘rhizome’1420), captures a wider picture of how signs actually 

work in capitalist societies. This chapter then used the two vital concepts of 

Deleuze and Guattari’s semiotics – the ‘a-signifying semiotics’ and ‘rhizome’ – to 

establish a semiotic approach to brands that perceives brands as ‘semiotic 

assemblages’1421 that are characterised by two qualities, that are not 

acknowledged by the current English approach.1422 First, they consist of both a 

machinic part, that is the ‘a-signifying semiotics’, and a human-centric part, that 

is the ‘signifying semiotics’.1423 Second, they operate in a decentralised and 

unfixed manner that allows the machinic part to dominate the process of meaning 

production in the market and society. Accordingly, this chapter highlighted the 

shortcomings of asserting that brands and trade marks are analogue, fixed to the 

relation between the signifier and the signified through a closed, human-centric 

system of signification that merely aims to facilitate consumer search and 

encourage product utility. This chapter then outlined how the current English 

approach towards the protection of brands against uses by competitors that are 

 

1418 See 5.2. 
1419 See nn. 1170- 1176 and accompanying text. 
1420 See nn. 1178–1196 and accompanying texts. 
1421 See n 1201 and accompanying text. 
1422 See 5.4. 
1423 See nn. 1149- 1162 and accompanying text. 



 240 

detrimental to distinctive character, and its interpretation of the provision as 

equivalent to the notion of ‘dilution’, contributes to development of ‘rational 

enslavement’ in society, where the non-human component of the ‘brand 

assemblage’ takes control over the semiotic discourse.1424 In particular, it 

demonstrated how the focus on the abstract concept of ’rationality’ by the English 

approach overlooks ‘a-signifying semiotics’ of the ‘brand assemblage’ and the 

fact that they operate through the ‘signification system’. Marks and signs, 

however, do not need to be interpreted; they are pre-established and calculated 

to create predictable actions towards the offered products. This process 

eventually leads to the isolation of the relevant consumer and the public at large 

from the means of meaning creating in the marketplace. Everyone becomes a 

passive receiver of information that merely constructs consumption values in 

society. This is because the current English approach contributes to the capitalist 

process of isolating individuals’ intellectual activities from the process of creating 

meanings and values in the marketplace. This capitalist process is vital for the 

maintenance and the continuation of a capitalist system that requires an 

objective, measurable and predictable environment, which excludes any 

subjective measures, however, at the expense of the larger obligation on society 

to flourish intellectually.1425 This chapter therefore explained how the proposed 

alternative to the English approach towards the interpretation of the ‘detriment to 

distinctive character’ provision could contribute to intellectual flourishing in 

society through the enhancement of the semiotic discourse and suggested that, 

if the proposed reforms were implemented, it contributes towards eliminating the 

impact of the ‘rational enslavement’ process and would acknowledge the 

 

1424 See 5.4. 
1425 See 1.3. 
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consumer and the public as ‘co-authors’ of the brand.1426 This is possible through 

a balanced approach that offers, on the one hand, an ‘intellectual flourishing’ 

oriented approach for protecting brands against detrimental uses and, on the 

other, explicit defences to the proposed protection that guarantee the public’s 

right in the freedom of expression and thus the un-authorised use of brands 

provided that such uses have the tendency to enhance the semiotic discourse as 

the last subsection demonstrated.1427 

 
 
  

 

1426 See 5.5. 
1427 See 5.5.1. 
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CHAPTER 6 

BRANDS PROTECTION FOR AN ENHANCED MEMETIC DISCOURSE 

6.1 Introduction 

The previous chapter examined the protection of brands against uses that are 

‘detrimental to distinctive characters’ from a semiotic perspective. It 

demonstrated how the current approach of English law with its use of the notion 

of ‘dilution’ fails to acknowledge the full components of the brand assemblage1428 

and, thus, provides inadequate protection to brands. The previous chapter also 

demonstrated how such an approach leads to the establishment of what this 

thesis refers to as ‘rational enslavement’1429 in society, and how that may 

undermine the semiotic discourse. It accordingly explained how an alternative 

approach that is intellectual-flourishing oriented alongside an explicit list of 

defences to certain types of expression,1430 eliminates the effects of ‘rational 

enslavement’,1431 thereby contributing to the enhancement of utility of the 

semiotic discourse in society.  

 

This chapter concerns the memetic discourse.1432 It outlines how an alternative 

approach to protection against ‘tarnishment’ that is intellectual flourishing 

oriented also contributes to the larger obligation on society to flourish 

intellectually1433 through an improved use of the memetic discourse. To support 

 

1428 See n 1201 and accompanying text. 
1429 See n 1177. 
1430 See 5.5.1. 
1431 See n 1177. 
1432 See nn. 168- 172 and accompanying text. 
1433 See 1.3. 
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this claim, this chapter uses the notion of ‘memes’,1434 as employed by 

Dawkins,1435 as a framework.1436 This chapter does not provide a full explanation 

of the used theory. Rather, the aim of this chapter is to establish a novel approach 

to brands utilising the notion of memes, where information has an influential 

power, which reach beyond the marketplace to considerably affect the very way 

in which individuals evolve at an intellectual level. The notion of memes offers a 

novel approach to unfair competition in the market that captures the ‘autonomous 

and self-interested’ nature not of market participants but of brands. It provides a 

picture of brands that encompasses their ability to form ‘memeplexes’ that are 

autonomous and selfish, having the ability to enter the mind and, thus, influence 

thinking patterns in society. The discussion of brands on the basis of the notion 

of memes is supported in this chapter by Foucault’s notion of power.1437 

Foucault’s notion of power provides an analysis of how individuals are influenced 

in certain ways within capitalist societies.1438 In doing so, Foucault offers an 

opposition to the traditional systematic approach to power.1439 He rejects the 

notion that power is a centralised and repressive force exercised by one group 

over another.1440 Instead throughout his works, Foucault describes power as 

 

1434 The term ‘memes’, as employed in his 1976 book The Selfish Gene, was an attempt by Dawkins to 

apprehend, from an evolutionary perspective, the reason behind the some behaviours which were found to 

be common in societies. The notion of ‘memes’ is discussed further in 6.2. 
1435 For more about Dawkins see generally A Grafen and M Ridley, Richard Dawkins: How a Scientist 

Changed the Way We Think: Reflections by Scientists, Writers, and Philosophers (OUP 2007).  
1436 The theoretical framework of the thesis is also discussed in 1.7. 
1437 See n 262.  
1438 See n 1436. 
1439 Traditional systematic approach to power refers to physical, hierarchical or repressive forms of power. 
1440 This is contrary to Marx’s understanding of power. Although Marx never developed an explicit theory 

of power, his work implicitly indicated that, for him, power was exercised in a hierarchical form. It was 

economic, it represses truth and reality and it is, sometimes, physical. According to Marx, the dominant 

class, who owned the means of production, exercised power upon the working class. Its foundation was 

natural resources and, means of production and distribution; everything in society is, according to him, 

built upon that foundation. As per Marx the dominant class set up the state in terms of their own concepts, 

standards and self-interests and implements certain rules to protect and maintain their own understanding 

of reality, which justify their domination over others. See generally  K Marx, The Marx-Engels Reader, vol 4 

 



 244 

dynamic and flows that is inherent in social relations and embedded in the 

everyday life in society.1441 The notion of memes supported by Foucault’s notion 

of power therefore offers a suitable means to move away from the traditional 

frames of thinking by English approach, and unveils a new dimension (which 

supplements the claims in the two previous chapters) that justifies a wider 

protection for brands against unfair competition by misappropriation. 

 

To begin, section 6.2 of this chapter explains what is meant by the notion of 

‘memes’ and clarifies the meaning of ‘memetic discourse’ accordingly. Section 

6.3 utilises the notion of memes and establishes a novel approach to brands. It 

perceives brands as ‘memeplexes’ that consist of several elements, including 

goodwill and trade marks, to form a part of the memetic discourse in society. 

Through the perception of brands as ‘memeplexes’, this section opens up a new 

dimension of brands that captures their memetic nature – which is overlooked by 

the economic view of brands – and their power to shape and influence thinking 

patterns in society. Section 6.4 examines the current English approach towards 

the protection of brands against uses that are ‘detrimental to the repute’ and 

demonstrates how it encourages the memetic processing of information that 

merely aims to grow a materialistic mind-set, which is essential for the 

continuation of the capitalist free market. Section 6.5 explains how the proposed 

alternative approach to protection against ‘tarnishment’ that is intellectual 

flourishing oriented allows for a consideration of the memetic nature of brands 

 

(Norton New York 1972); JC Isaac, Power and Marxist Theory: A Realist View (Cornell University Press Ithaca, 

NY 1987); PW Kingston, The Classless Society (Stanford University Press 2000). 
1441 See generally discussion about Foucault’s notion of ‘power’: JD Lewandowski, ‘Rethinking Power and 

Subjectivity after Foucault’ (1995) 3 113; 221; Foucault M, Power/knowledge: Selected interviews and other 

writings, 1972-1977 (Pantheon 1980); O'Neill J, ‘The disciplinary society: from Weber to Foucault’ (1986) 

British Journal of Sociology 42; Turkel G, ‘Michel Foucault: Law, power, and knowledge’ (1990) 17 Journal of 

Law and Society 170; Foucault M and Rabinow P, ‘Essential works of Foucault, 1954-1988’ (1997). 
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and their role in enhancing the memetic discourse and, hence, intellectual 

flourishing in society.1442 This section suggests that the proposed statutory 

section is like any information that has a memetic nature. Thus, it has the ability 

to undermine and eliminate capitalist-materialistic memes through creating a 

well-established, human-selected, selfish replicator that actually enhances the 

memetic discourse in society. Finally, this section offers an examination of 

whether the proposed section should include a specific defence for parody uses 

of brands in comparative advertisements. 

 

6.2 What is meant by ‘memes’  

This section explains what is meant by the notion of ‘memes’ within the context 

of this thesis. It thus clarifies the meaning of ‘memetic discourse’, with which this 

thesis is concerned.  

 

The term ‘meme’ or ‘mimeme’ originates from the philosophy of ancient 

Greece1443 and, in general, simply means the ‘modelling of one thing on another, 

or the presenting of one thing by another; imitation’.1444 It also refers to ‘modes of 

representation in which the external world is presented to the reader or 

viewer’.1445 Definitions and the application of the notion of ‘mimeme’ vary 

markedly throughout the literature, depending on the field and context in which 

the term is being used, even in the early literature when the idea was originally 

 

1442 See 1.3. 
1443 For the historical foundation of the notion of mimeme, see eg V Gray, ‘Mimesis in Greek Historical 

Theory’ (1987) 108 The American Journal of Philology 467; P Woodruff, ‘Aristotle on Mimesis’ (1992) Essays 

on Aristotle’s poetics 73; G Gebauer and C Wulf, Mimesis: Culture Art Society (Univ of California Press 1995);  

A Melberg, Theories of Mimesis, vol 12 (CUP 1995); M Potolsky, ‘Mimesis’ (2010) The Encyclopedia of 

Literary and Cultural Theory. 
1444 R Audi, ‘The Cambridge Dictionary of Philosophy’ (1999) 572. 
1445 M Potolsky, ‘Mimesis’ (2010) The Encyclopedia of Literary and Cultural Theory. 
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proposed.1446 For instance, in the time of Plato and Aristotle, ‘mimesis’ emerges 

at the heart of different philosophical discussions concerning, for example, 

metaphysics, moral issues, arts and human nature,1447 and that has resulted in 

the variety of the modern uses of the notion of ‘mimesis’ depending, as just noted, 

on the context of its use.1448 Accordingly, various translations of the notion of 

‘mimesis’ – such as ‘imitation’, ‘mirroring’, ‘representation’ – are found in the 

relevant literature.1449 This thesis will focus, as mentioned in the introduction to 

this chapter, on the notion of ‘memes’ as employed by Dawkins for the reasons 

demonstrated hereinafter. 

 

In The Selfish Gene, Dawkins attempts to apply evolutionary thinking to culture; 

he adopted the notion of ‘memes’ to describe units of information that have the 

ability to replicate in a manner ‘analogous to genetic’1450 reproduction and that 

‘can give rise to a form of evolution’1451 in society at an intellectual level. Before 

going any further with Dawkins’s notion of memes, it is worth clarifying that this 

is one of the modern uses of the ancient notion of ‘mimeme’; as Dawkins himself 

 

1446 As Maran argues, ‘Gunter Gebauer and Christoph Wulf have also accepted in their profound overview 

“Mimesis: culture, art, society”, that it is not possible to give a unitary definition that would cover all 

common uses of the notion in different traditions and fields’ (T Maran, ‘Mimesis as a Phenomenon of 

Semiotic Communication’ (2003) 31 Sign Systems Studies 191, 192). 
1447 See eg G Gebauer and C Wulf, Mimesis: Culture Art Society (Univ of California Press 1995); A Melberg, 

Theories of Mimesis, vol 12 (CUP 1995). 
1448 In spite of the diversity of potential applications of the term ‘mimesis’, many contemporary cultural 

theorists relied on the ancient concept as a point of departure for their definitions and uses of the term 

‘memes’. See A Melberg, Theories of Mimesis, vol 12 (CUP 1995) 917. 
1449 Many scholars, such as Gotthold E. Lessing, René Girard, Theodor Adorno, Walter Benjamin and 

Jacques Derrida, have fundamentally influenced the present understanding of the notion of ‘mimesis’. The 

subject of memes was also presented, in different ways, in R Brodie, Virus of the Mind: The New Science of 

the Meme (Hay House, Inc 2009) and A Lynch, Thought Contagion: How Belief Spreads through Society: The 

New Science of Memes (Basic Books 2008); Daniel Dennett also has adopted the idea of the meme in his 

theory of the mind, as developed in DC Dennett, ‘Darwin’s Dangerous Idea’ (1995) 35 The Sciences 34; 

Susan Blackmore also presented the idea of memes in her entirely devoted book S Blackmore, The Meme 

Machine (Oxford Paperbacks 1999). 
1450 R Dawkins, The Selfish Gene (Oxford university press 2016) 189. 
1451 Ibid. 
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stated, ‘“Mimeme” comes from a suitable Greek root, but… I hope my classicist 

friends will forgive me if I abbreviate mimeme to meme’.1452 Accordingly, this 

thesis commits to the term ‘memes’ hereafter. 

 

Dawkins uses the term ‘memes’ to postulate that ideas have the ability to spread, 

evolve and affect culture the same way that genes do,1453 describing ‘meme’ as 

‘an entity [that] is capable of being transmitted from one brain to another’.1454 

Dawkins clarifies this by proposing that memes can be ‘tunes, ideas, catch-

phrases, clothes fashions, ways of making pots or building arches’.1455 Thus, 

memes are units of information that have the ability to be imitated, reproduced by 

authors and recipients and transmitted to future generations.1456 Imitation here is 

used in the broad sense.1457 In other words, imitation here refers to, not 

necessarily the exact copying of information, but copying ‘the gist’ of the 

information.1458  

 

Memes are ‘replicators’ with powerful influential forces that, as per Dawkins, ‘may 

live on, intact, long after your genes have dissolved in the common pool’.1459 This 

process, per Dawkins, occurs in a manner similar to biological reproduction in 

 

1452 Ibid 192. 
1453 Dawkins argues, ‘Just as genes propagate themselves in the gene pool by leaping from body to body 

via sperms or eggs, so memes propagate themselves in the meme pool by leaping from brain to brain via a 

process which, in the broad sense, can be called imitation’ (Ibid) 
1454 See nn. 1461- 1464 and accompanying text. 
1455 See n 1452; Subsequent interpretations of what a meme might be are discussed in TF Cotter, ‘Memes 

and Copyright’ (2005) 80 Tul L Rev 33; that article differs from this thesis in providing a broader application 

and understanding of memes (see the section on ‘Legal Conceptions of Memes’, ibid 210). 
1456 See n 1469- 1480 and accompanying text. 
1457 S Blackmore, The Meme Machine (Oxford Paperbacks 1999) 6. 
1458 Blackmore gives an example: ‘a friend tells you a story and you remember the gist and pass it on to 

someone else then that counts as imitation. You have not precisely imitated your friend’s every action and 

word, but something (the gist of the story) has been copied from her to you and then on to someone else. 

This is the ‘broad sense’ (ibid 6 and 7). 
1459 Ibid 199. 
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genes, in the sense that they evolve by altering and affecting individuals’ minds 

the same way that genes alter and affect phenotypes.1460 Against this, Dover 

argues that ‘[g]enes are not self-replicating entities; they are not eternal; they are 

not units of selection; they are not units of function; and they are not units of 

instruction’.1461 Rather, according to him, ‘[g]enes are the units of inheritance but 

not the units of evolution… They are intimately involved with the evolution of 

biological functions, but evolution is not about the natural selection of ‘selfish’ 

genes.’1462 Nevertheless, this thesis challenges this criticism and suggests per 

the words of Percival that it ‘miss[es] the point: what is being asserted is that the 

two processes are similar not identical; the general conditions are the same.’1463 

Moreover, ‘memes and genes [in Dawkins’s notion of memes] are otherwise 

different, they are related only by analogy’, as put my Malone.1464 Memetic 

information therefore, like genes, is selfish1465 and merely cares for its own 

replication and transmission by being passed from mind to mind,1466 regardless 

 

1460 Per Blackmore, ‘The technical word phenotype is used for the bodily manifestation of a gene, the effect 

that a gene, in comparison with its alleles, has on the body, via development. The phenotypic effect of 

some particular gene might be, say, green eye colour. In practice, most genes have more than one 

phenotypic effect, say green eye colour and curly hair. Natural selection favours some genes rather than 

others not because of the nature of the genes themselves, but because of their consequences—their 

phenotypic effects… remember that the phenotypic effects of a gene are the tools by which it levers itself 

into the next generation’ (ibid 235–38). 
1461 G Dover, ‘Anti-Dawkins’ (2000) Alas poor Darwin: Arguments against evolutionary psychology 55 Part 4.  
1462 Ibid. 
1463 Percival, continues ‘[t]his is perhaps an appropriate place to offer a sketchy, birds-eye view of how 

memetic evolution fits into an overall scheme of evolution.’ RS Percival, ‘Dawkins and Incurable Mind 

Viruses? Memes, Rationality and Evolution’ (1994) 17 Journal of Social and Evolutionary Systems p 245. 
1464 L Malone, ‘The Meme Is the Message: A Study of Memetics & Marketing’ (2001) Undergraduate thesis 

Dublin, National College of Ireland p 8; for further critisim of Dawkin’s notion of memes see also eg AE 

McGrath, Dawkins' God: Genes, Memes, and the Meaning of Life (John Wiley & Sons. 
1465 The term selfish, as used by Dawkins, means that memes exist only to replicate and be transferred to 

offspring. Blackmore clarifies, ‘The term “selfish” here means that the [memes] act only for themselves; their 

only interest is their own replication; all they want is to be passed on to the next generation.  Of course, 

[memes] do not “want” or have aims or intentions in the same way as people do; they are only [units of 

information] that can be copied’ (ibid 5). 
1466 See R Dawkins, The Selfish Gene (Oxford university press 2016) at 1 and 2.  
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of its advantages or disadvantages to society.1467 As Blackmore puts it ‘[a] brilliant 

new scientific idea, or a technological invention, may spread because of its 

usefulness. A song like Jingle Bells may spread because it sounds OK, though it 

is not seriously useful and can definitely get on your nerves. But some memes 

are positively harmful – like… new methods of fraud.’1468  

 

Although memes are selfish and will replicate when they can, memes need their 

‘vehicles’ to replicate. A vehicle here refers to any entity that carries the 

replicators around, such as humans, television or the internet. However, only the 

fittest survive.1469  Today’s marketing and branding strategies contribute to this 

significantly, as Klein draws attention, logos and tags have been moved from 

inside the collar to the outside and ‘have grown so dominant that they have 

essentially transformed the clothing on which they appear [and the wearer] into 

empty carriers for the brands they represent.’1470 The fittest are not necessarily 

 

1467 As Midgely puts it ‘[a]t this point we need to say something obvious. The fact that our thoughts and 

customs are not always to our advantage is not a new scientific discovery. It is a most familiar platitude, 

both in everyday life and in traditional humanistic thinking. We know all too well that our thoughts and 

customs often lead us to act foolishly, destructively, even suicidally.’ M Midgley, ‘Why Memes’ (2000) Alas, 

poor Darwin: Arguments against evolutionary psychology 67. 
1468 S Blackmore, The Meme Machine (Oxford Paperbacks 1999) 7; see also S Blackmore and others, ‘The 

Power of Memes’ (2000) 283 Scientific American 52. Moreover, as Csikszentmihalyi points out, ’Karl Polanyi 

and other economic historians have described how the introduction of standardised currency as a means 

of exchange at first helped traders because it simplified and rationalised commerce, but eventually 

undermined traditional economies and the social systems on which they were based… Previous economies 

built on kinship obligations, or on respect for religious values, for honor, or for ethnic solidarity had to give 

up their idiosyncratic practices if they wanted to participate in the impersonal logic of monetary 

transactions’ (M Csikszentmihalyi, The Evolving Self: A Psychology for the Third Millennium, vol 5 

(HarperCollins 1993) 123–24). 
1469 According to Dawkins, ‘[t]his line of thought can be put into vaguely Darwinian terms. Evolution works 

by natural selection, and natural selection means the differential survival of the “fittest”’ (R Dawkins, The 

Selfish Gene (OUP 2016) 7). 
1470 N Klein, No Logo (Vintage Books Canada 2009) Chapter two; in similar vein Litman argues ‘The old 

paradigm was the delivery of content to consumers. The new paradigm is the delivery of eyeballs to 

advertisers. We have become the product. Packagers amass information about our characteristics, habits 

and purchases-where we live, what we read, what we watch, what we buy-to differentiate better among 

eyeballs’ J Litman, ‘Breakfast with Batman: The Public Interest in the Advertising Age’ (1999) 108 The Yale 

Law Journal 1733. 
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the good ones,1471 rather the ones that succeed through widespread imitation, 

repetition and communication,1472 leading to an intellectual evolution in the 

memetic discourse. An example of a fit meme is ‘the song “Happy Birthday to 

You”. Millions of people – probably thousands of millions of people the world over 

– know this tune.’1473 

 

In line with the theory of knowledge,1474 this evolution, according to the notion of 

meme, is gradual.1475 It builds on the existing memetic discourse. By contrast, 

Grafen and Ridley argue against such a potential influential powers of ‘memes’ 

and suggest that Dawkins is mistaken and that he gets ‘the direction of 

information flow wrong: they assume that the new knowledge or adaptation starts 

outside the brain or organism and flows in, while in reality it starts inside, as a 

conjecture or mutation, and the environment has no effect until after that 

information is already in existence.’1476 According to them, ‘[t]he only role of the 

environment is to choose between different conjectures or mutations that are 

otherwise viable.’1477  

 

Nonetheless, the potential influential powers of ‘memes’, as Dennett argues, that 

 

1471 A commonly used in the literature and a well-known example of a bad meme is a computer virus. 

Computer viruses can be transferred from one user to another and then to a number of users, and they are 

mostly harmful. 
1472 S Blackmore and others, ‘The Power of Memes’ (2000) 283 Scientific American 52.  
1473 Blackmore continues ‘Indeed, I only have to write down those four words to have a pretty good idea 

that you may soon start humming it to yourself. Those words affect you, probably quite without any 

conscious intention on your part, by stirring up a memory you already possess. And where did that come 

from? Like millions of other people, you have acquired it by imitation. Something, some kind of 

information, some kind of instruction, has become lodged in all those brains so that now we all do the 

same thing at birthday parties.’ S Blackmore, The Meme Machine (Oxford Paperbacks 1999) 7. 
1474 See CHAPTER 4. 
1475 For a discussion of the gradual evolution of culture through memes evolution see eg S Blackmore, The 

Meme Machine (Oxford Paperbacks 1999) ch 3. 
1476 A Grafen and M Ridley, Richard Dawkins: How a Scientist Changed the Way We Think: Reflections by 

Scientists, Writers, and Philosophers (Oxford University Press, USA 2007) p 126. 
1477 Ibid. 
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it reminds us that we are not, as we ‘would like to think, godlike creators of ideas, 

manipulating them and controlling them as our whim dictates and judging them 

from an independent, Olympian standpoint’. As he rightly says, we are not always 

‘in charge’’.1478 This thesis is not suggesting that novel ideas do not exist at all, 

but it submits that the ‘creative achievements of human culture are the products 

of memetic evolution’,1479 which seem to be undermined by the current English 

approach towards the protection of brands against unfair competition by 

misappropriation. This is particularly so when we acknowledge that, as Malone 

puts it ‘[n]ot all of the memes that receive attention will be successfully stored in 

memory. There is a limit on memory capacity in comparison to the amount of 

memes we are subjected to daily’.1480 

 

To sum up, the notion of memes holds that evolution does not only occur at a 

biological level; rather, information or ‘replicators’ considerably contribute to 

evolution at an intellectual and cultural level,1481 which needs now to be 

acknowledged by the law. Looking at brands through the lens of memes, the next 

section addresses the influential powers that brands, have upon intellectual 

flourishing in society.1482 

 

1478 DC Dennett, ‘Memes and the Exploitation of Imagination’ (2009) Philosophy After Darwin: Classic and 

Contemporary Readings p 190; see also DC Dennett, ‘The Evolution of Culture’ (2001) 84 The Monist 305. 
1479 S Blackmore, The Meme Machine (Oxford Paperbacks 1999) 240. 
1480 L Malone, ‘The Meme Is the Message: A Study of Memetics & Marketing’ (2001)  Undergraduate thesis 

Dublin, National College of Ireland p 13; Malone explains further ‘Finally not all of the memes that are 

successfully stored in memory will be replicated. Replication only occurs if the meme is passed successfully 

from one individual to another. Limitations on our ability to imitate may prevent replication. For example a 

young child may see a painting of a horse and try to imitate it. However as they are not able to paint 

properly, their painting is unrecognisable as a horse. Therefore the meme of the horse painting has not 

been replicated. The expressivity of the meme can help imitation.’ Ibid.  
1481 See nn. 1476- 1478 and accompanying text. 
1482 Percival abbreviates Dawkins’ theory ‘[information] will survive and spread to the extent that they: (1) 

instruct, command or otherwise motivate the carrier to copy them, and (2) incorporate or associate with 

attitudes, lifestyles, or instructions that avoid, repress, or make irrelevant undermining evidence and rival 

doctrines.’ RS Percival, ‘Dawkins and Incurable Mind Viruses? Memes, Rationality and Evolution’ (1994) 17 

Journal of Social and Evolutionary Systems p 244. 



 252 

 

6.3 Brands as units of information of the memetic discourse: as 

memeplexes 

Brands can now be perceived in a new way; as a meme complex or, as 

Blackmore names it, a ‘memeplex’.1483 A memeplex is an assembly of memes 

that come together for a common advantage: survival.1484 They survive better as 

part of the assembly than on their own.1485 Thus, brand can be perceived, through 

the lens of the notion of memes, as a memeplex consisting of trade marks, 

packaging, aesthetic features, psychological appeals, ideas of emotions and 

feelings.1486 A brand’s memeplex combination varies with the brand. Brodie gives 

an example of the million-dollar advertising campaigns of the Coca-Cola 

Company, where they present young people in bathing suits, enjoying their time 

while drinking Coca-Cola products, with the aim of conditioning the public’s mind 

to associate ‘meanings’ and ‘good feelings’ with their brand.1487  

 

Despite the fact that brands’ memeplexes do not represent reality or truth, it is 

inevitable that their ideas propagate successfully. Or, as Blackmore puts it, 

‘[o]nce those memes come together they form a self-organising, self-protecting 

structure that welcomes and protects other memes that are compatible with the 

 

1483 Blackmore uses the term ‘memeplex’ to refer to the combination of memes that forms one meme, in 

her work S Blackmore, The Meme Machine (Oxford Paperbacks 1999). 
1484 Ibid 231.  
1485 Ibid. 
1486 For a differentiation between goodwill, trade marks and brands see 1.6. 
1487 R Brodie, Virus of the Mind: The New Science of the Meme (Hay House, Inc 2009) 129; see also eg S 

Ewen, Captains of Consciousness Advertising and the Social Roots of the Consumer Culture (Basic Books 

2008). 
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group and repels memes that are not’.1488 According to the notion of memes, 

there are two main reasons why many brands’ memeplexes have been, and still 

are, highly successful.  

 

First, brand memeplexes are designed by ‘memes engineers’1489 – the creator of 

the meme or the brand owner – through combining signifiers1490 and a 

signified,1491 which are then presented to the public as materially inseparable, 

thus forming a powerful combination to ensure the reproduction of that brand 

memeplex.1492 In other words, brand owners, creatively using their intellectual 

abilities, combine their trade marks with ideas of certain emotions, feelings, 

images of celebrities or even scientific diagrams and languages to create a brand 

memeplex1493 (and brand assemblages).1494 The created memeplex is then 

promoted and spread through mass marketing using memetic techniques, i.e. 

repetition. Programming the mind by repetition is the most common and the 

 

1488 As Murray, Manrai and Manrai explain, ‘Meme-complexes exploit their cultural environment as part of a 

larger meme pool and share attributes of an evolutionary stable set. New memes find it hard to invade this 

stable set. Religion, or an economic ideology, such as Marxism, can function as a meme-complex, each 

meme-complex having in-built self-defense mechanisms. A committed atheist, Dawkins likens religions to 

viruses of the mind. Advertising may function similarly; replete with “copy me” instructions, backed up with 

threats, promises, and ways of preventing their claims from being tested’ (N Murray, A Manrai and L 

Manrai, ‘Memes, Memetics and Marketing’ in The Routledge Companion to the Future of Marketing 

(Routledge 2014) 331, 332). 
1489 This term is employed by Murray, Manrai and Manrai in their book ibid. 
1490 See nn. 1152, 1153 and accompanying text. 
1491 See nn. 1154, 1155 and accompanying text. 
1492 See eg J Williamson, Decoding Advertisements, vol 4 (Marion Boyars 1978). 
1493 As Brodie explains, ‘Bundling the statements together like that is one form of a Neuro-Linguistic 

Programming (NLP) technique known as embedding, or packaging memes to make people more 

susceptible to them. A related NLP technique is anchoring: taking some image, sound, or sensation and 

linking it to an unrelated idea.’ Brodie exemplifies further, ‘a political candidate who gestures at himself 

when talking about a rosy future and at his opponent when preaching doom and gloom is actually 

anchoring good feelings to himself and bad feelings to his opponent. The repeated bundling of the 

gestures with the good and bad feelings creates association-memes in your mind, which will later influence 

the way you vote’ (R Brodie, Virus of the Mind: The New Science of the Meme (Hay House, Inc 2009) 133). 
1494 See CHAPTER 5.  
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easiest way for a meme to survive,1495 and to which the invisible hand of the 

market will contribute.1496 Repetition creates ‘association-memes’ in the mind.1497 

Those ‘association-memes’ create other memes in the mind of the host, 

reinforcing the belief in the product, which leads to one getting, as per the above 

example, an ‘urge to buy Coke’.1498 Since, as Blackmore puts it, ‘all the thoughts 

and ideas will compete for attention and the chance to get copied...’,1499 this 

process occurs at the expense of those memes that are less fit.1500 This process, 

at the face of it, appears to be merely hedonic experience that is subjectively 

determined. Nevertheless, it is an objective one that contributes to one’s 

flourishing intellectually. By contrst, for example purchasing and drinking Coca-

Cola cannot contribute to one reaching their intellectual potential, contributing 

intellectual to creating the meaning of the brand and having control over that 

meaning can. 

 

The second reason why brand memeplexes are propagated successfully is that 

they do in fact serve a genuine function. That is, they fulfil the social desires and 

needs of consumers and society, and most importantly to this thesis, contribute 

to consumers reaching their ultimate intellectual potential.1501 It is inevitable that 

 

1495 This is quite known to salespeople as Brodie suggests. In Brodie’s words, ‘If we hear something 

repeated often enough, it becomes part of our programming. Advertisers and salespeople know this well. 

Any good book on sales will tell you that most customers don’t buy until they have been asked five to 

seven times. It takes that many repetitions to implant the Buy me meme in the customer’ (ibid 127). 
1496 See n 329 and accompanying text. 
1497 R Brodie, Virus of the Mind: The New Science of the Meme (Hay House, Inc 2009) 23–25. 
1498 Ibid 129. 
1499 S Blackmore, The Meme Machine (Oxford Paperbacks 1999) 40; As Distin and Kate clarify ‘in order to 

dominate, a meme must distract the brain’s attention from other memes. Success in this matter will 

depend upon the structure of the brain, as well as on the stability of the meme and its “penetrance in the 

cultural environment”. The latter will depend on psychological appeal… As sets of memes cooperate, new 

ones will find it more difficult to penetrate the environment later: the complex provides protection against 

invasion.’  K Distin and D Kate, The Selfish Meme: A Critical Reassessment (Cambridge University Press 2005) 

p 10. 
1500 See nn. 1469–1479 and accompanying texts. 
1501 See 1.3. 
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brand owners often aim, mainly through advertisements, at targeting individuals’ 

natural need to belong and to establish a state of psychological agreement with 

others.1502 Nevertheless, human brains, when interacting with memeplexes, as 

Dennett puts it ‘instead of just passing on their messages, … seem to be designed 

to do just the opposite, to transform, invent, interpolate, censor, and generally mix 

up the ‘input’ before yielding any ‘output’’.1503 A process at the heart of intellectual 

flourishing. In light of that, although brand memeplexes, at the moment of their 

creation, are part of a conscious process carried out and directed by the brand 

owner,1504 those memeplexes eventually become to carry with them meaningful 

and valuable associations that are the result of the active role of consumers’ 

intellectual engagement in establishing those meanings. Simply put, consumers 

are the co-authors of brands, as demonstrated in the preceding chapter.1505  

 

Brand owners and consumers are, however, at risk of losing control over 

meanings which resulted from their intellectual contribution to creating brand 

memeplexes. This is particularly so due to the current English approach which 

allows ‘memetic engineers’1506 to create new memes based on an existing 

brand’s memeplex with the aim of misappropriating the properties of the latter for 

pure profit returns, without overcoming considerable intellectual challenges.1507 

 

1502 See eg MR Leary and RF Baumeister, ‘The Need to Belong: Desire for Interpersonal Attachments as a 

Fundamental Human Motivation’ in Interpersonal Development (Routledge 2017); see also ibid. 
1503 Dennett continues ‘… We seldom pass on a meme unaltered... Moreover, as Steven Pinker has 

stressed… much of the mutation that happens to memes (how much is not clear) is manifestly directed 

mutation. ‘Memes such as the theory of relativity are not the cumulative product of millions of random 

(undirected) mutations of some original idea, but each brain in the chain of production added huge 

dollops of value to the product in a non-random way.’ DC Dennett and DC Dennett, Darwin's Dangerous 

Idea: Evolution and the Meanins of Life (Simon and Schuster 1996) Chapter Twelve p 355;  for further 

explanation of the copying and mutation process of memes see eg K Distin and D Kate, The Selfish Meme: A 

Critical Reassessment (Cambridge University Press 2005) 48- 56. 
1504 See nn. 1489, 1500 and accompanying text. 
1505 See also CHAPTER 4 and CHAPTER 5. 
1506 See n 1489. 
1507 See 1.3. 
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This was the case in L’Oréal v Bellure,1508 where Bellure created a new brand 

memeplex using the already existing luxurious L’Oréal’s brand’s memeplex, but 

a low-priced mutation of them.1509 Offering a low-priced brand memeplex is not 

problematic. Rather, what this thesis is concerned with is the power behind the 

idea of accepting an unoriginal, imitated product for the sake of it costing less 

than a luxurious, high-end one. Power here is not to be understood in its 

traditional form but as presented by Foucault.1510 Following Nietzsche’s 

conception of genealogy,1511 Foucault emphasised that modern power is not 

exercised upon individuals in physical, hierarchical or repressive forms.1512 

Rather, it is social and it produces reality.1513 Power, according to Foucault, is 

enforced upon society through informational flows in a ‘rhizomatic’1514 sense. It is 

embedded in interactions and ‘frame[s] the everyday lives of individuals. 1515 

Power in that sense is ‘everywhere; not because it embraces everything, but 

because it comes from everywhere’.1516 Thus, allowing the misappropriation of 

brands’ memeplexes, with no restrictions other than consumer confusion, 

 

1508 L’Oréal SA v Bellure NV [2006] EWHC 1503 (Ch), [2006] EWHC 2355 (Ch), [2007] EWCA Civ 968, [2010] 

EWCA Civ 535. 
1509 See n 1503 and accompanying text. 
1510 See nn. 1437- 1441 and accompanying text. 
1511 For general discussion about Nietzsche’s genealogy see eg: FRIEDRICH NIETZSCHE On the Genealogy of 

Morality.  Available at: http://www.inp.uw.edu.pl/mdsie/Political_Thought/GeneologyofMorals.pdf 
1512 This is contrary to Marx’s understanding of power. See n 1440 and accompanying text. 
1513 Foucault argues ‘We must cease once and for all to describe the effects of power in negative terms: it 

‘excludes’, it ‘represses’, it ‘censors’, it ‘abstracts’, it ‘masks’, it ‘conceals’. In fact power produces; it produces 

reality; it produces domains of objects and rituals of truth.  The individual and the knowledge that may be 

gained of him belong to this production’ M Foucault, Discipline and Punish: The Birth of the Prison (2nd 

Vintage Books edn 1995), p 194. Foucault also argued elsewhere ‘Truth isn't outside power … Truth is a 

thing of this world; it is produced only by virtue of multiple forms of constraint…And it induces regular 

effects of power. Each society has its regime of truth, its 'general politics' of truth; that is, the types of 

discourse which it accepts and makes function as true’ (B Gieben and S Hall, The Formations of Modernity 

(Polity Press 1992) p 295). 
1514 See nn. 1192- 1196 and accompanying text. 
1515 M Foucault, Discipline and Punish: The Birth of the Prison (2nd Vintage Books edn 1995), P. 77. 
1516 According to Foucault ‘power… is produced from one moment to the next, at every point, or rather in 

every relation from one point to another” M Foucault, The history of sexuality, vol. 1: An Introduction (1st 

American edn Pantheon Books New York), part 4, at 2, p.93. 

http://www.inp.uw.edu.pl/mdsie/Political_Thought/GeneologyofMorals.pdf
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contributes to the evolution of, and the contention of, a materialistic mind-set in 

society, where the act of consumption and possession of material objects for its 

own sake prevails.1517 This leads individuals to lose their intellectual sense of 

values;1518 consumption for the sake of consumption becomes a socially 

accepted means of pursuing one’s happiness and self-satisfaction,1519 at the 

expense of their obligation to living to their fullest intellectual potential and 

achieving their utmost intellectual engagement in society. 

 

At first, new memes will compete with the original brand memeplexes for a share 

of the public’s mind. Soon the original brand memeplexes will lose to the new 

ones, because the natural selection through which they evolve is not supported 

by the dominant economic English approach.1520 This will be clarified, from the 

perspective of the notion of memes, as this chapter goes on. Patterns of thought 

created as a result of the original brand memeplex would not be whittled away all 

of a sudden or completely. Rather, memes will start competing with each 

other;1521 psychological techniques would be required to ‘create a winner in the 

mind war’.1522 This process, per Foucault, ‘is not simply a relationship between 

 

1517 See nn. 1611- 1615 and acompanying text. 
1518 According to Gunster ‘we become incapable of achieving pleasure unless the practices and activities 

from which it is derived are mediated through the market: the exchange process becomes the gatekeeper 

for any and all forms of satisfaction’ (S Gunster, ‘Revisiting the Culture Industry Thesis: Mass Culture and 

the Commodity Form’ (2000) Cultural Critique 40, 61). 
1519 Many empirical studies have shown that materialism is negatively related to happiness, satisfaction and 

overall well-being. See eg RW Belk, ‘Worldly Possessions: Issues and Criticisms’ (1983) Volume 10, ACR 

North American Advances; RW Belk, ‘Materialism: Trait Aspects of Living in the Material World’ (1985) 12 

Journal of Consumer research 265; ML Richins, ‘Media, Materialism, and Human Happiness’ (1987) Volume 

14 ACR North American Advances; ML Richins and S Dawson, ‘A Consumer Values Orientation for 

Materialism and Its Measurement: Scale Development and Validation’ (1992) 19 Journal of consumer 

research 303. 
1520 See CHAPTER 2, CHAPTER 3. 
1521 See 6.2. 
1522 Brodie explains further ‘[i]f it were only a matter of getting infected with some silly meme like “the 

moon is made of green cheese” and going ahead and living a rich, full life with that mistaken knowledge, it 

wouldn’t be a big deal. After all, if you ever got to the moon, you’d find out it wasn’t made of green cheese 
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partners, individual or collective’1523 rather it leads to a market ‘in which certain 

actions modify others’.1524 This is the essence of the ‘invisible hand’.1525 As this 

thesis suggests, it eventually leads to a market that is controlled and regulated 

by non- hierarchical actions and reactions that merely fulfil financial and utilitarian 

goals as it is the situation with the current English approach.1526 The next section 

examines the current English approach. 

 

6.4 The English approach 

This section examines the current English approach towards the protection of 

brands against ‘detriment to repute’ from the perspective of the notion of memes. 

As discussed in (3.3.5), English courts hold a liberal stance in cases where 

negative associations (other than egregiously unpleasant associations) are being 

created where the act of ‘tarnishment’ itself incorporates an element of freedom 

of commercial expression. It has also been discussed that expanding protection 

against ‘detriment to repute’ is often rejected by English law on the basis that 

such protection essentially obstructs competition and unnecessarily restricts the 

free flow of information. According to this approach, consumers are expected to 

rationally perceive all information and then act upon it rationally.1527  

 

 

and say, “Oh, isn’t that interesting.” No biggie. But our memes drive our behavior, and when mind viruses 

infect us with memes that cause us to act in ways that derail us from our pursuit of happiness, we have a 

problem’ (R Brodie, Virus of the Mind: The New Science of the Meme (Hay House, Inc 2009) 196). 
1523 M Foucault, Discipline and Punish: The Birth of the Prison (2nd Vintage Books edn 1995), p. 295. 
1524 Ibid. 
1525 See nn. 329, 330. 
1526 It is crucial to highlight again that what this thesis is concerned with is the power behind the idea of 

accepting an unoriginal imitated product for the sake of a lower price than a luxurious, high-end one, and 

not the act of offering low-priced brands memeplexes. 
1527 See nn. 308- 310 and accompanying text. 
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Perceiving brands as powerful memeplexes,1528 this section challenges that 

approach and argues that it is limited when it comes to the enhancement of 

memetic discourse in society. Comparative advertising disputes offer a suitable 

case study here, like for example, British Airways plc v Ryanair Ltd.1529 In this 

case, the defendant, Ryanair, placed advertisements comparing their own flight 

prices against those of the claimant, British Airways.1530 Ryanair, re-using the 

already existing memeplex of British Airways, launched their campaign under the 

headings ‘Expensive BA’ and ‘Expensive BA & .DS!’.1531 Although Ryanair’s use 

fell under section 10(1) of the TMA 19941532 – since they ‘used the exact 

registered trade mark, BA’1533 – Ryanair claimed a comparative advertising 

defence under the now-revoked section 10(6) of the TMA 1994.1534 In turn, British 

Airways objected on the basis of the conditions laid down in article 4 of the 

CMD.1535 Of particular concern to this thesis is the requirement that comparative 

advertising should be allowed only if ‘it does not discredit or denigrate the trade 

marks, trade names, other distinguishing marks, goods, services, activities, or 

circumstances of a competitor’.1536 

 

 

1528 6.3. 
1529 British Airways plc v Ryanair Ltd [2000] EWHC Ch 55. 
1530 Ibid [1]. 
1531 Ibid. 
1532 Section 10(1) states that ‘A person infringes a registered trade mark if he uses in the course of trade a 

sign which is identical with the trade mark in relation to goods or services which are identical with those for 

which it is registered’ (available at http://www.legislation.gov.uk/ukpga/1994/26/section/10). 
1533 British Airways plc v Ryanair Ltd [2000] EWHC Ch 55 [15]. 
1534 See 3.4. 
1535 British Airways plc v Ryanair Ltd [2000] EWHC Ch 55 [24]. 
1536 Art 4 (d) of Directive 2006/114/EC of the European Parliament and of the Council of 12 December 2006 

available at https://eur-lex.europa.eu/legal-content/EN/TXT/HTML/?uri=CELEX:32006L0114&from=EN. 

http://www.legislation.gov.uk/ukpga/1994/26/section/10
https://eur-lex.europa.eu/legal-content/EN/TXT/HTML/?uri=CELEX:32006L0114&from=EN
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This thesis is not against advertising per se,1537  nor is it against objective and 

informative comparative advertising.1538 However, the growth of materialism that 

may result from the current English approach towards ‘tarnishment’ is problematic 

when it comes to the obligation on society to intellectually engage in the 

marketplace through the memetic discourse. Looking at the case from the 

perspective of the notion of memes and the notion of power, one is able to see 

how the re-use by Ryanair of the BA mark undermines the memetic discourse in 

society. This is due to the fact that Ryanair re-used an already existing memeplex 

to produce a set of ‘offensive and disparaging’ memeplexes, which have now 

been added to the existing memetic discourse and could in turn be replicated and 

transmitted to future generations.1539 Utilising the theories used in this 

chapter,1540 this form of competition according to this thesis leads to a 

normalisation of the language of consumption at any expense.1541 Ultimately, this 

would result in turning individuals to consumers with modes of thinking that are 

pinned down and stabilised.1542 In other words, the way Ryanair used BA’s mark 

reaches beyond the marketplace to create a shared understanding of reality that 

is not only based on consumption, and, hence, modes of thinking in society that 

 

1537 Per Philip, ‘there is no denying that advertising is one tool that capitalism uses to keep consumers’ 

attention focused on goods. However, advertising, as a tool, can be used to focus attention on any social 

value. This conclusion is supported by the rare instances when advertising is not used as a consumption 

tool, but instead is used to further a different social agenda. For example, the American Heart Association 

created print ads to encourage parents to turn off the TV and help their children exercise. In this case, 

advertising was used to promote less consumption of the mass media, and to focus attention on non-

consumption-based activities’ (BJ Phillips, ‘In Defense of Advertising: A Social Perspective’ (1997) 16 Journal 

of Business Ethics 109, 113); see also J Kirkpatrick, ‘A Philosophic Defense of Advertising’ (1986) 15 Journal 

of Advertising 42. 
1538 See 3.4. 
1539 See 6.3. 
1540 See 6.1. 
1541 In similar vein Liman argues ‘Trade symbols have wormed their way into everyday language… As 

happens with language, speakers and writers have imbued these trade symbols with connotations distinct 

from and sometimes unrelated to their significance as designators of product source.’ J Litman, ‘Breakfast 

with Batman: The Public Interest in the Advertising Age’ (1999) 108 The Yale Law Journal 1737. 
1542 See nn. 1611- 1615 and acompanying text. 
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are framed by terms of utility and market exchange but also undermining already 

existing meanings that are valued in the semiotic discourse.  

 

Nevertheless, the attention of the court in this case was focused upon the lack or 

the existence of confusion for the rational average consumer,1543 as this is how 

the English approach is currently designed. In particular, Jacob J was concerned 

whether the un-authorised use by Ryanair ‘was honest comparative 

advertising’,1544 stating that ‘[y]ou can be offensive about another’s trade mark or 

name without being dishonest. The Bastards headline does just that.’1545 Thus, a 

legal liability for the un-authorised use was denied by Jacob J, who concluded ‘[i]t 

is of course the case that the average consumer has been exposed from birth to 

advertising. People get case hardened by it. They expect hyperbole and puff. One 

can almost say no advertisement is complete without them.’1546  

 

Given the current economic standpoint of the English law, under which 

comparative advertising is seen as a tool of market transparency (it presents a 

right to freedom of commercial speech and is essentially a pro-competitive 

method of marketing and competition),1547 the court’s position towards Ryanair’s 

use is acceptable by this thesis. Nevertheless, this thesis suggests, based on the 

notion of memes, that the current liberal position towards acts of ‘tarnishment’, as 

well as comparative advertising incorporating indirect tarnishing of a mark, draws 

the courts’ attention away from the memetic nature of brand memeplexes1548 and 

 

1543 British Airways plc v Ryanair Ltd [2000] EWHC Ch 55 [24]-[32]; see also 3.2.1. 
1544 Ibid [42]. 
1545 Ibid [25]. 
1546 Ibid [32]. 
1547 See 3.4. 
1548 See 6.3. 
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the influential power they have in shaping the public’s mind. This, in the long term, 

will lead to the evolution of a materialistic mind-set in society.1549 This is 

particularly so in capitalist free markets where information only serves, as per 

Horkheimer and Adorno, ‘those whose economic position in society is 

strongest’.1550 A result of this, according to Marcuse, would be that individuals 

and society would no longer have the ability to perceive other dimensions of 

thinking possibilities, outside the dominant rationalised thought.1551 Hence, the 

public would unconsciously submit to the dominant modes of thinking.1552 

 

This approach was reaffirmed in O2 v H3G.1553 In this case H3G launched a 

comparative advertising campaign featuring the O2 trade mark in an offending 

manner.1554 Despite the fact that the use of O2’s memeplex by H3G was clearly 

intended to compete for a space in the relevant consumer’s mind merely to 

improve their capitalist and financial gains, the use was allowed by the court.1555 

 

1549 See nn. 1611- 1615 and acompanying text. 
1550 According to Horkheimer and Adorno, ‘The standardized forms, it is claimed, were originally derived 

from the needs of that consumers that is why they are accepted with so little resistance. In reality, a cycle of 

manipulation and retroactive needs is unifying the system ever more tightly. What is not mentioned is that 

the basis on which technology is gaining power over society is the power of those whose economic 

position in society is strongest ‘(M Horkheimer, TW Adorno and G Noeri, Dialectic of Enlightenment 

(Stanford University Press 2002) 95). 
1551 Per Marcuse ‘The cognitive costs include the loss of an ability to perceive another dimension of 

possibilities that transcend the one-dimensional thought and society… One-dimensional thought is not 

able to make these distinctions and thus submits to the power of the existing society, deriving its view of 

the world and mode of behavior from existing practices and modes of thought.’ Marcuse H, (2013), 

Introduction to the second edition at xxviii  
1552 Per Marcuse ‘One-dimensional man does not know its true needs because its needs are not its own-

they are administered, superimposed, and heteronomous; it is not able to resist domination, nor to act 

autonomously, for it identifies with public behavior and imitates and submits to the powers that 

be.’Marcuse H, ibid; Freud also argued ’The individual loses his power of criticism and lets himself slip into 

the same emotion. But in so doing he increases the excitement of the other people, who had produced this 

effect upon him, and thus the emotional charge of the individuals becomes intensified by mutual 

interaction.’ Freud S, Group psychology and the analysis of the ego (WW Norton & Company 1975) p. 
1553 O2 Holdings Ltd & Others v Hutchinson 3G Ltd [2005] EWHC 344 (Ch); [2006] EWCA Civ 1656; [2006] 

EWHC 534 (Ch). 
1554 O2 Holdings Ltd & Anor v Hutchison 3g Ltd [2006] EWHC 534 (Ch) (23 March 2006) [45] and [46]. 
1555 Malone draws attention to that memes that contains ‘one of biology’s 4 F’s; food, fighting, fleeing, or 

finding a mate’ ‘will have a greater chance of being received by a new host. Marketing campaigns 
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The court decision was based on the fact that the use by H3G did not cause any 

confusion or any economic loss to O2 and had not resulted in any economic 

advantages for H3G. Similar to British Airways v Rynair, the court’s decision was 

limited and overlooked the potential gradual impact of the new memeplex created 

by H3G upon the memetic discourse.1556  

 

This thesis argues that the liberal approach towards the un-authorised use of 

marks in comparative advertisements that are not objective or informative – such 

as those used by Ryanair, H3G and, most recently, Bellure – leads the public’s 

mind to be highly exposed to offensive and materialistic information that cares 

nothing for the existing memetic discourse.1557 Rather, they merely care for their 

own replication and transmission through minds. Thus, H3G’s comparative 

advertisement, and Ryanair’s before it, compete to reserve a place in the public’s 

mind in order to survive the competition. This process happens at the expense of 

memetic information that has the tendency to enhance and improve the memetic 

discourse (and the semiotic discourse),1558 for instance O2’s aesthetic image of 

bubbles in blue water combined with artistically chosen voice and backtrack. 

 

containing this type of meme will receive more attention.’ Or those that ‘tap into the realms of belonging. 

They deal with identity and the need of approval from others. They tend to transmit easily and quickly. 

Marketers can capitalise on secondary hot buttons especially when dealing with youth. The identity 

questions and need of approval is very strong with young people.’ L Malone, ‘The Meme Is the Message: A 

Study of Memetics & Marketing’ (2001)  Undergraduate thesis Dublin, National College of Ireland p 43. 
1556 See nn 1529–1546 and accompanying text. 
1557 Per Schudson ‘Advertising, whether or not it sells cars or chocolate, surrounds us and enters into us, so that 

when we speak, we may speak in or with reference to the language of advertising and when we see we may see 

through schemata that advertising has made salient for us’ M Schudson, ‘Advertising as Capitalist Realism’ (2000) 1 

Advertising & Society Review p 1; Goldman also argues ‘Every day that we routinely participate in the social 

grammar of advertisements, we engage in a process of replicating the domain assumptions of commodity 

hegemony. These domain assumptions are important because they condition and delimit the field of discourse 

within which our public and private conversations take place.’ R Goldman, Reading Ads Socially (Routledge 2005) p 

2. 
1558 See CHAPTER 5. 
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Which now became associated with unpleasant black, white and grey bubbles 

with different shapes and sizes accompanied with unpleasant voice over.1559  

 

Utilising the notion of memes, the emphasis by courts should be directed at 

‘whether the defendant has used the plaintiff’s mark to express an idea rather 

than simply to propose a commercial transaction’,1560 while less emphasis should 

be directed at the quantitative benefits gained as a result of the parody use or the 

likelihood consumer confusion. Nevertheless, the court devoted its attention in 

the above cases to the existence of a likelihood of confusion for the average 

consumer1561 and to encourage the notion that ‘the advertiser must be free to 

choose what visual imagery to present’1562 and that ‘no advertiser is likely to 

produce a comparative advertisement unless he comes out of the comparison 

more favourably than his competitor does’.1563 Courts, as discussed earlier in this 

thesis,1564 are likely to maintain a similar position under the newly inserted section 

10(4)(e) of the TMA 1994.1565 

 

Based on the above discussion, this thesis argues that the current English 

approach is more likely to lead to memetic information aggressively competing 

for a share of individuals’ minds and for the attention of potential consumers who 

 

1559 O2 Holdings Ltd & Anor v Hutchison 3g Ltd [2006] EWHC 534 (Ch) (23 March 2006) [45] and [46]. 
1560 EB Staffin, ‘The Dilution Doctrine: Towards a Reconciliation with the Lanham Act’ (1995) 6 Fordham 

Intell Prop Media & Ent LJ 105. 
1561 O2 Holdings Ltd & Others v Hutchinson 3G Ltd [2006] EWCA Civ 1656 [33]–[38]. 
1562 Ibid [166]; also in L’Oréal v Bellure the court stated that ‘I have a number of reasons for that 

predilection. First and most generally is that I am in favour of free speech – and most particularly where 

someone wishes to tell the truth. There is no good reason to dilute the predilection in cases where the 

speaker’s motive for telling the truth is his own commercial gain’ (L’Oréal SA v Bellure NV [2010] EWCA Civ 

535 [9]). 
1563 O2 Holdings Ltd & Others v Hutchinson 3G Ltd [2006] EWCA Civ 1656 [166]. 
1564 See 3.4. 
1565 See nn. 1611- 1615 and accompanying text. 
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are exposed to it, in order to evolve and survive,1566 thereby leading individuals 

to be influenced by decisions that are pre-established1567 and have already been 

made in the capitalist system and offered to the public.1568 To put it in Horkheimer 

and Adorno’s words, the information is ‘provided for everyone so that no one can 

escape’.1569 Everyone is supposed to act autonomously; however, they should 

only act spontaneously according to the system. 

 

In conclusion, instead of authorising intervention to control and limit competition 

in order to allow purposeful, human selection of information, English courts, by 

allowing free competition over individuals’ minds, encourage the natural selection 

of any type of information, particularly information that leads to the evolution and 

the continuation of a materialistic mind-set in society.1570 This kind of information, 

according to memes theory, is taking over a great space within individuals’ minds 

and undermining their ability to reach their intellectual potential,1571 as discussed 

 

1566 This competition can be referred to as advertising wars. See eg R Goldman and S Papson, Sign Wars: 

The Cluttered Landscape of Advertising (Guilford Press 1996). 
1567 Per Blackmore, ‘[m]uch of the antagonism towards Darwinism, sociobiology, and indeed any science of 

human behaviour, stems from an apparent desire to see ourselves as magical autonomous agents in 

charge of our own destinies’ (S Blackmore, The Meme Machine (Oxford Paperbacks 1999) 170); also M 

Csikszentmihalyi has argued a similar idea, stating that ‘[i]t is possible that one of the most dangerous 

illusions we must learn to see through is the belief that the thoughts we think of and the things we make 

are under our control, that we can manipulate them at will’ (M Csikszentmihalyi, The Evolving Self: A 

Psychology for the Third Millennium, vol 5 (HarperCollins 1993) 121). 
1568 Per Gunster, ‘data given to us by the culture industry has already been organized and classified for us. 

We do not have to impose stereotypes on the movies, songs, and stories of mass culture, comparing them 

to other (cultural) experiences we have had, or analyzing them to see how they both fit into and challenge 

our existing conceptual frameworks. Rather, in the ultimate triumph of style, they already come to us 

prepackaged for our immediate consumption. Films and television programs, radio broadcasts, and 

popular music have already been so extensively organized, sorted, and classified that there is nothing left 

for people to schematize’ (S Gunster, ‘Revisiting the Culture Industry Thesis: Mass Culture and the 

Commodity Form’ (2000) No. 45 Cultural Critique 40, 53). 
1569 M Horkheimer, TW Adorno and G Noeri, Dialectic of Enlightenment (Stanford University Press 2002) 97; 

according to Horkheimer and Adorno ‘[a]ny need which might escape the central control is repressed by 

that of individual consciousness. The step from telephone to radio has clearly distinguished the roles. The 

former liberally permitted the participant to play the role of subject. The latter democratically makes 

everyone equally into listeners, in order to expose them in authoritarian fashion to the same programs put 

out by different stations’ (Ibid 95 and 96). 
1570 See n 1542. 
1571 See 1.3. 
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above, leading to the evolution and the continuation of a materialistic mind-set in 

society.1572 The thesis therefore emphasises the need for the courts’ intervention 

in the way that brands are being reproduced in the market. Such an intervention, 

with the proper amount of exceptions, would eliminate the reproduction of 

capitalist-materialist information that threatens intellectual flourishing in 

society,1573 both in the market and in society as a whole, by competing over a 

share of the publics’ minds at the expense of higher intellectual and thought-

provoking information, as the next section demonstrates. 

 

6.5 How would the proposed provision contribute to the memetic 

discourse? 

This section outlines how the implementation of the proposed alternative to the 

English approach towards the ‘detriment to the repute’ provision1574 would allow 

for a consideration of the memetic nature of brands,1575 and their role in 

enhancing the memetic discourse and, hence, intellectual flourishing in 

society.1576 

 

As demonstrated in the previous section, and in many places in this thesis, 

embedded in the current English approach is the notion that information in the 

 

1572 Marcuse argues, ‘as these beneficial products become available to more individuals in more social 

classes, the indoctrination they carry ceases to be publicity; it becomes a way of life. It is a good way of life 

much better than before-and as a good way of life, it militates against qualitative change. Thus, emerges a 

pattern of one-dimensional thought and behavior in which ideas, aspirations, and objectives ...are either 

repelled or reduced to terms of this universe. They are redefined by the rationality of the given system and 

of its quantitative extension’ (H Marcuse, One-Dimensional Man: Studies in the Ideology of Advanced 

Industrial Society (Routledge 2013) 14). 
1573 See n 1571. 
1574 See 3.3.4. 
1575 See 6.3. 
1576 See 1.3. 
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marketplace is, essentially, rationally transmitted to and perceived by the relevant 

consumers and the public.1577 In other words, consumers are considered to be 

‘reasonably well informed and reasonably observant and circumspect’.1578 By 

contrast, the proposed reforms allows the perception of individuals as being a 

part of the evolutionary process in which that information evolves, and of which 

brands are also a part.1579 It acknowledges that information uses individuals as 

vehicles for its evolution and replication;1580 it becomes a part of individuals’ 

mental programming and is spread by influencing their behaviour and affecting 

their lives.1581 As Blackmore puts it, ‘They sculpt our minds and cultures as they 

go—whatever their effect on the genes’.1582 

 

It has been accepted by this thesis, as discussed in the preceding section, that 

information after its creation begins to have a life of its own and is able to influence 

the perception of its creator and that of others who are exposed to it. However, in 

his analysis of memes, Dawkins made it clear that humans are able to overcome 

the harm the memetic process of information may cause.1583 As per Dawkins, 

‘We, alone on earth, can rebel against the tyranny of the selfish replicators’.1584 

This is due to humans’ unique feature embedded in their intellectual ‘capacity for 

 

1577 See nn. 328- 330. 
1578 O2 Holdings Ltd & Others v Hutchinson 3G Ltd [2006] EWHC 534 (Ch) 70 (also citing Linde AG v 

Deutches Patent-und Markenamt [2003] ECR I-3161).  
1579 See 6.3. 
1580 See eg n 1470 and accompanying text. 
1581 S Blackmore and others, ‘The Power of Memes’ (2000) 283 Scientific American 64, 66. 
1582 Ibid. 
1583 R Dawkins, The Selfish Gene (OUP 2016) 201. 
1584 Ibid; In an endnote to ch 11, Dawkins discusses this by giving the sexual-desire as an example: ‘there 

have been genes influencing sexual desire—in the same sense as genes ever influence anything. Yet they 

presumably have no trouble with curbing their sexual desires when it is socially necessary to do so’ (Ibid, 

332). 
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conscious foresight’.1585 This is unlike memes, or units of information, who are 

‘unconscious, blind, replicators.’1586 One way of defying those selfish replicators 

is through well-established intellectual memes that have the ability to undermine 

and eliminate capitalist-materialistic memes. This is possible through laws and 

regulations, which are units of information themselves, that have the power to 

shape the publics’ mind and influence behaviour in society.1587 

 

It follows that, the implementation of the proposed alternative to the current 

English approach to protection against ‘detriment to the repute’ of a mark (i.e, 

tarnishment)1588 in fact play a role in enhancing the memetic discourse in society. 

This is because the provisions of the proposed reform would allow courts to take 

charge over and eliminate capitalist-materialistic mimetic information that results 

from the misappropriation and thus un-authorised reproduction of brands in the 

marketplace. This is due to the increase of level of the intellectual challenge,1589 

which the proposed alternative allows upon the re-use of information itself, and 

not only what they commercially signify.1590 To recall, this thesis proposes an 

‘intellectual flourishing’ oriented alternative to protection against ‘detriment to 

repute, the inbuilt exception of the ‘due cause’ is suggested by this thesis to be 

 

1585 Ibid 200; Against this Rose argues ‘Rather less demotically, Dawkins insists that only we as humans have 

the power to rebel against the tyranny of the selfish replicators. Such a claim to a Cartesian separation of 

these authors’ minds from their biological constitution and inheritance seems surprising and incompatible 

with their claimed materialism. Where does this strange free will come from in a genetically and 

evolutionarily determined universe?’ S Rose, ‘Escaping Evolutionary Psychology’ (2010)  Alas, poor Darwin: 

Arguments against evolutionary psychology 247-67. 
1586 Ibid; Dawkins continues, ‘even if we look on the dark side and assume that individual man is 

fundamentally selfish, our conscious foresight—our capacity to simulate the future in imagination—could 

save us from the worst selfish excesses of the blind replicators. We have at least the mental equipment to 

foster our long-term selfish interests rather than merely our short-term selfish interests’ (Ibid). 
1587 A similar idea was discussed in R Brodie, Virus of the Mind: The New Science of the Meme (Hay House, 

Inc 2009) 25–27. 
1588 See 3.3.4. 
1589 See 1.3. 
1590 See 6.3. 
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revoked (alternatively, a list of situations is suggested to be used to determine 

whether a brand re-use is detrimental),1591 and that the newly inserted section 

10(4)(e) of the TMA 1994 must be revoked and for ‘comparative advertising’ to 

be regulated under a reformed section 10(3).1592 It follows that, under the 

suggested reform, both British Airways and O2 would have had the right to 

prevent the un-authorised use of their marks respectively, in British Airways Plc 

v. Ryanair Ltd1593 and O2 v H3G1594 (as per the examples in the previous section).  

 

According to proponents of comparative advertising,1595 such an approach 

essentially forms a threat to commercial speech and expressive uses of trade 

marks in the marketplace,1596 and favours brand owners’ interest in retaining 

control over the image of their brands. Nevertheless, when advertisements are 

mixed with parody elements1597 courts (to achieve the goal of intellectual 

flourishing enhancement)1598 should not overlook the non-commercial messages 

that are impeded in those ads and are being conveyed to the public and thereby 

being added to the memetic discourse. By contrast, Dagon believes that ‘a parody 

that makes fun of a trademark without adopting it as a brand should not be 

 

1591 See 3.3.5. 
1592 See 3.4. 
1593 British Airways plc v Ryanair Ltd [2000] EWHC Ch 55. 
1594 O2 Holdings Ltd & Others v Hutchinson 3G Ltd [2005] EWHC 344 (Ch); [2006] EWCA Civ 1656; [2006] 

EWHC 534 (Ch). 
1595 see eg D Gangjee and R Burrell, ‘Because You're Worth It: L'oreal and the Prohibition on Free Riding’ 

(2010) 73 The Modern Law Review 282; M Heritage, ‘'Smells-Alike'defeat for Truthful Comparative 

Advertising?’ (2010) 15 Communications law (Haywards Heath) 105; A Georgios, ‘Bubble Wars! Trade Mark 

Use and Protected Designation of Origin in Comparative Advertising’ (2009)  European Intellectual Property 

Review 316; B Mills, ‘Comparative Advertising-Should It Be Allowed in the United Kingdom’ (1996) 86 

Trademark Rep 174. 
1596 See 5.5.1. 
1597 Parody is discussed further in the following subsection see 6.5.1. 
1598 See 1.3. 
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actionable under trademark law.1599 This includes comparative advertising’1600 for 

Dogan, trade mark law function is not to protect consumers from this harm.1601 

Whereas Jacob J criticised the CJEU’s decision in L’Oréal SA v Bellure NV1602 in 

relation to comparative advertising,1603 stating that he is ‘in favour of free 

speech'1604 and that ‘countries with a healthy attitude to competition law, such as 

the US, would not keep a perfectly lawful product off the market by the use of 

trade mark law to suppress truthful advertising’.1605 

 

However, as noted earlier in the preceding chapter,1606 the arguments in favour 

of the right to freedom of expression has commonly relied on the ‘individual’s’ 

right to communicate their thoughts and ideas without any undue restriction.1607   

By contrast, the ultimate objective of the this thesis is to contribute to the 

obligation on individuals’ to living to their fullest intellectual potential and 

achieving their utmost intellectual engagement in society.1608 It does so through 

the enhancement of knowledge,1609 the semiotic discourse1610 and the memetic 

discourse as this chapter presents. One could challenge this and argue that the 

proposed protection undermines the memetic discourse in society as it facilitates 

 

1599 According to Dogan ‘the dominant theoretical justification for trademarks remains an economic one’ 

this could undermine the 492, 493; see also SL Dogan and MA Lemley, ‘A Search-Costs Theory of Limiting 

Doctrines in Trademark Law’ (2007) 97 Trademark Rep 1223; SL Dogan and MA Lemley, ‘Trademarks and 

Consumer Search Costs on the Internet’ (2004) 41 Hous L Rev 777. 
1600 SL Dogan and MA Lemley, ‘Parody as Brand’ (2013) 47 UCDL Rev 477. 
1601 Per Dogan ‘Trademark use is a logical filter to weed out cases that are about parodies featured in 

magazines, movies, TV shows, Twitter feeds, or any of a variety of other uses that don't involve branding’ 

ibid 478; see also SL Dogan and MA Lemley, ‘Grounding Trademark Law through Trademark Use’ (2006) 92 

Iowa L Rev 1669. 
1602 Case C-487/07 L’Oréal SA v Bellure NV [2009] EUECJ. 
1603 See discussion of L’Oréal SA v Bellure NV in the context of comparative advertising in 3.4. 
1604 L’Oréal SA v Bellure NV [2010] EWCA Civ 535 [9]. 
1605 Ibid [20]. 
1606 See CHAPTER 5. 
1607 See nn. 1329- 1336 and accompanying text. 
1608 See 1.3. 
1609 See CHAPTER 4. 
1610 See n 1606. 
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materialistic mind-set rather than eliminate it. For example, one could argue that 

providing protection for brands against being used in comparative advertising or 

being parodied encourages brands to function, as Assaf argues1611 ‘much in the 

same way as that of a religious ritual in its reinforcement of core beliefs. 

strengthens brand loyalty, making it more difficult for the consumer to challenge 

his or her attitude in the future.’1612 Leading brands to ‘serve as viable relationship 

partners for consumers’ and eventually ‘[c]onsumers [would] incorporate brands 

into their lives as tools for shaping and expressing their own identities, and for 

perceiving the identities of others.’1613 Even more, brand communities are created 

where one can’t switch to other brands, otherwise they would be considered as 

they have ‘betrayed the brotherhood.’1614 It follows that, to empower brand owner 

through the proposed protection, would lead the materialistic dimension of brands 

to grow ever more important in society. Whereas, allowing competitors to freely 

compete through using others’ brands without authorisation leads those brands 

to ‘lose much of their fetishistic status’1615 and eventually diminishing their 

materialistic values and reduce it back to the informational function of trade 

marks. 

 

By contrast, however, the fact that trade marks and brands have been released, 

as noted earlier, in the socio-cultural sphere of the marketplace1616 and the 

resultant affects upon consumers and society as a whole is inevitable nowadays. 

 

1611 Assaf criticising brand merchandise. See K Assaf, ‘Brand Fetishism’ (2010) 43 Conn L Rev 83 at II E. 
1612 Assaf continues ‘Consumers are thus likely to remain loyal even when the brand could otherwise have 

disappointed them.’ Ibid, 103. 
1613 Ibid, 95. 
1614 S Askegaard, Brands as a Global Ideoscape. I Je Schroeder, & M. Salzer-Morling, Brand Culture (S. 91-

102) (London: Routledge 2006), 94-96. 
1615 Assaf criticising brand merchandise. See K Assaf, ‘Brand Fetishism’ (2010) 43 Conn L Rev 123. 
1616 See n 571 and accompanying text. 
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To put it in Assaf’s words herself ‘marketing experts… openly admit that 

marketing is aimed at creating emotional attachments, which ultimately triumph 

over rational analysis. Eventually, marketing efforts succeed, and turn some 

brands into tools of psychological influence.’1617 This, from the perspective of the 

notion of memes, makes the need for intervention through regulation vital. In 

other words, regulating the un-authorised use of brands in the marketplace allows 

purposeful, human selection of information to be released in the marketplace. 

This is instead of allowing natural selection of any type of information to compete 

over a space of the public mind. For example, if British Airways v Ryanair1618 was 

decided under the proposed reform, the court would have focused upon the 

discrediting or denigrating nature of the use of the British Airways brand 

memeplex by Ryanair. In particular, the use of the phrase ‘Expensive BA & .DS!’ 

,1619 and the fact that it resulted in the production of new, however, undermining 

to the intellectual experiences of those exposed to it and could be once again 

generated and transmitted to future generations.  

 

This also applies to O2 v H3G.1620 By contrast to the current situation under the 

law where the court’s attention was upon freedom of competition and that ‘no 

advertiser is likely to produce a comparative advertisement unless he comes out 

of the comparison more favourably than his competitor does’.1621 The prohibition 

of the use of a sign that results in likelihood of a distortion of the image and, or 

the vision of a brand in comparative advertising would allow courts to pay 

 

1617 See K Assaf, ‘Brand Fetishism’ (2010) 43 Conn L Rev 107. 
1618 British Airways plc v Ryanair Ltd [2000] EWHC Ch 55. 
1619 See n 1531. 
1620 O2 Holdings Ltd & Anor v Hutchison 3G UK Ltd [2005] EWHC 344 (Ch), [2006] EWHC 534 (Ch), [2006] 

EWCA Civ 1656. 
1621 Ibid; [2006] EWCA Civ 1656, at 166. 
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attention not only to the economic and rational dimension of the matter but to also 

address the larger issue of the memetic discourse within the context in which 

brands are being featured.1622 It follows that if O2 v H3G was decided under the 

proposed alternative, the court would have been able to address that, H3G’s use 

of the O2 brand memeplex was aimed at the distortion of the carefully designed 

image of O2 while simultaneously competing for a space in the public’s minds, 

for their (H3G) own pure commercial gain, through using undermining replications 

of the latter.1623 In particular, presenting black, white and grey bubbles with 

different shapes and sizes, rather than the familiar exciting-looking blue bubbles; 

an image carefully created by O2.1624 Thereby creating undermining images that 

merely have the tendency to drive consumers ‘to push [their] shopping cart over 

to [advertised product’s] shelf’,1625 and not simply concerned with presenting 

description of, or objective information about its services in a pro-competitive 

manner. 

 

The situation under the MCAD where the general rule is that comparative 

advertising is encouraged1626 and any limitation to that rule is the exception.1627 

Under the proposed alternative1628 however, the general rule is that comparative 

advertising is prohibited unless one of the specific defences stated in section 11 

 

1622 See n 1559 and accompanying text. 
1623 See n 1621. 
1624 O2 Holdings Ltd & Others v Hutchinson 3G Ltd [2006] EWHC 534 (Ch) [194] 
1625 Brodie R, Virus of the mind: The new science of the meme (Hay House, Inc 2009) introduction, at xix; For 

an opposing view on the effectiveness of comparative advertising on the consumer’s mind see eg TE Barry, 

‘Comparative Advertising: What Have We Learned in Two Decades?’ (1993) 33 Journal of Advertising 

Research 19; GE Belch, ‘An Examination of Comparative and Noncomparative Television Commercials: The 

Effects of Claim Variation and Repetition on Cognitive Response and Message Acceptance’ (1981)  Journal 

of Marketing Research 33; on the effectiveness of comparative advfertising compared to noncomparative 

advertising see eg D Grewal and others, ‘Comparative Versus Noncomparative Advertising: A Meta-

Analysis’ (1997)  The Journal of Marketing . 
1626 See 3.4. 
1627 Ibid. 
1628 See 3.3.4. 
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of the TMA 1994. This shifts the focus from purely preserving the rational interest 

of the average consumer1629 to the context within which the marks are being used 

and the outcomes of those uses to create a balance between the competing 

interests and the larger public in flourishing intellectually.1630 Such an approach 

would eventually eliminate the impact of comparative advertisements that are 

intellectually undermining and uninformative.  

 

A defence list proposed in (5.5.1) to counterbalance the proposed protection 

against the fundamental right to freedom of expression. Nevertheless, no explicit 

defence to parody has been suggested. The next subsection examines whether 

such a defence would serve the broad goal of intellectual flourishing in society 

through an enhanced memetic discourse.  

 

6.5.1 A special defence for parody? 

Parody in general entails making ‘fun of a thing by copying enough of it to make 

it recognisable while subverting the message of the original’.1631 This form of 

activity is legally recognised as fair use exception to copyright infringement under 

the English law.1632 Copyright parody is also commonly socially accepted and 

encouraged. This acceptance of parody under the copyright law stems from the 

 

1629 See 3.2.1. 
1630 See 1.3. 

1631 SL Dogan and MA Lemley, ‘Parody as Brand’ (2013) 47 UCDL Rev 473,citing the definition by the US 

Supreme Court in the copyright fair use case Campbell v. Acuff-Rose Music, Inc., 510 U.S. 569, 583 (1994) ("It 

is this joinder of reference and ridicule that marks off the author's choice of parody from... other types of 

comment and criticism"),citing also Leibovitz v. Paramount Pictures Corp., 137 F.3d 109, 114 (2d Cir. 1998) 

(“parody borrows from the original but "differs [from it] in a way that may reasonably be perceived as 

commenting, through ridicule," on the original's character or meaning”). 
1632 According to 30A(1) of the Copyright, Designs and Patents Act 1988 ‘Fair dealing with a work for the 

purposes of caricature, parody or pastiche does not infringe copyright in the work’ the Act available at 

https://assets.publishing.service.gov.uk/government/uploads/system/uploads/attachment_data/file/772818

/copyright-designs-and-patents-act-1988.pdf; Parody is also considered a fair use exception to copyright 

infrengement by the CJEU as confirmed recently in 2014 in Johan Deckmyn and Vrijheidsfonds VZW v 

Helena Vandersteen and Others Case C-201/13. 

https://assets.publishing.service.gov.uk/government/uploads/system/uploads/attachment_data/file/772818/copyright-designs-and-patents-act-1988.pdf
https://assets.publishing.service.gov.uk/government/uploads/system/uploads/attachment_data/file/772818/copyright-designs-and-patents-act-1988.pdf
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need protect the ‘flow of information and the will to express one's views on current 

and up-to-date issues’1633 i.e., the fundamental right of freedom of expression.1634 

There is, however, no legislative instrument that expressly acknowledges trade 

marks parody under the English law.1635 

 

Trade marks parody can be defined as ‘the reproduction of a protected sign, 

either to comment upon the trade mark, or to rely upon the values encapsulated 

by the sign for comic or critical intent’.1636 Commonly, as in Louis Vuitton Malletier 

S.A. v. Haute Diggity Dog, LLC,1637 trade marks parodies take on established 

brands or well-known marks. In this US case, the defendant, Haute Diggity Dog, 

a manufacturer of plush toys on which dogs can chew, makes parodies of famous 

trade marks of luxury products, including those of Louis Vuitton.1638 The parody 

in concern here are small imitations of handbags that mimic Louis Vuitton’s 

handbags and are labled "Chewy Vuiton". To which the claimant, Louis Vuitton 

objected alleging trade mark infringement under 15 U.S.C. § 1114(1)(a), trade 

 

1633 A Ramalho, ‘Parody in Trademarks and Copyright: Has Humour Gone Too Far’ (2009) 5 Cambridge 

Student L Rev 58. 
1634 See 5.5.1. 
1635 Different juridictions have adopted different approaches towards trade marks parody defence. As Vey 

draws attention, The French Intellectual Property Code provides and explicit defence against parody in the 

context of copyright, where the code lacks a similar defence for parody in the context of trade marks 

protection. However, Vey also draws attention to the fact that the French case law for the past 10 years 

‘shows a slight evolution towards the acceptance of an implicit trade mark parody, but only for purposes 

that are militant, critical or controversial, for instance in a struggle against an owner's products that are 

presented as dangerous or against its social policy’ N VEY, ‘Does It Matter If the Judge Laughs?’ (2010) No. 

204 Managing Intellectual Property 33; whereas, under the German trade marks law, parody is explicitly 

stated as an exception to trade marks infringement. Ibid p 34. 
1636 J Sabine, ‘A Parody Exception: Why Trade Mark Owners Should Get the Joke’ (2016) 38 European 

Intellectual Property Review 471; For more on the definition of parody see eg M. Spence, "Intellectual 

Property and the Problem of Parody" (1998) 114 Law Quarterly Review 594. 
1637 507 F.3d 252 (4th Cir. 2007), case analysis available at: 

https://www.lexisnexis.com/community/casebrief/p/casebrief-louis-vuitton-malletier-s-a-v-haute-diggity-

dog-llc ; see also Starbucks Corp. v. Wolfe's Borough Coffee, Inc 588 F.3d 97 (2d Cir. 2009), case analysis 

available at: https://www.lexisnexis.com/community/casebrief/p/casebrief-starbucks-corp-v-wolfe-s-

borough-coffee-inc.  
1638 For case analysis see ibid.  

https://www.lexisnexis.com/community/casebrief/p/casebrief-louis-vuitton-malletier-s-a-v-haute-diggity-dog-llc
https://www.lexisnexis.com/community/casebrief/p/casebrief-louis-vuitton-malletier-s-a-v-haute-diggity-dog-llc
https://www.lexisnexis.com/community/casebrief/p/casebrief-starbucks-corp-v-wolfe-s-borough-coffee-inc
https://www.lexisnexis.com/community/casebrief/p/casebrief-starbucks-corp-v-wolfe-s-borough-coffee-inc
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mark dilution under 15 U.S.C. § 1125(c).1639 This form of activity is considered by 

its proponents to ‘offer a valuable form of social commentary.’1640 In other words, 

by ‘[poking] fun at the elegance and expensiveness of a LOUIS VUITTON 

handbag’1641 the use of LV brand (or any other brands) in parody ‘invites critical 

reflection on the role of brands in society and the extent to which we define 

ourselves by them.’1642  

 

From that perspective, parodies, as Dogan puts it ‘make us think while making us 

chuckle; they offer a funny and often biting lens through which to view our cultural 

icons’.1643  Thus, it could be argued that parodies could also engage the public’s 

critical thinking. An example would be, as Burrell and Gangjee suggest,1644 the 

Chewy dog toys in Louis Vuitton Malletier SA v Haute Diggity Dog, LLC.1645 

incorporates a degree of criticism or comment ‘on the ridiculousness of high 

fashion and the evils of Veblen goods’.1646 Pursuant to this, an explicit defence 

for parody in the trade mark law is essential.1647  

 

 

1639 This is along with copyright infringement under 17 U.S.C. § 501, and related statutory and common law 

violations.  
1640 SL Dogan and MA Lemley, ‘Parody as Brand’ (2013) 47 UCDL Rev 473, 486. 
1641 Ibid, 492. 
1642 Ibid, 486. 
1643 Ibid, 490 citing the Supreme Court in Campbell v. Acuff-Rose Music, Inc., 510 U.S. 569, 579 (1994) where 

it has explained ‘Like less ostensibly humorous forms of criticism, [parody] can provide social benefit, by 

shedding light on an earlier work, and, in the process, creating a new one.’ see also L.L. Bean, Inc. v. Drake 

Publishers, Inc., 811 F.2d 26, 31 (1st Cir. 1987). 
1644 R Burrell and D Gangjee, ‘Trademarks and Freedom of Expression: A Call for Caution’ (2010) 41 IIC 455. 
1645 507 F.3d 252 (4th Cir. 2007). 
1646 R Burrell and D Gangjee, ‘Trademarks and Freedom of Expression: A Call for Caution’ (2010) 41 IIC 565. 
1647 See eg L Koetz Wildt, Placing Humor in Its Right Place: The Need of a Distinctive Parody Exception within 

Eu Trademark Law (2017); S Jacques, ‘A Parody Exception: Why Trade Mark Owners Should Get the Joke’ 

(2016) 38 EIPR 471; R Burrell and D Gangjee, ‘Trademarks and Freedom of Expression: A Call for Caution’ 

(2010) 41 IIC 455; GB Dinwoodie, ‘Developing Defenses in Trademark Law’ (2009) 13 Lewis & Clark L Rev 

99. 
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This thesis acknowledges that parodies contribute to intellectual flourishing as 

they form an expressive tool in the marketplace that are brilliant means of 

transmitting thought-provoking social criticism which allow competitors to 

‘achieve a humorous or provocative effect’1648 through creating an association 

between reputable or well-known trade marks and the parody. Nonetheless, to 

achieve the broader goal of intellectual flourishing,1649 courts should not overlook 

the fact that when using parodies, mainly in comparative advertising, advertiser 

are often not concerned with criticising the parodied brand, but rather aims to free 

ride on already established and successful brands. As was the case in British 

Airways v Ryanair1650 and O2 v H3G.1651 This process happens through 

competing for a space in the public’s minds,1652 for the mere sake of enhancing 

the advertiser’s own financial gains at the expense of individuals’ obligation to 

living to their fullest intellectual potential and achieving their utmost intellectual 

engagement.1653  

 

Accordingly, and in contrast to the calls for a parody defence in trade mark 

law,1654 the proposed reforms do not offer an explicit defence for the parodist.1655 

Instead, parodies could be allowed if they were in compliance with the fair use 

defence proposed in (5.5.1).1656 This would allow for critical and valuable 

 

1648 RJ Shaughnessy, ‘Trademark Parody: A Fair Use and First Amendment Analysis’ (1986) 72 Virginia Law 

Review 1079. 
1649 See 1.3. 
1650 British Airways plc v Ryanair Ltd [2000] EWHC Ch 55. 
1651 O2 Holdings Ltd & Others v Hutchinson 3G Ltd [2005] EWHC 344 (Ch); [2006] EWCA Civ 1656; [2006] 

EWHC 534 (Ch). 
1652 See nn. 1469- 1473, 1480 and accompanying text. 
1653 See 1.3. 
1654 See eg n 1647. 
1655 For an argument against a parody exception in trade marks law see eg S Mike and K Jack, ‘Do We Need 

a Parody Exemption in UK and EU Trademark Law?’ (2016) Intellectual Property Magazine 29. 
1656 See n 1406 and accompanying text. 
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parodies to be free from liability of unfair competition. However, for courts to be 

able to effectively evaluate parodies in question, and their potential impact upon 

the memetic discourse, this thesis suggests the implementation of explicit factors 

that be considered by courts. In doing so, this thesis refers to the ‘fair use test’1657 

proposed by Sachs J of Constitutional Court of South Africa in Laugh it off1658. 

Sachs J proposed a non-exhaustive list of factors that must be weighed by the 

court in determining the legitimacy of parodies, and which this thesis suggests 

being implemented as subsections to the fair use defence,1659 1) whether 

parodies at hand are communicative or commercial.1660 (bearing that the ‘degree 

of commerce should not in itself exclude the activity from free speech protection.’) 

,1661 2) whether the message conveyed can be transmitted by a more direct 

means that does not include featuring the brand;1662 3) whether the medium used 

to present the parody and the context of its use1663 is compatible with the 

information being conveyed through the parody in question. Based on courts 

 

1657 J Edson Beas Rodrigues, ‘Trademarks and the Parody and Criticism Exception’ in Beas Rodrigues JE (ed), 

The General Exception Clauses of the Trips Agreement: Promoting Sustainable Development (Cambridge 

University Press 2012) p 242, 243. 
1658 Laugh It Off Promotions CC v South African Breweries International (Finance) BV t/a Sabmark 

International and Another (CCT42/04) [2005] ZACC 7; 2006 (1) SA 144 (CC); 2005 (8) BCLR 743 (CC) (27 May 

2005) available at http://www.saflii.org/za/cases/ZACC/2005/7.html.   
1659 See n 1656. 
1660 Laugh It Off Promotions [85], [86]. 
1661 Ibid. 
1662 Ibid [87]; Also, as in Soci´et´e des Participations du Commissariat `a l’Energie Atomique (SPCEA) 

(commonly known by its trade name Areva), for an analysis of the case see eg J Edson Beas Rodrigues, 

‘Trademarks and the Parody and Criticism Exception’ in Beas Rodrigues JE (ed), The General Exception 

Clauses of the Trips Agreement: Promoting Sustainable Development (Cambridge University Press 2012) at 

6.2.2. 
1663 Laugh It Off [88]; Sachs J confirmed quoting Campbell that ‘Whether, … parody is in good taste or bad 

does not and should not matter to fair use.’ [89]; As put by Beas Rodrigues ‘[i]f only parodies in “good 

taste” were legitimate, society would only hear one voice, possibly the one belonging to influential 

organizations. All in all, who would be given the right to evaluate whether a parody displayed “good 

taste”?’ J Edson Beas Rodrigues, ‘Trademarks and the Parody and Criticism Exception’ in Beas Rodrigues JE 

(ed), The General Exception Clauses of the Trips Agreement: Promoting Sustainable Development 

(Cambridge University Press 2012) p 243. 

http://www.saflii.org/za/cases/ZACC/2005/7.html
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evaluation using the above-suggested factors, parodies can be deprived of free 

expression protection.  

 

The proposed criteria (whereby prohibition should only be limited to uses in the 

course of trade in relation to goods or services) as well as the exception defence 

proposed in the preceding chapter (protecting certain expressions from liability 

under the proposed reforms),1664 alongside the above factors suggested under 

the fair use defence, allow courts to balance the exclusive rights of brand owners 

and their competitors’ interest in competition against those of the public in 

receiving undermining memes and consider whether permitting this use furthers 

the lager obligation on society to flourish intellectually.1665 

 

6.6 Conclusion 

This chapter concerned the protection of brands against unfair competition by 

misappropriation and the role of such protection in the enhancement of the 

memetic discourse in society. Utilising Dawkins’s notion of memes, supported by 

Foucault’s notion of power,1666 this chapter outlined how the current English 

approach towards the ‘detriment to repute’ provision leads to the materialistic 

mind-set in society to prevail. This chapter began with an explanation of the 

notion of memes and the memetic nature of information accordingly.1667 It 

demonstrated how information forms memeplexes that compete over a space in 

the human mind in order for those memeplexes to survive and be transmitted to 

 

1664 See 4.5.1. 
1665 See 1.3. 
1666 See 6.1. 
1667 See 6.2. 
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future generations, regardless of their advantageous or disadvantageous to their 

carrier, i.e., the human mind. Based on that, a memetic approach to brands was 

established.1668 The established perception holds that brands form memeplexes 

(which trade marks and goodwill are only parts) that have a powerful influential 

effect upon individual at an intellectual level. Thereby, shaping thinking patterns 

and behaviour in society. Accordingly, this chapter highlighted the shortcomings 

of asserting that brands should be received rationality in the marketplace.1669 In 

particular, this chapter demonstrated how the present English approach, 

encourages the self-production process of information that has a tendency to 

engender a constant mode of material possession and a continuous need for 

consumption. In other words, English courts, by focusing on the rational process 

of thinking, rather than promoting a purposeful and human selection of 

information, serve to encourage the natural selection process of purely 

materialistic information competing for a share of the minds of individuals who 

are exposed to it. This chapter illustrated how such a process takes place at the 

expense of other intellectual and purposeful information that contributes to the 

intellectual flourishing in society.1670 This chapter then, explained how – since law 

and regulations are forms of memetic information that shape and influence 

thinking patterns and behaviour – the proposed alternative to the English 

approach eliminates the evolution of materialistic information and its undermining 

effects upon the memetic discourse in society.1671 A further consideration of the 

defences suggested in (5.5.1) has been carried out in the final subsection of this 

 

1668 See 6.3. 
1669 See 6.4. 
1670 See 1.3. 
1671 See 6.5. 
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chapter and further limitations to the protection proposed has been suggested 

accordingly.1672 

 

 

 

 

  

 

1672 See 6.5.1. 
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CHAPTER 7 

CONCLUDING OVERVIEW AND THE SUGGESTED LEGAL REFORMS 

 

7.1  Introduction 

This thesis sought to evaluate the current approach for the protection against 

unfair competition under English law and to determine whether it should be 

expanded to include protection for brands against misappropriation. As a 

framework to achieve this objective, the thesis focused on society’s obligation to 

intellectually flourish,1673 which provided a critical view on the complex nature of 

brands1674 accompanied with a philosophical assessment on the implications 

associated with brands protection (or its lack thereof).1675 Through the use of both 

philosophical and practical reasoning, the analysis in this thesis has thus far 

demonstrated two central points in the current English approach. Firstly, that 

there is excessive emphasis on maintaining freedom of competition and free flow 

of information in the marketplace for the public interest.1676 Secondly, that the 

desire to maintain free markets results in a rather limited perception of brands1677 

(one that deals with goodwill1678 through the common law tort of passing off,1679 

and trade marks1680 through the statutory trade mark law, i.e. TMA 19941681). This 

flawed perception of brands ignores their truly complex nature1682 and their 

 

1673 See 1.3. 
1674 See 1.6.3.  
1675 See 1.6. 
1676 See eg 2.3. 
1677 See 1.6.3. 
1678 See 1.6.1. 
1679 See CHAPTER 2. 
1680 See 1.6.2. 
1681 See CHAPTER 3. 
1682 See 1.6.3.  
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contributing role to society’s obligation to intellectually flourish.1683 As a solution 

to this problem, the thesis therefore suggested a number of counter arguments 

that were used to design a practical alternative (i.e., one that is oriented towards 

society’s intellectual flourishing) to the existing English approach. 

 

This chapter begins with an overview section (section 7.2) that highlights the 

findings of each chapter of this thesis and relates them to the broader thesis 

objectives presented in the introductory chapter.1684 Furthermore, this section 

also provides an overview of the suggest legal reforms. The findings of part 1 

(i.e., chapters 2 and 3) are outlined in section 7.2.1. Then, the findings of part 2 

(i.e., chapters 4-6) are outlined in section 7.2.2. Sections 7.3 and 7.4 outline the 

suggested legal reforms to the English approach and elaborate on the proposed 

reforms, respectively. As a final consideration to the proposed reforms, section 

7.5 deals with the potential anti-competitive effects of the proposed reforms and 

their relation to competition law. The last section of this thesis, 7.6, presents a 

concluding summary. 

 

7.2  Concluding overview and summary of the suggested reforms 

7.2.1 Overview of PART 1: The need for a broader protection to 

brands  

It is accepted by this thesis that the English jurisdiction has not instated a formal 

law of unfair competition, nor has it adopted a general tort of unfair 

 

1683 See 1.3. 
1684 See 1.5. 
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competition.1685 As demonstrated in this thesis,1686 however, this does not mean 

that English law does not afford protection to brands against unfair competition. 

Rather, it does so through a combination of common law torts and statutory 

laws,1687 which in other jurisdictions are encompassed within a general law of 

unfair competition.1688 This thesis focused on the main forms of protection against 

unfair competition disputes under English law, namely the scope of protection 

afforded by the common law tort of passing off1689 and section 10 of the statutory 

law of trade marks (the TMA 1994).1690  

 

The first two objectives1691 of this thesis were 1) to critically analyse the scope of 

the common law tort of passing off and the protection available to brands under 

the tort and 2) to critically analyse the protection afforded to brands against unfair 

competition by misappropriation by section 10 of the TMA 1994. For that purpose, 

this thesis began with a brief background of the present English approach of 

unfair competition1692 and highlighted how brands1693 (unlike goodwill1694 and 

trade marks1695) lack a precise definition which resulted in a narrow protection to 

brands. Although such narrow protection to brands contributes to marketplace 

efficiency, the thesis argued that it was unsatisfactory for a far more important 

 

1685 See n 17; see also eg J Davis, ‘Unfair Competition Law in the United Kingdom’ in Hilty R and Henning-

Bodewig F, Law against unfair competition: towards a new paradigm in Europe?, vol 1 (Springer 2007); R De 

Very, ‘Towards a European Unfair Competition Law: A Clash between Legal Families’ (2006)  A Comparative 

Study of English, German and Dutch law in Light of Existing European and International Legal Instruments; 

A Robertson and A Horton, ‘Does the United Kingdom or the European Community Need an Unfair 

Competition Law?’ (1995) 17 European Intellectual Property Review 568. 
1686 See 1.2. 
1687 Ibid.  
1688 See 2.3. 
1689 See CHAPTER 2. 
1690 See CHAPTER 3. 
1691 See 1.5. 
1692 See 1.2. 
1693 See 1.5.3. 
1694 See 1.6.1. 
1695 See 1.6.2.  
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role that brands contribute to, namely intellectual flourishing.  Subsequently, 

intellectual flourishing was defined and its importance to a living a fulfilling and 

meaningful life was demonstrated.1696 Based on this notion, the scope of both 

systems (the common law tort of passing off and the TMA 1994) was critically 

evaluated in part 1 (chapters 2 and 3).  

 

The evaluation in chapter 2 revealed that the present approach of English 

common law towards the protection against unfair competition is limited to 

goodwill1697 protection against being damaged1698 by misrepresentation.1699 

Thus, fundamentally, the present approach of English common law is not 

designed to cover or acknowledge protection of brands1700 against the wider 

notion of unfair competition,1701 and it is not meant to do so. Rather, central to the  

English common law approach is the protection of marks as identification tools in 

the marketplace. The main justification for this protection under the common law 

tort of passing off lies in the desire to preserve the rational interest of traders in 

conveying information about their products and indirectly, as a result, to prevent 

consumers from being confused or misled as to the trade origin of the offered 

products, which ultimately promotes free and fair competition in the 

marketplace.1702 The evaluation concluded by emphasising that the tort of 

passing off should not be extended into a general law of unfair competition to 

cover brands.1703 Nevertheless, it was also concluded that the stance towards the 

 

1696 See 1.3. 
1697 See n 1694. 
1698 See 2.2.3. 
1699 See 2.2.2. 
1700 See n 1693. 
1701 See 2.3. 
1702 See eg nn. 324- 334 and accompanying texts. 
1703 See 2.4. 
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protection of brands against misappropriation and the way they are perceived in 

the common law through the tort of passing off impedes brands from their 

contributing role towards society’s intellectual flourishing obligation. Therefore, 

this thesis proposed a practical alternative approach in the form of a statutory 

protection to unregistered marks.1704 

  

The critical analysis of the protection afforded by section 10 of the TMA 19941705 

in chapter 3 revealed four main issues in relation to the protection of brands in 

the said context of intellectual flourishing. Firstly, that although section 10(3) of 

the TMA 1994 affords an extended protection, it is limited by the statutory 

requirement of registration.1706 For a mark to be eligible for registration at the first 

place, it must be capable of fulfilling the essential function of indicating its trade 

origin.1707 That makes it clear that the essential meaning of a trade mark is its 

meaning as an indicator of origin and to that meaning the protection of brands is 

linked.1708 Thus, it perceives the brand as an informational tool in the market, 

which is at odds with the true complex nature of brands.1709 Secondly, in spite of 

the existence of the extended protection under section 10(3) (beyond the 

benchmark of confusion), the protection under the named provision is limited by 

courts’ interpretation of the terms and concepts of the provision (i.e, unfair 

advantage and detriment to the distinctive character and the repute of the mark). 

Thirdly, that the protection under the named provision is limited by courts’ 

interpretation of the ‘due cause’ proviso.1710 In particular, the requirement that the 

 

1704 See n 1703. 
1705 See n 58 and accompanying text. 
1706 See 3.3.2. 
1707 Ibid. 
1708 Ibid. 
1709 See 1.6.3. 
1710 See 3.3.5. 
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misappropriation act leads the consumer to establish an economic link between 

products in question, where such a link leads to a change in the economic 

behaviour of the consumer.1711 This reduces brands to the limited function of the 

trade mark, i.e., indication of origin. Finally, that the present liberal and 

encouraging approach adopted by the English courts towards comparative 

advertising1712 conflicts with an extended protection that covers brands, and the 

larger long-term goal of enhancing intellectual flourishing in society.1713 The 

issues raised in chapter 3 revealed that the present approach of English law 

places excessive emphasis on the abstract concept of the average consumer;1714 

the perception of the consumer as envisioned by the neoliberal approach to the 

marketplace.1715 This perception of the consumer binds the English approach to 

a parallel and limited perception of brands; one in which brands merely exist to 

fulfil the rational interests of the average consumer, i.e., to identify origin and 

signal quality in a manner undifferentiated from trade marks.  

 

Although goodwill1716 and trade marks1717 are two of the most valuable 

constituents of a brand,1718 perceiving them interchangeably, in issues of unfair 

competition by misappropriation,1719 is inadequate in a time where brands’ role in 

society is constantly evolving. Such overlapping perception detaches the law 

 

1711 Ibid. 
1712 See 3.4. 
1713 See 1.3. 
1714 See 3.2.1. 
1715 The neoliberal understanding of the marketplace simply holds that ‘proprietors, traders and consumers 

[are] rational actors and that in a market, where competition was relatively unhindered, these groups would 

interact with maximum efficiency.’ J Davis, Promoting the Public Interest and the European Trade Mark 

Directive: A Contradictory Approach (Springer 2013); see also nn. 12, 18 and accompanying text. 
1716 See 1.6.1. 
1717 See 1.5.2. 
1718 See 1.6.3. 
1719 See 2.3. 
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protecting against unfair competition from the market reality -in particular, away 

from how brands are presently used and perceived by traders, consumers and 

the public.1720 

 

As a result of the evaluation of the scope of the common law tort of passing off 

and the TMA 1994 in part 1 (respectively, chapters 2 and 3), it was concluded 

that a statutory misappropriation provision that covers both unregistered and 

registered marks is needed for an enhanced intellectual flourishing in society.1721 

This thesis accordingly suggested reforms to the current section 10(3) of the TMA 

1994. Generally, the suggested reforms propose protection to brands from being 

misappropriated by a third person in the course of trade where the 

misappropriation was without a corresponding effort from the side of the third 

person, and/or if the use was discrediting or denigrating to the original trader. 

Both a philosophical and a practical exploration of the suggested reforms to 

section 10(3) was advanced in part 2 (chapters 4-6) of this thesis, as the following 

section demonstrates. 

 

7.2.2 Overview of PART 2: An enhanced intellectual flourishing 

through a broader protection of brands 

Following the critical evaluation of the English approach and offering legal 

solutions to the issues raised as a result of the evaluation in part 1 of this thesis, 

part 2 evaluated the offered legal solutions in the context of intellectual flourishing 

through philosophical and a practical analysis (chapters 4-6). The analysis in part 

2 also considered the different conflicting interests that are involved in the 

 

1720 See n 1718. 
1721 Ibid. 
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extension of the protection against unfair competition to include the protection of 

brands against misappropriation. 

 

The evaluation of the proposed legal solutions was conducted by utilising a 

combination of human mind theories.1722 In particular, Locke’s theory of 

knowledge supported by Weber’s thesis of rationalisation (chapter 4),1723 Deleuze 

and Guattari’s notion of semiotics (chapter 5)1724 and, Dawkins’s notion of memes 

supported by Foucault’s notion of power (chapter 6).1725 Each one of these 

chapters (which collectively comprise part 2 of this thesis) established a novel 

perception of brands1726 that emphasised their complex nature and highlighted 

their role in the intellectual flourishing of society.1727 Consequently, each chapter 

offered an evaluation of the current approach of English law against the proposed 

solutions and, accordingly, suggested certain limitations and defences to the 

protection afforded by those solutions.1728 

 

In particular, the analysis in chapter 4 revealed how brands form a part of the 

everyday sensory experience1729 from which individuals acquire knowledge.1730  

The knowledge approach to brands demonstrated how the constrictive ‘unfair 

advantage’ provision by the English courts undermines the sensory experience 

of individuals (i.e., traders, consumers and the public at large). Conversely, this 

 

1722 As clarified in 1.7, despite having different fundamental basis, all of the utilised theories share in 

common a wider appreciation of furthering knowledge - what this thesis refers to as ‘intellectual 

flourishing’ See nn. 238- 271 and accompanying text.  
1723 See 4.1. 
1724 See 5.1. 
1725 See 6.1. 
1726 See 4.3, 5.3, 6.3. 
1727 See 1.3. 
1728 See 4.5.1, 5.5.1, 6.5.1. 
1729 See 4.3. 
1730 See 4.2. 
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chapter illustrated how the proposed ‘exploitation without corresponding efforts’ 

provision (as an alternative to ‘unfair advantage’) contributes to the enhancement 

of the existing knowledge in society through an enhanced sensory experience 

which could be re-used by future generations.1731  

 

The semiotic approach to brands (chapter 5) illustrated how a brand forms what 

the semiotic theory refers to as ‘brand assemblage’. Unlike the present legal 

understanding of brands,1732 a brand assemblage consists of two dimensions. 

One dimension which is created by the consumer and is capable of being 

interpreted that encompasses meanings based on human relations and 

interpretation.1733 The other dimension encompasses abstract market 

mechanisms of capital and quantitative calculus measures that are dominant in 

today’s markets. This chapter demonstrated how the present approach of the 

English courts towards the interpretation of the ‘detriment to the distinctive 

character’ provision, exclusively facilitates the second dimension. Consequently, 

the chapter argued that facilitating this ‘machinic’ dimension undermines the 

process of meaning making in the marketplace and society (semiotic discourse), 

and in turn undermines intellectual flourishing. Whereas adopting the proposed 

alternative to the notion of ‘dilution’1734 contributes to an enhanced semiotic 

discourse in society.   

 

 

1731 See 4.5. 
1732 See n 1201. 
1733 See nn. 1149- 1162 and accompanying text. 
1734 See 3.3.4. 



 291 

Chapter 6 presented a memetic approach to brands and demonstrated how 

brands forms ‘memeplexes’,1735 i.e., units of information that can be imitated and 

reproduced by authors and recipients, and transmitted to future generations.1736 

It outlined how brand memeplexes are unconsciously transmitted within society, 

regardless of the advantages or disadvantages they carry.1737 It underlined 

accordingly how the current liberal approach by the English courts towards the 

‘detriment to the repute’ provision enables the memetic-discourse-sabotaging 

memeplexes to be reproduced in the marketplace and transmitted to future 

generations. Conversely, the alternative proposed approach to the notion of 

‘tarnishment’1738 regulates the reproduction of those memeplexes towards an 

enhanced memetic discourse, hence individuals’ ability to maximally intellectually 

engage in the marketplace and society.1739 

 

Accordingly, it was also concluded by each chapter in Part 2 that for the proposed 

reforms to achieve their ultimate goal (which is to enhance intellectual 

flourishing1740 in society through an enhanced unfair competition protection to 

brands) certain limitations to the suggested protection would be necessary. The 

suggested limitations can be put in two general points. First, the need for a 

statutory section that gives courts the flexibility to limit brand owners’ rights and 

allow socially beneficial uses1741 of brands on case-by-case basis. Second, the 

 

1735 See 6.2.  
1736 See 6.3. 
1737 Ibid. 
1738 See 3.3.4. 
1739 See 1.3. 
1740 Ibid. 
1741 Economically and intellectually. 
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need for a list of explicit statutory defences against the liability under the 

proposed reform that could limit further developments in the trade mark law.1742  

 

More specifically, discussion of the suggested reforms in philosophical context in 

part 2 (chapters 4-6) allowed the identification of factors that could be used by 

courts as an alternative to the current approach towards ‘unfair advantage’ as 

well as ‘detriment to distinctive character and repute’1743 to determine whether 

the act of misappropriation is in accordance to the newly introduced standard of 

intellectual flourishing.1744 In particular, discussion in chapter 4 allowed the 

identification of factors that could be used to assess the suggested measure of 

‘corresponding efforts’ in a manner that ensures a constructive re-use of brands 

in the marketplace.1745 Those factors are the degree of the imitation, the 

contribution to the public interest and the likelihood that the product would not 

have been produced without imitation.1746 The analyses in part 2 also allowed the 

identification of statutory defences which could be introduced with the statutory 

reforms in order to limit the protection afforded by the proposed reform. In 

particular, discussion in chapters 5 and 6 highlighted the need for an explicit list 

of defences that exclude certain types of expressions (e.g., political speech, 

news, artistic or literary works or commentaries.1747) from liability under the 

proposed reforms to section 10(3) of the TMA 1994 as to not ‘deprive the public 

of useful information, provocative ideas, and other interesting expression’1748 -

 

1742 See n 1353. 
1743 See 3.2.1. 
1744 See 1.3. 
1745 Ibid. 
1746 See 4.5.1. 
1747 See 4.5.1, 5.5.1, 6.5.1. 
1748 LP Ramsey and J Schovsbo, ‘Mechanisms for Limiting Trade Mark Rights to Further Competition and 

Free Speech’ (2013) 44 IIC-International Review of Intellectual Property and Competition Law 671.  
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thereby safeguarding the fundamental right to the freedom of expression of 

individuals,1749 which is a vital element of intellectual flourishing.1750  

 

Setting forth measuring factors and explicit statutory defences that support and 

limit the proposed reform is believed to strike the required balance between over 

and under protection to brands, i.e., the enhancement of the intellectual 

flourishing1751 through broader protection to brands and the related conflicting 

interests of competitors, consumers and the public. Accordingly, the final draft of 

the proposed reform for an alternative to the present English approach is as 

outlined in the next section.  

 

7.3  The draft of the suggested legal reforms to section 10(3) of the 

TMA 1994 

The investigation in this thesis resulted in the suggestion of legal reforms to 

section 10(3) of the TMA 1994, which represents a solution to the issue of 

intellectual flourishing raised by this thesis. The purpose of this section is to offer 

a standalone legal reform based on all preceding analyses by the thesis. This 

reform comprises a replacement to the current section 10(3) of the TMA 1994 

and a revocation of section 10(4)(e).  The proposed provision reads as follows: 

 

 

 

 

 

1749 See 5.5.1, 6.5.1. 
1750 See n 1745. 
1751 See 1.3. 
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The proposed section 10(3) 

(a) Any act or practice by a person, in the course of trade, that includes the use 

of a sign similar or identical to a mark and, or feature(s) that is distinctive, 

whether registered or unregistered, of another person’s goods or services that 

has a reputation in the United Kingdom, in order to offer or promote their own 

goods or services shall be considered incompatible with intellectual flourishing 

and shall be prohibited,  

 

(i) if the use was in the form of exploitation without corresponding efforts 

from the side of the exploiter, 

(ii) if the use was detrimental to the nature, characteristics, or qualities of 

the marks of that other person’s goods or services, or commercial 

activities, be it in comparative advertising or promotion or any other 

form not covered by section 11. 

 

(b) For the purpose of this provision, ‘intellectual flourishing’ is achieved when a 

person that reuses an existing brand thrives to: 

(i) fulfil their own intellectual potential through maximising their intellectual 

engagement; AND  

(ii) enhance the intellectual engagement of those exposed to their goods 

or services. 

 

(c) For the purpose of (a)(i) ‘corresponding efforts’ is defined as any endeavour 

from the side of the exploiter to enhance, improve or modify the exploited 

brand, and it shall be assessed using the following, respectively: 

(i) The degree of imitation, 

(ii) The contribution to the public interest, 

(iii) The likelihood that the product would not have been produced without 

imitation. 

 

(d) For the purpose of (a)(ii) detriment is defined as any association arising from 

the similarity between a sign and a mark with reputation in the UK when any 

of the following is fulfilled: 

(i) the sign has been adopted in an attempt to rely on a pre-existing 

power of attraction, the reputation and or the image of the mark,  

(ii) the use of the sign results in likelihood distorting the image and, or the 

vision of the mark and, or, 

(iii) the use of the sign results in egregiously unpleasant associations with 

the mark.  
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For the proposed provision to fully contribute to the obligation on society to 

flourish intellectually1752 the following defences1753 are suggested to be inserted 

to section 11 of the TMA 1994:1754 

(i) the use in artistic and literary creations in a manner that complies 

with the section 10(3) (b) and, or section 11(iv),  

(ii) the use in news reporting and commentary, 

(iii) any non-commercial use of the sign that may be in connection with 

criticising or commenting upon the sign, 

(iv) descriptive and fair uses. 

(a) Parody shall be considered a fair use when:1755 

i. is communicative, 

ii. the information conveyed cannot be transmitted 

by any other direct means, 

iii. the medium used to present the parody and the 

context of its use is compatible the conveyed 

information. 

 

The proposed list of reforms in its conclusive version stated above ensures a 

constructive un-authorised use of brands while taking into consideration all 

conflict interests. Thus, it strikes the required balance between over- and under-

protection to brands, in the effort to enhance intellectual flourishing.1756 First, it 

protects brand owners’ interests in preserving extended rights over their works 

and in maintaining brand loyalty. It does so through the statutory recognition and 

protection of unregistered marks alongside registered ones without the need to 

comply with the narrow standards of the classic trinity, as must be met under the 

tort of passing off, and without the need to comply with the ‘due cause’ proviso, 

 

1752 See 1.3. 
1753 See 5.5.1. 
1754 See n 1409. 
1755 See 6.5.1. 
1756 According to the Max Planck study ‘the scope of protection conferred on a mark must also rest on a 

balance of interests which includes those of proprietors, consumers, and competitors. None of those 

interests should be excluded per se from the assessment.’ C Law, ‘Study on the Overall Functioning of the 

European Trade Mark System’ (2011) at para 1.50 available at 

https://www.ip.mpg.de/fileadmin/IP/pdf2/mpi_final_report_with_synopsis.pdf. 
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as it is the case under the current section 10(3) of TMA 1994.1757 Second, the 

proposed reform in its conclusive version secures competitors’ interest in 

maintaining existing work available and free for use in the course of trade.1758 It 

does so through the flexible and open-ended standard of ‘without a corresponding 

efforts’ which give courts the flexibility needed to consider the constantly evolving 

methods and new technologies that are being used in misappropriation cases, as 

well as the factors suggested for assessing detrimental uses of brands. Finally, 

and most important to this thesis, the proposed reform in its final version 

preserves and ensures the public interest in the use of marks in the associations 

they make to create further knowledge,1759 to communicate through existing 

meanings,1760 and through amending and altering those existing meanings.1761 It 

does so through carving counterbalancing defences to liability in certain uses.1762 

Thus, this limits the rights afforded by the proposed reform to brands owners in a 

manner that preserves the balance to the protection under the TMA 1994 and 

fully achieve the ultimate goal behind the reform’s suggestion.1763  

 

7.4  Exploring the proposed reform through practical examples 

The purpose of this section is to flesh out the application of the proposed reform 

to section 10(3) of the TMA 1994 by demonstrating how courts can utilise its 

 

1757 Ibid. 
1758 Per AG Maduro, ‘whatever the protection afforded to innovation and investment, it is never absolute. It 

must always be balanced against other interests, in the same way as trade mark protection itself is 

balanced against them.’ Opinion of 22 September 2009, cases C-236/08-238/08 (Google France and 

Google/Louis Vuitton et al.) para 102; see also eg C Law, ‘Study on the Overall Functioning of the European 

Trade Mark System’ (2011) pp 50 – 55. 
1759 See CHAPTER 4. 
1760 See CHAPTER 5. 
1761 See CHAPTER 6. 
1762 See 7.2.2. 
1763 See 1.3. 
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provisions to achieve intellectual flourishing through protecting brands against 

unfair competition. Accordingly, this section first explains the provisions under the 

proposed reform. Then, this section follows with actual case studies in which the 

courts’ ruling is contrasted with the hypothetical ruling under the proposed reform.  

 

Unlike the orthodox approach that narrowly focuses on preserving free 

competitive markets, the proposed reform provides a framework in which 

competition is free so long as the re-use of brands in the course of trade is 

constructive in that it contributes to the maximal intellectual engagement in the 

marketplace and society as a whole. To be able to achieve that, this thesis 

introduced the notion of ‘intellectual flourishing’ in the proposed reform under 

provision (3)(a) and its meaning in provision (3)(b). The notion of ‘intellectual 

flourishing’ should be perceived by the English judicial authorities as the standard 

by which the provisions under the proposed reform should be defined and 

interpreted.  

 

Looking at from the dimension of intellectual flourishing affected by the re-use of 

brands, it should not be relevant whether the alleged infringed mark is registered 

or not.1764 Therefore, the proposed reform clearly states in provision (3)(a) that 

protection should be available in the same way for registered and unregistered 

marks. Accordingly, the protection offered by the proposed provision is, in one 

sense, wider than that offered by the common law tort of passing off as it affords 

statutory protection to unregistered features of a brand beyond the boundaries of 

the classic trinity. The proposed section, to borrow Lord Strathclyde’s words, 

 

1764 See CHAPTER 2. 
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‘prevent[s] someone from using packaging, or a label, or a container with an 

overall appearance, which resembles packaging which is associated with a trade 

mark belonging to a competitor. Under this amendment, the trade mark does not 

even have to be registered’.1765 In another sense, however, protection offered by 

the proposed reform is narrower than that offered by the tort of passing off due to 

the statutory threshold of corresponding efforts1766 and detrimental use,1767 as 

well as the defences under section 11 of the TMA 1994. 

 

As the draft of the reform shows,1768 the proposed protection is explicitly divided 

into two forms, namely, protection against the exploitation without corresponding 

efforts from the side of the exploiter1769 and protection against uses that are 

detrimental to the earlier mark or to other person’s goods or services, or 

commercial activities.1770 To seek protection for any of those two forms, it is 

essential that the claimant demonstrate that their brand fulfils two requirements. 

It is first required that the claimant demonstrates an existing reputation for their 

brand in the UK. As clarified in (3.3.1), reputation under the proposed provision 

should be assessed in accordance with the CJEU ruling in General Motors v 

Yplon.1771 Consequently, the claimant’s brand must be known by a significant part 

of the public (either the general public or a more specialised public) concerned 

by the products or services which it covers. In assessing reputation courts must 

take relevant factors into consideration; 1) the market share held by the trade 

 

1765 Lord Strathclyde supporting the implementation of ‘unfair competition’ clause into the TMA, Trade 

Marks Bill [H.L.] Deb 24 February 1994 vol 552 cc728-70 Amendment n. 34. 
1766 For the threshold of corresponding efforts see  3.3.3, 4.5.1. 
1767 For the threshold of detrimental use see 3.3.4. 
1768 See 7.3. 
1769 Section 10(3)(a)(i) and section 10(3)(c) of the proposed reform. See 7.3. 
1770 Section 10(3)(a)(ii) and section10(3)(d) of the proposed reform. See ibid. 
1771 Case C-375/97 General Motors Corporation v Yplon SA [1999] ECR 1-5421. 
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mark, 2) the intensity of the brand, 3) the duration of the brand’s use, the 

geographical extent of the brand and, 4) the size of the investment made by the 

undertaking in promoting it.1772 Secondly, It is required that the claimant 

demonstrates that the alleged infringed mark and/or feature(s) of a brand are 

distinctive, i.e., capable of identifying the products to which they are attributed. 

The distinctiveness of a brand, as is currently the case, should be assessed 

globally using quantitative assessment with respect to the average consumer of 

the category of products, who is reasonably well-informed, reasonably observant 

and circumspect.1773 In assessing the degree of public recognition attained by a 

brand to determine whether it has distinctive character courts must take relevant 

factors into consideration;1774 1) the nature of the marks or signs in question 

(whether they are inherently distinctive, acquired distinctive through use or, 

contain features descriptive of the products for which they are attained), 2) the 

market share of the products and the amount invested in promoting the products, 

3) the intensive and geographical widespread of the products, duration of use of 

the mark or sign, 4) the proportion of the relevant public who perceives the mark 

or sign as originating from a particular undertaking and, 5) evidence from trade 

and professional associations.  

 

Having fulfilled the above requirements, the claimant may file for any (or both) of 

the two forms of protection offered by the proposed provision: (i) against the 

exploitation of a mark and/or feature(s) of a brand without corresponding efforts 

 

1772 Ibid. 
1773 As in for eg C-383/99 P Procter & Gamble v Office for Harmonization (2001); ociété des 

Produits Nestlé SA v Cadbury UK Ltd [2017] EWCA Civ 358. 
1774 The criteria was summarise by the CJEU in Oberbank AG v Deutscher Sparkassen- und Giroverband eV 

Banco Santander SA and another v Same Joined Cases C-217 and 218/13, EU:C:2014:2012, [2014] WLR (D) 

274. 
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from the side of the exploiter and/or (ii) against uses that are detrimental. In the 

scenario of the exploitation without corresponding efforts,1775 courts should 

determine whether the act of exploitation is incompatible with intellectual 

flourishing based on three factors; i) the degree of imitation, ii) the contribution to 

the public interest and, iii) the likelihood that the alleged infringing product would 

not have been produced without exploitation. In the scenario where the use was 

detrimental to the nature, characteristics, or qualities of the marks of that other 

person’s goods or services, or commercial activities,1776 courts should determine 

whether the detrimental use adversely affects intellectual flourishing based on 

whether i) the sign has been adopted in an attempt to rely on a pre-existing power 

of attraction, the reputation and/or the image of the mark, ii) the use of the sign 

results in likelihood of a distortion of the image and, or the vision of the mark and, 

or, iii) the use of the sign results in egregiously unpleasant associations with the 

mark. The types of protections are elucidated in the following subsections. 

 

7.4.1 Exploitation without corresponding efforts 

Having satisfied the prerequisite of demonstrating reputation within the UK and 

brand distinctiveness, the brand owner (claimant) may pursue filing for the 

protection against ‘exploitation without corresponding efforts’ as per the provision 

(a)(i) under the proposed section 10(3). In this case, the court shall rely on 

provision (c) under the proposed section 10(3) which encompasses an orderly 

assessment of the degree of imitation, contribution to public interest and the 

inevitability of imitation. 

 

 

1775 Section 10(3)(a)(i) and section 10(3)(c) of the proposed reform. See 7.3. 
1776 Section 10(3)(a)(ii) and section 10(3)(d) of the proposed reform. See ibid. 
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In assessing the degree of imitation, the court shall determine the significance (or 

insignificance) of the degree of imitation.1777 In the scenario where the degree of 

imitation is deemed insignificant by the court, the exploitation is considered lawful, 

and the claimant’s case is dismissed by the court. However, if the court deemed 

the degree of imitation significant, the exploitation case is upheld, and the court 

would proceed to assessing the remaining factors for the corresponding efforts 

(i.e., (c)(ii) and (c)(iii)). The determination of the degree of imitation shall be 

conducted via a global assessment within which the judge has the discretion to 

conduct a qualitative assessment through the eyes of the average consumer in 

matters where the degree of imitation can be clearly discerned. Further, the judge 

may elect to support their decision by use of survey evidence.1778 Where the 

degree of imitation is unclear to the court, it shall conduct a quantitative 

assessment based on survey data of the wider public to determine whether the 

degree of imitation is significant. This clarity-based approach ensures a robust 

application which balances between speed and accuracy of the assessment.1779 

Furthermore, the distinction made by relying on the average consumer (in the 

qualitative assessment) versus the wider public (in the quantitative assessment) 

is not without reason. On the one hand, the wider public is the preferred choice 

as it is more closely tied to the notion of intellectual flourishing,1780 yet, it is not 

well-defined as a legal construct. On the other hand, the average consumer1781 

 

1777 Section 10(3)(c)(i) of the proposed reform. See ibid. 
1778 As in for instance Marks & Spencer Plc v Interflora Inc. and Interflora British Unit [2012] EWCA Civ 1501. 
1779  While quantitative survey data may provide a far more accurate view of the actual perceived degree of 

imitation, relying exclusively on surveys would cripple the legal system with large expenses and sluggish 

decision-making process, yet, qualitative assessment leads to a fast decision-making but subconscious-

induced bias. 
1780 The wider public comprise individuals who are exposed to brands and brand ideas through their daily 

lives in many forms which could be as simple as an advertisement while walking down a supermarket isle 

or as complex as a barrage of advertisements through online social media. 
1781 The average consumer is the currently adopted approach by the English courts in assessing similarity in 

trade mark infringement cases. See 3.2.1. 
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is a much easier-to-define legal construct,1782 but results in ‘loss in translation’ of 

the true nature and response of the wider public. Therefore, when a quantitative 

assessment is conducted, it is preferred that a truly representative segment of 

the wider public is selected (e.g., this may include, but not limited to, subgroups 

from different, income, age, occupation, gender, marital status, etc.). On the other 

hand, when a judge assumes the role of a subgroup, relying on the average 

consumer has practical merits, given that it would maintain the stability required 

by the marketplace and that the degree of imitation is clear to assess to begin 

with.  In clear cases where a qualitative assessment is conducted, courts should 

judge ‘based on the overall impression given by the [disputed products]', relying 

on elements of visual, aural or conceptual similarity, while taking into account the 

fact that ‘the average consumer normally perceives a mark as a whole and does 

not proceed to analyse its various details.’1783 A mere bringing of the alleged 

exploited brand to the mind of the average consumer when exposed to the later 

product (i.e., the exploiter’s) should suffice for the court to deem the degree of 

imitation ‘significant’ (following Adidas-Salomon AG v Fitnessworld1784). 

Nevertheless, as has been clarified in the existing English case law, the strength 

of reputation enjoyed by the claimant’s brand should not simply imply the 

existence of calling to the mind. On the other hand, when a quantitative 

assessment is required, as stated previously, the courts should judge based on 

survey evidence of the wider public. The surveyed demographic subgroup shall 

ensure resemblance of the wider public which cannot be offered via the minute 

subset, i.e., the average consumer. As a result, this extension would therefore 

 

1782 Ibid. 
1783 Case C-251/95 SABEL BV v Puma AG, Rudolf Dassler Sport (1997). 
1784 Case C-408/01 Adidas-Salomon AG v Fitnessworld (2003). See also discussion in 3.3.4. 
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maximise the input captured from those who are exposed to and are affected by 

brands as needed for intellectual flourishing.1785 

 

If the degree of imitation is deemed significant by the court, an assessment of 

contribution to public interest, namely, provision (c)(ii) under proposed section 

10(3). Under the proposed provision, the public interest should be interpreted by 

courts in accordance with the newly introduced standard of ‘intellectual 

flourishing’.1786 For the court to assess whether the alleged act of exploitation 

contributes to the public interest, it is required that the defendant provide support 

that their act of exploitation promotes intellectual flourishing. In particular this will 

involve presenting evidence of how their own intellectual engagement has been 

enhanced as a direct result of the act of exploitation, and putting a case forward 

as to how their exploitation contributes to enhancing the intellectual engagement 

of the wider public.1787 As to the former requirement, the exploiter must 

demonstrate how they overcame significant challenges (as a result of the 

exploitation) which led to improving their own way of doing business (e.g., their 

manufacturing processes, marketing, advertisement, process of design, 

methodologies, philosophy, talent, etc.). In evaluating the evidence, the courts 

shall do so on a case-by-case basis where the nature of the product, size of the 

investment and capabilities may significantly vary between two competitors, and 

subsequently the level of challenge. As for the latter requirement, the exploiter 

 

1785 See 1.3. 
1786 Section 10(3)(b) of the proposed reform. See 7.3. 
1787 As Pytalk argues “Individuals will utilize their talents if they are able to work in an environment that 

appreciates their work and effort (Dynamic reinforcing interaction). Also here show how this adds to the 

brand owner’s intellectual flourishing by making them want to improve more in order to survive the 

competition” KN Pytlak, ‘The Devil Wears Fraud-A: An Aristotelian-Randian Approach to Intellectual 

Property Law in the Fashion Industry’ (2015) 15 Va Sports & Ent LJ 273; see also n 131 and accompanying 

text. 
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must convince the courts of the novel intellectual engagement their act of 

exploitation brings to the wider public, not merely the relevant average consumer. 

It is essential that the courts conduct an assessment beyond the mere economic 

sense (i.e., reducing costs to the consumer and increasing choices), rather, by 

looking at the deeper impact on the public resulting from interacting with the 

exploited product.1788 Further, the court may resort to external expertise, if 

necessary. In the case that the exploiter satisfies the requirements of contributing 

to the public interest, the claimant’s case is dismissed by the court. 

 

If the exploiter fails to provide support towards contributing to the public interest, 

provision (c)(iii)1789 offers them a defence to demonstrate to the court that their 

act of exploitation was inevitable. Namely, according to the said provision, the 

court would assess the inevitability of imitation by the exploiter. This is an 

additional defence offered to the exploiter in parallel those available in section 11 

of the TMA 1994.1790   

 

The following section provides a case study, using Moroccanoil Israel v Aldi 

Stores, to elucidate the applicability of the corresponding efforts in a real-world 

scenario. 

 

7.4.1.1 Case study 

A typical situation where the proposed protection against exploitation without 

corresponding efforts1791 would apply would be a case involving a look-alike 

 

1788 See generally 4.2, 4.3. 
1789 See 7.3. 
1790 Ibid. 
1791 Section 10(3)(a)(i) of the proposed reform. Ibid. 
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product;1792 a product that is created by combining features of the distinctive 

visual appearance of an established brand (i.e., combinations of colours, shape 

and size of containers, the colours or position or the shape of the logos as well 

as the labels…etc) in a manner that sufficiently closely imitate the established 

brand. However, a look-alike product often effectively distinguishes itself form the 

imitated brand, so they are not close as to deceive,1793 and it does not involve a 

direct trade mark infringement.1794 A case law example would be Moroccanoil 

Israel v Aldi Stores.1795 In this case, the defendant, Aldi Stores (a discount 

supermarket), brought to the UK market a hair oil sold under the name Miracle 

Oil. In the preparation of the packaging of its Miracle Oil, Aldi stores thoroughly 

mimicked the packaging of Moroccanoil, the most favourable and successful hair 

product of Moroccanoil Israel Ltd in the UK, producing a ‘strikingly similar’1796 

packaging to that of Moroccanoil (see Figure 1). Noteworthy, Miracle Oil was part 

of Aldi’s campaign to copy brands for a cheaper price ‘Like Brands. Only 

Cheaper’. 

 

 

1792 For a discussion on brands protection against lookalike products see eg M Heritage, ‘'Smells-Alike' 

defeat for Truthful Comparative Advertising?’ (2010) 15 Communications law (Haywards Heath) 105; H 

Johnson, Get out of My Dream - Action against Smell-Alike Perfumes (Bloomsbury Publishing Plc 2006); B 

Mills, ‘Own Label Products and the ‘Lookalike’ phenomenon”[1995]’ 3 EIPR 127 at 124. 
1793 Thus, not covered by the common law tort of passing off. 
1794 Thus, not covered by the statutory trade mark law (TMA 1994). 
1795 Moroccanoil Israel Ltd v Aldi Stores Ltd [2014] EWHC 1686 (IPEC) [32]. 
1796 Ibid, [32]. 
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Figure 1: A comparison between Moroccan Oil and Miracle Oil.1797 

 

As a result of Aldi Store’s production of Miracle Oil, the claimant, Moroccanoil 

Israel Ltd, filed for a passing off action. For there to be a successful action for 

passing off, the claimant had to satisfy the elements of the classic trinity.1798 

Firstly, that the claimant’s product has established a goodwill by reason of sale in 

the UK and that the product is recognised by the public as distinctive; secondly, 

that the product of the defendant amounts to misrepresentation; thirdly, that the 

claimant’s product has been damaged by reason of the misrepresentation. With 

respect to goodwill and distinctiveness of Moroccanoil, there was no doubt ‘that 

the claimant enjoy[ed] goodwill in its business in Moroccanoil. The evidence 

included many examples of advertisements and press attention in the UK… often 

by reference to endorsements of its qualities from celebrities which… attracted a 

good deal of attention’.1799 Furthermore, there was no doubt that the combination 

of name and get-up of Moroccanoil amounted to distinctiveness.1800 Nonetheless, 

with respect to misrepresentation, the claimant faced great difficulty supplying 

 

1797 Ibid, [63]. 
1798 For a detailed discussion of the classic trinity of the common law tort of passing off see 2.2. 
1799 Moroccanoil Israel Ltd v Aldi Stores Ltd [2014] EWHC 1686 (IPEC) [36]. 
1800 Ibid, [43]. 
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evidence to the court proving direct misrepresentation that led to goodwill 

damage. In fact, despite Aldi Store’s intentional effort to produce a packaging of 

astounding similarity with that of Moroccanoil,1801 the claimant could not prove 

deception.1802 As a result, the claimant’s action for passing off has failed, despite 

Moroccanoil’s conscious decision to exploit claimant’s effort. Although laws that 

encourage such behaviour argue that it provides ‘reduced costs and increased 

consumer choice’, one should ask what would be the purpose of choice, when all 

products eventually become similar? 

 

Unlike the passing off tort where the burden of proof falls on the shoulder of 

Moroccanoil, the proposed reform distributes a share of the burden to Aldi Stores 

(given their imitation efforts) over what is known as the ‘corresponding efforts’.1803 

But first, Moroccanoil would need to demonstrate that their brand enjoys a UK-

based reputation and that the alleged exploited feature(s) of their brand is(are) 

distinctive.1804 Having proven so, the burden shifts to the exploiter, Aldi Stores, 

who must provide corresponding efforts to justify their act of exploitation. Namely, 

the defendant must be judged according to the degree of imitation, contribution 

to the public interest and inevitability of imitation, respectively. The following text 

will provide detailed application of the proposed reform to the Moroccanoil Israel 

v Aldi Stores case, covering the pre-requisites (proving reputation and 

distinctiveness) and the corresponding efforts.  

 

 

1801 Ibid, [32]. 
1802 In other words ‘the defendant had been aiming to avoid deception but had taken a conscious decision 

to 'live dangerously'’ Ibid [33]; see eg United Biscuits (UK) Ltd v Asda Stores Ltd [1997] R.P.C. 513; 
Specsavers International Healthcare Ltd & Ors v Asda Stores Ltd [2012] EWCA Civ 24. 
1803 See 3.3.3, 4.5. 
1804 See 7.4. 
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Reputation under the proposed reform, as clarified earlier, should be assessed in 

accordance with the CJEU ruling in General Motors v Yplon,1805 (i.e., it must be 

established that Moroccanoil is known in the UK by a significant part of the 

general public, or a more specialised public concerned by the products or 

services offered by the company). In fact, the analysis which has been carried by 

the court on Moroccanoil’s goodwill, is sufficient to highlight the claimant’s 

reputation as required by the proposed reform. In particular, the advertising and 

the press attention in the UK garnered by Moroccanoil since 2009, the fact that 

sales figures of the Moroccanoil were over £6 million, up to April 2012, as well as 

the £667,000 worth marketing campaigns in the UK.1806 Since a reputation of a 

brand should be assessed with respect to specific goods or services and, by 

extension, to a specific public to which the mark is addressed,1807 it is reasonable 

to claim that Moroccanoil Israel Ltd has an established reputation for its 

Moroccanoil product in the UK.  

 

The second prerequisite is for Moroccanoil to prove the distinctiveness of the 

alleged exploited features of their brand. As reported in the original case 

proceedings, the name and get-up (of the box and bottle), as a combination, were 

deemed distinctive. Specifically, the term ‘Moroccanoil’ was deemed inherently 

distinctive to the English language in its own right. However, elements of the box 

((i) the turquoise blue colour, (ii) the orange graphics and (iii) the vertical 

writing1808) and bottle, ((i) the shape of the bottle and (ii) the colour of the bottle 

and cap) as used in combination with the distinctive brand name ‘Moroccanoil’ 

 

1805 Case C-375/97 General Motors Corporation v Yplon SA [1999] ECR 1-5421. 
1806 Moroccanoil Israel Ltd v Aldi Stores Ltd [2014 ] EWHC 1686 (IPEC) [36]. 
1807 See 3.3.1. 
1808 Moroccanoil Israel Ltd v Aldi Stores Ltd [2014 ] EWHC 1686 (IPEC) [43]. 
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was also inheritly distinctive. Thus, the overall product was deemed distinctive by 

the court.1809 

 

Having fulfilled the requirements of reputation and distinctiveness, the 

defendant’s corresponding efforts1810 (i.e., efforts to enhance, improve or modify 

the alleged exploited Moroccanoil product) must be assessed by the court.  

 

The first factor the court shall use to assess the corresponding efforts is the 

degree of imitation. As discussed previously,1811 the proceeding of assessing the 

degree of imitation depends on the clarity of the alleged imitation. Based on the 

significant similarity highlight in Figure 1, upon which the court has indeed found 

that the two products look strikingly similar,1812 this thesis assumes that a judge, 

acting upon the proposed reform, would subsequently find presence in a calling 

to the mind of the average consumer.1813 Consequently, it can be assumed that 

the ‘degree of imitation’ would be deemed significant, and the claimant’s case is 

upheld for further assessment of the corresponding efforts.  

 

The second factor the court shall assess is Aldi Store’s endeavor to contribute to 

the public interest through its act of exploitation. Following the intellectual 

flourishing standard,1814 Aldi Stores must provide evidence that their act of 

exploitation has led to a direct enhancement of their intellectual engagement, and 

they must put a case forward as to how their exploitation contributes to enhancing 

 

1809 Ibid, [39], [42]. With respect to colours being capable of fulfilling the requirement of distinctiveness see 

Libertel Groep BV v Benelux-Merkenbureau Case C-104/01 [2003] ECR I-3793 para 40- 42. 
1810 See section 10(3)(c) of the proposed reform. See 7.3. 
1811 See 7.4.1. 
1812 Ibid. 
1813 Ibid. 
1814 See 1.3. 
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the intellectual engagement of the wider public. Assuming that Aldi Stores has 

not had prior experience creating a product of such nature, it could very well be 

argued (in their favour) that their intellectual engagement has been enhanced as 

a direct result of their endeavour towards exploiting Moroccanoil’s product (e.g., 

through enhancing their team’s intellect, their manufacturing processes, etc.).  

Nevertheless, it is reasonable to argue that their case in the latter (i.e., 

demonstrating how their exploitation contributes to the wider public’s intellectual 

engagement) would not succeed. To begin with, their ‘Like Brands. Only Cheaper’ 

phrase, sets the stage for their campaign’s vision, which is aimed at exploiting 

brands for reduced prices. Additionally, the resultant get-up from their exploitation 

offers nothing but a mere calling to the mind to a passer-by of a reduced cost, 

look-alike product. Although contributing to consumer choice in the short term, 

this particular act of exploitation based on repeated, unoriginal ideas that lack 

creativity, fosters a society that lives up to the same standards. As explained by 

the knowledge theory,1815 these products, as observed, form ideas of the exterior 

world. These ideas are then stored in our minds. Eventually, we create a re-mix 

of these ideas and re-use them to form newer ideas. Equipped with ideas that 

lack diversity, the market would promote more of the same ideas to live amidst 

our society, which at its essence is against intellectual flourishing. As a result, it 

could be argued that the Aldi Store’s act of exploitation does not contribute to the 

public interest,1816 therefore, it does not contribute to intellectual flourishing.  

Consequently, the claimant’s case is upheld for further assessment of the last 

factor of the corresponding efforts, namely, the likelihood that the product would 

not have been produced without imitation. 

 

1815 See CHAPTER 4. 
1816 See 7.4.1. 



 311 

 

As for the last factor of the corresponding efforts, it is rather simple to argue 

against Aldi Stores. In their effort to produce the hair oil, Aldi Stores had 

numerous means and options to create one that does not necessarily need to 

imitate the get-up and packaging of Moroccanoil’s. Rather, it was an active 

decision that they made to ignore all the available options and pursue the 

exploitation of Moroccanoil’s product. Consequently, having not fulfilled the last 

requirement of the corresponding efforts, Aldi Stores under the proposed reform 

would be liable for infringement. 

 

Despite having the court’s decision in their favour in the original case, it was found 

through this thesis that under the proposed reforms Aldi Stores would be liable 

for infringement under the proposed reform. This was as a result of Aldi Stores’ 

(analysed) failure to demonstrate that their exploitation of Moroccanoil’s product 

was with corresponding efforts. To conclude, this section presented a practical 

analysis of how the proposed reform can be applied and its implication using an 

example from existing case law. 

 

7.4.2 Detrimental use 

Having satisfied the prerequisite of demonstrating reputation within the UK and 

brand distinctiveness, a brand owner (claimant) may pursue protection if an 

alleged infringer uses their mark in a manner that is detrimental to the nature, 

characteristics, or qualities of their goods or services, or commercial activities, be 

it in comparative advertising or promotion or any other form not covered by 

section 11 of the TMA 1994. In this case, the claimant may file for any or all of 
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provisions (d)(i-iii) under the proposed section 10(3),1817 which encompass that 

the use of the sign attempts to exploit the pre-existing power or repute of an 

existing brand; results in likelihood of vision or image distortion of an existing 

brand; or makes an egregiously unpleasant association with an existing brand. 

 

Prior to the assessment of (d)(i-iii), the court must first determine whether a 

degree of similarity, which may lead to a link between the mark and the allegedly 

infringing sign, is sufficient to prompt a continuation in the proceedings. For 

practical purposes, the degree of ‘similarity’ presented in 10(3)(d) shall be 

assessed in accordance with Adidas- Salomon v Fitnessworld,1818 which requires 

a link to be established between the mark and sign. Particularly, a mere call to 

the mark in the mind of the average consumer when exposed to the sign is 

sufficient to ascertain the link between the two.   

 

In their assessment of the degree of similarity, the courts should conduct a global, 

qualitative assessment ‘based on the overall impression given by the [disputed 

mark and sign]', relying on elements of ‘visual, aural or conceptual similarity’,1819 

while taking into account the fact that ‘the average consumer normally perceives 

a mark as a whole and does not proceed to analyse its various details.’1820 It 

should be up to the court to allow the calling of empirical evidence to support its 

decision at this stage.1821 

 

 

1817 See 7.3. 
1818 C-408/01 Adidas-Salomon AG and Adidas Benelux BV v Fitnessworld Trading Ltd (2003). 
1819 C-251/95 SABEL BV v Puma AG, Rudolf Dassler Sport (1997) ECR I-6191, para 23; C-342/97 Lloyd 

Schuhfabrik Meyer & Co GmbH v Klijsen Handel BV (1999) ECR I- 3819, 3841 et seq, para 25 and 27. 
1820 C-251/95 SABEL BV v Puma AG, Rudolf Dassler Sport (1997) ECR I-6191. 
1821 As in Marks & Spencer Plc v Interflora Inc. and Interflora British Unit [2012] EWCA Civ 1501. 
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For the purpose of assessing where a link is likely to be established, the court 

shall, as in Intel v CPM, ‘take into account the strength of the earlier mark's 

reputation’,1822 the degree of distinctive character of the mark ‘whether inherent 

or acquired through the use’,1823 as well as, ‘the nature of the goods or services’ 

bearing the mark and the sign.1824 The more repute and distinct the mark is ‘the 

more likely it is that, confronted with a later identical or similar mark, the relevant 

public will call that earlier mark to mind’ .1825 Furthermore, the closer the goods 

and services bearing the mark and the sign, the greater the likelihood that the 

average consumer will establish a link between the mark and the sign. In the 

absence of a likelihood of a link, the use of the sign is not likely to cause detriment 

under the proposed provision 10(3)(a)(ii) and 10(3)(d),1826 nor is the mere 

existence of such a link in itself, is sufficient to establish a successful claim of 

detrimental use. Nevertheless, if the court decides that the degree of similarity is 

sufficient to merit a link in the mind of the average consumer, then the claimant 

must proceed to provide any evidence that the alleged infringing use is 

detrimental as per provision 10(3)(d)(i-iii).   

 

Provision 10(3)(d)(i) covers a variety of cases where there exists an intentional 

reliance on pre-existing power of attraction, reputation and/or image of the mark 

- for instance, in cases where the defendant seeks to re-position themselves in 

the marketplace by generating an association with an already established brand, 

and in cases where the defendant presents the goods or services bearing the 

 

1822 C-252/07 Intel Corporation Inc. v CPM United Kingdom Ltd (2008), para 53. 
1823 Ibid, para 54. 
1824 Ibid, para 48. 
1825 Ibid, para 54. 
1826 See 7.3. 
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sign as imitations or replicas of the goods or services bearing the mark.  

Additionally, the proposed provision encompasses cases that have been covered 

by the ‘unfair advantage’ provision in the existing section 10(3).1827 

 

Determining whether the sign has been deliberately adopted by the defendant in 

order to benefit from the already established power of attraction, reputation or the 

image of the brand could be assessed, as in Whirlpool Corp v Kenwood Ltd1828 

and Specsavers Ltd v Asda Stores Ltd,1829 through cross-examination and 

evidence as to the design process of the disputed sign. Such approach not only 

allows the court to determine whether the sign was created deliberately in order 

to generate an association in the mind of the average consumer (as to facilitate 

the marketing of their own goods or services bearing the sign), but to also to 

determine whether the design process of the sign involved overcoming of 

intellectual challenges (as mandated by the intellectual flourishing standard).1830  

 

In cases when conducting cross-examination or obtaining evidence as to the 

design process of the disputed sign were hampered, the court may rely on other 

factors of particular importance in revealing the possibility that the sign has 

deliberately been adopted by the defendant - namely, i) the strength of the 

reputation enjoyed by the mark and, i) the degree of similarity between the sign 

and the mark, taking into account the nature of the goods and services bearing 

the sign and the mark. The stronger the reputation enjoyed by the mark, the 

greater the possibility that the defendant had prior knowledge of the mark and the 

 

1827 See 3.3.3. 
1828 Whirlpool Corporation & Ors v Kenwood Ltd [2009] EWCA Civ 753. 
1829 Specsavers International Healthcare Ltd & Ors v Asda Stores Ltd [2012] EWCA Civ 24. 
1830 See 1.3. 
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nature of its market. Furthermore, the more similar the sign and mark, and the 

more similar their goods and services, the greater the possibility that the 

defendant had an intimate knowledge and understanding of the mark’s repute 

and of its relevant market. Considered collectively, these factors may hint towards 

a deliberate and careful attempt to adopt the sign in question for the purpose(s) 

stated in provision 10(3)(d)(i). Nevertheless, this provision should not include 

cases where the defendant is simply offering alternatives to the goods or services 

bearing the mark, for example, through the use of Adwords service or the selling 

of spare parts.  

 

Provision 10(3)(d)(ii) covers cases where the defendant’s use of the sign is likely 

to diminish the image of the mark or interfere with its brand’s vision in a manner 

that is incompatible with intellectual flourishing. For instance, this provision can 

cover cases involving a rival’s act of establishing an association between the 

mark and inferior products, which can harm the image and or vision of the brand.  

Moreover, it encompasses cases where the rival’s product bearing the sign is, 

not necessarily inferior, but is likely to derail the vision which the brand has 

established. Cases that may fall under this provision commonly incorporate a 

rival’s act of ambiguous tarnishment1831 and or parodying of the mark (e.g., 

through comparative advertising) with the aim of positioning or repositioning their 

goods and services bearing the sign.  

 

In assessing cases under provision 10(3)(d)(ii), the court shall conduct a global 

assessment considering the context in which the sign is used and the message 

 

1831 See 3.3.4. 
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it conveys. This assessment applies whether the use of the sign results in 

likelihood of a distortion of the brand’s image, the vision, or both. Noteworthy is 

that only the ‘likelihood’ of distortion should suffice here, since waiting until 

damage to image and or vision to occur can bear devastating consequences to 

the brand owner. Nonetheless, in the assessment of likelihood, an imminent risk 

of damage must be proven.     

 

Provision 10(3)(d)(iii) covers cases that incorporate the use of the sign in clear 

unsavoury (and clashing with intellectual flourishing1832) contexts such as 

adultery or in relation to illegal materials. As with the current English judicial 

system, the mere use of the sign in an unsavoury context should be found 

sufficient by the court to detriment the mark given that unlike provisions 10(3)(d)(i-

ii), the harm here is immediate. 

 

The following section provides a case study, using Specsavers International 

Healthcare Ltd & Ors v Asda Stores Ltd,1833 to elucidate the applicability of the 

detrimental use provision in a real-world scenario. 

 

7.4.2.1 Case study 

Since a majority of the existing case law pertaining to detrimental use has been 

in favour of the claimant, the use of any of such cases to study would be 

inadequate to highlight the contribution of the proposed provision 10(3)(d). 

Therefore, this section presents a case originally filed based on the grounds of 

‘unfair advantage’, but the same case also involved an alleged harm to the 

 

1832 See nn. 789- 795 and accompanying text. 
1833 Specsavers International Healthcare Ltd & Ors v Asda Stores Ltd [2012] EWCA Civ 24. 
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brand’s vision as a result of similarity between a sign and a mark UK-based 

reputation.Tthe case discussed is Specsavers International Healthcare Ltd & Ors 

v Asda Stores Ltd.1834 

 

The claimant, Specsavers, is the largest chain of opticians in the UK1835 and the 

owner of a registered colourless word mark “Specsavers” and a colourless two 

overlapping oval shapes. Its complaint was against Asda Stores, a well-known 

supermarket chain in the UK. Specsavers claimed that ‘unfair advantage’ is being 

taken of the distinctive character and the repute1836 of the Specsavers by means 

of the use of a similar sign and comparative advertising. Particularly, Asda had 

adopted new logo for the re-launch of their optic buisness (Figure 2(a)) that 

mimics the green-coloured version of Specsavers’s two overlapping ovals mark 

(Figure 2(b)). Asda’s sign comprised of white non-overlapping oval shapes with 

the words ‘ASDA Opticians’ on them in a light shade of green. Furthermore, in 

their advertising campaign, Asda particularly targeted Specsavers1837 by 

adopting two straplines which included a deliberate reference to Specsavers, "Be 

a real spec saver at Asda" (Figure 3(a)) and "Spec savings at Asda" (Figure 3(b)). 

 

 

1834 Ibid. 
1835 At the time the proceedings, ibid [2]. 
1836 The claim for passing off was rejected by the High Court due to lack of misrepresentation. 
1837 Specsavers International Healthcare Ltd & Ors v Asda Stores Ltd [2012] EWCA Civ 24 [3]. 
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Figure 2: A comparison between the sign and mark of (a) the defendant’s (Asda) and (b) the claimant’s 
(Specsavers).1838 

 

 

Figure 3: Images from Asda’s marketing campaign referencing Specsavers (a) “Be a real spec saver 
at Asda” and (b) “Spec saving at ASDA”.1839 

 

In the case, Specsavers claimed that Asda sought to communicate ‘to customers 

that its optical offering is just like Specsavers' offering in certain respects, and in 

particular its provision of value, its professionalism, and its breadth of range.’1840 

Therefore, Asda ‘deliberately designed its logo to look as close as it considered 

safe to Specsavers' logo, and that end was the purpose of the use of the wording 

in the two straplines.’1841 Although Specsavers did not succeed on every aspect 

of their ‘unfair advantage’ claim before the High Court, the decision was a 

 

1838 Ibid, [2011] FSR 1, [2010] EWHC 2035 (Ch) [195]. 
1839 Ibid. 
1840 Ibid [2010] EWHC 2035 (Ch), 2010 WL 2937514 [63]. 
1841 Ibid.  
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success with the Court of Appeal making further findings with respect to Asda’s 

use of both straplines being without ‘due cause’.1842   

 

Despite the eradication of the ‘unfair advantage’ provision and consequently the 

‘due cause’ threshold, the claimant would still be able to seek protection for their 

brand on the grounds of 10(3)(a)(ii) (i.e., against detrimental use of their marks) 

within the proposed reform. Particularly, the claimant will presumably file for any 

or all of provisions 10(3)(d)(i-iii). The following text will discuss the same case 

Specsavers International Healthcare Ltd & Ors v Asda Stores Ltd in light of the 

new reform to demonstrate how Specsavers would succeed in protecting their 

brand under the proposed 10(3) without the need for the ‘unfair advantage’ or the 

‘due cause’ provision and threshold, respectively. But first, Specsavers would 

need to demonstrate that their brand enjoys a UK-based reputation and that the 

alleged detrimental use was related to distinctive aspects of their brand. 

 

Reputation under the proposed reform, as clarified earlier, should be assessed in 

accordance with the CJEU ruling in General Motors v Yplon,1843 (i.e., it must be 

established that Specsavers is known in the UK by a significant part of the general 

public, or a more specialised public concerned by the products or services offered 

by the company). In fact, such reputation has already been established by the 

court, at the date of commencement of the original proceeding, namely, that 

Specsavers ‘had become the largest chain of opticians in the United Kingdom, 

operating through over 630 stores and with a market share of about 39%.’1844 

 

1842 Ibid, [143], [144] and [153], [154]; see also 3.3.5. 
1843 C-375/97 General Motors Corporation v Yplon SA [1999] ECR 1-5421. 
1844 Specsavers International Healthcare Ltd & Ors v Asda Stores Ltd [2012] EWCA Civ 24 [2]. 
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Distinctiveness of the brand aspects that were subject to detrimental use entails 

that Specsavers prove its alleged infringed marks were capable of identifying the 

products to which they are attributed. With respect to the distinctiveness of the 

shaded mark,1845 the Court of Appeal had already confirmed in the original case that 

‘a mark registered in black and white is… registered in respect of all colours.’1846 

Accordingly, following a global assessment by the court, it was established that 

Specsavers’ shaded mark had acquired distinctiveness through use (since 

Specsavers had in fact extensively used the wordless mark, however in 

combination with the inherently distinctive word of Specsavers, in a contrasting 

colour across the centre of the mark).1847 

 

Having fulfilled the requirements of reputation and distinctiveness, an 

assessment of the similarity between the mark and the sign should now take 

place.1848 Consequently, under provision 10(3)(d) a certain degree of similarity 

must exist between Specsavers’ mark and the sign used by Asda (including the 

straplines) such that the average consumer makes a link between them. In fact, 

it has already been established by the courts in this case that the Asda’s 

straplines, in both forms (i.e., "Be a real spec saver at Asda" and "Spec savings 

 

1845 As noted at the beginning of this case study, Specsavers is the owner of a registered wordless and 

colourless overlapping ovals mark, as well as a colourless Specsavers word mark.1845 Nevertheless, 

Specsavers had made very extensive use of the overlapping ovals mark in green colour with a contrasting 

colour across the centre of the mark, in addition of the word ‘Specsavers’ superimposed on top of the 

wordless logo (known as the ‘shaded mark’). 
1846 Specsavers International Healthcare Ltd & Ors v Asda Stores Ltd [2012] EWCA Civ 24 [96]. 
1847 This finding was confirmed by evidence of the average consumer perceiving the shaded mark as 

indicating the origin of the goods and services as supplied by Specsavers. Furthermore, the distinctiveness 

of the shaded mark was also confirmed by the fact that ‘Asda's own internal materials indicate it 

considered that a device of overlapping ovals would be recognised as denoting or referring to Specsavers.’ 

Ibid, [172]. 
1848 Degree of similarity is assessed according to C-408/01 Adidas-Salomon AG and Adidas Benelux BV v 

Fitnessworld Trading Ltd (2003). See 7.4.2. for more details. 
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at Asda"), are visually and aurally closely related to “Specsavers”1849 in a way 

that leads the average consumer who is exposed to the straplines to make a link 

with Specsavers.1850 Additionally, given Specsavers’ shaded mark’s extensive 

use, distinctiveness and similarity with relevant products, the Court of Appeal 

echoed the existence of a link arising from Asda’s use of the sign. 

 

Given that the court acknowledges the existence of similarity between the sign 

and mark, the claimant (Specsavers) must prove, through any or all of provisions 

10(3)(d)(i-iii), that the resultant association with their mark by the defendant’s sign 

(Asda’s) is detrimental in nature =particularly as in this case, the use of the sign 

and or the two straplines by Asda. 

 

Recalling that Specsavers’ claim involved two elements, namely the use of a sign 

that is similar to their mark and straplines that identify their brand, by Asda, the 

claimant here may file two separate claims (pertaining to each element) involving 

any or all of 10(3)(d)(i-iii) depending on the specific acts by the defendant. With 

respect to the sign, Specsavers claimed that Asda’s design and use was with the 

purpose of conveying to the relevant public that Asda’s optical offering is as good 

as Specsavers’ with respect to its provision of value, professionalism, and 

breadth of range. Therefore, it is reasonable to assume that Specsavers, under 

the proposed reform,1851 would claim that Asda’s sign ‘has been adopted to in an 

attempt to rely on a pre-existing power of attraction, the reputation and or the 

image of the mark’, namely, provision 10(3)(d)(i). As for the straplines, 

 

1849 Specsavers International Healthcare Ltd & Ors v Asda Stores Ltd [2012] EWCA Civ 24 [149] – [153]. 
1850 Ibid, [153]. 
1851 See 7.3. 
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Specsavers claimed that Asda’s straplines had a deliberate mention of their brand 

("Be a real spec saver at Asda" and "Spec savings at Asda", as Figure 3(a,b) 

depicts) with the notion of offering a ‘cheaper’ alternative. This deliberate mention 

can subsequently be used by Specsavers as grounds to file for detrimental use 

that ‘results in likelihood of a distortion of the image and, or the vision of the mark’, 

namely, provision 10(3)(d)(ii). 

 

With respect to the first claim (namely, the detrimental use arising from Asda’s 

adoption of the sign), assessment can be through cross-examination and 

evidence as to the design process of the disputed sign. In fact, the original case 

clearly highlighted (through cross-examination and design-process evidence) 

that Specsavers was the particular target of Asda’s sign. The fact that Asda had 

decided not to try to parody the Specsavers mark, did not change the fact that 

‘the designers had started there and the design thought processes probably still 

had their roots there.’1852 In case it was not practically possible to conduct the 

said assessment, the court make consider relying on the strength of the 

reputation enjoyed by Specsavers, the significance in degree of similarity 

between Specsavers mark and Asda’s sign, as well as, the fact that both are 

concerned with offering optical goods and services. Collectively, these factors 

may serve as precursor that Asda’s sign has been deliberately adopted to benefit 

from Specsavers’ power of attraction, reputation or image.1853 Since this act does 

not abide by the standard of ‘intellectual flourishing’,1854 the defendant is 

considered in infringement of the proposed reform.  

 

1852 Specsavers International Healthcare Ltd & Ors v Asda Stores Ltd [2012] EWCA Civ 24 [46]. 
1853 Section 10(3)(d)(i) of the proposed reform. See 7.3. 
1854 See 1.3. 
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With regards to the second claim (namely, detrimental use arising from Asda’s 

launch of their comparative advertisement by way of straplines referring to 

Specsavers), assessment by the court shall be global, taking into account, 

especially, the context in which the sign is used and the message it attempts to 

convey. Drawing on the case proceedings for the purpose of illustration, the 

defendant provided evidence that ‘instructions were to parody Specsavers in the 

straplines and to go after them on price’1855 and that there was no intention to 

associate Asda with Specsavers in terms of quality or professionalism. 

Nonetheless, given the history of the Asda’s sign design process, original case 

demonstrated that the claim by Asda’s that their straplines were intended to 

purely compare prices was ‘too difficult to substantiate.’1856 Rather, a global 

assessment of the their straplines (considering the context of usage) reflected the 

fact that ‘Asda adopted the strategy of using a strapline which was intended to 

bring Specsavers to mind and to convey superiority in terms of value, and 

superiority or parity in the areas of range and professionalism’.1857 Having spent 

decades establishing its reputation and specialty in delivering optician services, 

Specsavers at the time of the trial was considered a leader in its subspeciality of 

goods and services. On the other hand, Adsa, despite its significant reputation 

and size as a supermarket chain, has relatively smaller repute in the subspeciality 

of the claimant’s. Hence, it is reasonable to argue that an association of 

 

1855 Specsavers International Healthcare Ltd & Ors v Asda Stores Ltd [2012] EWCA Civ 24 [151]. 
1856 As clarified earlier, comparative advertising ‘when it [objectively] compares material, relevant, verifiable 

and representative features and is not misleading’ should be allowed as it ‘may stimulate competition 

between suppliers to the advantage of the consumer’. Ibid. 
1857 Ibid. 
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Specsavers with Asda (through the straplines) can be detrimental as it may result 

in likelihood of distorting the image of Specsavers.  

 

Although the court’s final decision was, much like under the current reform, in 

favour of the claimant, this case study showed that despite the removal of the 

‘unfair advantage’ and its ‘due cause’, a brand owner can still protect their brand 

under the proposed reform. Most importantly, this case study presented how the 

proposed ‘protection against detrimental use’, which protects the semiotic 

discourse and subsequently the intellectual flourishing,1858 can be used as an 

alternative to the notion of ‘dilution’ that tend to focus on law and economics.1859   

 

7.5 A final consideration: The potential anti-competitive effects of the 

proposed reforms and their relation to competition law 

The objective of competition law is to facilitate the competitive process in the 

marketplace1860 by eliminating forms of private conduct that hinders others’ ability 

to compete.1861 Competition in English law is governed mainly through Chapters 

I and II of the Competition Act 19981862 (Articles 101, 102 of the Treaty on the 

 

1858 See 5.5. 
1859 Although the presented case did not involve a claim of ‘tranishment’, the proposed provisions d(ii) and 

d(iii) can be used to cover such cases. 
1860 See eg the Report on Competition Policy 2019 (European Commission) stating that ‘competition rules 

helps create open and competitive markets’ at 1, the report available at 

https://ec.europa.eu/competition/publications/annual_report/2019/part1_en.pdf.  
1861 On competition law and competition policy see generally,  R Whish and D Bailey, Competition Law 

(Oxford University Press, USA 2015); B Rodger and A MacCulloch, Competition Law and Policy in the Ec and 

Uk (Routledge 2008); MM Dabbah, Ec and Uk Competition Law: Commentary, Cases and Materials 

(Cambridge university press 2004). 
1862 The Competition Act 1998 chapter 41 available at 

https://www.legislation.gov.uk/ukpga/1998/41/introduction. A main purposes of the Competition Act was 

the implementation of the EU competition policy. 

https://www.legislation.gov.uk/ukpga/1998/41/introduction
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Functioning of the European Union (TFEU)).1863 The named Chapters prohibit, 

respectively, agreements that ‘have as their object or effect the prevention, 

restriction or distortion of competition within the United Kingdom’1864 and 

unilateral conducts ‘which amounts to the abuse of a dominant position in a 

market… if it may affect trade within the United Kingdom.’1865 

 

In compliance with the competition law objective,1866 the common law tort of 

passing off, as demonstrated in chapter 2, aims at prohibiting the spread of 

information and conducts that are misleading, through the protection of goodwill 

against unfair competition by misrepresentation,1867 thereby contributing to 

market efficiency by ensuring that consumers purchasing decisions are not based 

on deception or confusion.1868 The commonly accepted economic justifications 

for having trade marks rights under the TMA 1994, as demonstrated throughout 

chapter 3, are that i) they protect consumers from being confused as to the trade 

 

1863 Consolidated versions of the Treaty on European Union and the Treaty on the Functioning of the 

European Union 2012/C 326/01 available at https://eur-lex.europa.eu/legal-

content/EN/TXT/?uri=celex%3A12012E%2FTXT; With regards to the situation after Brexit, articles 101 and 

102 of the TFEU will continue to apply in the UK until 31st December 2020 as at the time of writing this 

thesis. Once the transition period of Brexit is over, Chapter I and Chapter of the Competition Act 1998 will 

remain in place. In respect of conduct that took place pre-Brexit, provisions of the TFEU will continue to 

apply in the UK. Whereas, Competition and Markets Authority (CMA) and UK courts will cease to apply 

provisions of the TFEU in relation to future activities. On the consequences of Brexit on the EU and UK 

competition laws see generally EMM Dabbah, ‘Brexit and Competition Law: The Future Place of the Uk 

Competition Law Regime Internationally’ (2019) 42 World Competition; J Vickers, ‘Consequences of Brexit 

for Competition Law and Policy’ (2017) 33 Oxford Review of Economic Policy S70; A Jones, ‘Brexit: 

Implications for Uk Competition Law’ (2017)  King's College London Law School Research Paper; I Lianos 

and others, ‘Brexit and Competition Law’ (2017) 2 Centre for Law, Economics and Society, Policy Paper 

Series.  
1864 Article 2(1)(b) of the Competition Act 1998 see n 1862. 
1865 Article 18(1), ibid. 
1866 For a detailed differentiation between unfair competition law and the competition law see eg B Ong, 

‘Competition Law and the Common Law of Unfair Competition’ (University of Oxford 2011). 
1867 See 2.2. 
1868 See generally CHAPTER 2. 

https://eur-lex.europa.eu/legal-content/EN/TXT/?uri=celex%3A12012E%2FTXT
https://eur-lex.europa.eu/legal-content/EN/TXT/?uri=celex%3A12012E%2FTXT
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origin of products,1869 ii) they reduce consumer search costs.1870 Accordingly, the 

TMA 1994 promotes market competition1871 by offering exclusive rights as form 

of incentives for traders to produce more products and to maintain certain 

qualities.1872  

 

In spite of the different approaches of the above-mentioned legal frameworks, 

they all favour the public interest in maintaining a robust and undistorted 

competition in the marketplace.1873 In contrast to that, to provide protection to 

brands1874 under the proposed reforms1875 might form a threat to the market 

competitiveness and jeopardise the public interest. This is because offering a 

statutory protection for brands (and not only goodwill1876 and/or trade marks1877) 

against being used without an authorisation (beyond the benchmark of confusion) 

gives brand owners a market power and a form of immunity from their 

competitors.1878 In other words, the proposed protection has the tendency to grant 

 

1869 See eg J Litman, ‘Breakfast with Batman: The Public Interest in the Advertising Age’ (1999) 108 The Yale 

Law Journal, where Litman stated ‘Protecting consumers from deception is the justification most familiar to 

trademark law...’ p 1729. 
1870 See eg n 554. 
1871 This was stated by the CJEU in many occasions. See eg C-10/89 CNL-SUCAL v HAG, para 13; Case C-

517/99 Merz & Krell GmbH & Co., para. 21; Case C-206/01 Arsenal Football Club plc v Matthew Reed, para. 

47.  
1872 See eg J Litman, ‘Breakfast with Batman: The Public Interest in the Advertising Age’ (1999) 108 The Yale 

Law Journal, where Litman stated ‘Supplying incentives to invest in the item that's getting the protection is 

another classic justification for intellectual property...’ p 1730; see also nn. 1284, 1285. 
1873 See eg B Ong, ‘Competition Law and the Common Law of Unfair Competition’ (University of Oxford 

2011) Chapter 6 section (2)(b) stating ‘[the Competition Act 1998 and the common law  economic torts] 

provide support for each other insofar as they both unequivocally champion the public interest in having 

traders engages in “ordinary” or “normal” forms of competition in the marketplace- where commercial 

success in achieved by rival traders competition on the price, quality or other merits of the foods of 

services they offer to their customers’. 
1874 See 1.6.3. 
1875 See 7.3. 
1876 See 1.6.1. 
1877 See 1.5.2. 
1878 See generally SS Nasibyan, ‘Treatment and Assessment of Dominance and Monopoly in the Eu and Us: 

The Application Of'size'and'bigness'’ (University of Glasgow 2017); LO Blanco, Market Power in Eu Antitrust 

Law (Bloomsbury Publishing 2011); A Tor, ‘Unilateral, Anticompetitive Acquisitions of Dominance or 

Monopoly Power’ (2009) 76 Antitrust LJ 847. 
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brand owners a monopolistic position in the marketplace which could facilitate 

anti-competitive conducts.1879 A notable anti-competitive conduct in relation to 

brands is ‘artificial differentiation’. It is a market fact that brand owners, through 

extensive promotion and advertising, create an ‘artificial differentiation’ for their 

products from other products1880 ‘possessing the same general physical and 

chemical characteristics and the same utility to the consumer’.1881 According to 

free competition proponents, this form of differentiation is a result of the state 

where ‘marketing experts… came to believe that the emotional dimension is 

actually more important than the product itself.’1882 As Brown puts it, ‘[t]he result 

of successful differentiation is higher prices than would otherwise prevail.’1883 In 

a similar vein, Carty argues that ‘once enough trade mark differentiation is 

created, the consumer is much less interested in product differentiation, and the 

function of the trademark and transparency of the market as to the qualities of the 

product do not work anymore, or do so to a much smaller degree’.1884 This results 

in an environment where, as Davis explains, ‘traders might find it difficult to 

 

1879 Per Litman ‘As the realm of protection expands, it necessarily does so at the expense of competition.’ J 

Litman, ‘Breakfast with Batman: The Public Interest in the Advertising Age’ (1999) 108 The Yale Law Journal 

1735; see also nn. 439, 450, 703- 706 and accompanying text; see also ibid. 
1880 According to the British economist Chamberlin, the very function of a trade mark is to create such 

differentiation. In Chamberlin words trade marks have the tendency to ‘represent as wholly different two 

things which are, in fact, essentially alike.’ (emphasis in the original) EH Chamberlin, Theory of Monopolistic 

Competition: A Re-Orientation of the Theory of Value (Oxford University Press, London 1949) p 61. 
1881 S Timberg, ‘Trade-Marks, Monopoly, and the Restraint of Competition’ (1949) 14 Law and 

Contemporary Problems  p 325. 
1882 K Assaf, ‘Brand Fetishism’ (2010) 43 Conn L Rev 89; see also  BR Barber, Consumed: How Markets 

Corrupt Children, Infantilize Adults, and Swallow Citizens Whole (WW Norton & Company 2008) pp 194, 

198; DB Holt and DB Holt, How Brands Become Icons: The Principles of Cultural Branding (Harvard Business 

Press 2004) at 3-4; AM Muniz and TC O'guinn, ‘Brand Community’ (2001) 27 Journal of consumer research 

420; Per Davis and Edward-Warren ‘the potential persuasive effect of advertising has long been a source of 

concern to both policymakers and economists’ P Davis and K Edwards-Warren, ‘An Introduction to the 

Competitive Effects of Branding’ in Desai DR, Lianos I and Waller SW (eds), Brands, Competition Law and Ip 

(Cambridge University Press 2015) p 14; Against this see n 1344 and accompanying text; On the persuasive 

effect of advertising see generally M Schudson, Advertising, the Uneasy Persuasion (Rle Advertising): Its 

Dubious Impact on American Society (Routledge 2013). 
1883 RS Brown Jr, ‘Advertising and the Public Interest: Legal Protection of Trade Symbols’ (1947) 57 Yale LJ 

1165, 1186. 
1884 H Carty, ‘Dilution and Passing off. Cause for Concern’ (1996) 112 LQR 632,11; see also RG Bone, 

‘Hunting Goodwill: A History of the Concept of Goodwill in Trademark Law’ (2006) 86 BUL Rev 547. 
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introduce new products into a market where established brands and trademarks 

already operate’.1885 Furthermore, traders ‘also might take the view that the 

acquisition of well-established trademarks or brands would be more profitable 

than seeking to provide the same, or related, goods or services under a different 

trademark or brand’.1886 

 

From that perspective, a space between competing products is created. In other 

words, brand owners create ‘an entirely separate market’1887 for their brands 

‘where demand becomes inelastic and prices are established which are 

independent of the prices of other articles of the same class that would otherwise 

be competitive with it’.1888 This grants brand owners a dominant position in the 

marketplace, which makes it difficult for other products (that are essentially similar 

to the branded products)1889 to enter the market, by means of brand loyalty; a 

state where the brand owner ‘able to bind the consumer to himself and his 

corporation, and not to his product’ .1890 According to Assaf, the success of the 

iPod can illustrate this argument. ‘When designing the iPod, Apple merely 

replicated already-existing technology, but its very successful marketing 

campaign led Apple to market dominance, while the pioneering companies have 

 

1885 J Davis and S Maniatis, ‘Trademarks, Brands, and Competition’ in Trademarks, Brands, and 

Competitiveness (Routledge 2010) 120. 
1886 Ibid. 
1887 S Timberg, ‘Trade-Marks, Monopoly, and the Restraint of Competition’ (1949) 14 Law and 

Contemporary Problems  p 325. 
1888 Ibid;  per Desai and Waller ‘brand power can be translated into price power, with many customers 

willing to pay a 20, 25, or 30 percent price premium for a branded good.67 Some customers even state 

that price is not a factor when buying a brand to which they are loyal.’ DR Desai and S Waller, ‘Brands, 

Competition, and the Law’ (2010)  Byu L Rev p 1441. 
1889 See n 1881 and accompanying text. 
1890 H Carty, ‘Dilution and Passing off. Cause for Concern’ (1996) 112 LQR 632,11; see also RG Bone, 

‘Hunting Goodwill: A History of the Concept of Goodwill in Trademark Law’ (2006) 86 BUL Rev 547; simply 

put, per Davis ad Edwards-Warren ‘consumer loyalty, may create a barrier to market entry as consumers 

may be reluctant to switch to a new or less well-known competitor’ P Davis and K Edwards-Warren, ‘An 

Introduction to the Competitive Effects of Branding’ in Desai DR, Lianos I and Waller SW (eds), Brands, 

Competition Law and Ip (Cambridge University Press 2015) p 14; see n 1887 and accompanying tex. 



 329 

faded into oblivion’.1891 Ultimately, such artificial differentiation will ‘limit consumer 

choice and to deprive the consumer of products which are competitively 

priced’.1892  

 

While other views argue that ‘artificial differentiation’1893 of brands leads 

competitors to spend large amounts of expenditures to be, as Davis argues 

‘diverted to nurturing the brand as a means of maintaining or increasing market 

share’, 1894 i.e., to promote and advertise their products, in order to capture a 

share in the marketplace,1895 it follows that, pursuant to the above-stated views, 

granting market competitors the opportunity to copy or imitate already established 

brands, as it is the present situation under the English approach, contributes to 

diminishing the monopoly position of brand owners and to diluting the anti-

competitive effects of brands.1896  

 

 

1891 K Assaf, ‘Brand Fetishism’ (2010) 43 Conn L Rev 97; see also I Abel, ‘From Technology Imitation to 

Market Dominance: The Case of Ipod’ (2008)  Competitiveness Review: An International Business Journal; 

Against this see eg n 1901. 
1892 Per Baroness O'Cathain, objecting to the insertion of ‘unfair competition’ clause under the TMA 1994, 

which forms ‘an attempt to limit competition.’ As such a clause ‘is wide and all embracing’ HL Deb 14 

March 1994 vol 553 cc69-94 at [79], available at https://api.parliament.uk/historic-

hansard/lords/1994/mar/14/trade-marks-bill-hl#column_80. In a similar vein Carty argues that ‘‘when 

prominence is given to the selling and advertising function of the trademark, it may be that competition is 

reduced more than is necessary in the consumers’ interests’ H Carty, ‘Dilution and Passing off. Cause for 

Concern’ (1996) 112 LQR 632,11. 
1893 See nn. 1880- 1882 and accompanying text. 
1894 J Davis and S Maniatis, ‘Trademarks, Brands, and Competition’ in Trademarks, Brands, and 

Competitiveness (Routledge 2010) p 125. 
1895 Per Desai and Waller ‘even a large corporation can have trouble launching a new brand because of the 

cost required to build brand awareness, identity, and customers and because of distribution barriers. 

Retailers may not carry a new brand because they are not certain that it will survive and provide returns 

that justify displacing goods already taking up limited shelf space.’ DR Desai and S Waller, ‘Brands, 

Competition, and the Law’ (2010) Byu L Rev 1441, 1442. 
1896 See eg n 503; Carty arguing in the same vien ‘[brands] already have the advertising power and market 

strength to maintain their commercial success … If trademark owners fail to promote the mark and its 

products, then they run the risk that another, non-confusing use will supplant the fame of the older mark. 

But this is as it should be. In a competitive economy, the competitors must stay alert. A failure to advertise 

exemplifies a failure to compete effectively’ H Carty, ‘Dilution and Passing off. Cause for Concern’ (1996) 

112 LQR 632, 13. 

https://api.parliament.uk/historic-hansard/lords/1994/mar/14/trade-marks-bill-hl#column_80
https://api.parliament.uk/historic-hansard/lords/1994/mar/14/trade-marks-bill-hl#column_80
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It is acknowledged by this thesis that the suggested protection to brands may chill 

the competitive process in the marketplace since it covers both registered and 

unregistered aspects of brands, prevents imitation per se1897 and limits 

commercial expressions.1898 Consequently, and based on the above-stated 

views, protection under the proposed reforms1899 may empower brand owners, 

and thus, have the tendency to chill the competitive process accordingly.1900 

However, as the analysis in part 2 demonstrated, the proposed reforms, 

especially with the built-in features and the explicit list of defences, would ensure 

that competition the marketplace encompass intellectually constructive un-

authorised use of brands.1901  

 

A further point that must be addressed is that holding a dominant position in the 

marketplace is not itself in conflict with the competition process1902 or its rules.1903 

Instead, it is one’s abuse of their dominant position under the proposed protection 

that will be in conflict with the competition rules -see, in particular, Article 18(1) of 

the Competition Act 19881904 (Article 102 of the TFEU).1905 Therefore, when 

drafting the proposed reforms, it was crucial to consider the extent to which the 

 

1897 See 4.5.1. 
1898 See 5.5.1, 6.5.1. 
1899 See 7.3. 
1900 See generally ‘Examining the Interface between the Objectives of Competition Policy and Intellectual 

Property’ (United Nations Conference on Trade and Development Aug 2016). 
1901 See eg Appleton and Noble, where they draw attention to how the success of products like Dyson 

vacuum cleaners and the Apple iPod ‘were not barred by strong established brands such as Hoover, 

Electrolux and the Sony Walkman, indicating that incumbent players with strong brands do not pose a 

barrier to new entrants, even in mature markets. Customer loyalty arising from a good innovative product 

delivering strong value from a reliable, trusted manufacturer is part of healthy competition.’ T Appleton 

and J Noble, ‘The Value of Brands and the Challenge of Free-Riding’ in Desai DR, Lianos I and Waller SW 

(eds), Brands, Competition Law and Ip (Cambridge University Press 2015) p 52. 
1902 Ibid. 
1903 See eg A ten Kate Sr, ‘On Free Markets, Their Benefits and Shortcomings, and How Competition Policy 

Operates in Such Markets’ (2016) 1 Criterion J on Innovation 381. 
1904 See n 1865 and accompanying text. 
1905 See n 1863 and accompanyig text.  
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offered protection to brands may allow brand owners to abuse their market 

position by preventing any un-authorised use of their brands, thereby, 

undermining others’ liberties and duties to flourish and develop with respect to 

everything related to the brand in question.1906 As Carty puts it ‘a court must 

always be careful to see that a large, powerful and wealthy corporation does not 

use its overwhelming financial muscle to the detriment of what would or may 

ultimately prove to be genuine commercial competition’1907 

 

An essential component of the proposed reforms is to conceive of brands (and 

what they consist of)1908 as part of the building blocks of knowledge1909 in which 

there is both a property interest and a ‘countervailing public interest in keeping 

those building blocks available for others to use’.1910 In particular, as noted above, 

the proposed reforms have built-in features that limits the possibility of the abuse 

of the market dominant position by brand owners to prevent others.1911 Brand 

owners lose their right over their brands whenever an un-authorised imitation is 

proved to be of a certain degree that contributes to the wider public interest in the 

enhancement of intellectual flourishing1912 and/ or that un-authorised imitation is 

essential for the production of the new product.1913 Furthermore, the proposed 

reforms included an explicit list of defences under which brand owners can be 

 

1906 See eg LC Becker, ‘Deserving to Own Intellectual Property’ (1992) 68 Chi-Kent L Rev 609. 
1907 H Carty, An Analysis of the Economic Torts (OUP 2010) pt 11, 261. 
1908 See 1.6.3. 
1909 See 7.2.2. 
1910 J Davis and A Durant, ‘To Protect or Not to Protect? The Eligibility of Commercially-Used Short Verbal 

Texts for Copyright and Trade Mark Protection’ (2011) Intellectual Property Quarterly 345. 
1911 See n 1909. 
1912 See 1.3. 
1913 See section 10(3)(b) of the proposed reforms; see also 4.5.1. 
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denied protection in favour of the competitive process in the market and the 

fundamental rights of other.1914  

 

Finally, the preserving of free competition in the marketplace has also been one 

of the main aims of the economic policies of EU jurisdictions, like the Benelux 

countries Germany, and France. Number of acts, other than those that may cause 

confusion, mislead or discredit, have been acknowledged by those jurisdictions 

as unfair practices and which have become the subject of unfair competition 

provisions.1915 For example, as noted earlier in this thesis,1916 despite the fact that 

the French law doesn’t have a formal law of unfair competition, a relief is often 

provided for brand owners against the exploitation of their commercial 

achievements1917 regardless of the element of likelihood of confusion. 

The German Act against Unfair Competition affords sanctions against the 

‘parasitic exploitation of another's achievements’, which does not require 

misrepresentation.1918 It follows that the proposed reforms by this thesis may 

contribute to bringing the English law closer to the EU jurisdictions where long-

standing and comprehensive laws against unfair competition are applied.1919 

 

7.6  Concluding summary 

Contrary to the traditional legal view, this thesis argued that brands should not 

always be perceived rationally as a hinderer of competition in the marketplace, 

 

1914 See section 11 of the proposed reforms; see also 7.2.2. 
1915 See eg R De Very, ‘Towards a European Unfair Competition Law: A Clash between Legal Families’ (2006)  

A Comparative Study of English, German and Dutch law in Light of Existing European and International 

Legal Instruments; see also n 1091. 
1916 See n 464 and accompanying text. 
1917 As in L’Oreal SA v Bellure NV; see n 465 and accompanying text. 
1918 See n 466 and accompanying text. 
1919 See eg Lord Reay HL Deb 24 February 1994 vol 552 cc728-70; see also 459- 482 and accompanying text. 
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or as if their function is limited to persuading consumers to irrationally pay 

premium prices for the same general physical characteristics and/or utility 

product. Instead, brands, as perceived by human mind theories rather than 

economic ones, form part of the building blocks of the intellectual realm in society. 

They are fundamental to the way individuals experience life and give meaning to 

it. Brands deliver part of what is necessary and essential for individuals to flourish 

intellectually, which is a vital part of humans’ nature.  

 

In particular, this thesis demonstrated that brands are ideas, semiotic 

assemblages and memeplexes. Namely, that they are ideas of the sensory world 

forming part of the individual's experience and knowledge; semiotic assemblages 

forming part of meaning making and communication in society; and memeplexes 

forming a medium through which the individual exercises new modes of thinking 

by amending and altering existing meanings. Therefore, to enable brands’ role in 

the larger obligation of society to flourish intellectually, a reformed protection of 

brands against unfair competition by misappropriation, equipped with the 

adequate defences to such protection, is needed.  
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