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ABSTRACT 

On September 16,2011, U.S. President Obama signed the Leahy
Smith America Invents Act. A significant change brought about by this 
reform of U.S. patent law is in the amendment to 35 U.S.C. § 102, shifting 
the U.S. from a first-to-invent system to a first-inventor-to-file system. This 
Article analyzes and compares the new U.S. first-inventor-to-file provisions 
with the Chinese first-to-file system, and discusses implications for those 
who file patent applications in both the U.S. and China. 

I. INTRODUCTION 

On September 16, 20 ll, U. . Pre ident Barack Obama igned the 
Leahy-Smith America Invents Act ("AlA"), which marks undoubtedly lbe 
rna t major milestone of patent reform in the U .. since the 1952 Patent 
Act. IO Sub tantively revising the U.S. law, lbe AlA, inter alia, e tablishe a 
first-inventor-to-ftle (' FITF") Y tern. Pre-AlA, the U .. wa a first-to
invent ("FTI') system. Thi Article will discu and ana lyze igruficanl 
change brought about by the AlA, transforming the U.S. to a FITF sy tern, 
particularly the revision of 35 U.S.C. . 102, and the ubsequent change in 
the definition of prior art. 

The United States and China are very important players on the 
global cene, and their patent law systems and any changes ther to, have 
great effects on each other. as well as on other countrie in the world. This 
Article will also explain China s first-to-file (' FTF ') system, highlighting 
simjJarities and differences with the new U.S. FTTF sy tern. After 
considering possible implications for those patent application filers who file 
in both China and the U.S., this Article will conclude with some 
observations as to possible trategies for maximizing opportunities and 
minimizing risks under the new framework in light of the fact that most 
countries are FTF and the U .. is now transitioning to a FITF system. The 
term "transitioning" is purposefully chosen because FIIF and FTI patents 
will coexist in the United States for at least another twenty years! II 

10 Leahy-Smith America Invents Act, Pub. L. No. 112-29, 125 Stat. 284 (2011); Overview of Leahy
Smith America Invents Act, GoVTRACK, http://www.govtrack.uslcongressibills/ JJ2lhrI249 (last 
,i ·iled. ~ar. 13.20(3). 

" ee generol/) 35 .S.c. s 154(a)(2 (2006) (specifying palents IS ued aRer June 8. 1995. re ~ahd 
for 20-year lerm). Provi ional patent apphcation.~ are aUlhorized in lhe U.'. by 35 U .. c. § I I l(b). Ira 
nonpro\'i sional patent applicalion claiming priority lO the provi -ional application i tiled within U 
months of the provi ional application filing date. Ule 20-year palent lerm SLans from the nonprovi&ional 
application filing date. but the prior art eOilct start from the provisional application filing date. See 35 
U . . C. § 119(e){I) and § 154(8)(3). Therefore. ir II provisional application was tiled March 15. 2013 . 
aod a oonprovisiooal applica ti on properly claiming bcneriVpriority i liIed March 14. 2014. the 20-year 
pateot ternl will expIre on March 14.2034 (llS long as no claim with an efTectivc riling date nfter March 
15, 2013. is added prior to issuance. thus converting tbe app lication into a transitional applicalion. a 
bybrid of AlA wld pre-AlA). AI o. if all claims of a U . . patenl have an efieclIve filing dale before 
Mareh 16, 2013. then thal patenl is tinder pre-AlA. even if it issue wcll after Moreh 15. 2013. See 
America lnven~ Act § 146. 125 tat. at 293. Hence, domg the malb. one can see lhlll AlA Bnd pre-AlA 
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II. REFORM OF 35 U.S.C. § 102: RULE OF FIRST-INVENTOR-TO-FILE 

Before the AlA, the U.S. was one of the only countries operating 
under an FTI patent system. Rights in inventions were the property of those 
who made the invention first. 12 For patents maturing from applications filed 
after June 7, 1995, a patent term was calculated as twenty years from the 
filing date of the patent application. 13 The 20-year patent term from filing 
was not changed by the AlA. 

Under FTI in the U.S. , the inventor could choose to delay filing a 
patent application, waiting for either the invention or the market to mature. 
Even if someone else applied first, the first inventor could ultimately get the 
patent rights through proof of first invention, and warding off any attack in 
litigation in the U.S. courts or in the United States Patent and Trademark 
Office ("USPTO") based on suppression, abandonment, or concealment of 
such later-filed invention. 14 

In some industries, such as pharmaceuticals, a patent is often more 
valuable at the end of its term than at the start, usually because the 
commercial product does not yet have regulatory approval at the start of the 
patent term. U.S. patent term measured from the filing date raised a 
dilemma that did not exist under the older U.S. patent law, where a patent 
term expired seventeen years after issuance. IS In particular, for a U.S. patent 
covering a drug product approved by the U.S. Food and Drug 
Administration ("FDA") and marketed in the United States, it is important 
to maximize the duration of the twenty-year patent term that the commercial 
product is on the market due to the generally high cost of testing and 
obtaining approval from the FDA. Additionally, the time involved in 
obtaining such approval is generally long. The reality caused by the lengthy 
approval process is that there is often a long period of time between when 
the U.S. patent is granted and when the drug product is approved by the 
FDA for marketing in the U.S. market. 

U .. patentS can simulLaneously coexisl until al least March 14. 20 4, and possihl) even beyond once 
palent lerm eXlenSlons and! r patenl lerm adju tmenls are consIdered. 

I ~ 35 ... § 102(&)(2006). As of March 16.2013. this SCClIon will . genernll •• only be app licable 
10 those claIms wIth an d'lbcllve filmg dale before March 16.2013. with !be excepuon ~lIlg all claim III 

3n applic.aLionipalcnl C ntail1lng at least one claim with an effective fihng dnte before March 16. 2013. 
and 31 least One claim with an cITe 11\'e filing dale after March 15. 20 I . Sift America lm-enLS A t 146. 
125 tm. al 293. ' uch exceptional. trnnsiliol1 application. a will he explained hereinafter. can be 
colloquially referenced as "Jedi MastO!r Mixer" applications. 

13 nlguny Round Agreements Act. Pub. L. No. 103--465. sec. 532. § 15-1(aX2). 10 taL 4809. 
-1984 (1994). 

I' 35 U . . c. ~ 102(g) (2006) As of March 16.2013. apphcahle to those claIms \lith on effccthe 
filing elate before March 16, 2013. and nny application/paten t containing 81 lensl one claim wiLh an 
effective filing dale before March 16, 2013. lind al kast one claim with an enecllvc filing date a.fter 
Mru-ch 15. 2013. i!e Atnenca In enlS ACI § 1-16. 125 tal. at 293 . For a drnmatic example Qf a second· 
tiler prevailiog o\er a first·liIer sec Chell v. Bouchard. 47 F.3d 1299 (Fed. Cir. 2003). 

I 35 U. .c. § 154 pnor to 1994 amendmeotS. Pub. L. o. 100-118, sec 9002. 102 tat. 1563, 
applied to applications liled befor~ Juoe 7. 199-. 
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To be ure, the high costs and lengthy approval proce s existed 
under the pre-twenty-year-from-filing U.S. patent yslem. Hm ever, in l11at 
ystem, the patent term of . even teen year did not even start until the patent 

was i ued. wl1ich could et up an expiration date I ng after that which 
would 0 cur if counted from twenty years from filing. Under the seventeen
year-from-i suance patents delaying tbe is uance of patents until a time 
clo e to regulatory approval could reap tremendous financial benefits. In 
contrast, the twenty-year patent term clock tick from the date the 
application is filed whether the invention i on the market or not. Thi puts 
pre sure on the applicant to obtain one or more U.S. patents quickly to 
maximize commercialization during the twenty-year term. 

Under the twenty-year term. reducing the time between the U.S. 
patent application filing date and the launch date for drugs to be covered by 
claims issuing from that applica.tion maximize [he effective patent term and 
hence maximize the patent protection. That is particularly true as the value 
of a U.S. patent covering an FDA-approved drug or method of treatment 
u ing the drug may be more valuable at the end of the patent term for 
rea ons expJained above. Figure J demon trates the value of a U . . patent 
covering an ultimately FDA-appro ed drug over time: 

INCREASED 
MARGINAL 
PATENT ............ ·/' 
VALUE ..-

/" 

/ 

flat value 
nUClUntiollS ~ ........ ''' ... -' .~-..•.... - .. ' ......... ~ 

•.••.. .••••.. ; ........ .-........... . ' : I 

Palent .... iiii .. ·iiii .. ·-iiii- ;;,;; .. ;;~~;;,; .. ;· · i~ .... ;... ...... ··.-... · .. -... · .......... ..; .. t .. .-....................... ______ ...;;;;;;;,;;iii;;iiii __ .... __ .;~:::.:I:::;.::~I:·~~pS'J 
value 

1-2 
years 

2-4 
years 

4-8 
years 

~ 1- 2 , 
I years 

Fig. 1: Life cycle of patent value as shown in Liangchuan Wu & Lianghong 
Wu, Pharmaceutical Patent Evaluation and Licensing Using a Stochastic Model 
and Monte Carlo Simulations, 29 NATURE BIOTECHNOLOGY 798, 799 fig. 1 
(2011) with data source noted as Ministry of Economic AtTairs.16 

16 Liangchuan Wu & Lianghong Wu, Pharmaceutical Patent Evaluation and Licensing Using a 
Stochastic Model and Monte Carlo Simulations, 29 NATURE BIOTECHNOLOGY 798, 799 fig.l (2011). 
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In comparison, in high-tech industries where the technology 
changes rapidly, a patent term measured from the filing date may not be 
much of an issue, as commercializing a patent covering technology in a field 
of rapid change may be more important at the beginning of the patent term 
than at the end. In such instances, an appropriate strategy may be for a 
patent applicant to file a U.S. patent application as soon as possible after the 
invention and exert effort to gain the U.S. patent rights (and corresponding 
market benefits) as soon as possible. 

Now, in addition to the twenty-year-from-filing patent term, which 
stays the same under the AIA, the FITF system applies pressure to 
companies and individuals to file their applications sooner (with due 
consideration for having sufficient information in the application to meet the 
35 U.S.C. § 112 requirements of a U.S. patent application: written 
description, enablement, and best mode relative to the subject matter 
claimed). This pressure to file early concomitantly produces a patent 
expiration date earlier than desired (barring other considerations such as 
patent term extension and patent term adjustment), and possibly less 
effective patent exclusivity during the time a drug is on the market than 
under the FTI system of pre-AIA, where it was generally less risky to delay 
filing. As noted above, such circumstances may not be present in non
regulated commercial fields. 

A. From Interferences to Derivation Proceedings 

Pre-AlA, the FTI system could produce USPTO administrative 
disputes, called interferences. 17 During such disputes, the USPTO, with 
possible appeal to the courts, could resolve who was first to invent by 
determining the specific dates of one or more of conception, diligence, and 
reduction to practice of the invention. IS 

Under the AIA FITF system, the USPTO will regard the earliest 
filing date of the application as the effective filing date for the claims 
contained therein, as well as the benchmark date for determining the 
applicable prior art. 19 But that is not necessarily the case, as it fails to take 
into account "Jedi Master Mixer" applications/o which can be filed after 

11 35 U.S.c. § 135 (2006). 
18 See Chen, 347 F.3d at 1312. 
19 ee Changes To Implement the First Inventor To File Provisions, 78 Fed. Reg. 11 ,024, 11 ,025 

(Feb. 14.2013) (10 be codified at 37 C.F.R. pI. 1). 
20 If an application filed after March 15,2013, and patent issuing therefrom, has at least one claim 

entitled to an efTeclive filing date before March 16,2013, and at least one claim entitled to an effective 
filing dale after Marcb 15.2013, then the AlA transition provisions sections 3(n)( I) and (n)(2) coexist for 
n\l claims of that application/palent. See America In ems Act, Pub. L. o. 112-29, sec. 3(n)( I }-(2), § 
146. 125 !al. 284, 293 (20 I I ). Therefore., pre-AlA 35 U.S.C. 135, which provides for interferences, 
carnes over and applies 10 all claims, irrespective of effective filing date. Compare 35 U.S.C. § 135 
(2006). lVilh meriea Invent Act 135, 125 tal. at 289-90. Pmclically. thai means that interferences 
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March 15, 2013, and still invoke interference under pre-AlA 35 U.S.C. § 
135 by virtue of the transition provision, AlA section 3(n)(2).21 Tl would 
apparently be the ca e for any AlA application for example, where all 
claim ha e an effective filing date after March 15, 2013, that interference 
will not exist. For at least those applications for proceedings22 iiI d on or 
after March 16, 2013, interferences will be replaced by a new derivation 
procedure.23 

The derivation procedure will be used to determine whether the 
invention presented by the first applicant was derived from the inventor of 
the later-filed application.24 A petition requesting in titution of a derivation 
proceeding may be filed only within one year from the date of the fir t 

publication of a claim "that i the same or substantially the same invention 
as a claim contained in a patent i sued OJ] an earlier application ... :.2.'i The 
Director of the USPTO decide hether to institute a derivation proceeding, 
and that decision is not appealable.26 If the derivation proceeding is 
instituted, it takes place before the Patent Trial and Appeal Board 
(' PT AB").~7 The PT AB 11a authority to correct the naming of the inventor 
in any application or patent at i ue,2R or make a decision adver e to claims 
in a patent, in which ca 'e the claims will be cancelled.2

'1 The partie may 
also settle or arbitrate a derivation dispute.3o A district court litigation 
avenue is also available under 35 U.S.C. § 291.31 

According to the USPTO's final rules on derivation,32 which went 
into effect on March 16, 2013, to "implement the provisions of the .. . 
[AlA] that create a new derivation proceeding ... [t]hese provisions .. . 
apply to application for patent, and any patent issuing thereon, that are 
subject to first-inventor-to-file provisions of the AIA.,,33 Under the AlA's 

may exist for years to come, even in patents in which the effective filing dates of at least one, but not ail, 
claims are after the March 15,2013, watershed date. 

21 See America Invents Act § 146, 125 Stat. at 293. 
22 One of the most frustrating aspects of the AlA is its use of the tena "proceedings." In a colossal 

legislative blunder, the AIA never defines what i ml!ant by "proceedings." 
23 Compare 35 U.S.C. § 135 and § 291 (2006) IVllh America Invent Act §§ 135,291, 125 Stat. at 

288-90. Note, the U.S. patent law included the concept f derivation pre-AlA as a bar to patentability. 
See 35 U.S.c. § 102(f) (2006). 

24 America Invents Act § 135(a), 125 Stat. at 289. 
25 Id. 
26 Id. 
27 America Invents Act § 135(b), 125 Stat. at 289. 
28 Jd. 

29 America Invents Act § 135(d), 125 Stat. at 289- 90. 
)0 America Invents Act § 135(eHf), 125 Stat. at 290. 
JI America Invents Act § 291. 125 StaL a128H9 .. 
11 Sec general/I' hunges To Implemem Denv3tion Proceeding. 77 Fed. Reg. 56.06R, 56.068 ( epl. 

11,2012) (to be codified at 37 C.F.R. pL 42). S(!e also Rule~ of PraclIce ror Trials Before the Patent 
Trial and Appeal Board and Judicial Revic\, of Pillent Trial and Appeal Board DecislOllS. 77 Fed. Reg. 
48,621. 48,62 1-25 (Aug. 14. 2012) (10 be codilied at37 .F.R. pIS. I. 42, 90) (descnbing niles applying 
t·o discovery. evidence. and proceduTlII r~luirements generally). 

II Changes To Implement Derivalion Proceedings. 77 Fed. Rcg. III 56.058. Applical.lons lor patcill 
and patenlS issuing lhereon thal are subject only LO the lirst·im'llntoT-to-nlc pTllVis.ions of lilt: AlA erc 
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derivation proceeding a claim is the "same or ubstantially the ame[,]' as 
another claim if it i "patentably indistinct. ,)4 The party aUeging that lhe 
invention was derived ha \0 show "sub tamial e idence, including at least 
one affidavit addre ing communication of the derived invention and lack of 
authorization that, if unrebutted, would support a determination of 
derivation.,,35 

And, of course, subject to future litigation, one would think that one 
cannot deri e an invention that has not been conceived. According to the 
time-honored MergenthaLer decision con eplion is defined as: 
"[Fjormation in tbe mind of the inventor. of a definite and permanent idea 
of (he complete and operative invention . . . . ,,36 

The focus of the ALA derivation proceeding, therefore, will be on 
proving that the first applicant derived the claimed invention from the 
second applicant.37 By comparison, the focus in the pre-AlA interference 
proceeding was on proving conception, reduction to practice, and diligence 
between conception and reduction to practice or relying on constructive 
reduction to practice. 

B. New Definition of Prior Art 

The cbange from FTI to FITF changed the definition of prior art. In 
particular. geographic limitations do not apply to the definition of the prior 
art under FITF. For in tance, all the public disclosures around the world in 
the forms of patents, publications, public uses, sales, or any other means by 
which a disclosure becomes publicly accessible can be regarded as prior 
art?8 This definition includes non-printed disclosures made accessible to 
the public anywhere in the world in any language.39 The change in the 

tho c \\ ith all claims contained therein having effective filing dates after March 15,2013, as well as uJedi 
Ma~ter Mixer" appi1c3110ns and palents conmming at l<!a ·t one claim with an effective filing date after 
March 15.2013. and alleast one claim with an effective filing date prior to March 16,2013. 

U Changes To lmplement Derivation Proceedings. 77 Fed. Rcg. aI 56.090. 
lS lei. at 56.075-76. 
36 Mergenthaler v. Scudder, II App. D.C. 264, 276 (1897). 
37 And as just noted, one would assume that the second applicant will have 10 show that she had 

Mergenthaler conception and that the first applicant derived that Mergenthaler conception from the 
second applicant. 

; •. ee 111(1'0 eellon IV.D. Then: is still debsle over .... hether AlA IIlcludl!l .. 'ceret prior aft" a prior 
art. It seems clear the enaclors Intended io eliminate "secret prior an" of an} kind. anywhere. See 157 
CONe; RF. 5402-02 (dally ed. ept. 8.2011) (''Once ao invention ha entered the public domain. by 
any means. il cun no longer be wlthdra\\n b anyone."). The U.S. PTO Examinallon Guidelines 
I!vidence the PTO's IIltenlto con ideT the phrase "on sale" in AlA 35 ... C. § 1 02(a)( I) as "public," See 
Examinalion Guideline for lmplementing the Fir-a Inventor To File Provisions. 711 Fed. Reg. 11.059. 
11 ,075 (Feb. 14. 2013) (to be codified at 37 C.F.R. pt. I). But il may be extremely difficult fOT a palent 
applicant to lind out aboul ecrel prior an prior 10 discovery in litigation. Furthermore. compare AIA's 
r U. ' .. § 102(u)(2) ..... here the prior nrt may be secret at the lime uf Ihe dTcclive filmg date of tbe 
claimed invention if thai art i "effectively filed" nnd then later published in nc of three p..>cial ways: 
(I) .. Patent; (2) published U.S. patent applic3tion: wld (3) pubLished Patcnt Cooperulion Treaty 
("per' ) application designating the U .. See America Invents Aet § 102(8)(21. 125 Stat. 81 285- 7 

3' ,pc America invents Acl § 102(a)( 1), 125 tal. 31285--87. 
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definition of prior art is effective March 16, 2013, for any application 
containing at least one claim having an effective filing date after March 15, 
2013.40 

The U.S . retained a one-year grace period for an inventor's own 
work, so it remains the case in the U.S. that an inventor's own work cannot 
be prior art against himself or herself if disclosed within one year prior to 
filing the patent application.41 

Pre-AlA, a patent application could only be u ed a prior art as of 
its U.S. fi ling date even if filed earl ier abroad. There wa an inherent bias 
against u e of patent applications originating outside of the U .. a prior rut· 
the foreign application could not use its foreign filing date for prior art 
purposes. Thi was known as the Hilmer doctrine based on two U. . 
litigations Hilmer J and 11).42 

Under the AlA, there is no distinction between indigenous 
inventions or foreign inventions for prior art purpo es. The Hilmer do trine 
i abolished, moot, or otherwi e irrelevant. in the world of FITF. Now 
under AlA, a foreign priority date can be used offensively as prior art under 
AIA's 3S U.S. . § 102(a)(2) against the patent claim of others as long as 
til subject matter in one of the three special publication was at least 
described in a foreign priority document which was 'effectively Ii led' 
relative to the relevant ubject matter.43 This provides a sy temic motivation 
for inventors to file their .S. or foreign patent applications a early as 
po sible to avoid more patent documents becoming possible prior art under 
the AIA when effectively filed and publisbed.44 

40 Id. at 293. And don' t overlook the uJedi Master Mixer" where the AlA prior art applies against all 
claims while at the same time pre-AIA §§ 102(g), 135, and 291 also apply against all claims. 
Amazingly, the strategic Jedi Master Mixer can actually be used to escape pre-AlA prior art. Consider 
the following example: 

Application A only contains claims with effective filing dares before March 16, 
2013, and is only subject to pre-AlA law. A public use or sale more than I year 
before the U.S. filing date would be a statutory bar under § I02(b). But then the 
applicant files a CIP after March 15, 2013, and presents, for example, rwenty 
claims with an effective filing date before March 16, and one claim with an 
effective filing date after March 15, creating a "Jedi Master Mixer" application. 
Now the AlA applies to all claims and pre-AIA §§ \o2(g), 135, and 291 apply to 
all claims. Let's assume that the applicant can avail herself of the exception under 
§ \o2(b)(I)(A) and escape from the putative AlA § 102(a)(l) public use or on sale 
in the U.S. Pre-AIA § 102(b) does not carry over by virtue of AlA section 
(3)(n)(2). Hence, relative to all/he claims that statutory bar applies to none of the 
Jedi Master Mixer claims. The devastating pre-AIA bar is gone! 

41 America Invents Act § I02(b)(I), 125 Stat. at 286. 
42 See generally In re Hilmer, 359 F.2d 859 (C.C.P.A. 1966); In re Hilmer, 424 F.2d 1\08 (C.C.P.A. 

1970). 
43 America Invents Act §§ 102(a)(2), 102(d). 125 Stat. at 285-87. The three "special publications" 

de cribed ill § 102(0)(2) are: (I) U.S. Parent; (2) published U . . patent application; and (3) published 
Patent Cooperarion Treaty ''PeT'") application designating the U.S . 

.. Id. EfTectivcly filed requires thai evenllially at least one of the following three documents publish 
("special publications"): a U.S. patent; a published U.S. palent application; or a PCT application 
designating Lhe U . . , whether or not thai PCT application ever entcrs into the U.S. national stage. 
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A comparison will show the impact of the removal of the Hilmer 
doctrine: 

Chinese appli,ation 
filed 

', French apolicatlon 
. filed 

U.S. non·provlslonal 
. . application filed 

PCT U.S. 

PCTU.S 

U.S. application 
published IF'! English 

Chinese apphtallon 
published In Chinese 

." French apphc&ltion 
published in French 

U.S. patent . 

U.S. patenl 

Fig. 2: Comparison of Prior Art Date under AlA § I02(d)(2). As can be een, 
under the AlA, both the hinese and French applications, pre umed to be 
effecti ely flied in Crune e and French, re pectively, and publi hed in aPT 
application de ignating the .S. ha e prior art dates under § 102(a)(2) and 
103 a of the Chine e and French filing dates, respectively. There is no 
geograpltic or language dj tinction between the three e amples because the 
Hilmer doctrine is aboll bed. The important date is when the application is 
'effectivel filed." 

As discussed above, the effective filing date for the claimed 
invention is critical to define the window of prior art for both novelty and 
non-obviousness purposes. The effective filing date is also critical to 
establish the applicable law, for example, pre-AlA, AlA, or both AlA and 
pre-AlA . 

Generally the "effective filing date" is the actual patent application 
filing date in the ca e of a till-pending application, assuming that the claim 
has § 112, first paragraph upport in that application, unless the claimed 
in ention is entitled to priority or benefit of an earlier patent filing .45 Thi 
entitlement to priority or benefit exi ts where: 1 a claim for 
priorityfbenefit i made, and (2) the earlier patent filing which is cop ndent 
witb the later contain written description and enablement upport of the 
claimed invention,46 as the AlA expressly removed the requirement or 

43 America lovents Act § 1 OO(i)(I). 125 Slat. at 285. See also, 37 C.F.R. § 1.1 09. 
'" ee MPEP § 20 1.01i and 35 U .. C. §§ 119, 120, 121, 365(a)-(c) describing "disclosed in the 

mUllJ1er provided by sec tion 112(a)[.]" ce also America lovents Act § 102(d)(2), 125 Stat. at 286-87 
"herdn "enti tled to claim" prioritylbenefit requires only description of the subject matter. See also 
EX8min31ion uide lines for Implementing the Firs t Inventor To File Provisions, 78 Fed. Reg. 11 ,059, 
11 .074 (Feb. 14, 2013) (I be codified at37 C.F.R. pL I) ("[I]n order for a prior art document to describe 
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disclosing the best mode in an earlier application for the purposes of 
showing entitlement to priority or benefit.47 

The new definition of prior art in the U.S. is accompanied by new 
post-grant procedures for third parties to request cancellation of U.S . patent 
claims based on prior art.48 In addition to ex parle ree amination, which 
remains under the AlA as it was under pre-AlA (based on prior art patents 
and printed publications), as of September 16,2012, there is (1) post-grant 
review, where the challenge must be filed within nine months of issuance 
and can be based on any ground of invalidity, 49 and (2) inter partes review, 
which can only be filed after nine months post-issuance and can only be 
based on 35 U.S.c. § 102 (anticipation) or § 103 (obviousness).5o 

III. CHINA'S FIRST-TO-FILE SYSTEM 

Like most other countries in the world, China operates under an 
FTF system, which means patent rights are granted to the first applicant: 

If two or more applicants apply separately for a patent on 
the same invention-creation, the patent right shall be 
granted to the person who applied first. 51 

Under the Chinese FTF system, subject to, as explained further in Part IV.C, 
infra, a limited six-month grace period personal to the inventor, the time for 
deciding whether the invention is novel and non-obvious over prior art falls 
on the earliest effective filing date. In China, prior art means any 

R claimed invention under AlA 35 U . . C. I 02(a)( I) or (a)(2), the pnor nn document need only de. cribe 
and ennble une skilled In the an to make a single species or embodiment ofLhe claimed invenllonl .)"). 

47 35 U . .. § 282(b)(3)(A). amended by America Invents Act, ee. 15, 125 WI. at 328. Note that 
the best mode requirement still exists at least ror all U.~. nonprovisionaJ patent filing' because it rcmain. 
in 3S U.S.C. § 112(a) . 

• ~ America Invents Act. sec. 6. 12S tal. at 299-3' 3 . 
• 9 35 U.S.C. § 321 et seq., amended by America inventS Act, sec. 6(d). 125 tnt. at 306. Post-grunt 

!'evie\ IS only available however. agamst claims With all eflective filing dale afler March 15.2013 other 
than for transitional business meLhod patents). The so·called "dead zone" between eptcmber 16. 2012, 
and the first patent issuing with claim witb c:tTective fi ling date after March 15.2013. wa ' remedied by 
the Technical Amendment signed by President Obama on January 14, 20D. During the "dead 7une." 
inter pants reviews IDay be filed. See also. De Corte. Filip, Anthony Tndico, Tom Irving, tacy Lewis & 

hnslin.8 . GCr\·USI. AL-I Post-Gram Review & Eurupeal/ Oppol/llioll.>': Will The)' WOl'k 111 Talldem. Or 
Rathel' Pass Uke hip.l· III The Night? 14 N .. J. L. & TECH. 93. 95 (2012) (discussing post· gram 
reviews). 

<Q 35 U.S.C. * J II ct seq .. amended hy America Invents ct. ec. 6(a), 125 Stat. at 2<)9. 
Post·grant revic\ i only available, however. against claims with an effective filing date aJlcr March IS, 
2013 (other than for transitional bu incss method patents). TIle so-called "dead zone" between 
September 16,2012, and the first patent issuing IYilh claims with effi:clivc filing date after March 15. 
2013. \Va remedied by the Technical Amendment signed by President bams on January 14. 2013. 
During Lhe "dead zone," inter parte review mny be filed . See. e.g.. De Cone, Filip. Anthony Tridico. 
Tom Irving. ta y leWIS & hristina . Gervasi, AlA Post-Grollt Review & £lIl'f/pellll OpplmtiollS: Will 
They Work In TondenJ. Or Rather Pas.r Like Siups In The NIght?, 14 .c. J. L. & TECH 93 . 95 (2012) 
(discussing post·grant review). 

' I Patent Lall of the People's Republic of China (promulgated by the ltUlding Comm. Nnt'l 
People's .ong .• Dec. 27, 200 . el1ecrive Oct. I. 2(09), ch. L. an. 9 (2001:1) ( hina), tJvCli/abie (1/ 

hl1p://20www.ipr2.orglimageslcu _patent_law·1i nal.pdf D1ereinaOer "China Patcilt Law") . 
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technology known to the public before the date of filing (if having right of 
priority, it hall be priority date in China or abroad.5~ This includes any 
technology which is publicly disclo ed in a domestic or overseas publication 
or i publicly utilized in China or abroad or comes to be known to the public 
by any other means before the date of filing (if ha ing right of priority, it 
shall be priority date), free of any geographic limitation. Tbis current 
definition of prior art is considered an ab olme novelty tandard.S:l 

IV. How, IF AT ALL, DOES U.S. FITF DIFFER FROM CHINA FTF? 

Although the United tates has changed from FTJ to FITF, It IS 

different from the rule of FTF in China. The author will analyze and 
compare the imilarities and differences between China FTF and U.S. FlTF 
in terms of acquisition of prior right, qualification of a patent applicant, 
grace period for novelty, scope of subject matter covered by "public use • 
and patent applications where the claims conflict. 

A. Principle of Acquisition of Prior Right 

According to China's FTF rule, a patent is granted to the person 
who files the application first, no matter whether the applicant is the 
inventor or not. 54 

Ln the U.S. while the patent law is tilJ focused on issuing patents to 
the fLTst inv ntor, it now adds the additional objective tbat the patent be 
issued to the inventor who files the patent application fir t. If there is only 
one applicant who file an appli ation the patent right will be granted to 
such applicant. But if two or more application are filed and the second 
application filing is within one year of the fir t application filing, a 
derivation procedure can be in oked to detennine who is the fir t inventor. 55 

A U.S. derivation proceeding under the AlA will determine whether the fLT t 

applicant's invention originates from a subsequent appUcan1 s (though 
po ibly first inventor's) invention. [f the second filer is the first inventor, 
and proves that the fLTst filer derived the ubject matter from the second 
filer, the econd flIer may be awarded the patent right.56 If the econd filer 
does not meet the "sub tantial evidence' standard of proof. the tirst filer can 
proceed with patent prosecution and ultimately i suance of a U.S. patent. If 

52 China Patent Law, ch. II, art. 22. 
53 Yixintian, Detailed Explanation of Patent Law of the People 's Republic of China, Intellectual 

Property Publishing House, 2011. 96-98, 244-50, 316-34. 
54 China Patent Law, ch . I. art. 9. 
55 America Invents Act § 135. 125 tat. 01289. 
56 hanges 10 Implement Derivation Proceedings. 77 Fed. Reg. -6.068, S<J,071 (Sept. 11,2012) (to 

be codified at 37 C.F.R. pI. 42). "[AJ derivation showing is not sufficient unless it is supported by 
substantial evidence and at least one affidavit addressmg communication and lack of authorization, 
consistent with 35 U.S.C. \35(a), as amended. The showing of communication must be corroborated." 
Id. 
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a similar series of events occurred in China, one would have to look at dates 
to see if China's grace period applied, otherwise the patent is awarded to the 
first filer. 57 

Pre-AIA, under the FTl ystem in the U.S. the interference 
procedure was used to detennine who wa lbe first inventor. Importantly, 
U.S. patent and applications with claim with effective filing date prior to 
March 16 2013 wiD till be ubject to the FTI system.58 As mentioned in 
Part I, this very long transition will result in the coexistence of the AIA and 
pre-AlA patent until at least 2034. As of March 16 2013, the AIA 
replaced interference with derivation proceeding .59 Interferences pending 
with the U PTO on September 16,2013, may continue or may be converted 
to derivation proceedings. 60 

B. Inventor's Qualification as Patent Applicant 

In China, the employer hold the right to apply for a patent to an 
invention made in th course r employment u ing the resource of the 
employer. lil uch inventions are referred to as' ervice invenlions.,,62 An 
exception to this i if there i a contract between the employee and employer 
specifying who shall have the right to apply for a patent and who sha ll have 
the patent right. In tbat case, uch a contract shall prevaiJ .63 For non- ervice 
inventions, the right to apply for a patent rests with an inventor. Most 
invention in China are service inventions; therefore, most patent 
applications filed in China are filed by companies. 

The U.S. patent statute requires that the patent application identify 
the true and original inventor or in entors. For in tance 35 U.S.c. . 101 
starts with the words "Whoever invents or di cover .... " AI 0,35 U.S.c. 
§ 115 requires that a patent applicant hall make an oath that he believe 

57 See infra Part IV.C. 
58 See America Invents Act § 146. 125 Stat. at 293. 
jO See supra nOle 55 . 
nO ee Changes to Implement Inter Partes Review Proceedings. 77 Fed. Reg. 48,680. 48.680 (Aug. 

14.2012) (to be cooitieduI 37 C.F.R. pl. 42) ("·In addition, the hief Admini tralivc Patenl Judge may, in 
the intcrests-of-jlJslic~. order an interfefCnce commenced before eplcmbcr 16. 2012, to be dismissed 
without prejudice 10 the filing 0 a petition for post-grant revie\ ."). See also 37 C.F.R. § 42.200(d) 
(2013) ("Interferences commo:nced betorc eptembcr 16, 2012, shall proceed under pan 41 of th IS 
chapter except as the Chief Administrative Patent Judge, aellng Oll behalf of the Director. may otherWIse 
order in tile interests-or-justice:·). 

Id. 

01 China Patent Law. ch. I. art. 6. 

62 Id. 
63 Id. 

An In ention-crcalion. made by a person in execution of the Illsks of the entity 10 

which Ite belongs, or made by him mainly by using the material and techfllcal 
means of the entity is a . ervice invention-creation. For a ervice intcntion-crcation 
lsic] . the right to aprly for a pMenl belongs to the entity. Afler the app lication is 
IIpproved. the entiry shu II be the pal!!nte". 
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himself to be "the original inventor',64 This is consistent with the U.S . 
Constitution, which states that patent rights are awarded specifically to 
inventors.65 None of this changed under the AlA and the move to FITF. In 
other words, the existing law regarding U.S. inventorship, such as 
Mergenthaler, discussed supra, will continue, or at least will continue to 
evolve. 

One change occurring under the AlA is that a signee are now 
allow d to file the patent application for any applications filed on or after 

eptember 16 2012.66 But, note that it is still a requirement to name the 
inventor and provide inventor documentation.67 Permitting assignee filing 
bring the U .. into step with rno t oftbe world . Therefore, [or application 
ubj ct to the AlA, the first significant practice difference will be noted by 

applicants who file under the Patent Cooperation Treaty ("PCT"). The peT 
applicant in all peT countries including the U.S. will be the as ignee. 

However, one should not be lulled into a false sense of security 
regarding the ability to file in the name of the a signee under the AlA. 

pecifically. the U.S. law still require disclosure of the best mode known to 
each inventor.68 Hence, for example failure to identify all legitimate 
inventors at the time of filing a U.S. non-provi ional application under the 
AlA or an international application under the peT might fail to di close the 
best mode. 

At the moment, disclosure of the best mode i still required under 35 
U.S.c. § 112(a) but AlA removed any penalty for fail ing to file best mode.69 

This might cause the unwary to fail to di close be t mode and thus violate 
an express U.S . statutory requirement. 

Nevertheless, patent litigation in U.S. district courts usually includes 
some aspect of equity. A seasoned patent litigator will warn any patentee 
that if a district court judge does not like the smell of the patentee's case, 
she can fmd ample grounds among the plethora of defenses available to an 
infringer in a patent litigation to invalidate on other grounds, find 
unenforceable, or find non-infringed, the U.S. patent that violated the best 
mode requirernent.7o 

64 ]5 U.S .. § 101 (2006); Leahy· milh America Invents Act, Pub. L. No. 112-29, § 115, 125 Stat. 
284, 293-96 (20 II). 

M .. ON. T. art. I, § . cl. I, R (''The ongress shall have Power ... [t]o promote the Progress of 
cicnce and useful Ans, by ecuring for limited Times to Authors and Inventors the exclusive Right to 

lheir n:spective Writings and Discovcrics[.]"). 
60 America InvenLS Act S 118, 125 Stat. at 296--97 ("A person to whom the inventor has assigned or 

is under an obligation to assign the invention may make an application for patent."). 
67 Id. 
68 35 U.S.C. § 112(a). 
69 35 U.S.C. § 282(b)(3)(A), amended by America [nvenLS Act. sec. 15, 125 Stat. at 328. 
70 One should not forget the concept of inequitable conduct in the U.S. , described as a plague. 

Burlington Indus., Inc. v. Oayco Corp ., 49 F.2d 141 , 1422 (Fed. Cir. 1988) ("[T]he habit of charging 
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Generally, in the U.S., even in the case of an employee inventing in 
the course of employment using the resources of the employer, the 
employment contract will be analyzed to see if it contained an obligation to 
assign any inventions to the employer.71 Some states in the U.S. have 
passed statutes which broadly declare anything that an employee "creates" is 
owned by the company, similar to the law in China. 

C. Grace Period for Novelty 

While China and the U.S. (under either pre-AIA or the AlA), both 
have a grace period for novelty, the grace periods are different in terms of 
length and applicability. 

In China, the grace period is six months,72 compared to one year in 
the U.S.73 The grace period in China only applies in limited circumstances. 
Specifically, an invention in China for which a patent is applied does not 
lose its novelty where, within six months before the date of filing, one of the 
following events occurred: 

(1) it was exhibited for the first time at an international 
exhibition sponsored or recognized by the Chinese 
Government; 

(2) it was made public for the first time at a prescribed 
academic or technical conference; or 

(3) it was disclosed by any person without the consent of 
the applicant.74 

If one of these three events has occurred, the invention may be entitled to a 
grace period for novelty.75 

The grace period in the U.S., both pre-AIA and post-AIA, does not 
have the restrictions on place as seen in items (1) and (2) above in China 
(although pre-AIA, public use and sale were both restricted to "in the United 

inequitablo: conduct til almost every major patent case ha become an nbs lute plague."). Perhaps the 
naY, e believe that the eTl beme Federal Circuit case of Therasense ended inequitahle conduct in the U .. 
Thcrasense. Inc. v. Becton. Dickinson & 0 .. 649 F.3d 1276, 1296 (Fed. ir. 2011) (en bane). To be 
sure, it Sellms Itan:Icr III the U .. 10 establish inequitable conduct because the materiality and intenl 
standards have been unlinked from each tber and tightened. But pOsl-Thero.ren.le, the co-aulhors are 
aware of four judicial holdings of inequitable conduct. Sel! genemll)' Intellect Wirele 5 Inc. \ . harp 

orp .. o. 10 C 676 ,2012 WL 787051 , at ·1 (N.D. [II. Mar. 9. 2(11); Apotex, Inc . ~ . Cephalon, Inc .. 
o. 2:06-CV-2768, 2010 WL 678104. at·6 (ED. Pa. Feb. 23, 2010) aJrd. No. 2012-1417. (Fed Cir. 
pro 8.2013); AvcDlis Pharma .A. ,. Hospiro, Inc., 675 F.3d 1324 (Fed. Cir. 2012). 

1 1 ee, e.g., Preston v. Maratbon Oil Co .. 684 F.3d 1276. 1279. 12 6 (Fed. ir. 2012) (analy-Ling on 
employment agreem~t that included an "automatic" assignment of "all Intellect un I Propeny . . 'marie 
or conceived ' by an employee while employed .... "). 

12 China Patent Law, ch. 2, an. 24. 
7J The length of the grace period in the U.S. is one year. the same pre-AlA and under the AlA. 

CO"'f.0re 35 U.s.c. § 102(b) (2006), with America Invents Act § 102(b). 125 Stat. at 286. 
4 China Patent Law, ch. 2, art. 24. 

1S ld 
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States" and, as explained in Part II.B, that restriction has been removed in 
the AIA).76 Item (3) in China seems to allow an inventor to avoid the 
consequence of losing out on the rights to the invention without going 
through what in the U.S. would require in a derivation proceeding. 

For US. patent applications containing at least one claim with an 
effective filing date after March 15, 2013, the grace period shall be 
determined from the effective filing date.77 Under FTI, at least for purposes 
of pre-AlA 35 US.C. § 102(b), the grace period is calculated from the date 
of the first U.S. filing date.78 

The change to calculating the grace period from the earliest 
effective filing date means, whenever a patent application was filed outside 
of the U.S . first, the date starting the grace period under the AlA is earlier in 
time than under the FT! system. For example, under FT!, if a patent 
application was filed in China on January 1, 2010, and then the U.S. 
counterpart was filed on January 1, 2011, only the U.S . filing date would be 
used for calculating the grace period applicable to the January 1,2011 filing. 
The grace period in the US. would thus reach back to January 1, 2010. 
Hence, prior art available on December 31, 2009, one day before the start of 
the grace period, could not be antedated and the grace period would not 
apply to that art. 

Dec. 31, 2009 

Art 

• 
Art CQuid be 
mvnlidsting 

• 
Patent application filed 

in China January 1, 
2010 

U.S. counterpart 
application filed 
January 1, 2011 

I-year grace period, 1 year 
prmT to U.S_ filing 

Fig. 3: Pre-AlA grace period in U.S. (35 U.S.c. § l02(b)(2006». 

Under FITF, assume the patent application is filed first in China on 
January 1, 2014, and the U.S. counterpart is filed on January 1, 2015. 
Further assume that the effective filing date of the claimed invention in the 
U.S. counterpart is the January 1, 2014 priority date. Under those 
circumstances, the grace period reaches back to January 1, 20B-two years 
before the U.S. filing date. 

,. ('ompare 35 ... § I02(b) (2006). wilh America Invents Act § 102(a)(I ), 125 Stat. at 285-86. 
n America Invents Act § I 02(bl{ I). 125 tal. at 286. 
7Il 35 U.S.c. § I 02(b) (2006) ("[TIhe invention was patented or described in a printed publication in 

thi s or u foreign country or in public use r on ale in this country, more than one year prior to the date of 
the application for patent in the United SUites .. . :'). 
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-----~=~ 

January 1, 2013 

• I-year grace period, 2 years 
OTior to U S. filinp: 

Patent appl ication filed in China on 
January 1. 2014 

U.S, counterpart application filed 
January 1, 2015 with effective filing 

date January 1, 2014 

• 

Fig. 4: AlA grace period in U.S. (35 U.S.c. § 102(b)(1), applies to applications 
containing at least one claim with an effective filing date after March 15,2013) 

As can be seen, the disclosure occurring before the first filing in China 
would have been a pre-AlA § 102(b) bar against the U.S. claims because it 
occurred more than one year before the actual U.S. filing. But in the land of 
the AlA, assuming the effective filing date of the U.S. claimed invention is 
the date of the Chinese application and assuming that the disclosure in the 
U. S. can be avoided by invoking an exception of the AlA § 1 02(b)(1), the 
claimed invention in the U.S. application is free of that public disclosure 
which was othelWise putative AlA § 102(a)(1) prior art. 

And the astute reader will link this graphic to the earlier one 
revealing the "Jedi Master Mixer." The key is to use strategically the patent 
system in the U.S. to put the application under the AlA provisions and pre
AlA 35 U.S.C. § l02(g) under transition provision AlA section 3(n)(2).79 
As long as the patentee can overcome any AlA 35 U.S.C. § 102(a)(1) or 
I 02( a )(2) and any pre-AlA § I02(g) prior art issues, the patent applicant 
emerges victorious (to borrow a phrase from a James Bond movie, against 
all odds!). 

In addition to the U.S. grace period time frame changing, the 
activity subject to grace period protection also changed under the AlA. 
Specifically, under FT!, the grace period applied universally to printed 
publications (anywhere) and public use or sale in the U.S., within one year 
prior to the U.S. patent application filing date.80 Under FITF, only the 
inventor's own disclosure, invoking the exception under either AlA § 
I 02(b)(1 )(A) or (B), is eligible for the grace period exception. 81 

However, there is a trap in invoking the grace period exception to 
prior art under either AlA § l02(b)(1)(A) or (B).82 Subject to the final word 
of future U.S. litigation, the grace period in the U.S. applies only for the 
same subject matter earlier disclosed by the inventor; "related" subject 

79 America Invents Act § 146,125 Stat. at 293. 
80 35 U.S.c. § I02(b) (2006). 
81 America Invents Act § I02(bXI), 125 Stat. at 286. 
82 America Invents Act § I02(bXI)(A}--{B), 125 Stat. at 286. 
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matter could still be used against the patentee for obviousness. 

D. Scope of Prior Art Covered by "Public Use" in the u.s. and 
"Disclosure by Use" in China 

267 

Although the scope of prior art in the U.S. as set forth in AIA 35 
U.S.c. § 102(a)(1) is expanded compared to pre-AlA (no restrictions based 
on geography and language), it is still greatly different from what is called 
"disclosure by use" in China, in terms of the scope of prior art covered by 
what is called "public use" in the u.s. 

In China, no published technology shall constitute prior art unless 
the content of such technology is accessible to the public. As for trade 
secrets, even if commercialized, if the content is kept secret and is not 
accessible to the public, the commercialized trade secret shall not be deemed 
as being "disclosure by use." Therefore, it shall not, under the Chinese law, 
fall within the scope of existing technology.83 Under such circumstances, 
the person owning the trade secret may still elect to apply for a patent later 
so as to procure patent protection for the subject matter of the trade secret.84 

In the United States, pre-AIA, trade secrets are not considered 
public use if they are kept secret. Trade secret protection is governed by 
state law, as opposed to patent protection, which is governed by federal law. 
Pre-AlA, a public use can constitute prior art against the claims of the 
application if it occurred in the United States and occurred more than one 
year before the actual filing date of the application in the United States.85 

To determine whether a use is novelty-defeating "public use" in the U.S., 
pre-AlA requires, according to U.S. case law, consideration of (1) the extent 
of the use, and (2) the extent of pUblicity of the use.86 Because use is 
generally undisputed, the analysis primarily focuses on whether the use 
was "public." 

When pre-AlA law (FTI) applies, when the invention is sold or put 
on display and used in its natural and intended way, a public use may well 

'J mna Pal~nl La\\. h. 3. an. 33, 
301 COnlru Metallizing Eng'S Co. \'. Kenyon Bearing & Auro Parts Co., 153 F.2d 516 2d Cir. 1946) 

(discussing forfeiture). In Metallizing. the claimed invention WRS a commercial process, pnlcticed in 
secret, thaI was not available 10 the public. Jd. 8t 517. nle coun (Judge Learned Hand) refused 10 let the 
inventor palent the process on the ground thnl il had been commercialized more than one year before 
paten I filing. Id. at 520. SubjecI to future litigation in the U . . , man) argue that lhe ALA ha legislnti\ ely 
overruled Mewlll=ing becau e the only possibilities for prior al1 are 35 U .. C. §§ I 02(nX t ) Wld (3)(2). In 
other words, there are those who argue thatlhe idea of forfe iture is untiihelic.11 10 the publicly accessible 
underpinmngs of 35 U .. C. §§ 1 02(a)( I) and (a)(2) . The USPTO look thal position in its February 14. 
2013, guidelines. See generafly Examinalion Gujdelines for Implementing the First Inventor To File 
Provisions. 78 Fed. Reg. I 1,059 (Feb. 14,2013) (I be codified at 7 C.F.R. pl . I) At least one of the co
authors agrees. And if the U PTO position is upheld, the .. IA law becomes more similar to this 
point of Chinese law. See discussion infro Pan.IV.D and notes +-88. 

85 See. e.g .• III re Crish, 393 F.3d [253, 1256, 1260 n.6 (Fed, ir.2004). 
8~ See All. Thermoplastics Co, v. FaytcJo. Corp .• 970 F.2d 834. 836 (Fed. ir. 19<)2). 
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OCCUr.87 A use is "public" even if the invention is completely hidden from 
view, for example, as part of a larger article, so long as the larger article is 
accessible to the pUblic.88 

Even if the invention is arguably concealed as part of a larger 
product, using the invention in its intended environment and in a non-private 
manner may give rise to a public u e. Howe er, using an invention in a 
place where the inventor can rea onably expect privacy should not give rise 
to a public use. 

The Federal Circuit has provided the following framework: 

The proper test for the public use prong of the § 1 02(b) 
statutory bar is whether the purported use: (1) was 
accessible to the public; or (2) was commercially exploited. 
Commercial exploitation is a clear indication of public use, 
but it likely requires more than, for example, a secret offer 
for sale. Thus, the test for the public use prong includes the 
consideration of evidence relevant to experimentation, as 
well as, inter alia, the nature of the activity that occurred in 
public; public access to the use; confidentiality obligations 
imposed on members of the public who observed the use; 
and commercial exploitation .... 89 

Pre-AlA § 1 02(b) applies to acts of the applicant as well as to the 
acts of others. Even if the inventor does not publicly use the invention, a 
public bar arises where a th ird party publicly use the invention more than 
one year prior to the U.S. patent application actual filing dare.90 Unlike 
when the inventor uses the invention, for a third party use to constitute a 
public use bar, the invention must be ascertainable from the article sold or 
displayed. 91 

A related and important aspect of "loss of right to patent" pre-AlA, 
was the so-called "forfeiture" provision, under which the inventor's pre
filing commercialization of an in eotion, even if non-public, repre ented a 
bar to patenting of the underlying unknown and unknowable proce used to 
make tbe product sold. Tbat forfe iture occurred if the product made by the 
ecret proce s was sold or used on the market in tbe U .. more than one year 

87 Public Use. MPEP § 2 133.03(a) 81h ed. Rev. 9, Aug. 2012). 
88 Ne\1 Rai lhead M rg. \ . Vermeer Mfg .• 298 F.3d 1290, 1299 (Fed. Cir. 2002) (holding an 

experimental dnlling lest, performed more than one year before tbe application filing date constituted 
public usc. even though use look place wlderground, and the experimental drill bit could not be viewed in 
operation ). 

89 Invitrogen Corp. v. Biocrest Mfg., L.P., 424 F.3d 1374, 1380 (Fed. Cir. 2005). 
90 See W.L. Gore & Assoc. v. Garlock, Inc., 721 F.2d 1540, 1549 (Fed. Cir. 1983); see a/so, Baxter 

Int'l, Inc. v. Cobe Labs., Inc., 88 F.3d 1054, 1063 (Fed. Cir. 1996). 
91 Gore, 721 F.2d at 1550; Baxler, 88 F.3d at 1058. 
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before a patent was sought.92 

Even when a claimed invention was a commercial process, practiced 
in secret, and not available to the public, if such practice was more than a 
year before the actual U.S. filing date, under the forfeiture doctrine, the 
courts would not let the inventor patent the process on the ground that it had 
been commercialized more than one year before filing of the patent 
application. 

A noted in Part IV.D under the AIA the forfeiture doctrine may 
ha e ended.93 According to the legi lative hi tory of the AlA, femo ing the 
geographic and language re trictions on pre-AlA definitions of prior art was 
intended to eliminate "secret prior art" of any kind anywhere.Cl4 Under the 
A lA, invalidating prior art may be a public use or "otherwise available to 
the public."') Thi may include the commercialization of a trade secret, and 
to the extent there is overlap with claimed subject matter, may be deemed a 
"public use." The USPTO indicated that it will look to the pre-AlA case 
law on "accessibility" to evaluate "otherwise available to the public" in 35 
U.S.c. § 102(a)(1).96 

Ultimately thi is the kind of issue that will be litigated as the U.S. 
adju ts t the AlA and the FITF sy tem. The AlA may moti ate patent 
applicant to select. a early a po sible, either trade ecret or patent 
protection, because there may be more pressur to fi Ie patent application 
earlier than under pre-AI law. [fthere is indeed no more forfeiture under 
the AlA, choosing a trade secret route early, after considering all the facts 
and circumstances, allows the patent applicant to delay filing, and thus delay 
the start of the patent term clock. 

The broad definition of public use, of course, potentially causes 
some problems for the U.S. applicant. To establish public use, evidence of 
public use or offer to sell can come from anywhere in the world in any 
language to meet the test of public accessibility. However, a patent 
applicant might have difficulty in accessing such evidence prior to discovery 

92 See. e.g., Metallizing Eng'g Co. v. Kenyon Bearing & Auto Parts Co., 153 F.2d 516, 518 (2d Cir. 
1946). 

" See Examination Guideline for Implemenllng the Firsl Inventor T File Provi ions. 7 Fed. Reg. 
11.059.10,062 (Feb. 14. 20(3)(tobecodified at 37 .F.R. pI. I) . 

... S('/.' CONti . REe. S5402~2 (daily ed. ept. 8,2011 ("Once an invention has enlered Ihe public 
domam. by an} means. II can no longer be withdrawn by anyone."); .leI! also slIpra nOle 19 and 
accompanying tCXL 

OJ Leahy- mith America Invents Act, Pub. L. No. 112-29, I02(a){1). 125 lat. 284. 285-116 
(2011 ). 

'III Examination Guidelines for Implementing the Firsl Inventor To Fi le Provisions, 78 Fed. Reg. al 
11.063--64 r'lhe case law on whether malerial is available and accessible as discussed in MPEP § 212 
will guide the Office and the public in making delennin81ions as 10 whether any particular disclo 'ure is 
sumciently publicly available under the "otherwise a uifable to the public" clause of AlA 35 U.S.C. 
I 02(a)( I). The Fedenll Circuit recently reiterated thaI the ulumate question is whether the malerial was 
"3Vl1ilablc 10 the extent thaI persons interested and ordinarii} killed In Ihe subjecl mailer or ani.) 
exerclslI1g reasonable diligence. can locate it."). 

Published by eCommons, 2012



270 UNIVERSITY OF DAYTON LAW REvIEW [Vol. 38:2 

in U.S. litigation. Such evidence is likely to be accessed by discovery 
adduced by the patentee's opponent in U.S. litigation. 

The only exception to invalidating public use will be for disclosures 
by the inventor, within one year of the effective filing date of the patent 
application at issue,97 or public disclosures of the subject matter by the 
inventor before disclosure by a third party, within one year of the effective 
filing date of the patent application at issue.98 

E. Use of "Conflicting Application" 

In China, prior art shall mean a technology known to the public at 
home and abroad before the date of filing. 99 The relevant existing 
technologies can be used to judge the novelty and non-obviousness of patent 
application. 

In addition, any Chinese patent or Chinese patent application, which 
was filed before the filing date and was published after the filing date, can 
only be used to evaluate novelty, but not to evaluate non-obviousness. 100 

In the United States, under pre-AlA § 102, the definition of prior art 
for the purposes of novelty and non-obviousness included patents and 
published patent applications, as well as other types of prior art. 101 If any of 
those patents or published patent applications were filed by the inventor 
within one year, they fell within the grace period and shall not be used to 
evaluate novelty and non-obviousness under pre-AlA. The changes to the 
definition of prior art 35 U.S.C. § 102 apply to both anticipation under § 102 
and obviousness under § 103.102 As noted above, under the AlA, U.S. 
patent claims with an effective filing date after March 15,2013 will use that 
effective filing date for determining the relevant prior art.103 

Under the AlA, there may still be an issue with obviousness-type 
double-patenting ("ODP") between U.S . patents that are arguably related, 
even if not commonly owned. I04 This is a very hot question, as ODP is not a 
prior art rejection but a judge-made rule that seeks to preclude 
impermissible extension of patent term through issuance of multiple patents 
with different expiration dates. As the Manual of Patent Examination 
Procedure and U.S. case law explain, there are significant differences 

97 America Invents Act § 102(b)( IXA), 125 Stat. at 286. 
98 America Invents Act § 102(b)(IXB), 125 Stat. at 286. 
99 China Patent Law, ch. 2, art. 22. 

100 Id. 
101 35 U .S.c. § 102 (2006). 
102 America Invents Act §§ 102, 103, 125 Stat. at 285- 88; Examination Guidelines for Implementing 

the First Inventor To File Provisions, 78 Fed. Reg. 11,059, 11,075 (Feb. 14, 2013) (to be codified at 37 
C.F.R. pt. 1). 

10J America Invents Act § 102, 125 Stat. at 285-87. 
104 See In re Hubbell, 709 F.3d 1140, 1147 (Fed. Cir. 2013). 
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between a rejection based on double patenting and one based on prior art. lOS 

Indeed, the USPTO recently emphasized: 

Even if the U.S. patent or U.S. published application is not 
prior art under AlA 35 U.S.C. 102 or 103 as a result of AlA 
35 U. .C. I02(b) 2 C), a double patenting rejection . .. may 
till be made on the ba is of the U.S. patent or U.S. patent 

application publication."I06 

There is little doubt the USPTO will apply ODP to the AlA claims. 
That may tick, since OOP does not clash with the public accessibility 
requirement of the AIA. Rather, as noted above, OOP is to prevent "a 
patentee from claiming an obvious variant of what it has previously 
claimed." 

F. Common Ownership and Joint Research Agreements 

Under the AIA, common ownership may now provide a defense 
under AIA § 102(b)(2)(C) against AlA § 102(a)(2) prior art documents that 
would otherwise be prior art,107 as long as that ownership, which can also be 
created by implementation of a Joint Research Agreement ('IRA' ),10 is in 
place by the effective filing date (as opposed to the invention date) of the 
claimed invention. The JRA is not required to take ad antage of this 
exception but it can he used. 

The date of invention is almost always earlier than the effective 
filing date of the claimed invention. In fact, the AlA change to "on or 
befOre the effective filing date" may mean that a patent applicant can 
purcha e potential even independently developed, AlA ' I02(a)(2) prior art 
before filing a patent application, thereby removing the potential prior art as 
a threat. 

Pre-AlA, common ownership was calculated from the date of 
invention and only provided protection against obviousness. China does not 
have this exception to prior art. 

V. IMPLICATIONS ON FILERS IN BOTH CHINA AND THE U.S. 

Chinese and U.S. patent application filers may have decided to file 
as many applications as possible in the U.S. prior to March 16,2013, so that 
all claims will be subject to pre-AlA requirements. That is the devil we 

105 See It.g .. MPEP § 804(2)(8), (3) (8th ed. Re . 9, Aug. 2012). 
106 Examination Guidelines for Implementing the FirSl Inventor To File Provisions, 78 Fed. Reg. 

I 1,059, 11,080 (Pcb. 14,2013) (to be codified at 37 C.F.R. pt. I). 
107 America lnvenlS Act §§ 102(aX2). 102(bX2XC), 125 Stat. at 286. 
108 See America Invents Act § I02(c), 125 Stat. at2 6. 
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know. There certainly was a filing bubble before March 16,2013.109 

In general, the prior art under pre-AlA will be narrower in parts than 
that under the AIA. Under pre-AlA, foreign priority documents are not pre
AIA § 102(e) and (g) prior art against the U.S. claims, nor can public uses or 
sales outside the U.S. be useful as prior art. 

Of course, there was no sense in rushing to file patent applications 
before March 16,2013, that did not enable or provide written description for 
the full scope of the claims. Such claims will just have to be filed in new 
applications, more fully satisfying the 35 U.S.C. § 112 requirements of 
enablement and written description after March 15, 2013, and will then be 
subject to the AIA. 

But the AIA is not without its advantages. For example, as 
explained, at least the USPTO believes that the Metallizing Engineering 
doctrine of forfeiture will not exist under AIA. And the liberalization of 
common ownership explained in Part IV.F, as a defense under AIA § 
102(b)(2)(C) to AIA § 102(a)(2) prior art, may be a lifesaver. 

Furthermore, do not forget the new player on the stage, the totally 
unforeseen "Jedi Master Mixer." As discussed, that procedure could rescue 
claims otherwise doomed under pre-AIA because of statutory bar art 
publicly available in the U.S. more than one year before the actual U.S. 
filing date. The following illustrations show the brave new AlA world that 
both Chinese and U.S. applicants will face: 

Fig. 5: Deftnition of Prior Art, Scenario I. Pre-AlA in U.S., B could antedate 
A showing prior conception/diJigenceireduction to practice. Under AlA in 
U.S., A is prior art to B for §§ 102 and 103 purposes. AlA § 102(a)(I) and § 
102(b)(I) do not apply. AlA § 102(a)(2) applies uole s § 102(b)(2) exception 
applies. 

Fig. 5: Definition of Prior Art, Scenario 2. Pre-AlA in U.S., foreign sale is not 
prior art to B's application. AlA in U.S., foreign sale is prior art under § 
102(a)(I). 

109 Patent Statistics, USPTO, www.uspto.gov (USPTO statistics report that the average monthly 
filing between October 2012 and February 2013 was 7,205, but the patent applications filed March 11-
15,2013 totaled 34,112 (a 473% increase), with filings in the week of March 25-29, 2013 at 5,818). 
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Fig. 6: Public disclo ure as a word and shield. A's public disclosure is not 
prior art against her 'elf (within 1 year) (assuming 35 U.S.c. § I02(b)(I)(A) 
exception i available); A' public disclosure is a shield to A from B's 
publication (35 U.S.c. § 102(b)(2)(A»; and A's public disclosure is prior art 
against B's patent application (35 U.S.c. § 102(a)(I». First-inventor-to-file 
loses! 

Fig. 7: Compare re ult in hins. A' public disclosure is defeating prior art 
against B' patent application but also destroys ab olute novelty of A's patcnt 
application (as doe B's patent applkation filing). Neither gets the patent! 

VI. C CL 10 

Under the AlA, U.S. patent law" as amended t replace FTl with 
FITF. Such a fundamental change wiJl have a great impact, although FT] 
and FlIT will co xist for more than ule next twenty years because of the 
effecti e date and transition provision of the AlA. Which system applies 
will depend on whether a patent or application has all claims with an 
effecti e filing date before March 16 2013 (FTI), or all claims with an 
effective filing date afler March 15, 2013 (FlTF), or both in a "Jedi Master 
Mixer"! 

ITF may have the consequence of hortening the effi clive life of 
patent which are aluable until the vel)' end of their patent term. 
Therefore. it received strong objection from industde such a innovative 
pharmaceuticals. However, FlTF HI vels the playing field" among dome tic 
and foreign applicant for U .. patent protection by removing geographic 
and language re trictions and using the earlie t effective filing date a the 
touchstone for determining relevant prior art. 

In China, the FTF ystem applie , with an absolute no elty tandard 
for prior art. Becau e the filing date of Chinese patent applications will now 
be con idered the effective filing date for any counterpart U.S. patent 
application filed, companie filing in both China and the U.S. will likely 
continue to file fir 't in China. 

Published by eCommons, 2012


	Comparison of United States AIA First-Inventor-to-File with Chinese First-to-File
	Recommended Citation

	Comparison of United States AIA First-Inventor-to-File with Chinese First-to-File
	Authors

	tmp.1682526962.pdf.vUpbp

