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REVISING THE COPYRIGHT LAW FOR
ELECTRONIC PUBLISHING

by Davip J. Lounpyt

I. INTRODUCTION

Since the birth of copyright, every age has seen the emergence of a new
medium of expression or technology that has led people to express the
fear and concern that it defined the boundaries of existing doctrines or
that the new candidate for protection was so strikingly different that it
required separate legal treatment. These apprehensions were voiced
about photography, motion pictures, sound recordings, radio, television,
photocopying, and various modes of telecommunication. In each in-
stance, the copyright system has managed over time to incorporate the
new medium of expression into the existing framework.!

A. No One MeNTIONS THE EMPEROR’S EARLY TAILORS

As technology changes, the law must also change in order to address
concerns raised by new technology. Some of these changes to the law
may be minor “gap-fillers,” while some changes may be more substantial.
One relatively small revision of the United States Copyright Act?
brought the law up to date in regard to some of the issues raised by com-
puter technology. These changes were based on the findings of a study
commissioned by Congress,3 which resulted in the Final Report of the
National Commission on New Technological Uses of Copyrighted Works,
commonly referred to as the CONTU report.

The changes made to the Copyright Act as a result of the CONTU
report provide some necessary updating to the Act, but once again, the
increasing use of computer technology is demanding additional refine-
ments to the Copyright Act. This paper discusses the need for change
brought on by the growth of electronic publishing and the issues related
to electronic distribution of copyrighted works. Specifically, this paper

t David J. Loundy has a B.A. in Telecommunications from Purdue University and a
J.D. from the University of Iowa College of Law. The author would like to thank Christina
King Loundy for her assistance with this paper.

1. Arthur Miller, Copyright Protection for Computer Programs, Databases, and Com-
puter-Generated Works: Is Anything New Since CONTU?, 106 Harvard L. Rev. 977, 982
(1993).

2. 17 U.S.C. §§ 101-1101 (1995).

3. A commission was created and given the task of looking into reproduction of copy-
righted works by means of “automatic systems capable of storing, processing, retrieving,
and transferring information, and . . . by various forms of machine reproduction.” Pub. L.
No. 93-573 (1974).
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addresses distribution and viewing of electronic works in the United
States.* In looking at this topic, the principles that guided CONTU will
be used, and the Commerce Department Information Infrastructure
Task Force’s draft report® and recent final report® which cover many of
the same issues will be critiqued.

All discussions of the proper scope of copyright protection in the
United States must begin with the Constitution. The Constitution pro-
vides the authority for copyright and patent laws. It gives Congress the
power to create laws “[tlo promote the Progress of Science and useful
Arts, by securing for limited Times to Authors and Inventors the exclu-
sive Right to their Writings and Discoveries.””

This constitutional language establishes two competing principles.
Protection is to be given to authors by the grant of exclusive rights.
However, these exclusive rights are to be given only as long as they reach
the purpose of furthering the development of science and the useful arts.
Thus, any copyright law must balance a creator’s rights against a user’s
rights. This constitutional language also plays against the free speech
guarantee of the First Amendment®—*“[wlhere the First Amendment
removes obstacles to the free flow of ideas, copyright law adds positive
incentives to encourage the flow.”?

This balancing of interests is necessary whenever the growth of new
technology, such as home video recorders® or satellite technology,!!
raises issues that cannot readily be addressed under current copyright
law.12 When faced with challenges caused by the new technology, it is
necessary to look at the Constitutional principles in order to determine
what course of action would best maintain the societal purposes of copy-

4. It is important to note, however, that these are issues that require a global solu-
tion, even though international copyright law and the importation of works into the U.S.
are beyond the scope of this paper.

5. Information Infrastructure Task Force, Intellectual Property and the National In-
formation Infrastructure: A Preliminary Draft of the Report of the Working Group on Intel-
lectual Property Rights (July 1994) [hereinafter IITF Green Paper].

6. Information Infrastructure Task Force, Intellectual Property and the National In-
formation Infrastructure: The Report of the Working Group on Intellectual Property Rights
(September 1995) [hereinafter IITF White Paper).

7. U.S. Consr. art. I, § 8, cl. 8.

8. U.S. ConsT. amend. 1.

9. Pac. & S. Co., Inc. v. Duncan, 744 F.2d 1490, 1499 (11th Cir. 1984).

10. See, e.g., Sony Corp. of Am. v. Universal City Studios, Inc., 464 U.S. 417 (1984),
reh’g denied, 465 U.S. 1112 (1984).

11. See, e.g., Hubbard Broadcasting v. S. Satellite Sys., Inc., 777 F.2d 393, 398 (8th Cir.
1985).

12. Pamela Samuelson, Fair Use for Computer Programs and Other Copyrightable
Works in Digital Form: The Implications of Sony, Galoob, and Sega, 1 J. INTEL. PrOP. L. 49,
53 (1993) [hereinafter Fair Use for Computer Programs).
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right law.13

CONTU began its report on changes, necessitated due to the growth
of photoduplication and computer technology, by stating that copyright
protection should be given to works “used in conjunction with computers
and reprographic systems . . . so long as it did not impede public access to
such works or otherwise extend monopoly power.”14 The practical con-
clusion CONTU draws is that where the cost of duplication is small, cop-
ies are more likely to be made. When copies are more likely to be made,
legal protection is necessary to preserve the incentive to create and dis-
seminate the works which are subject to copying.18

The Information Infrastructure Task Force (“IITF”) White Paper
recognizes a similar need to balance the interests of creators and users:

Creators and other owners of intellectual property rights will not be

willing to put their interests at risk if appropriate systems—both in the

U.S. and internationally—are not in place to permit them to set and

enforce the terms and conditions under which their works are made

available in the NII [National Information Infrastructure} environ-

ment. Likewise, the public will not use the services available on the NII

and generate the market necessary for its success unless access to a

wide variety of works is provided under equitable and reasonable terms

and conditions, and the integrity of those works is assured.1®

However, while the IITF Report states that it strives to preserve the
balance between the rights of copyright holders and the rights of copy-
right users, it has been strongly criticized!7 as intentionally biased in
favor of copyright owners, even to the point of misrepresenting the cur-
rent state of the law.18 As Professor Jessica Litman put it, “[rJeading
one’s mail or picking up one’s telephone messages these days requires
many of us to commit acts that the government’s Information Infrastruc-
ture Task Force now tells us ought to be viewed as unauthorized repro-
ductions or transmissions.”19

Furthermore, the IITF Report’s view that progress will be insured
by strong intellectual property protection for the benefit of authors, as is
essential to the growth of the National Information Infrastructure, has
been scathingly criticized by Professor Litman. Litman points out how
industry after industry has survived the evolution and growth of technol-

13. Id.

14. NationaL CommissioN oN New TecunoLoGicAL Uses oF COPYRIGHTED WORKS 7
(1979) [hereinafter CONTU RepoRT].

15. Id. at 10.

16. IITF White Paper, supra note 6, at 11.

17. The criticism was made of the draft report, the substantially similar final report
was released only a few days before this article went to press.

18. Jessica Litman, The Exclusive Right to Read, 13 Carpozo Arts & Ent. L. J. 29, 32
(1994).

19. Id. at 33.
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ogy without the strong protections that the IITF Report advocates.2? Too
much emphasis on creator’s rights impairs the rights of users. This, in
turn, clouds copyright and patent policy; “the ultimate purpose of copy-
right is not the maximization of financial rewards to copyright owners
(which is what the publishers would generally like it to be), but fostering
the creation and dissemination of literary and artistic works in order to
enhance the public’s access to knowledge.”21

1. CONTU’s Analysis

As already stated, CONTU was given the task of proposing changes
to the Copyright Act to update it for computer technology. The Commis-
sion employed four principles regarding computer program copyright:

1. Copyright should proscribe the unauthorized copying of these works.

2. Copyright should in no way inhibit the rightful use of these works.

3. Copyright should not block the development and dissemination of

these works.

4, Copyright should not grant anyone more economic power than is nec-

essary to achieve the incentive to create.22
Using these principles, the Commission concluded that protection for
computer programs could be developed by making minor changes to the
Copyright Act of 1976 for the growing computer technology.?2 Congress
agreed, enacting all of CONTU’s substantive recommendations.24

2. CONTU’s Shortcomings

Although the CONTU Report made some needed changes to the
Copyright Act, it is becoming apparent that these changes are not suffi-
cient to keep pace with new uses of computer technology, and ultimately,
result in additional “holes” in the copyright law that need patching.
While some argue that these “holes” are signs the entire intellectual
property system is headed for inevitable collapse,25 the Information In-
frastructure Task Force, which was created to determine what new mod-
ifications to the copyright law are necessary, concluded that only “minor
clarification and amendment” to the system was necessary.26

20. Id. at 46-7.

21. Samuelson, supra note 12, at 57.

22. CONTU RErorT, supra note 14, at 12.

23. Id.

24. There has been recent talk of seeking to change the copyright law to make the final
working change CONTU recommended that was not earlier adopted. See Vault Corp. v.
Quaid Software Ltd., 847 F.2d 255, 261 (5th Cir. 1988); Samuelson, supra note 12, at 99.

25. John Perry Barlow, The Economy of Ideas: A Framework for Patents and Copy-
rights in the Digital Age. (Everything you know- about intellectual property is wrong.),
WIRED, 2.03, Mar. 1994 at 89.

26. IITF Green Paper, supra note 5, at 8. See also IITF White Paper, supra note 6, at
19.
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The concerns which gave rise to the IITF Papers are due, in part, to
the fact that, unlike with analog print sources (like the photocopies ad-
dressed by CONTU) digital copies of works can be made with no “genera-
tion loss”27—each digital copy is an exact replica of the original, with no
loss in quality no matter how many “generations” away the copy is from
the original. Also, while both analog and digital copies can be made al-
most instantaneously, digital technology makes reproduction of elec-
tronic documents very inexpensive, unlike photocopying where it may be
cheaper just to buy a print copy rather than photocopy a work.28 Not
only are digital copies more conveniently made, but in the case of com-
puter networks, they are made at almost every point in a work’s delivery
and use. In order to read and use an electronic document the technology
requires that at least one copy of the work be made.29

The consequences of these holes will be examined by looking at a
couple of scenarios. These scenarios display a cross-section of the issues
that electronic publishers and users of electronically-published works
have to contend with. In examining these scenarios, illustrations of the
shortcomings and suggestions on how to plug these holes will be
presented.

3. The Scenarios
a. The Librarian

Long the copyright user’s advocate, libraries continue to preserve ac-
cess to the intellectual property of many authors. Libraries have tradi-
tionally purchased books, thus providing financial incentive to authors to
create. Nevertheless, libraries have then made the works freely avail-
able to their patrons, and thus promote the progress of art and science.3¢
As more and more documents are made available in electronic form, the
traditional view of how a library functions is changing. In fact, the cur-
rent copyright law may present a substantial impairment to the func-
tioning of libraries in an age of electronic documents.

Where once patrons checked out paper books from geographically-
fixed repositories, now people are interested in checking out electronic
texts from on-line libraries. Of course, checking out a book does not re-
quire the creation of an additional copy, while accessing an electronic
document does (as will be discussed later). For this reason, it becomes
necessary to adjust the copyright law to account for electronic libraries in
order to preserve their traditional function and preserve their right to
“lend” electronic books.

27. Id. at 6.

28. Id.

29. Id. at 29.

30. Barlow, supra note 25, at 86.
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b. The Computer System Operator

In these days of global communications, technology is giving rise to
new businesses and creating new issues for more traditional telecommu-
nications providers. Telephone companies, for example, traditionally
have not had to worry about suits for copyright infringement resulting
from the transmission of copyrighted works. With increasing use of e-
mail and voice mail, however, providers of network communication serv-
ices (especially newer, less regulated, services such as commercial In-
ternet service providers) may find that they have copyright liability
merely from storing and transmitting customer files and communica-
tions, if the current Copyright Act is read strictly. This may be so even
though the provider has no way to identify or control the presence of
copyrighted material flowing through or residing on the provider’s com-
puter system. Some amending of the copyright law would assure these
conduit-providers of the immunity they need to operate properly, while
still holding liable those people who legitimately deserve the title
“infringer.”

¢. The Home Computer User

How can we ensure the preservation and use of rightfully possessed
electronic documents when such preservation and use of the works may
require that additional copies be made? While it is natural to assume
that the law allows use of rightfully acquired electronic works, when
such use involves the creation of additional copies the statutory law does
not clearly allow the necessary copies. While some provisions of the
Copyright Act have been added specifically to ensure the use of rightfully
owned computer programs,3! additional changes are needed to help clar-
ify the right to use some kinds of electronic works when it involves the
making of additional copies.

Another problem with electronic publishing arises from the fact that
potentially infringing copies can be made by people who do not have the
ability even to determine that they are copying protected works. The act
of reading one’s e-mail may result in the creation of copies of protected
works if the message being read contains copyrighted expression. The
copyright law draws the line as to who should be held liable based on
ideas of justice derived from older technologies. Electronic communica-
tions technologies are requiring that this balance be shifted slightly in
order to ensure that this sense of justice is retained. The IITF White
Paper proposes that this line need not be moved;32 yet as some people

31. 17 US.C. § 117 (1995).

32. “With no more than minor clarification and limited amendment, the Copyright Act
will provide the necessary balance of protection of rights and limitations on those rights to
promote the progress of science and the useful arts.” IITF White Paper, supra note 6, at 18.
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have pointed out, in light of recent case law in the computer context, this
amounts to giving copyright owners control over others’ rights to read
the owner’s works, a right that is most likely a much greater incentive to
authors than Congress would have enacted into law.33

d. The World Wide Web Provider

The explosive growth of the Internet exposes more and more people
to the world of electronic communications, and illustrates some of the
difficult copyright questions raised by non-centralized computer informa-
tion systems. The World Wide Web (or WWW), is a means of accessing
hypertext-linked information.3¢ The World Wide Web’s legal position is
also muddy because it functions as a sort of hybrid between publishing
facility, archive, and bibliography. The WWW raises interesting issues,
because linked documents can be stored on machines anywhere on a
world wide computer network, such as the Internet, and not just on the
information provider’s machine. This distributed information delivery
may make it hard to determine who is even responsible for any copies
that are being made—copies which may or may not be infringements—
and for this reason, clarification of the copyright law is necessary.

B. Svap oN A Coat oF PaiNT AND IT'LL Look Just Like NEw

In examining how to revise the copyright law for electronic publish-
ing, this paper suggests changes that do not require a major re-write of
the Copyright Act. While it has been suggested that “we are sailing into
the future on a sinking ship”35 by trying to patch the current U.S. Copy-
right Act, copyright law has evolved and survived the creation of other
new technologies that have constituted major paradigm shifts.3¢ This
paper assumes that new technologies can be covered by the current law,
as was intended by the drafters of that law,37 and argues any necessary
corrections to the law can be slight. The copyright law was revised with
only minor modifications when the U.S. faced questions similar to those
posed by developing network technology with the rise of radio and televi-
sion broadcasting, and then again with cable television. This paper fo-
cuses on various forms of electronic distribution and “publishing,” and

33. Litman, supra note 18, at 40.

34. Hypertext works by displaying a document with highlighted terms. If the user
selects one of the highlighted terms, another related document (picture or sound) is called
up onto the user’s screen.

35. Barlow, supra note 25, at 85.

36. The advent of player-piano rolls, audio recorders, and broadcasting, for instance,
all presented different ways of conceiving of intellectual property when compared to tech-
nologies existing before their introduction.

37. Sony, 464 U.S. at 422.
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does not seek to address every needed change brought on by digital
technology.

Another concern this paper does not seek to resolve is enforcement of
the copyright law. While some people may consider this a serious short-
coming, the current Act does not address the policing of copyrights.
Rather, it only addresses the procedure for punishing infringers.38

Technological means may provide the solution to enforcing the copy-
rights of electronic works by restricting access, such as by using encryp-
tion to encode electronic works and distributing a decryption key only to
authorized users of the work.39 However, some technological solutions
used to protect electronic intellectual property are not widely accepted,
and are even seen as a challenge to people determined to make copies.40-
(Still, the IITF White Paper recommends amending the Copyright Act to
make illegal importation, manufacture, and distribution of devices and
the offering of services “the primary purpose or affect” which is to cir-
cumvent “without the authority of the copyright owner of the law any . . .
system which prevents or inhibits violation of any of the exclusive rights
of the copyright owner . . . .”)41

This paper does not address the merits of enforcement of any new
provisions for two additional reasons: first, the current copyright statute
is not limited to provisions that are readily enforceable; and second, if
technologies such as encryption, coupled with a ban on encryption cir-
cumvention are effective, then most of this paper, and the Copyright Act
itself, will become moot.42

This paper also tries to avoid relying on the “fair use” provision of
the Copyright Act.43 The reason is that “since the doctrine is an equita-
ble rule of reason, no generally applicable definition is possible, and each
case raising the question must be decided on its own facts.”#¢ It is a

38. See 17 U.S.C. §§ 501-511.

39. Pamela Samuelson, Will the Copyright Office be Obsolete in the Twenty-First Cen-
tury?, 13 Carpozo Arrs & ENt. L. J. 55, 58 (1994).

40. Id. at 58-9.

41. IITF White Paper, supra note 6, app. 2 at 4. The language and reasoning used in
the IITF White Paper is an inapposite and poorly resigned attempt to soften the categorical
restriction proposed in the IITF Green Paper.

42. Samuelson, supra note 39, at 60.

If the technology to protect intellectual property becomes very effective, and if at-
tempts to defeat it are made illegal, it would seem that . . . copyright law itself,
might become obsolete. Why would one need copyright protection . . . if it becomes
virtually impossible to copy a work because of the technological protection at-
tached to it?

Id.

43. 17 US.C. §107.

44. H.R. Rep. No. 1476, 94th Cong., 2nd Sess. at 65 (1976) [hereinafter House Report].
See also Campbell v. Acuff-Rose Music, Inc., 114 S.Ct. 1180, 1182 (1994) (stating “[t]he task
is not to be simplified with bright-line rules, for the statute, like the doctrine it recognizes,
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doctrine intended to avoid the rigid application of the copyright law
when such an application would defeat the law’s underlying purpose.45
Some courts have questioned whether the fair use analysis is even an
appropriate test where purely mechanical reproduction is involved.4¢ In
any case, it should not be used to exempt ordinary and regular conduct
deserving of protection. In other words, it is an inelegant solution to a
set of problems that need a more clear-cut resolution. While this paper
tries to fill the holes in the copyright law demonstrated by electronic pub-
lishing without resorting to fair use, it does not advocate the elimination
of the fair use defense. For each situation addressed in this paper, a fair
use analysis must still be performed.

This paper does not address the categorization of electronic works.
The copyright clause of the Constitution does not distinguish between
types of “writings.” And, as discussed in the legislative history, the
classes of writings listed in section 102 are intended to be illustrative
only, and in some cases the categories overlap.4” The copyright law ex-
pects fairly rigid classification of works, and assigns different rights and
privileges based on that classification.#®¢ Unfortunately electronic works,
such as multimedia presentations and hypertext documents, cannot eas-
ily be classified as a “literary work,” a “musical work,” a “sound record-
ing,” or an “audiovisual work.”#? In fact, the IITF Wthe Paper even
suggests that at some point it may make sense to eliminate the Copy-
right Act’s classification scheme altogether.5¢ This point may be worth
addressing sooner, rather than later.

calls for case by case analysis.”); Basic Books, Inc. v. Kinko’s Graphics Corp., 758 F. Supp.
1522, 1530 (S.D.N.Y. 1991) (commenting that with a case by case analysis the results may
still be in doubt).

45. Marcus v. Rowley, 695 F.2d 1171, 1174 (9th Cir. 1983).

46. American Geophysical Union v. Texaco, Inc., 37 F.3d 881, 885-86 (2d Cir. 1994).
Indeed, if the issue were open, we would seriously question whether the fair use
analysis that has developed with respect to works of authorship alleged to use
portions of copyrighted material is precisely applicable to copies produced by
mechanical means. The traditional fair use analysis, now codified in section 107,
developed in an effort to adjust the competing interests of authors—the author of
the original copyrighted work and the author of the secondary work that ‘copies’ a
portion of the original work in the course of producing what is claimed to be a new
work. Mechanical ‘copying’ of an entire document, made readily feasible and eco-
nomical by the advent of xerography, see SCM Corp. v. Xerox Corp., 463 F.Supp.
983, 991-94 (D. Conn. 1978), affd, 645 F.2d 1195 (2d Cir. 1981), cert. denied, 455
U.S. 1016 (1982).

Id.

47. House Report, supra note 44, at 53.

48. Pamela Samuelson & Robert Glushko, Intellectual Property Rights for Digital Li-
brary and Hypertext Publishing Systems, 6 Har. J. L. & TecH. 237, 240-41 (1993). See also
IITF White Paper, supra note 6, at 48.

49. Samuelson & Glushko, supra note 48, at 241,

50. IITF White Paper, supra note 6, at 50.
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Finally, another issue in need of resolution not addressed by this
paper is the current Copyright Act’s deposit requirement. Section 407 of
the Copyright Act requires that the owner of the copyright in a work
published in the United States must, unless exempted by regulation, de-
posit two copies or phonorecords of the work in the Copyright Office,
within three months after the date of publication, for use by the Library
of Congress.51 Currently, an Electronic Copyright Management System
is being developed that will allow for electronic copyright registration.52
However, this system is being designed with journal articles in mind,
and may require a $20 registration fee for each work registered.53 While
$20 may be reasonable for commercial works, it is not reasonable that
every post made to a BBS or to a UseNet newsgroup be registered on
these terms. For this reason, it makes sense to exempt such communica-
tions from the deposit requirement. This paper, however, does not at-
tempt to determine what constitutes a piece of authorship deserving to
be put in the national library, and what would be too insignificant or too
burdensome to be archived.

II. THE PROBLEM OF FIXATION
A. FuLrp THE SwiTcH, VIOLATE THE COPYRIGHT

In order for a copyrightable work to exist, the work must be “fixed”
in a “tangible medium of expression.” The Copyright Act defines a fixa-
tion as follows:

A work is fixed’ in a tangible medium of expression when its embodi-

ment in a copy or phonorecord, by or under the authority of the author,

is sufficiently permanent or stable to permit it to be perceived, repro-

duced, or otherwise communicated for a period of more than a transi-

tory duration. A work consisting of sounds, images, or both, that are

being transmitted, is ‘fixed’ for purposes of this title if a fixation of the

work is being made simultaneously with its transmission.54
This fixation requirement arises from the constitutional imperative that
the “writings” of an author be given protection—if there is no fixation,
arguably there is no writing.55 The writing requirement also serves to
determine when the federal copyright law comes into play, and when the
work may only be protected by common law copyright.5¢ Thus, a speech
made on a street corner is not considered to be protected under the fed-

51. 17 U.S.C. § 407 (1988).

52. Eric Schwartz, The Role of the Copyright Office in the Age of Information, 13 Car-
pozo ARTS & Ent. L. J. 69, 71 (1994).

53. Id.

54. 17 US.C. § 101.

55. 2 MELviLLE B. NiIMMER, NiMMER oN CoPYRIGHT, § 2.03[B] (1993).

56. House Report, supra note 44, at 52.
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eral copyright act.57

Similarly, an electronic transmission of this same speech is not pro-
tectable unless it is also fixed at the time the speech is made.58 A tradi-
tional transmission, such as a telephone call, is not a protectable work
because it does not exist in a form that is “sufficiently permanent or sta-
ble to permit it to be perceived, reproduced, or otherwise communicated
for a period of more than a transitory duration.” Computer technology is
now clouding this issue.

Let us start with an example of an electronically published speech.
If we are going to transmit this speech, the first step is to type it into a
computer. If you type the speech into a computer, and then save the
speech onto a floppy or hard disk, the disk is clearly a fixation of the
speech. A floppy disk is a tangible medium of expression. The speech
residing on the disk was put there by the author, and it may be per-
ceived, reproduced, or otherwise communicated from the disk for a pe-
riod of more than transitory duration. More importantly, a number of
cases have held that the act of typing the speech into the computer con-
stitutes the creation of a fixed copy.>?

Many of these cases held that, in the context of computer software,
by merely loading the software into a computer’s Random-Access Mem-
ory (“RAM”), the software is sufficiently fixed for there to be an infring-
ing copy.8® These decisions have proven to be somewhat controversial,
due to the nature of computer memory. Computer RAM is generally of
two types, Dynamic Random-Access Memory (“DRAM”), or Static Ran-
dom-Access Memory (“SRAM?”).61 The first type of memory must be con-
tinually “refreshed” or the contents of the memory are lost, while the
second type does not need refreshing. However, in either case, once the
computer is turned off, the contents of the memory are quickly gone.62

One school of thought finds the decisions holding that loading a work
into RAM constitutes a fixation are bad, precisely because if you turn the
computer off, the work is gone. A fixation is only maintained by virtue of
application of constant power. As one author has pointed out, if you fol-
low this line of thought, then holding a mirror up to a book creates a

57. Id.

58. See, e.g., Id.; Pacific, 744 F.2d at 1494; IITF Green Paper, supra note 5, at 12.

59. See, e.g., Micro-Spare, Inc. v. Amtype Corp., 592 F. Supp. 33, 35 (D. Mass. 1984)
(discussing how typing a computer program from a magazine into a computer’s memory
constitutes the making of a copy).

60. See, e.g. MAI v. Peak, 991 F.2d 511, 519 (9th Cir. 1993); Triad Sys. Corp. v. South-
eastern Express Co., 31 U.S.P.Q.2d 1239, 1242 (N.D. Cal. 1994), aff’d, Nos. 94-15818 & 95-
15552, 1995 WL 514132, at *3 (9th Cir. Aug. 31, 1995); Advanced Computer Services of
Michigan, Inc. v. MAI Sys. Corp., 845 F. Supp. 356, 363 (E.D. Vir. 1994).

61. Advanced Computer, 845 F. Supp. at 362. A third type of computer memory, Read
Only Memory (ROM) is permanently fixed and unchangeable.

62. Id.
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potentially infringing copy, because the book’s image will be retained for
more than a transitory duration—as long as the mirror is held up to the
book.63 Some have even pointed out that there is case law to support
this view, and that:

[Lloading a computer program into RAM is only a ‘temporary fixation,’

and is insufficiently permanent to qualify as a copy under section 101 of

the Copyright Act. Although the MAT court recognized that in Apple,64

the court held that ‘software could be used through RAM without mak-

ing a permanent copy, it did not address the sharp contradiction be-

tween its conclusions and those of the Apple court.65

Others believe that these cases were rightly decided. This is the
view supported by CONTU.%6 Holding that copying a work in a com-
puter'’s RAM is a fixation is also in line with a plain reading of the stat-
ute’s definition of a fixation. Just like a floppy disk, you can point to a
RAM chip—it is a tangible means of expression. And, as long as power is
supplied, the RAM chips in a computer will store their contents indefi-
nitely—certainly long enough so that:

[Ulseful representations of the program’s information . . . can be dis-

played on a video screen or printed out on a printer. And this can be

done virtually instantaneously once loading [of the software into RAM]

is completed. Given this, it is apparent that a software program resid-

ing in RAM is ‘stable enough to be perceived, reproduced, or otherwise

communicated for a period of more than a transitory duration.’ 17

U.S.C. § 101.67

What is important is not the length of time that the work is avail-
able in a computer’s RAM, but rather what can be done with the work
once it is in the computer’s RAM.68 In other words, “transitory duration”
is a term that must be defined in context, and in the computer context, a
very short duration may constitute a fixation.

B. ProrecriNng Us IN THE NAME oF TRUTH, JUSTICE, AND COMMON
SENSE

Because merely turning on a computer may create infringing copies

63. Litman, supra note 18, at 42 n.63. While it is an interesting example, it is not a
very convincing one. A copy made by a device which requires the use of a legally obtained
copy (i.e. a copy that does not displace sales of the original work), such as the mirror in this
example, has been held in the past to be a fair use of the copyrighted work. Lewis Galoob
Toys v. Nintendo of Am., 964 F.2d 965 (9th Cir. 1992), cert. denied, 113 S.Ct. 1582 (1993).

64. Apple Computer, Inc. v. Formula Int’], Inc., 594 F. Supp. 617 (C.D. Cal. 1984).

65. Niva Elkin-Koren, Copyright Law and Social Dialog on the Information Super-
highway: The Case Against Copyright Liability of Bulletin Board Operators, 13 CARDOZO
ArTts & Ent. L. J. 346, 354 (1993).

66. CONTU RePoORT, supra note 14, at 13.

67. Advanced Computer, 845 F. Supp. at 363; See also MAI, 991 F.24d at 519.

68. Triad, 31 U.S.P.Q.2d at 1243.
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of the computer’s operating software,® the usability of computers would
diminish unless the copyright owner gave permission to the users of the
software to make any copies necessary to use the software. Rather than
require such a solution, at CONTU’s suggestion, section 117 was added
to the Copyright Act.7? Section 117 allows for two types of copies to be
made which might otherwise constitute an infringement.

Section 117(1) allows the owner of a copy of a computer program to
make or authorize the making of a copy of the program provided: “(1)
that such a new copy or adaptation is created as an essential step in the
utilization of the computer program in conjunction with a machine and
that it is used in no other manner.”?1

Section 117(2) also allows a copy to be made or authorized provided:
“(2) that such new copy or adaptation is for archival purposes only and
that all archival copies are destroyed in the event that continued posses-
sion of the computer program should cease to be rightful.”72 This section
is considered to be necessary to insure against damage which can easily
occur to some types of magnetic media on which software is often stored,
yet it prevents people from making “archival copies” for their own use
while selling the original to someone else.”® In fact, the section goes on
to spell out that once you sell, lease, or otherwise transfer one copy of the
computer software, all of the utilization copies or archival copies made in
accordance with section 117 must also be transferred.”¢ This, in essence,
requires that computer software be treated like any other type of fixed
copyrighted work—when you sell a book, you do not have the right to
copy it first and retain those copies.?s

C. Tue KnigaT's SHINING ARMOR NEEDS PoLISHING

However, section 117 is limited. One limit is that it has been held to
allow only copies to be made of software which have been fixed using
some means of tangible expression, and not to other types of fixations.
This is a result of the CONTU Report's statement that archival copies

69. MAI, 991 F.2d at 519; Triad, 31 U.S.P.Q.2d at 1242; Advanced Computer, 845 F.
Supp. at 363.

70. 17U.8.C. §117.

71. Id. at § 117(1). See also RAV Communs., Inc. v. Philipp Bros., Inc., No. 87 CIV.
3366 (LLS), 1988 WL 36174, at *2 (S.D.N.Y. Apr. 13, 1988); Micro-Sparc, 592 F. Supp. at
35.

72. 17U.S.C. § 117(2).

73. CONTU REPORT, supra note 14, at 13. See also Apple Computer, 594 F. Supp. at
621-22.

74. 17 US.C. §117.

75. The creation of additional copies of a work is one of the exclusive rights reserved
for the owner of the copyright by 17 U.S.C. § 106(1). “The purchaser of a book, once sold by
authority of the owner of the copyright, may sell it again, although he could not publish a
new edition of it.” Bobbs-Merrill Co. v. Straus, 210 U.S. 339, 350 (1908).
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could be made “to guard against destruction or damage by mechanical or
electrical failure.””® Thus, there may be no archival copies of works
which are not readily susceptible to mechanical or electrical failure in
their current form of fixation. Such works include software in paper
form??” and ROM chips (Read Only Memory chips like those used in video
game cartridges).”® Presumably, CD-ROMs would also fall into the same
category.

The second potential limit is the more troubling one. The language
of section 117 allows copies to be made of “computer programs.” Com-
puter programs are defined as “a set of statements or instructions to be
used directly or indirectly in a computer in order to bring about a certain
result.”” As some have commented, it is therefore questionable that
this section applies to other types of digitized information, such as the
data file that constitutes our speech, or a recording of the speech in a
sound file.89 It is arguable that such files do not work to bring about a
certain result; they are merely acted upon by other software, and it is the
other software that brings about any result, not the data file. If this
reading is correct, then we are left with the same situation computer
software was in prior to the addition of section 117—to use a copy of a
text file is to risk making an infringing copy. For there not to be an in-
fringement, there must either be an implied license to load a data file
into RAM, or the copy must fall under an exception such as the fair use
provision.81 The treatment of such data files is crucial to determining
the liability of everyone involved in the distribution chain in an elec-
tronic publishing environment. The simplest solution to this problem is
to amend the Copyright Act to make it clear that data files are covered by
section 117.

In order to amend the Copyright Act with the least amount of dis-
ruption, the definition of a computer program could be changed to read:
A ‘computer program’ is a set of statements or instructions to be used
directly or indirectly in a computer to bring about a certain result. A
computer program also includes any work of authorship in digitized
form which is used in conjunction with a computer or other computer
program. With the addition of 25 words, we have now made it clear that
section 117 extends to electronic texts, e-mail, data files, and multi-me-

dia works.82

76. CONTU REerorT, supra note 14, at 13,

77. Micro-Spare, 592 F. Supp. at 35-6.

78. Atari, Inc. v. JS&A Group, Inc., 597 F. Supp. 5, 9 (N.D. Ill. 1983).

79. 17 U.S.C. § 101.

80. See, e.g., Elkin-Koren, supra note 65, at 385.

81. 17 US.C. §107.

82. It also has the side-effect of allowing people to make “back-ups” of Digital Audio
Tapes (“DATs”) and the like, but such copies are limited by the language of section 117 to
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III. PERFORMANCE AND DISPLAY
A. DoNT STARE AT THAT SCREEN

The Copyright Act of 1976 for the first time gave copyright holders
not only the right to make and authorize copies, but it also gave the copy-
right holder the exclusive right publicly to display®3 or perform8 the
work. The legislative history notes that the “existence . . . of this right
under the present statute is uncertain and subject to challenge.”85

The word “display,” according to the legislative history of the Copy-
right Act, is intended to include “the projection of an image . . . by elec-
tronic or other means, and the showing of an image on a cathode ray
tube, or similar viewing apparatus connected with any sort of informa-
tion storage and retrieval system.”86 The performance right is described
as being “accomplished ‘either directly or by means of any device or pro-
cess, including all kinds of equipment for reproducing or amplifying
sounds or visual images, any sort of transmitting apparatus, any type of
electronic retrieval system, and any other techniques and systems not
yet in use or even invented.”87

It is important to note that this section of the Copyright Act covers
“public” displays and performances, and not all displays or perform-
ances.88 If the copyright holder’s rights were not so limited, even singing
in the shower could constitute an infringing performance.

Furthermore, even some types of public displays are exempted. The
classic example is a work of art in a gallery. Section 109, as part of the
“first sale doctrine” (discussed later), allows the owner of a copy of cer-
tain works89 to display the copy of the work publicly.29 It also allows the
projection of individual images (i.e. you cannot show a movie publicly,

archival and essential-to-use copies, and requiring that if a copy is sold, leased, or other-
wise alienated then all copies made under section 117 must also be transferred.

83. 17 U.S.C. § 106(5) (applies to “literary, musical, dramatic, and choreographic
works, pantomimes, and pictorial, graphic, or sculptural works, including the individual
images of a motion picture or other audiovisual work”).

84. 17 U.S.C. §106(4) (applies to “literary, musical, dramatic, and choreographic
works, pantomimes, and motion picture and other audiovisual works”).

85. House Report, supra note 44, at 63.

86. Id. at 64.

87. Id. at 63.

88. It is important to note that the Copyright Act of 1976 changed the public perform-
ance section to remove the “for profit” requirement mentioned in the older cases that dis-

"cuss this section. House Report, supra note 44, at 62. The for-profit requirement was
removed in part due to the difficulty in drawing the line as to what constitutes a for-profit
performance, and what does not. Id.

89. 17 U.S.C. 106(5) (includes “literary, musical, dramatic and choreographic works,
pantomimes, and pictorial, graphic, or sculptural works, including the individual images of
a motion picture or other audiovisual work”).

90. 17 U.S.C. § 109(c).
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though you can show slides you bought on your vacation) so long as the
viewers are located at the same place as the copy you are showing (i.e.
you cannot buy vacation slides and show them on the local cable public-
access channel).?? This “transmission of a public display” limitation
would also apply to a display of an electronic work over a computer net-
work.92 Because the display of a digitized work requires the creation of a
copy, the interplay between the exclusive right of the copyright holder to
display?3 or perform®4 a work can get confused and intermixed with the
copyright holder’s exclusive rights to make?5 and distribute?® copies of
the work. To examine this situation, let us see how computer technology
compares with other technologies.

B. SaME as 1T EVErR Was

In examining public displays and performances, it is useful to look at
how other communications media were treated by the courts when those
technologies were new.

In the early days of radio, courts were called upon to address
whether a radio broadcast constituted a public performance of the works
transmitted to the listening audience. Without needing to revise the
Copyright Act, the courts had little trouble in finding that the rendition
of a work under the auspices of a broadcaster which was intended to be
heard by a large audience of people, even if unseen and widely scattered,
was a public performance, and thus was an infringement unless
licensed.®7

Also, the question of whether a radio listener was also performing
the copyrighted work transmitted by the broadcaster arose: If, by anal-
ogy to a live performance in a concert hall or cabaret, a radio station
“performs” a musical composition when it broadcasts it, the same anal-
ogy would seem to require the conclusion that those who listen to the

91. Id.
92. House Report, supra note 44, at 80, reads:
[Slection 109(b) takes account of the potentialities of the new communications me-
dia, notably television, cable, and optical transmission devices, and information
storage and retrieval devices, for replacing printed copies with visual images.
First of all, the public display of an image of a copyrighted work would not be
exempted from copyright control if the copy from which the image was derived
were outside the presence of the viewers. In other words, the display of a visual
image of a copyrighted work would be an infringement if the image were transmit-
ted by any method (by closed or open circuit television, for example, or by a com-
puter system) from one place to members of the public located elsewhere.

Id.
93. 17 US.C. § 106(5).
94. 17 US.C. § 106(4).
95. 17 U.S.C. § 106(1).
96. 17 U.S.C. § 106(3).
97. Twentieth Century Music Corp. v. Aiken, 422 U.S. 151, 157-59 (1975).
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broadcast through the use of radio receivers do not perform the composi-
tion. And that is exactly what the early federal cases held:
Certainly those who listen do not perform, and therefore do not in-
fringe. . . . One who manually or by human agency merely actuates elec-
trical instrumentalities, whereby inaudible elements that are
omnipresent in the air are made audible to persons who are within
hearing, does not ‘perform’ within the meaning of the Copyright Law.98
Yet, when someone “actuates electrical instrumentalities” that result in
the work being heard by a larger group than just someone with a radio,
the situation was found to be different. In Buck v. Jewell-LaSalle Realty
Co.,% the court found that a hotel that operated a “master radio receiv-
ing set,” which it used to pick up broadcasts which were then routed to
speakers in the public and private rooms of the hotel, was publicly per-
forming the broadcasted works in violation of the copyright holder’s
rights 100
Later cases that looked at similar issues did not think very highly of
the equities resulting from the Buck decision and therefore severely re-
stricted Buck.1°! In the end, the solution was to amend the Copyright
Act to address the situation. Section 110(5) of the Copyright Act of 1976
says that notwithstanding the copyright holder’s exclusive rights, it is
not an infringement to:
(5) [communicate] a transmission embodying a performance or display
of a work by the public reception of the transmission on a single receiv-
ing apparatus of a kind commonly used in private homes, unless—
(A) a direct charge is made to see or hear the transmission; or
(B) the transmission thus received is further transmitted to the
public.102
From then on, all that had to be fought about was what constituted a
receiving apparatus of the kind commonly used in private homes.103

Of course, then along came another technology, CATV (Community
Antenna TeleVision, the precursor to modern cable TV).10¢ In Fort-

98. Id. at 159-60.
99. 283 U.S. 191 (1931).

100. Id. at 200.

101. See, e.g., Twentieth Century, 422 U.S. at 163.

102. 17 U.S.C. § 110(5).

103. See, e.g., Twentieth Century, 422 U.S. 151; Springstein v. Plaza Roller Dome, Inc.,
602 F. Supp. 1113 (M.D.N.C. 1985); Sailor Music v. Gap Stores, Inc., 516 F. Supp. 923
(S.D.N.Y. 1981), affd, 668 F.2d 84 (2d Cir. 1981), cert. denied, 456 U.S. 945 (1982).

104. CATV was originally a big antenna stuck up on top of a hill to pick up local televi-
sion stations which could not be received by the people in the valley due to the terrain. The
antenna picked up the signals and brought them via cable to the residents needing im-
proved reception. Modern cable adds satellite distributed off-air programming (supersta-
tions) and programs designed specifically for cable that cannot be received from local
stations. See THomas BALDWIN & D. STEVENs McVoy, CABLE COMMUNICATIONS 5-6 (1988).
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nightly Corp. v. UA TV, Inc.,195 the court held that unlike broadcasters,
cable companies did not perform the works they transmitted:
The function of CATV systems has little in common with the function of
broadcasters. CATV systems do not in fact broadcast or rebroadcast.
Broadcasters select the programs to be viewed; CATV systems simply
carry, without editing, whatever programs they receive. Broadcasters
procure programs and propagate them to the public; CATV systems re-
ceive programs that have been released to the public and carry them by
private channels to additional viewers. We hold that CATV operators,
like viewers and unlike broadcasters, do not perform the programs that
they receive and carry.106
Fortnightly states that cable, which merely passively retransmits an-
other’s signal, was found not to perform the works transmitted, while a
radio system in a hotel, which also merely transmits another’s signal
(through a cable), did perform the works.197 Once again, it was time for
a legislative solution— section 111 of the Copyright Act is a compromise
which provides certain exemptions for secondary transmissions by cable
systems,1°8 but in exchange for a compulsory license fee.10? Hotels,
apartment complexes and the like were also given a limited exemption
from liability, but were not subjected to the compulsory license.110
Once things had been clarified again by the legislature, the only
thing to fight about was whether new technologies, such as satellite
broadcasting, fit under the protections given to cable systems provided in
section 111.111 As with the creation of radio and television transmission,
cable transmission, and satellite transmission, the Copyright Act must
now accommodate the new types of transmission provided by computer
information systems and Internet service providers.

C. A Frock oF SHEEP, A COvEN oF WITCHES, A PUBLIC OF
INDIVIDUALS

For a performance or display to be public, it may be observed “at a
place open to the public or at any place where a substantial number of
persons outside of a normal circle of a family and its social acquaintances
is gathered.”112 Alternatively, the performance or display may be a pub-
lic one if the performance or display is transmitted or “otherwise commu-

105. 892 U.S. 390 (1968), reh’g denied, 393 U.S. 902 (1968).

106. Id. at 401-2.

107. Id. at 400-01.

108. 17 U.S.C. § 111(aX3).

109. 17 US.C. §111(c).

110. 17 U.S.C. § 111(aX1).

111. See Eastern Microwave, Inc. v. Doubleday Sports, Inc., 691 F.2d 125 (2d Cir. 1982),
cert. denied, 459 U.S. 1226 (1983); Hubbard Broadcasting, 777 F.2d 393 (8th Cir. 1985),
reh’g denied, 479 U.S. 1070 (1985).

112. 17 U.S.C. § 101 (1995).
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nicated” to the same class of people, who may be located at the same or
different places, whether they receive it at either the same or different
times.!13 Thus, the work becomes public when the public shares in 1t\-7
Sharing occurs either by displaying the work in a “public place,” or by
allowing members of the public to experience it individually at home at
their convenience. A television broadcast, for example, makes informa-
tion available to the public, even though each member of the public may
receive the information in private. “On-line services, like broadcasters,
facilitate the sharing of information with the public, although the actual
exposure to the information may take place in the privacy of one’s
home,”114

The public display doctrine may be clear when discussing live per-
formances, but when technological mediation is thrown in, the doctrine
becomes more difficult to apply. This has been shown clearly by the
cases that have addressed uses of videotapes. For example, some cases
have held that viewing videotapes in a hotel room constitutes a public
performance of the videotape because hotel rooms are open to the public
since anyone can rent them.!15 However, other courts have held that
watching movies in a hotel room is no different than watching movies at
home.116 Because the purpose of renting a hotel room is to obtain tempo-
rary living accommodations, and neot just a place to watch a movie, by
watching a movie in a hotel room there is no public performance of the
copyrighted work.117 Yet, if the temporary accommodations are as pub-
lic as a hotel room but their purpose is to watch videotapes instead of
sleep, then there is a public performance (presumably even if you end up
sleeping in the private viewing room).118 In any case, where there is a
public performance, the proprietor of the facility allowing the perform-
ance can be held liable for performing the copyrighted works.11? Even
where the user of the work is the one who actually performs the acts
resulting in the performance, the proprietor is still liable for authorizing

s meTE T

113. Id.

114. Elkin-Koren, supra note 65, at 359.

115. See On Command Video Corp. v. Columbia Pictures Indus., 777 F. Supp. 787, 790
(N.D. Cal. 1991). Hotel rooms are public places for performance analysis because the rela-
tionship between the movie transmitter, the hotel, and its guests is a commercial public
one, regardless of where the viewing takes place. Id. “The non-public nature of the place of
the performance has no bearing on whether or not those who enjoy the performance consti-
tute ‘the public’ under the transmit clause.” Id. Although the rooms may be private, the
viewers in the rooms are nonetheless members of the public. Id.

116. Columbia Pictures Indus. v. Professional Real Estate Investors, Inc., 228 U.S.P.Q.
743 (1986), affd, 866 F.2d 278 (9th Cir. 1989).

117. Id.

118. Columbia Pictures Indus. v. Aveco, Inc., 800 F.2d 59, 64 (3d Cir. 1986); Columbia
Pictures Indus., Inc. v. Redd Horne, Inc., 749 F.2d 154, 159 (3d Cir. 1984).

119. See, e.g., Aveco, 800 F.2d at 64, Redd-Horne, 749 F.2d at 159.
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the performance, a right reserved to the copyright owner.120

With this in mind, a public Bulletin Board System (“BBS”) which
distributes electronic works is open to the public. Similarly, a file
archive, a UseNet News discussion group, or a World Wide Web site
would be open to the public. All of these services allow the distribution of
information to a group of people beyond one’s normal circle of family and
friends, even though the works may be accessed from separate places
and at separate times.

It should not affect the analysis that a file made available is not ac-
tually accessed by anyone;121 all that is important is that it be made
available to the public. Even if the work is restricted to certain groups of
people, the work would still be publicly available if that group exceeded a
“normal circle of family and its social acquaintances.”22 The provider’s
liability for creating a public display or performance is also not affected
by the user being responsible for the initiation of the transmission re-
sulting in the display.123

Now, however, we come to the question which causes the most confu-
sion-even if an archive, web page, etcetera is accessible to the public, and
even if the site provides copyrighted works: is there a public display of
the copyrighted works?

D. Ir A GIF 1s DOWNLOADED IN THE FOREST. . .

Clearly, if a document is downloaded over a computer network (and
the work is not immediately viewable) then a copy is made. Where once
there was only a copy of our speech on the computer acting as the server,
now there are two copies in existence—one on the server, and one on the
user’s computer. Two cases involving computer BBSs discussed the
making and distribution of copies as a result of files being uploaded and
downloaded from a host computer (a bulletin board system in these
cases), resulting in liability for the BBS operator.

120. Aveco, 800 F.2d at 64.
121. H.R. Rep. No. 83, 90th Cong., 1st Sess. at 29 (1967) quoted in On Command, 777 F.
Supp. at 790.
122. 2 MevLviLe B. NMMER, NIMMER oN CopyricHT § 8.14[C] (1993) quoted in Playboy
Enter., Inc. v. Frena, 839 F. Supp. 1552, 1556 (M.D. Fla. 1993).
123. On Command, 777 F. Supp. at 789-90.
On Command transmits movie performances directly under the language of the
definition. The system ‘communicates’ the motion picture ‘images and sounds’ by
a ‘device or process’—the equipment and wiring network—from a central console
in a hotel to individual guest rooms, where the images and sounds are received
‘beyond the place from which they are sent.’ See also Professional Real Estate, 866
F.2d at 282 n. 7. The fact the hotel guests initiate transmission by turning on the
television and choosing a video is immaterial.
Id.
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Neither Playboy Enterprises, Inc. v. Frenal?4 nor Sega Enterprises v.
MAPHIA?'25 gpecifically holds system operators liable for making copies
of protected works, a right protected by section 106(1) of the Copyright
Act.126 However, the Sega court concludes that the defendants could be
held directly liable, and liable as a contributory infringer, for making
and distributing copies of a copyrighted work.127 The Playboy court,
while acknowledging that the defendant claims not to have made any
copies himself, held the defendant liable for distributing copies in viola-
tion of the exclusive rights protected by section 106(3).128 This conclu-
sion is arguably wrong. Clearly Frena was involved in making copies, if
not directly, then as a third-party infringer (discussed below). However,
Frena did not “distribute copies or phonorecords of the copyrighted work
to the public by sale or other transfer of ownership, or by rental, lease or
lending” as section 106(3) requires.’2?® As one author illustrates, in such
cases a copy is not transmitted for the purposes of section 106(3):

When a BBS user communicates information to other subscribers, the

user transfers nothing tangible. The bits displayed on a BBS are not

transferred to subscribers ‘by sale or other transfer of ownership, or by
rental, lease or lending.’ [Citation omitted]. Rather a BBS provides
subscribers with access and services. As such, BBS operators do not
create copies, and do not transfer them in any way. Users post the cop-

ies on the BBS, which other users can then read or download. [Citation

omitted]. The shift from distribution of copies to dissemination by ac-

cess is typical of the digitized environment.130

While it is true that the work may be transmitted as a result of the
defendant’s actions, in that the work has been communicated by a device
or process so that the images or sounds are perceived beyond the place
from which they are sent,'3! it is not true that a “copy” has been “distrib-
uted.” Note that according to the Copyright Act, a “copy” refers to “mate-
rial objects . . . in which a work is fixed.”132 The fixation of Playboy’s
photographs is found in Frena’s hard drive. At some point the works
become fixed in the RAM of Frena’s computer in the course of transmis-
sion.133 After a user logs onto Frena’s BBS and downloads “copies” of
Playboy’s pictures, Frena is still in possession of his hard drive. No fixa-

124. 839 F. Supp. 1552 (M.D. Fla. 1993).

125. 857 F. Supp. 679 (N.D. Cal. 1994).

126. 17 U.S.C. § 106(1).

127. Sega, 857 F.2d at 686.

128. Playboy, 839 F. Supp. at 1556.

129. 17 U.S.C. § 106(3).

130. Elkin-Koren, supra note 65, at 356-57.

131. 17 U.S.C. § 101 (1995) (defining “transmit”).

132. Id. (defining “copies”).

133. See discussion of loading a work into a computer’s RAM constituting the creation of
a copy, infra text accompanying notes 240-48.
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tion of the work has been distributed, even though there is now a fixation
of the work on the BBS user’s hard disk. Rather, what has happened is
that Frena has allowed access to his copy34 of Playboy’s pictures, and
the pictures have been reproduced by means of transmission from
Frena’s computer to the computer of his BBS’s users. Thus, the Playboy
court was incorrect in holding that there was a violation of Playboy’s sec-
tion 106(3) right to distribute copies; instead, there was a violation of
Playboy’s section 106(1) right to make or authorize the making of repro-
ductions of their works.

E. Direct AND CONTRIBUTORY AND Vicarious, OH My!

There are three types of liability that can be incurred by an elec-
tronic publisher. The first and most obvious is direct liability for in-
fringement. Anyone who violates any of the exclusive rights reserved to
the copyright holder in section 106 of the Copyright Act is an in-
fringer,135 subject to any of the listed exemptions.136

Looking at Mr. Frena and his BBS, it can be argued that he was a
direct infringer of Playboy’s copyrights. Although he claimed not to
know that copies were being made, knowledge of the infringement or in-
tent to infringe is not a requirement—copyright infringement is a strict
liability offense.137 As mentioned, it is a difficult question as to whether
Frena is responsible for the actual transmission of the protected works
when what he did was to provide access to the works. But for his actions,
Playboy’s works would not have been copied. However, but for the user’s
actions in calling up the BBS and requesting a transmission of the file,
the file would not have been transferred. (This dilemma is, in a way,
similar to concerns the courts had over the relationship between broad-
casters and TV viewers).138 Regardless, he had to set up the BBS, allow
the uploading of the graphic files, and he had to allow users to connect

134. The fixation of the pictures on Frena’s disk drive.

135. 17 U.S.C. § 501(a) (1995).

136. 17 U.S.C. §§ 107-120.

137. Playboy, 839 F. Supp. at 1559.

138. Fortnightly, 392 U.S. at 398-99.
The television broadcaster in one sense does less than the exhibitor of a motion
picture or stage play; he supplies his audience not with visible images but only
with electronic signals. The viewer conversely does more than a member of a thea-
ter audience; he provides the equipment to convert electronic signals into audible
sound and visible images. Despite these deviations from the conventional situa-
tion contemplated by the framers of the Copyright Act, . . . broadcasters have been
judicially treated as exhibitors, and viewers as members of a theater audience.
Broadcasters perform. . . . Viewers do not perform. . . . Thus, while both broad-
caster and viewer play crucial roles in the total television process, a line is drawn
between them. One is treated as active performer; the other, as passive
beneficiary.

Id.
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and download them. It is his computer that caused the data to be trans-
ferred to the users’ computers, though it was at the users’ request. With
this set of facts, other courts have not had trouble finding the system
operator responsible for transferring the material, regardless of whether
or not it was initially requested by the user.139

The language of the Copyright Act does not, however, limit itself to
holding only direct violators liable for infringements.14© There are two
types of third-party liability that may be present: one is contributory lia-
bility (summarized as “knowledge and participation” in the infringing ac-
tivity), and the other is vicarious liability (summarized as “benefit and
control” of the infringing activity).14l These two types of liability are
often hard to distinguish from one another.

Contributory infringement is based on the third party’s relation to
the infringing activity.}42 It is a “species of the broader problem of iden-
tifying the circumstances in which it is just to hold one individual ac-
countable for the actions of another.”143 The proper circumstances for
finding contributory infringement are those in which the third party pro-
vides “services or equipment” to aid in the direct infringement of a pro-
tected work.14#* The oft-cited definition of a contributory infringer is
“lolne who, with knowledge of the infringing activity, induces, causes or
materially contributes to the infringing conduct of another, may be held
liable as a ‘contributory’ infringer.”145 Thus, contributory infringement
requires a “know or has reason to know” standard.14é This test also re-

139. See U.S. v. Thomas, unreported decision, (W.D. Tenn. 1994), on appeal as case Nos.
94-6648, 94-6649 (6th Cir.).

140. Banff Ltd. v. Limited, Inc., 869 F. Supp. 1103, 1107 (S.D.N.Y. 1994).

17 U.S.C. § 501(a) declares that {alnyone who violates any of the exclusive rights
of the copyright owner . . . is an infringer of the copyright. The language of the
statute thus raises the question of when such rights have been ‘violated,’ a formu-
lation that by its terms does not limit liability to direct actors.

Id.

141. Demetriades v. Kaufmann, 690 F. Supp. 289, 293 (S.D.N.Y. 1988); Singer v. Ci-
tibank, N.A., No. 91 Civ. 4453 (JFK), 1993 U.S. Dist. LEXIS 6907, at *14 (S.D.N.Y. May 20,
1993).

142. IITF Green Paper, supra note 5, at 64.

143. Sony, 464 U.S. at 435.

144. Singer v. Citibank, N.A., No. 91 Civ. 4453 (JFK), 1993 U.S. Dist. LEXIS 6907, at
*16 (S.D.N.Y. May 20, 1993), See aiso, IITF Green Paper, supra note 5, at 64.

145. Gershwin Publishing Corp. v. Columbia Artists Management, Inc., 443 F.2d 1159,
1162 (2d Cir. 1971). See also Polygram Int’l, Inc. v. Nevada/TIG, Inc., 855 F. Supp. 1314,
1333 (D. Mass. 1994); Redd Horne, 749 F.2d at 160; Casella v. Morris, 820 F.2d 362, 365
(11th Cir. 1987); Sega, 857 F. Supp. at 686; F.E.L. Publications, Ltd. v. Nat'l Conference of
Catholic Bishops, 466 F. Supp. 1034, 1040 (N.D. Ill. 1978); Information Exch. Sys., Inc. v.
First Nat’l Bank Ass'n, Nos. CIV. 4-91-902, CIV. 4-92-224, 1992 WL 494607 at *5 (D. Minn.
July 23, 1992).

146. See, e.g., Casella, 820 F.2d at 365. Business owner who sold restaurant complete
with singing robots was a contributory infringer when he did not inform business pur-
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quires that the function of the contributor be looked at in the infringing
process, and not just the “quantitative contribution” of the infringer.147
If the person authorizes the use of a work without the permission of the
copyright holder, and was in a position to control the use of the copy-
righted works by others, then that person can be held liable as a contrib-
utory infringer.148

Again looking at Mr. Frena, although he claimed he was not aware
of his users’ copying of Playboy’s photographs from his BBS, at trial a
jury could find that he either knew or had reason to know that the in-
fringements were occurring. Also, he provided the facilities necessary to
store and access the protected works. Though perhaps not at a summary
judgment level (where he denied having knowledge of the infringement)
at trial he could reasonably be held to be a contributory infringer of Play-
boy’s copyrights. In the Sega case, contributory infringement was clear,
because the defendants provided the “facilities, directions, knowledge
and encouragement” with which to copy Sega’s works.149

The second type of third-party liability is vicarious liability. Vicari-
ous liability attaches when, even in the absence of knowledge of the in-
fringement, a party has the “right and ability” to supervise the infringing
activity of another, and derives “obvious and direct financial interest in
the exploitation of copyright materials.”150 Vicarious liability cases are
often analyzed based on two lines of cases—landlord-tenant cases (which
exempt from liability landlords who receive only a fixed rent from their
tenants, do not know about their tenants’ copyright violations, do not
supervise their tenants, and receive no financial benefit from any in-
fringement),15! and “dance hall” cases (where nightclub owners have
been held vicariously liable for infringing music played by bands per-

chaser that the license to the songs sung by the robots had been revoked-—he knew the new
owners would wind up infringing, and didn’t inform them that their expected actions were
in violation, therefore, his sale “induced” these violations. Id.

147. Gershwin, 443 F.2d at 1162.

148. Cable/Home Communication Corp. v. Network Prods., 902 F.2d 829, 845 (11th Cir.
1990).

149. Sega, 857 F. Supp. at 686-87.

150. Shapiro, Bernstein & Co., Inc. v. H.L. Green Co., Inc., 316 F.2d 304, 307 (2d Cir.
1963); Gershwin, 443 F.2d at 1162; KECA Music, Inc. v. Dingus McGee's Co., 432 F. Supp.
72, 74-5 (W.D. Mo. 1977); Boz Scaggs Music v. KND Corp., 491 F. Supp. 908, 913 (D. Conn.
1980) (Manager of radio station liable for station’s infringements.); Unicity Music, Inc. v.
Omni Communs., Inc., 844 F. Supp. 504, 509 (E.D. Ark. 1994) (Radio station manager who
also owned the corporation was liable for the station’s infringement.); Singer v. Citibank,
N.A,, No. 91 Civ. 4453 (JFK), 1993 U.S. Dist. LEXIS 6907, at *14 (S.D.N.Y. May 20, 1993);
Artists Music, Inc. v. Reed Publishing (USA), Inc., Nos. 93 CIV. 3428(JFK), 73163, 1994
WL 191643, at *4 (S.D.N.Y. May 17, 1994); F.E.L. Publications, 466 F. Supp. at 1040; Pink-
ham v. Sara Lee Corp., 983 F.2d 824, 834 (8th Cir. 1992); Polygram, 855 F. Supp. at 1324.
See also IITF Green Paper, supra note 5, at 63-4.

151. See e.g., Deutsch v. Arnold, 98 F.2d 686, 688 (E.D.N.Y. 1938).
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forming in the clubs).152 Courts faced with vicarious liability cases have
had to find where on this spectrum of cases the infringing activity
falls.158

The theory behind vicarious liability is that:

The law of vicarious liability treats the expected losses as simply an-

other cost of doing business. The enterprise and the person profiting

from it are better able than either the innocent injured plaintiff or the

person whose act caused the loss to distribute the costs and to shift

them to others who have profited from the enterprise. In addition, plac-

ing responsibility for the loss on the enterprise has the added benefit of

creating a greater incentive for the enterprise to police its operations

carefully to avoid unnecessary losses.15¢
This is true even where the vicarious infringer does not have actual
knowledge of the infringement—the claim is that the vicarious infringer
should either pay more attention, or should bear the loss instead of the
copyright owner.155 Even a passive actor who derived benefit from the
infringement can be held “responsible for the policy of neglect which re-
sulted in the infringement of the Plaintiff’s copyright interests.”15¢ Even
if the infringing acts were performed by an independent contractor, there
is still vicarious liability for the party who had the right and ability to
supervise the infringer’s activities,157 under the theory that the supervi-
sor should not profit from the infringing behavior of another who the su-
pervisor could have controlled.158

Applying this standard to Mr. Frena, he had a financial interest in
the infringing of Playboy’s copyrights by virtue of charging for access to
his bulletin board system. He also had the ability to supervise which
files were being uploaded and downloaded from the publicly accessible
areas of his computer. Finally, because it was his bulletin board system,
he had the right to control its use and to control which files were trans-
ferred. If Frena’s BBS was so large that he could not monitor the file
traffic for copyright violations, then perhaps there could be no finding of
vicarious liability (though this does not address the other types of liabil-
ity). If copyrighted material was being exchanged on his BBS via private

152. See, e.g., Shapiro, 316 F.2d at 307; Polygram, 855 F. Supp. at 1324.

153. Polygram, 855 F. Supp. at 1324.

154. Id. at 1325. See also Fourth Floor Music, Inc. v. Der Place, Inc., 572 F. Supp. 41, 44
(D. Neb. 1983); Pinkham, 983 F.2d at 834.

155. Peer Intl. Corp. v. Luna Records, Inc., No. 92 Civ. 9295 (SS), 1995 U. S. Dist.
LEXIS 3548, at *11-12 (S.D.N.Y. Mar. 21, 1995).

156. Sailor, 867 F. Supp. at 569.

157. Fourth Floor, 572 F. Supp. at 43.

158. Artists Music, Inc. v. Reed Publishing (USA), Inc., Nos. 93 CIV. 3428(JFK), 73163,
1994 WL 191643, at * 4 (S.D.N.Y. May 17, 1994). See also, Broadcast Music, Inc. v.
Hartmarx Corp., No. 88 C 2856, 1988 U.S. Dist. LEXIS 13298, at *4-5, (N.D. Ill. Nov. 17,
1988).
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e-mail, and he had contractually bound himself not to read his user’s e-
mail, then perhaps he would not have the right to supervise any infring-
ing activity, and thus would not be vicariously liable. Absent these lim-
its, however, Frena could be vicariously liable for the copyright
infringements of his BBS’s users.

F. LeTs ALL GATHER 'RoUND THE MONITOR

While the Playboy v. Frena court did not specifically address
whether Frena was a primary, contributory, or vicarious infringer,159
nonetheless, it held that he was liable for distributing copies of the plain-
tiffs works.160

The Playboy court, however, also held that the defendant was liable
for publicly displaying Playboy’s pictures, which had been scanned into
the computer and were distributed on the BBS.161 The court held:

Furthermore, the ‘display’ rights of PEI [Playboy] have been infringed

upon by Defendant Frena. . . . The concept of display is broad. . . . It

covers ‘the projection of an image on a screen or other surface by any
method, the transmission of an image by electronic or other means, and

the showing of an image on a cathode ray tube, or similar viewing appa-

ratus connected with any sort of information storage and retrieval sys-

tem.’ . .. The display right precludes unauthorized transmission of the
display from one place to another, for example, by a computer

system 162

This holding is also of questionable accuracy.163 The defendant did
not transmit a performance, as does a television station. With a televi-
sion signal, the performance is displayed simultaneously with its recep-
tion, no further actions are needed to make the images perceptible, even
though a device is required to make the signals appear in a perceivable
form. This is not the same situation with the works being transmitted by
Mr. Frena’s bulletin board system. Such bulletin board systems do not
transmit a performance or display of the work; rather, they either trans-

159. The court merely held that his actions “implicated” the exclusive rights protected
by 17 U.S.C. § 106(3), and that “there is no dispute that [he] supplied a product containing
unauthorized copies of a copyrighted work.” Playboy, 839 F. Supp. at 1556.
160. Id.
161. Id. at 1556-57.
162. Id. at 1556.
163. This holding is accepted in the IITF White Paper, however, it then proceeds to
either contradict this holding in a parenthetical in the very next sentence or at least
demonstrate a lack of knowledge of the facts in the Playboy case:
The definition of ‘display’ clearly encompasses, for instance, the actions of the de-
fendant BBS operator in the Playboy case. Thus, when any NII user visually
‘browses’ through copies of works in any medium (but not through a list of titles or
other ‘menus’ that are not copies of the works), a public display of at least a portion
of the browsed work occurs.

IITF White Paper, supra note 6, at 80-1.
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mit a copy of the work, or at least make facilities available for others to
make copies of the work and thus are contributorily liable for violating
the copyright holder’s right to create reproductions of the work.164 If one
connected a computer to the JumboTron television at the local football
stadium, logged onto Frena’s BBS, and downloaded Playboy’s copy-
righted works, the tens of thousands of viewers would likely see no more
than the computer displaying a report that “file Playboy.gif has been suc-
cessfully transferred.” In fact, if the file is then deleted, the transfer will
never meet the Copyright Act’s definition of a display, much less a pro-
tected public one.165

A more accurate way of describing the actions of the BBS or archive
operator is that he or she has made the file available for public copying,
not public viewing. The archive operator has no way of controlling what
is done with the file once it has been copied from his or her system.

If a print library makes the Playboy pictures available, the works
would be on public display. (They are accessible to a group beyond one’s
family and friends at a place open to the public.) Yet it would be a public
display allowed by section 109(c).16¢ In the case of the electronic “li-
brary” containing the same pictures, however, there is no public display,
only the ability publicly to request copies of the photographs. It is as ifin
order to see the photographs you have to ask the librarian to put the
magazine in one end of the photocopier while you receive what is coming
out of the other end of the copier. Clearly a violation of the copyright
holder’s rights has occurred, but it is a violation of the copyright holder’s
right to make and distribute copies. Furthermore, the section 109(c)
right would not apply to an electronic library because, even if there were
a display, the display would be by people who may be receiving the dis-
play from anywhere reached by the library’s computer network. If the
library network is limited to one room, perhaps it would be considered to
be a display occurring “at the place where the copy is located,”167 but if
the library is connected to the Internet, then the display could be seen
anywhere in the world, which is clearly beyond the limits of the section
109(c) exemption. '

164. 17 U.S.C. § 106(1).

165. “To ‘display’ a work means to show a copy of it, either directly or by means of a film,
slide, television image, or any other device or process or, in the case of a motion picture or
other audiovisual work, to show individual images nonsequentially.” Id.

166. 17 U.S.C. § 109(c).

167. Id.
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G. IF rr Looks LiKE A Duck, IF 1T Quacks LiKE A Duck, IF 1T SwIMs
Like A PiGeoN. . .

The display versus copying confusion is even more clearly illustrated
in the case of the World Wide Web provider. With a “graphical web
browser” (software used to access web pages that is capable of displaying
graphics),'68 many works made available through a regular web page
are immediately viewable to someone accessing the page with one of
these web browsers. The works are drawn on the user’s screen as they
are transmitted across the modem or network connection—parts of the
work are usually visible before the entire work has been copied from the
web server to the user’s computer. Often, these works are in the form of
design elements that make up a web page and are intended to be imme-
diately displayed by users accessing the web page— although technically
a “copy” is transmitted, the work is intended to be a “public” display
within the definition of the Copyright Act,169 even if it technically may
not be a public display. This situation looks much more like a public
display than a simple bulletin board system (like the ones at issue in the
Playboy or Sega cases). However, these web pages are still accessible by
text-based browsers. In this case, any graphical works are not immedi-
ately displayed, and may never be displayed. Even if a graphical
browser is used, the function that causes the images to be viewed imme-
diately can be deactivated.

Importantly, regardless of what type of web browser is used and re-
gardless of whether the software may be set to display immediately any
pictures or play any sounds and the like, the actions and intent on the
part of the web provider are the same. To hold that the web provider is
violating different sections of the Copyright Act depending on the actions
of the web page user, which the web provider has no way either to control
or become aware of, is nonsensical.

With the growth of video conferencing and video distribution over
computer networks, and even radio stations putting out their program-
ming in real-time over the Internet!70 it is beginning to look like another
legislative solution is needed to restore clarity.

H. IT’s ALL IN Your HeaD

The IITF Working Group recommends that, to address the confusion
between public performance versus public copying, what is needed is a
change in the definition of “transmit,”171 and an amendment to section

168. As opposed to a text based browser which requires that any graphics be
downloaded before viewing.

169. 17 U.S.C. § 101.

170. See, WXYC available at URL: http://sunsite.unc.edwwxyc/.

171. IITF White Paper, supra note 6, at 275.
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106(3) which reserves for the copyright holder the right to distribute cop-
ies by transmission.172 It also notes the argument “public downloading”
of “performable” works should be considered a public performance.173

To add to section 106(3) that a “copy” can be distributed by transmis-
sion, is to weaken the distinction between making copies and transfer-
ring them. As was discussed earlier, there is a difference between a
work, and a fixation of a work. Distributing a copy requires the transfer
of a physical object, while making a copy does not. Adding to section
106(3) a reservation for the copyright holder to “distribute copies by
transmission” is to reserve a right that is already, in essence, protected
by section 106(1).217¢ The IITF Green Paper suggests changing the defi-
nition of “transmit” in a way which will allow either the finding of a
transmission of a performance, or a distribution of a reproduction, based
on the “primary purpose or effect” of the transmission.176

Let us apply this proposal and see how it works—if a work is placed
in a public archive, such as on a bulletin board system, or an “FTP”176
site the purpose most likely is to transmit reproductions, as these gener-
ally require further acts on the part of the user to display or perform the
work. In the case of a web page, if the work is set up so that the normal
viewer could immediately perceive the work, then it is likely a display or
performance of the work—the purpose was to make the work viewable to
the public, regardless of whether the public actually viewed the work as
was intended. If, on the other hand, the work is not intended to be im-
mediately perceivable, such as when a user is given the instruction to
“click here to download a copy of this paper,” then the purpose would be
to transmit a “copy” of the work, and the effect of the transmission would
be to fix a copy remotely as well.

Now let us look at another example—if a work is sent by an individ-
ual to another individual, such as a picture sent by e-mail and intended
for the recipient’s personal consumption, then there is no public display
or performance. The purpose and effect is to transmit a copy, not create
a public display. Ifthe e-mailed picture was then viewed by the recipient
on our computer plugged into the JumboTron at the football stadium, the
effect of the transmission would be a public display, regardless of the

172. Id. at 270. “The proposed amendment does not create a new right. It is an express
recognition that, as a result of technological developments, the distribution right can be
exercised by means of transmission—just as the reproduction, public performance and pub-
lic display rights may be.” Id.

173. IITF White Paper, supra note 6, at 79-80.

174. 17 U.S.C. § 106(1) (reserving the exclusive right to reproduce the copyrighted work
for the copyright holder).

175. HITF Green Paper, supra note 5, at 108.

176. FTP, or File Transfer Protocol, is a method of moving computer files over a
network.
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message sender’s purpose. In this case, although the actions and the in-
tent of the party transmitting the work are the same as if the work were
seen by only one individual, here the effect would constitute a possibly
infringing public display. Once again, as a result of actions beyond his
control, the person transmitting the work may or may not be an infringer
based on the actions of a party he has no way to control, and of whose
actions he may not even be aware. This is likely to produce inequitable
results.

The IITF White Paper abandons the “purpose or effect” approach of
defining when a transmission produces a reproduction and when it re-
sults in a performance or display. The abandonment is only in the pro-
posed statutory change-the IITF White Paper now states, in essence,
that the courts should apply a “purpose or effect” test in cases where
there is a question as to whether the transmission produces a reproduc-
tion or a display.177

Perhaps a better way to fix the Copyright Act to account for the
transmission of a public display or performance issue is simply to amend
the definition of what constitutes a public display or performance.

The definition of a public display addresses in Paragraph (1) of sec-
tion 101178 the showing of a work to a group outside of ones family and
friends. Paragraph (2) covers transmissions of a work which creates a
public display, even if this group of non-family and non-friends are in
different places, or are partaking of the display or performance at differ-
ent times. A possible solution is to add a third paragraph defining a pub-
lic performance or display to include making works publicly accessible in
electronic form. Such a paragraph could read as follows:

To Perform or display a work “publicly” means—

* % ok

(3) to make available for public access in electronic form a musical, dra-

matic, graphic, sculptural, choreographic, pantomime, or literary work.
This is not a perfect solution. It does not address the scenario where
someone downloads a work in electronic form, and then deletes it imme-
diately. In such a case, there is no traditional display or performance,
even though there is a reproduction. However, this is only because of the
actions of the user—over which the person making the work available
has no control. On the other hand, the party making the work available
for public access—for instance on a web page, a BBS, by posting to a
UseNet Newsgroup, or the like—knows exactly which of his or her ac-
tions may result in liability.

Under this approach (as is still possible, but not discussed under the

177. IITF White Paper, supra note 6, at 275-76.
178. 17 U.S.C. § 101 (definition of “to perform or display”).
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IITF approach), a copy is still made which implicates section 106(1).179
This is the proper result because, regardless of whether or not the work
is “displayed,” before the transmission a copy of the work existed only on
the server, and after the transmission a copy of the work also existed on
the user’s computer.

IV. TESTING THE CHANGES IN THE DIFFERENT SCENARIOS

Taking a step back, let us examine how the proposed changes would
affect the various scenarios mentioned in the beginning of this paper.

A. Home User

Using a speech received by e-mail as an example, the home user can
load a copy of a speech into his computer’s RAM. Although this consti-
tutes the creation of a copy,'80 it is a copy that is authorized by section
117,18 a5 a copy necessary to use the rightfully owned copy, when sec-
tion 117 is read in light of the revised definition of a “computer program.”
Similarly, making an archival copy of the speech would be permissible
under section 117,182

If the user forwarded a copy of the letter containing the speech to a
third party, a potentially infringing copy would be made. This would be
no different than photocopying and distributing a speech the user had on
paper. If forwarding the speech constituted a fair use, or if there was an
implied or explicit license given by the copyright owner to further dis-
tribute the speech, there would be no violation. In addition, the home
computer user could show a copy of the letter to anyone as it appears on
his screen. According to the definition of a public display'83 (the only
kind of display to which the copyright holder has the exclusive rights)184
as long as the copy of the speech on the user’s screen is shown only to a
normal circle of friends and their social acquaintances, there is no in-
fringement. Furthermore, the copy on the user’s screen could be shown
to anyone who can be squeezed into the room with the computer display,
as allowed by section 109(c).185

If instead of a speech by private e-mail, the work at issue is a dia-
tribe sent as part of an e-mail discussion group, or a note on a UseNet
newsgroup, or a post on a BBS, then arguably the user could make addi-

179. 17 U.S.C. § 106(1).
180. MAI, 991 F.2d at 519; Triad, 31 U.S.P.Q.2d at 1242; Advanced Computer, 845 F.
Supp. at 363.

181. 17 U.S.C. § 117(1).

182. 17 U.S.C. § 117(2).

183. 17 U.S.C. § 101.

184. 17 U.S.C. § 106(5).

185. 17 U.S.C. § 109(c).
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tional copies— especially in order to respond to the note, so long as any
copies made are within the reasonable expectations of the other users of
the particular forum.'8¢ There could reasonably be found to be an im-
plied license to make certain uses of the work based on the nature and
expectations of the forum in which the work is made available. Uses
beyond such expectations—for example, reprinting a letter from a BBS
in the newspaper—could exceed this implicit license and may therefore
constitute an infringement.187

B. WorLp WipE WEB ProviDER

To examine how the changes apply to a World Wide Web pro-
vider,188 we must first examine how the Web works.

To call up a document on the World Wide Web, a user connects to
the web provider's web server. There, the user is presented with a
“homepage,” which is the introductory hypertext document. By selecting
the various hypertext links, “copies” of other documents8? (or sub-pages)
are transmitted to the user. These documents may be transmitted di-
rectly to the user by the web provider, if the documents reside on the
initially-contacted web provider’s computer. However, it is often the case
that these documents reside on a web page on another computer some-
where else on the computer network (referred to here as the “secondary
computer”)—which could potentially be anywhere in the world. In this
case, the hypertext link serves as an address, much like a listing in a
bibliography, or, more accurately, like a description of a place on the
shelf in someone else’s library where the book is stored. The user’s “web
browser” software reads this listing (the hypertext link), and then uses it
to request a copy of the document from the secondary computer that
stores the document at the location indicated by the hypertext link. If
the document is not stored on the initial web provider’s computer; then
the initial web provider provides the address of the linked item on the
secondary computer, it is the user who transmits a request to the secon-
dary computer, as recommended by the initial computer, which results in
the secondary computer transmitting a copy of the requested file. If the
secondary computer is not available, or if the remote file is password pro-

186. Elkin-Koren, supra note 65, at 373, n. 161.

187. Id. at 373. Implied licenses are generally beyond the scope of this paper, as they
are based on a combination of state contract law and copyright law. See, e.g., S.0.S., Inc. v.
Payday, Inc., 886 F.2d 1081 (9th Cir. 1989),

188. To avoid additional levels of complexity, the discussion of web providers assumes
that the entity that designs and maintains the web page is also providing the web page on
the entity’s own “web server,” (a computer which runs web software and “serves up” the
requested files) as opposed to having the web page actually made available by some third
party, such as on a university or commercial service provider’s computer.

189. Which could be text, pictures, motion pictures, sounds, or software files.
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tected or otherwise limited in its access, then the work will not be trans-
mitted at the user’s request, and the user will receive only an error
message or will be prompted for a password. It is as if the bibliography
refers the user to a book that is missing from the shelf of the distant
library, or is in a library for which the user does not have a library card.

The initial web provider has no control over what is provided at the
secondary site, but the initial provider must program the link to the sec-
ondary site for it to be accessible from the initial web page in the first
place. In other words, the book may be in the library, but the web user
would either not know that it exists, or would not be able to get it as a
result of the information provided by the initial web page. It is also pos-
sible that, after the link is made, another “book” could be put in the same
“place on the shelf"—in other words, a web page provider could link to
Document A at a distant site, and at some point later, the distant site
could replace Document A with Document B. The only way for the initial
web provider to know of the switch in documents would be to follow the
link and see that a different document is being transmitted than the one
originally linked to on the homepage.

Another way of examining the situation is as follows: Accessing a
link which calls up a document distributed from a web server to which
you are directly connected is the equivalent to sending a request to that
web page’s computer saying “transmit to me the file stored on your
machine at the location specified in this link.” At this point, if the user
has the appropriate permission,9° the indicated work is sent. If the file
is not stored on the machine running the web page the user is accessing,
then accessing a link is the equivalent to saying to the initial web pro-
vider's computer “you are indicating to me that I can access a copy of
document A at this distant location, and I would like to access document
A.” At this point a request is sent by the user to the secondary computer
recommended by the initial computer, for a transmission of the docu-
ment stored at the link’s destination. If the user has the appropriate
permission, a “copy” of the document is then “sent” to the user’s
computer.

If the document accessed on the web page is stored locally, then the
copyright analysis is fairly straight forward. By virtue of the work being
made available on the public web page, the copyright holder’s section
106(4) and (5) rights are implicated under our revised definition of “pub-
lic display or performance.”*®! The document is read off of the web pro-
vider’s disk drive and into the RAM of the web provider’s computer,

190. In other words, if the document is “world readable” or if the user has any necessary
passwords needed to access the document.

191. Which section is implicated depends on the type of work accessed, e.g., video clip
versus picture file.
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creating a copy.192 This copy is arguably necessary for the utilization of
the work, as allowed by section 117193 (the type of work does not matter
when this section is read in light of the proposed new definition of “com-
puter program”). The work is then transmitted through the computer
network (the implications of which will be discussed shortly) and “fixed”
in the RAM of the user’s computer. The work has now been reproduced,
implicating the section 106(1) right194 of the copyright holder (who, of
course, may be the web provider). Finally, if the user then saves the
transferred work onto his hard disk, assuming the transfer of the work
was an authorized one,'95 the copy on the hard disk is an archival copy
authorized by section 117.196

If the document accessed is not located on the web provider’s com-
puter, and is “linked” only on the provider’s web page while residing on
another computer, the situation becomes a bit more complicated.

In this situation, the web provider is not delivering the document
directly, and no copy ever comes into contact with the initially-accessed
web provider’'s computer. The initial web provider does not transmit
anything to the user other than the location of the work on the secondary
provider’s computer. Because of this, there can be no direct liability if
the transferral of the work constitutes an infringement. It then becomes
necessary to determine whether the initial provider is either contribu-
torily or vicariously liable for the infringement.

As stated earlier, “one who, with knowledge of the infringing activ-
ity, induces, causes, or materially contributes to the infringing conduct of
another, may be held liable as a ‘contributory’ infringer.”1?7 This does
require that in order for a web operator to be liable for placing a link on
its web page to an “infringing site,”198 the web operator must either
know or have reason to know of the infringements that are likely to occur

192. MAI, 991 F.24d at 519; Triad, 31 U.S.P.Q.2d at 1242; Advanced Computer, 845 F.
Supp. at 363.

193. 17 US.C. §117(1).

194. 17 U.S.C. § 106(1).

195. If the reproduction is of a work that is already an infringing copy, or if the repro-
duction by transmission would be in excess of the rights allowed by the copyright holder,
then any copies made would be infringing ones. Cf. Apple Computer, 594 F. Supp. at 621-
22,

196. 17 US.C. § 117(2).

197. Gershwin, 443 F.2d at 1162. See also Polygram, 855 F. Supp. 1314 (D. Mass. 1994);
Redd Horne, 749 F.2d at 160; Casella, 820 F.2d at 364-65; Sega, 857 F. Supp. at 686; F.E.L.
Publications, 466 F. Supp. at 1040; Information Exch., Nos. CIV. 4-91-902, CIV. 4-92-224,
1992 WL 494607, at *5 (D. Minn. July 23, 1992). _

198. For these purposes, an “infringing site” is defined as a web page which will trans-
mit copyrighted material when accessed as a result of a user following the link provided on
the initial web page, or a page which is linked for the purpose of accessing infringing mate-
rial contained thereon, even if the infringing material is not immediately transmitted as a
result of the initial link.
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as a result of the user accessing the infringing site.199 Actual knowledge
that the link will result in infringements is not required, reason to know
on the part of the web operator will suffice.200 It is also most likely not
important that the user is doing the actual infringing, as long as the user
is doing the infringing through the initial web provider's web page.20!
Even though all that is being provided by the initial web page is a form of
advertising for the infringing site, in other contexts cases have held that
contributory liability could be found if an advertiser knew that the prod-
uct being promoted was an infringing one.292 In this case, not only is the
infringing site being “advertised” by the initial site, but the initial site is
also giving the user a lift onto the train to infringement land. While the
user may be able to gain knowledge of the infringing site without the
help of the initial page, the assistance provided by the initial site is likely
material enough to constitute contributory infringement.203

When there is no contributory liability, the web provider may still be
vicariously liable for linking to an infringing site. This would apply in
situations where a link is put on the initial page to a secondary site
which is making available infringing works, unbeknownst to the initial
page provider. In some ways, if a web operator links to a site containing
copyright violations, the situation is analogous to the bars in the “dance
hall cases” who invite in “guests” (web page users) to enjoy the “perform-
ances” (links) which the proprietor is making available, even if the per-
formers (sites linked) are “independent contractors.”2°¢ In other ways,
the web page provider is more like a landlord—the web provider provides

199. See, e.g., Casella, 820 F.2d at 364-65.

200. Cf. Cable/Home Communication, 902 F.2d at 846 (holding defendants violated
copyright law by creating and distributing pirate computer chips which enabled displaying
of programs intended for paying subscribers). See also Singer v. Citibank, N.A., No. 91 Civ.
4453 (JFK), 1993 U.S. Dist. LEXIS 6907, at *18 (S.D.N.Y. 1993).

201. Cf. M. Whitmark v. Tremont Soc’y & Ath. Club, 188 F. Supp. 787, 789 (D.C. Mass.
1960) (holding performance of copyrighted music by orchestra which played on weekends
was a “public playing for profit” and rendered the club liable for infringement). See also
Dreamland Ballroom, Inc. v. Shapiro, Bernstein & Co., 36 F.2d 354, 355 (7th Cir. 1929).

202. See Redd Horne, 749 F.2d at 160; Screen Gems-Columbia Music, Inc. v. Mark-fi
Records, Inc., 256 F. Supp. 399, 404-05 (S.D.N.Y. 1966).

203. It is worth adding that the Sony case held that one who merely provides the copy-
ing equipment cannot be held liable as a contributory infringement when the copying
equipment is capable of substantial non infringing uses. Sony, 464 U.S. at 442. However,
in this case, this is like saying that the company that programmed the web browser
software or web server software cannot be held liable as a contributory infringer. Id. Sony
did not hold that the blank videotape salesperson, who explained to the Betamax owner
how to copy the copyrighted videotape the user said he or she was about to get from the
local video store, could not be held contributorily liable for the resulting infringement. Id.

204. See, e.g., Famous Music Corp. v. Bay State Harness Horse Racing and Breeding
Ass'n, Inc., 554 F.2d 1213, 1214 (1st Cir. 1977); Dreamland Ballroom, 36 F.2d at 355;
KECA, 432 F. Supp. at 74-5.
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the link, but is not in a position to supervise or control the conduct of the
infringing site.295 The most control the web provider could have over the
“tenant” (secondary provider), is to “evict” him or her (by removing the
link from the initial web page).

Case law in the vicarious liability area is unclear and inconsistent.
In a somewhat analogous situation, some cases have held that trade
show organizers are liable for infringements which occur in the booths at
their trade shows,296 while other cases have held that trade show or-
ganizers lack the supervisory and control powers needed for vicarious
liability297 (a position similar to that taken by some courts in the flea-
market context, construing the relationship between a flea-market orga-
nizer and the merchants selling copyrighted merchandise at the mar-
ket).208 The majority of the parent/subsidiary vicarious infringement
cases have held that a parent corporation is not liable for the infringing
activities of its subsidiary, unless some actual involvement can be
shown,209 though a minority have been more willing to make the stretch
necessary to find liability.210

In the end, although vicarious liability poses a tough question, a
court may rely on “dueling quotations™!! and find an infringement if the
merits of the case warrant such a finding, and only if direct or contribu-
tory liability cannot be found.

205. Cf., Deutch, 98 F.2d at 688 (holding a handwriting analyzing chart made by a per-
son having access to the copyrighted handwriting chart infringed on the copyrighted chart).
206. Polygram, 855 F. Supp. at 1324.
207. Artists Music, Inc. v. Reed Publishing (USA), Inc., Nos. 93 CIV. 3428(JFK), 73163,
1994 WL 191643, at *5 (S.D.N.Y. May 17, 1994).
208. Fonovisa, Inc. v. Cherry Auction, Inc., 847 F. Supp. 1492, 1498 (E.D. Cal. 1994).
209. See Banff, 869 F. Supp. at 1108. See also Artists Music, Inc. v. Reed Publishing
(USA), Inc., Nos. 93 CIV. 3428(JFK), 73163, 1994 WL 191643, at *5 (S.D.N.Y. May 17,
1994), Frank Music Corp. v. Metro-Goldwyn-Mayer Inc., 886 F.2d 1545 (9th Cir. 1989),
cert. denied, 494 U.S. 1017 (1990), Howard Johnson Co., Inc. v. Khimani, 892 F.2d 1512,
1518 (11th Cir. 1990).
210. See, e.g., Broadcast Music, Inc. v. Hartmarx Corp., No. 88 C 2856, 1988 U.S. Dist.
LEXIS 13298, at *6-7, (N.D. Ill. Nov. 17, 1988).
211. For instance:
[Lliability for copyright infringement proceeds on the principle that as between
two innocent parties (i.e., the copyright owner and the innocent infringer) it is the
latter who should suffer since he, unlike the copyright owner, either has an oppor-
tunity to guard against the infringement by diligent inquiry, or at least the ability
to guard against liability for infringement by an indemnity agreement from his
supplier or by an ‘errors and omissions’ insurance policy.
3 NomMER ON COPYRIGHT, § 13.08. See also Shapiro, 316 F.2d at 308. Compared with the
argument that the web page provider is not in the business of overseeing the integrity of
the sites linked, and is “ill-equipped to do those things . . . such as hiring an ‘Intellectual
Property Patrol.” Fonovisa, 847 F. Supp. at 1497.
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C. THE LIBRARIAN

Libraries have traditionally been allowed to operate as a function of
the “first sale” doctrine. The first sale doctrine says that once a work is
first alienated, by sale, lending, gift, trade, etc., the copyright law does
not prevent any further transfers of that copy, although additional copies
cannot be made from the alienated copy of the work.212 In other words,
once a library buys a copy of a book, the library is free to lend it out to
library users. Without this limit on the copyright owner’s distribution
rights, we would not have libraries as they exist now, nor would we have
things such as used book stores, both of which involve distributions of
copyrighted works. A copyright holder may still be able to put contrac-
tual restrictions on any further transfer of the work, but this would be an
issue beyond the realm of copyright law.213

The first sale doctrine is codified as section 106(3) and section 109
(especially 109(a)) of the Copyright Act.21¢ However, as was discussed
earlier, and as the IITF Green Paper notes:

[Tlhe system encompassed by sections 106(3) and 109(a) appears to ‘fit’

only ‘conventional’ transactions in which possessory interests in tangi-

ble copies are conveyed in the first instance . . . Electronic dissemina-

tions, by contrast, typically involve the proliferation of copies, with the

‘publisher’ retaining its copy and the user acquiring a new one. This

suggests that, under the current law, the reproduction right, may be

both more logically applicable and more legally appropriate.215

In the case of electronic works used on the library premises, the
changes proposed in this paper thus far will do a reasonable job of ad-
dressing library patrens’ use of electronic works. For electronic works
used at library facilities, the library functions very much as the home
user does. A copy can be read by a library patron, so long as no more
than one copy is used simultaneously. Each time a work is loaded into
the RAM of a terminal hooked up to a library server, a copy is made in
order to utilize the work, as allowed by section 117(1).216 If more than
one person views the work on the same screen, the viewing is allowable
under section 109(c). However, if more than one copy is called up on
different library terminals, then only one of the copies is necessary for
the utilization of the work, and thus the scope of the section 117(1) ex-

212. See, e.g., Bobbs-Merrill Co. v. Straus, 210 U.S. at 350; U.S. v. Bily, 406 F. Supp.
726, 730 (E.D. Pa. 1975); U.S. v. Cohen, 946 F.2d 430, 434 (6th Cir. 1991); Columbia Pic-
tures Indus. v. Professional Real Estate Investors, Inc., 228 U.S.P.Q. 743 (C.D. Cal. 1986).
See also House Report, supra note 44, at 62-3.

213. See Independent News Co., Inc. v. Williams, 293 F.2d 510, 515-17 (3d Cir. 1961).

214. 17 U.S.C. §8§ 106(3), 109(a).

215. IITF Green Paper, supra note 5, at 32. See also IITF White Paper, supra note 6 at
113.

216. 17 US.C. § 117(1).
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emption is exceeded. If a library wished to have more than one active
copy of an electronic work, the library can arrange for the equivalent to a
software “site license” which allows more than one active copy at once.
Any use exceeding the license allowance would then be a copyright in-
fringement, as would any use after the termination of any such agree-
ment.217 Alternatively, the library could pay a royalty fee for any
multiple copies through a mechanism such as the Copyright Clearance
Center.218 (In fact, it is conceivable that licensing agreements could
eclipse much of the regular copyright law pertaining to electronic
works.)219

If a user wished to copy part of the electronic work for his other re-
search, we would need to look at the fair use provisions,22° as well as the
section 108 provisions of the Copyright Act for library copying.221

Under section 108, certain copies can be made by or for the library
user. Because the works are electronic in nature does not mean it re-
quires a different analysis in most circumstances. In some cases the dif-
ferences required may extend only to placing a copyright notice on the
computer’s floppy disk drive as well as on any copy machines.222

For example, the IITF Green Paper discusses difficulties with sec-
tion 108(c),223 which allows copies to be made of works which are deterio-
rating, but limits any reproductions to those made in facsimile form—
which arguably does not include making machine-readable copies.224
The IITF White Paper has a reasonable approach to this situation. It
proposes that even though, the legislative history to the Copyright Act
clearly intended that section 108 not apply to digital reproduction, such
reproductions should be allowed in some situations.225 Even more, the
IITF White Paper proposes, similarly to the expanded section 117 pro-
posed here, that multiple digital copies be allowed, so long as only one

217. Rano v. Sipa Press, 987 F.2d 580, 584-86, (3th Cir. 1993); MAI, 991 F.2d at 519.
See Gilliam v. ABC, 538 F.2d 14, 20 (2d Cir. 1976).

218. The Copyright Clearance Center, created in 1978, provides services to libraries and
commercial organizations for the licensing of copyrighted works and the collecting and dis-
bursement of copyright royalties. See Copyright Clearance Ctr., Inc. v. Comm’r, 79 T.C.
793, 794 (1982). The CCC was set up to better compensate copyright holders whose works
were subject to multiple copying, yet still provide a streamlined system to make licensed
reproduction a practical possibility. Id. at 797.

219. See, e.g., Pamela Samuelson, Copyright in Digital Libraries, 38 Comm. ACM 15
(1995).

220. 17 U.8.C. § 107.

221. 17 U.S.C. § 108.

222. This is required by 17 U.S.C. § 108(f)(1), which absolves the library of liability for
certain user made copies. 17 U.S.C. § 108(f)(1).

223. 17 U.S.C. § 108(c).

224. IITF Green Paper, supra note 5, at 48-9.

225. IITF White Paper, supra note 6, at 286.
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copy is in use at any given time.?26 A similar effect to the IITF reports
suggestion could be achieved by expanding section 117 to allow archival
copies of any electronic works, and not just software; section 108(b)’s lim-
itation to works “duplicated in facsimile form™227 can then simply be re-
moved from the Copyright Act.

Lastly, section 117(h), which excludes musical, pictorial, graphic, or
sculptural works, as well as motion pictures, and some types of audiovi-
sual works, from the library’s right to reproduce works,228 needs ad-
dressing. The Legislative history only addresses sub-section (h) in two
paragraphs?29 of the eighty-two page legislative history, and does not
offer a justification for why these categories of works should be excluded.
In fact, much of its treatment of sub-section (h) is taken up explaining
that the “fair use” doctrine still applies.230 Because of the merging of the
types of works that occur with multi-media files, this section may pose an
unnecessary impediment, and should probably be removed from the stat-
ute (as the IITF White Paper recommends may need to be done with the
classification of works in general).231

If a library or archive allows access to its collection from remote loca-
tions, or if the archive wishes to lend copies of electronic works, we have
a much more complex situation. The first problem is that by allowing the
electronic works to be viewed off-site, the section 109(c) exemption which
protects public displays in traditional libraries no longer applies.232 The
second problem, as discussed earlier, is that to make the works available
to remote locations requires the creation of additional copies. As the
IITF Green Paper points out, when transferring a document by elec-
tronic transmission, a copy is retained; thus, you are not “disposing” of it
as is required by section 109,233

The IITF White Paper’s solution is simply to state that copies can be
distributed by transmission.23¢ Then, because a copy is retained, the
first sale doctrine should not apply to disposal by transmission.235

This is a drastic and unnecessary step. The current Copyright Act
already contains an example of an adequate solution to this problem.
Section 117 (covering computer programs) states that “{a]ny exact copies
prepared in accordance with the provisions of this section may be leased,

226. Id. at 287.

227. 17 U.S.C. § 108(b).

228. 17 U.S.C. § 108(h).

229. House Report, supra note 44, at 78.
230. Id.

231. IITF White Paper, supra note 6, at 50.
232, 17 U.S.C. § 109(c).

233. IITF White Paper, supra note 6, at 113.
234. Id. at 270.

235. Id. at 117-18.
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sold or otherwise transferred, along with the copy from which such copies
were prepared, only as part of the lease, sale or other transfer of all
rights in the program.”?3¢ In other words, if you sell one copy of the
software, you must dispose of all of the copies of the software that you
may possess. Funny, this sounds like an application of the first sale doc-
trine applied to an electronic work.

Considering the proposed changes to make it clear that section 117
applies to all electronic works, and not just to computer software: if a
library divested itself of all of its copies of a work in the process of lend-
ing the work to its patrons, it would be possible for a library to lend elec-
tronic works. If things need to be made even clearer, instead of adding
the IITF White Paper’s language exempting copies made by transmis-
sion from the first sale doctrine,237 we could amend the current section
109(a) by adding the following: “In the case of electronic works, the copy
of the work may be transferred only if all copies of the particular work
are transferred contemporaneously.”238

The IITF Report does not approve of such an approach. It argues if
even no more copies result from this electronic transfer process, the
transfer does involve the making of copies-a section 106 right reserved to
the copyright holder. The IITF White Paper argues that this is a prob-
lem because no exemption from liability would permit these copies. The
changes propoesed here would provide just such an exemption.

These changes do not address a library’s “lending” of works to users
at remote locations. Under the current law, a library cannot lend the
copy because when the work is transmitted to the remote user, the
archive has retained a copy in the process and has thus exceeded the
section 117 allowance.

It is tempting here to present a way to exempt remote library users
from the copying restrictions,239 such that all of a library’s electronic
works can be accessed by library patrons located anywhere in the world.
However, to do so would be too broad an allowance. To allow a library to
disseminate copies without restriction to anyone who seeks to access its
electronic archives results in the same situation as any other web pro-
vider, FTP archive host, or neighbor whose computer is publicly accessi-
ble. To say that the library patron cannot connect to a neighbor’s
computer and download the file because it would result in a copyright
infringement, but that same patron could download the same file in the
same manner without it being an infringement simply because the com-

236. 17 U.S.C. §117.

237. IITF White Paper, supra note 6, at 117-18.

238. It is worth noting that although 17 U.S.C. § 109(b)X1) prohibits the lending or
rental of some types of works, libraries are exempted from its limitations. 17 U.S.C.
§ 109(bX1).

239. 17 U.S.C. § 106(1).
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puter is owned by a “library,” is an unreasonable distinction.24¢ If a li-
brary wishes to make an electronic document “world readable” it should
be required either to obtain permission from the copyright holder to al-
low such broad access, or a licensing arrangement should be arranged
with an organization such as the Copyright Clearance Center. Alterna-
tively, “client” software could be developed to access the library materi-
als which does not allow copies of the work to be made saving the work to
a disk or printing the work.241

D. THE Sysop

The last scenario to address is that of the Internet service provider
(or other computer service operator). A service provider is defined here
as an entity which provides the conduit or facilities for the other types of
users already discussed. While a service provider could, for instance, put
up its own world wide web pages, the effect of doing so should be kept
distinct from the provider’s conduit services—just as we would likely iso-
late the postal service’s liability for delivering defamatory mail from its
liability for publishing defamatory comments in a postal service
newsletter.

If a user sends a copyrighted work by e-mail, several copies are
made in the course of transmission. First, if a user logs on to a service
provider’s computer, a copy of the work becomes fixed in the service pro-
vider’s computer RAM, as the copyrighted work is entered into the e-mail
program.242 Often, when the work is sent, a copy is then saved to the
user’s “out-box” on the service provider’s disk drive, creating another
copy. In the mean time, the actual e-mail note may be sent to a mail
handling computer, where the note will reside in RAM, and possibly on
another hard disk. From here, the copyrighted note will be passed from
computer to computer as it makes its way to the intended recipient. If a
link in the network is down along the way, the note may be stored on
some intermediate provider’s computer until the, note can be forwarded
on its way. Finally, a copy is stored in the recipients “in-box.” At some
point, the sender’s service provider and the recipient’s service provider
may back-up the contents of their hard drives, making yet more copies of
the work.

While the initial copy in the user’s “out-box” may be a legitimate
archival copy authorized by section 117,243 the others are likely not pro-

240. Although as stated in the beginning of this paper, a “fair use” analysis should al-
ways be applied. See 17 U.S.C. § 107.

241. Any such system would not likely be completely effective, but systems could be
devised that would prevent all but the most determined users from making copies.

242, MAI, 991 F.2d at 519; Triad, 31 U.S.P.Q.2d at 1242; Advanced Computer, 845 F.
Supp. at 363.

243. 17 US.C. § 117(2).
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tected copies. If the message constitutes an infringement in the first
place, then all copies made from it are infringements.244 Therefore, it is
possible that dozens of service providers could be making infringing cop-
ies of the work contained in the e-mail message, and most of the infring-
ers would not even know what materials were being copied.

This dilemma stems from the fact that copyright infringement is a
strict liability offense, even if the infringer derives no benefit from the
infringement;245

We begin with a basic principle of copyright law. Once a plaintiff has

proven that he or she owns the copyright on a particular work, and that

the defendant has infringed upon those ‘exclusive rights,’ the defendant

is liable for the infringement and this liability is absolute. The defend-

ant’s intent is simply not relevant: The defendant is liable even for ‘in-

nocent’ or ‘accidental’ infringements. . . . Even where the defendant
believes in good faith that he is not infringing a copyright, he may be
found liable.246

In some cases, the transmission of the work may not result in a fixa-
tion of more than a transitory duration as is necessary for the creation of
a copy.24” For example, if the telephone company transmits a call, the
work merely passes through the cables and is not fixed. If, however, the
call is sent through a fiber optic cable, the call must first be digitized and
transmitted as binary data in the form of pulses of light through the opti-
cal cables. This digitization requires the signal to be read into a com-
puter's RAM. However, even though the work is in the RAM of the
phone company’s computer, it is not there for more than a transitory du-
ration, and thus, the transmission would not rise to the level of a
fixation.248

In the store-and-forward model of e-mail delivery, however, the work
may reside on a service provider’s computer for more than the transitory
duration needed to perceive the work.24? Because of this, as long as

244, DonaLp S. Caisum & MicHAEL A. JacoBs, UNDERSTANDING INTELLECTUAL PRrOP-
ERTY Law, § 4F[1] (1992). “For example, person A may obtain a manuscript from person B,
believing the manuscript to be B’s original creation when, in fact, it is a copy of person C’s
copyrighted work. If A copies the manuscript, A infringes C’s copyright even though A acts
without knowledge of B’s copying or C’s copyright.” Id. See also DeAcosta v. Brown, 146
F.2d 408, 410-12 (1944), cert. denied, 325 U.S. 862 (1945) (holding that a copy, though
innocently made, of an infringing work also infringes the original copyrighted work).

245, See, e.g., Bily, 406 F. Supp. at 733.

246. Pinkham, 983 F.2d at 828.

247. 17 U.S.C. § 101 (defining “fixed”).

248. The IITF Green Paper states that “transmissions from one computer to another. ..
may only reside on each computer in RAM . . ., but that has been found to be sufficient
fixation.” IITF Green Paper, supra note 5, at 12 (citing Advanced Computer). See also,
House Report, supra note 44, at 53.

249. “[Clopyright law is not so much concerned with the temporal ‘duration’ of a copy as
it is with what that copy does, and what it is capable of doing, while it exists. “Transitory
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there is strict liability, according to the letter of the law, service provid-
ers are at risk.25° Even fair use arguments do not stand up well in the
case of infringing works passively transmitted by the computer operator
in the form of world wide web, e-mail, or FTP traffic, because a number
of cases have held that to argue that a use is a fair one, you must have
started with a legitimate copy in the first place.251

The Copyright Act already gives some types of carriers immunity
from infringement claims based on the transmission of a performance or
display of a work as long as certain conditions are met.252 What section
111(a)(3) does is give communications carriers that merely act as a pas-
sive conduit for television signals (such as cable and SMATV (Satellite
Master Antenna TeleVision services)) immunity from liability for trans-
mitting the signals from distant broadcast stations.258 This section was
intended to address the holding in cases such as Fortnightly Corp. v.
United Artists Television,25* which held that the retransmission by a
CATYV system did not constitute a performance under the Copyright Act
of 1909, and therefore did not give rise to copyright liability.255

Section 111 is part of a compromise. Because the Copyright Act es-
tablishes that the definition of “to perform or display a work publicly” is
broad enough to cover signals relayed by cable systems, but because it
would be unreasonable to make the cable systems arrange for licenses
from everyone whose works the system carries, section 111(a)(3) provides
immunity in exchange for the payment of a compulsory license as pro-
vided in section 111(c)(1).256 Section 111(a)(3) only applies to those enti-
ties “whose activities with respect to that transmission consist solely of
providing wires, cables, or other communications channels for the use of
others.”257

duration’ is a relative term that must be interpreted and applied in context.” Triad,
U.8.P.Q.2d at 1243.

250. The IITF White Paper, however, points out that this situation is no different for the
service provider than it is for, say, a photo finisher who makes copies from customer’s nega-
tives. IITF White Paper, supra note 6, at 144. While this is a good point to raise, it better
supports the proposition that equity would demand an exemption for photo finishers rather
than the proposition that service providers also should not receive an exemption.

251. U.S. v. Powell, 701 F.2d 70, 73 (8th Cir. 1983); Atari, 975 F.2d at 843; Sega, 857 F.
Supp. at 687.

252. 17 U.S.C. § 111(a).

253. Hubbard Broadcasting, 777 F.2d at 396.

254. 392 U.S. 390.

255. Hubbard Broadcasting, 177 F.2d at 395.

256. See Eastern Microwave, 691 F.2d at 128. The TV stations carried by the cable sys-
tems still pay a royalty to the copyright holders, however, as well, the cable systems pay a
royalty based on the number of cable subscribers. Id. at 129.

257. 17 U.S.C. § 111(aX3).
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This section was originally intended to give protection to systems
which merely retransmitted television signals. Compensation of the
copyright holders for these signals, which were merely passed on without
alteration, was theoretically already being addressed by other mecha-
nisms, such as through licensing fees and advertising revenues. It was
only when these retransmitting systems altered the signals by, for in-
stance, inserting new commercials, that these mechanisms failed to pro-
tect the right holders.258 Passive transmitters, such as cable companies,
can make an initial determination of which signals to carry, as may be
necessary to accommodate technical limitations, so long as they do not
control the content of those signals they transmit. In other words, secon-
dary cable distributors can choose which specific station to run on their
satellite transponder, as long as they make the signal available to all
who want it. 269 The rationale behind requiring a compulsory licensing
fee and limiting the types of signals that cable companies can carry,260 is
that:

[Tlheir retransmission of distant non-network programming by cable
systems causes damage to the copyright owner by distributing the pro-
gram in an area beyond which it has been licensed. Such retransmis-
sion adversely affects the ability of the copyright owner to exploit the
work in the distant market. It is also of direct benefit to the cable sys-
tem by enhancing its ability to attract subscribers and increase
revenues.261

These concerns justifying compulsory licenses in exchange for pro-
tection are not present with all types of carriers, especially since not all
entities providing “conduit services” (such as university computing cen-
ters transmitting computer network data) are “commercial enterprises
whose basic retransmission operations are based on the carriage of copy-
righted program material.”262 The Copyright Act even acknowledges
this, and allows hotel and apartment complex management some copy-
right infringement immunity for unedited retransmission of local sig-
nals, and without requiring a compulsory license fee.263

Section 111(a) would be a reasonable place to start in giving com-
puter operators the required protection from copyright infringement
claims for merely providing a conduit for their user’s actions. The first
necessary step is to acknowledge that, now that even cable companies
can transmit individual-specific computer data over their systems via

258. See, e.g., Hubbard Broadcasting, 777 F.2d at 403-04. See also Capital Cities Cable,
Inc. v. Crisp, 467 U.S. 691, 709-10 (1984).

259. Eastern Microwave, 691 F.2d at 130-31.

260. 17 U.S.C. § 111(b).

261. House Report, supra note 44, at 90.

262. Id. at 89.

263. 17 U.S.C. § 111(aX1).
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cable modems, section 111’s limitation on the transmission of perform-
ances and displays264 should simply be removed.

Next, a new section should be added to section 111(a) which ad-
dresses the operation of a computer communications provider, perhaps
with something like the following language:

(a) Certain Secondary Transmissions Exempted.— The secondary

transmission of a primary transmission of a work is not an infringe-

ment of copyright if—
*k %k ¥

(6) the secondary transmission is made by a computer system whose
operator has no direct or indirect control over the content of the pri-
mary transmission, and whose activities with respect to the pri-
mary transmission consists solely of providing a conduit and
facilities necessary for the content's dissemination. The computer
system operator may also make copies of the works covered under
this section if the copies are reasonably necessary (i) for proper
transmission of the work; (ii) to facilitate the initial transmission of
the work by a computer system user; (iii) to facilitate access to the
primary transmission by the transmission’s recipient; or (iv) for the
archival preservation of any copies made for purposes (i)-(iii): pro-
vided, that the provisions of this clause extend only to the activities
of said computer operator and do not exempt from liability the activ-
ities of others with respect to their own primary or secondary trans-
missions; and provided further that nothing in this clause shall
exempt the computer operator for any liability resulting from its
primary transmissions.

An amendment such as this would allow network (and non-network)
computer systems to provide communications facilities, including e-mail
and web software allowing message origination, without the system op-
erator assuming liability, as long as the operator does not exercise con-
trol over the works being transmitted. Furthermore, any necessary
archival copies of any works stored by the computer user or sent to the
user, could be made without incurring liability on the part of the system
operator.

VI. CONCLUSION

This paper has tried to demonstrate that, although electronic pub-
lishing and digital distribution of copyrighted works creates some tough
questions for the current copyright law to address, the copyright law can
be made to adapt to this technology without requiring a substantial over-
haul. Radical changes are not required to protect the balance between

264. 17 U.S.C. § 111(a), which begins with: “The secondary transmission of a primary
transmission embodying a performance or display of a work is not an infringement if”
could simply be changed to, “The secondary transmission of a primary transmission of a
work is not an infringement if.”
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the rights of users of copyrighted works and the rights of producers of
copyrighted works. What is important is that this balance of interests be
maintained. Authors should be provided with the incentive to create,
but not at a usurious cost to society.
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