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Objectives

• Overview of the Patent Process

• America Invents Act: First Inventor to File

• Prior Art Searching

• Patent Examination
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Patent Process Overview
http://www.uspto.gov/patents-getting-started/patent-process-overview
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Process to a Patent

9/16/2016

• Patent Law is complex
– Applicant’s must make many 

decisions along the way

• What happens after I get my 
patent?
– Licensing

– Enforcement

– More innovation and competition

– Administrative Trials

– Litigation

– Etc…



Patent Examination Process 

Overview
USPTO

Pre-Exam
Application is filed

by Inventor 

or Assignee

Notice of Allowance

USPTO Grants Patent

APPLICANTEXAMINER

Amendment and/or argument

Appeal

Rejection and/or objection

Abandonment



The Path to a Patent

NEW

IDEA?

PROVISO
NAL

APPLICAT
ION

(OPTIONAL)

NON-
PROVISIO

NAL
APPLICAT

ION
(UTILITY) 

PATENT!
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ONE YEAR!



America Invents Act 

First Inventor to File
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America Invents Act (2011)



When should you file?

United States is a First Inventor to File 
System!

• Looking for international protection?

– You must file before public disclosure

• Only want US protection?

– You can file within one year after public 
disclosure

109/16/2016



Provisional Utility Applications

Provisional 

Application

File non-

provisional utility 

application

12 months pass, no 

non-provisional is 

filed

US Patent Granted

Abandonment



Provisional Utility Applications

• Simplified filing requirements 

• Items required:
1. Specification - CLEAR DESCRIPTION - in compliance 

with 35 USC 112, Paragraph (a) 
• enablement, written description, best mode

2. Drawings (needed in almost all cases) 

3. Filing fees 

4. Cover Sheet identifying Provisional Application
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• Provisional application is abandoned automatically at 12 months 

and is not examined

 MUST FILE a non-provisional application before the one year 

period ends!

• Inventor given time to investigate market potential or make 

improvements 

 Changing too much could result in loss of priority date

• Term “Patent Pending” allowed to be applied

• A low-cost way to establish an early priority date in non-

provisional patent application with fewer formalities

 Claims not required

 $65 for a micro-entity

Provisional Utility Applications

MPEP 201.04(b)



Critical Date for Claimed Invention

• Pre-AIA:  date of invention

• AIA:  effective filing date
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Applicability of AIA
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AIA applicationTransitional applicationpre-AIA application

Filed after 

March 16, 2013; 

Priority/Benefit 

claim after 

March 16, 2013

Filed on or after 

March 16, 2013; 

Priority/Benefit 

claim before 

March 16, 2013 

Filed before 

March 16, 2013;

Priority/Benefit 

claim before 

March 16, 2013



35 U.S.C. 100(i)(1):  

New Definition for Effective Filing Date

Effective filing date of a claimed invention under examination is 
the earlier of:

– the actual filing date of the patent or application containing 
a claim to the invention;

or

– the filing date of the earliest application for which the 
patent or application is entitled to a right of  foreign 
priority or domestic benefit as to such claimed invention
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Non-Provisional Patent Application

• 20-year patent protection   

from filing date

• Examined for patentability

• At least one claim required

• Published after 18 months

– Unless non-publication request submitted
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What Does a Non-Provisional Utility Application Include?
Governed by Manual of Patent Examining Procedure (MPEP) Chapter 600

• Title

• Specification

 Background of the Invention

 Brief Summary of the Invention

 Brief Description of the Drawings

 Detailed Description 

how to make and use the claimed invention

 Claims

particularly describe the metes and bounds of inventors 

intellectual property rights

• Drawings 

 if necessary to explain invention



AIA Impact on pre-AIA 35 U.S.C. 102
Pre-AIA 35 U.S.C. 102  

A person shall be entitled to a patent unless—

AIA 35 U.S.C. 102

Concordance

(a) the invention was known or used by others in this country, or patented or described in a printed publication in this or a foreign 

country, before the invention thereof by the applicant for patent, or 102(a)(1)

(b) The invention was patented or described in a printed publication in this or a foreign country or in public use or on sale in this country, 

more than one year prior to the date of the application for patent in the United States, or

(c) He has abandoned the invention, or

No corresponding provision
(d) The invention was first patented or caused to be patented, or was the subject of an inventor’s certificate, by the applicant or his legal 

representatives or assigns in a foreign country prior to the date of the application for patent in this country on an application for patent or 

inventor’s certificate filed more than twelve months before the filing date of the application in the United States, or

(e) The invention was described in

(1) An application for patent, published under section 122(b), by another filed in the United States before the invention by the 

applicant for patent or

(2) A patent granted on an application for patent by another filed in the United States before the invention by the applicant for patent, 

except than an international application filed under the treaty defined in section 351(a) shall have the effects for the purposes of 

this subsection of an application filed in the United States only if the international application designated the United States and 

was published under Article 21(2) of such treaty in the English language, or 

102(a)(2)

(f) He did not himself invent the subject matter sought to be patented, or 101 and 115

(g)
(1) during the course of an interference conduced under section 135 or section 291, another inventor involved therein establishes, to the 

extent permitted in section 104, that before such person’s invention thereof the invention was made by such other inventor and not 

abandoned, suppressed, or concealed, or

(2) Before such person’s invention thereof, the invention was made in this country by another inventor who had not abandoned, 

suppressed, or concealed it.

No corresponding provision
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Abandonment of invention

Premature foreign patenting

Prior invention by another

Derivation



AIA Statutory Framework
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Prior Art 

35 U.S.C. 102(a)

(Basis for Rejection)

Exceptions

35 U.S.C. 102(b)

(Not Basis for Rejection)

102(a)(1)
Disclosure with Prior Public 

Availability Date

102(b)(1)

(A)
Grace Period Disclosure by Inventor or Obtained 

from Inventor 

(B)
Grace Period Intervening Disclosure by Third 

Party

102(a)(2)
U.S. Patent,

U.S. Patent Application, and 
PCT Application with Prior 

Filing Date

102(b)(2)

(A)
Disclosure Obtained from Inventor

(B)
Intervening Disclosure by Third Party

(C)
Commonly Owned Disclosure



35 U.S.C. 102(a)(1): 

Prior Public Disclosures as Prior Art

• 35 U.S.C. 102(a)(1) precludes a patent if a 
claimed invention was, before the effective 
filing date of the claimed invention:

o patented;

o described in a printed publication;

o in public use;

o on sale; or

o otherwise available to the public

21



“Otherwise Available to the Public”

• Introduced by the AIA; no corresponding 

language in pre-AIA 35 U.S.C. 102

• Catch-all to account for other means of 

making an invention publicly available

22



35 U.S.C. 102(b)(1)(A) Exception:

Grace Period Disclosure of Inventor’s Work

First exception: A disclosure made one year or 
less before the effective filing date of the claimed 
invention shall not be prior art under 35 U.S.C. 
102(a)(1) if:

the disclosure was made by:
– the inventor or joint inventor; or 

–another who obtained the subject matter 
directly or indirectly from the inventor or joint 
inventor  

23



Example 1:  Exception in 102(b)(1)(A)

24

Taylor publishes X Taylor files patent 

application 

claiming X

July 1, 2013 July 1, 2014

Inventor Taylor’s Grace Period

• Taylor’s publication is not available as prior art against Taylor’s application 

because of the exception under 102(b)(1)(A) for a grace period disclosure 

by an inventor.



Example 2:  Exception in 102(b)(1)(A)

25

Smith publishes X

Taylor files patent 

application 

claiming X

July 1, 2013 July 1, 2014

Inventor Taylor’s Grace Period

• Smith’s publication would be prior art to Taylor under 102(a)(1) if it does 

not fall within any exception in 102(b)(1).  

• However, if Smith obtained subject matter X from Taylor, then it falls into 

the 102(b)(1)(A) exception as a grace period disclosure obtained from the 

inventor, and is not prior art to Taylor.  



Example 3:  Exception in 102(b)(1)(B)

26

Taylor 

publishes X
Taylor files patent 

application 

claiming X

July 1, 2013 July 1, 2014

Inventor Taylor’s Grace Period

• Smith’s publication is not prior art because of the exception under 102(b)(1)(B) for 

a grace period intervening disclosure by a third party.  

• Taylor’s publication is not prior art because of the exception under 102(b)(1)(A) for 

a grace period disclosure by the inventor.  

• If Taylor’s disclosure had been before the grace period, it would be prior art against 

his own application.  However, it would still render Smith inapplicable as prior art.   

Smith publishes X



AIA Statutory Framework
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Prior Art 

35 U.S.C. 102(a)

(Basis for Rejection)

Exceptions

35 U.S.C. 102(b)

(Not Basis for Rejection)

102(a)(1)
Disclosure with Prior Public 

Availability Date

102(b)(1)

(A)
Grace Period Disclosure by Inventor or Obtained 

from Inventor 

(B)
Grace Period Intervening Disclosure by Third 

Party

102(a)(2)
U.S. Patent,

U.S. Patent Application, and 
PCT Application with Prior 

Filing Date

102(b)(2)

(A)
Disclosure Obtained from Inventor

(B)
Intervening Disclosure by Third Party

(C)
Commonly Owned Disclosure



35 U.S.C. 102(a)(2):  U.S. and PCT Patent Documents Are Prior 

Art as of the Date They Are “Effectively Filed”

35 U.S.C. 102(a)(2) precludes a patent if a claimed 
invention was described in a:

oU.S. Patent;
oU.S. Patent Application Publication; or
o PCT Application Publication designating 

the U.S.

that names another inventor and was effectively filed 
before the effective filing date of the claimed invention 
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35 U.S.C. 102(d):  Determining the Date that a U.S. or PCT 

Patent Document Is “Effectively Filed”

• Date that a U.S. or PCT patent document being applied as a reference is 
effectively filed is the earlier of:

– the actual filing date of the U.S. patent or published application; 

or

– the filing date of the earliest application to which the U.S. patent or 
published application is entitled to claim a right of  foreign priority or 
domestic benefit which describes the subject matter

• Date that a patent document used as a reference  is effectively filed may be 
different depending on whether the application under examination is subject 
to AIA or pre-AIA law 

29



35 U.S.C. 102(b)(2)(A) Exception:  Disclosure 

Obtained from Inventor

First exception: A disclosure in an 

application or patent shall not be prior art 

under 35 U.S.C. 102(a)(2) if:

the disclosure was made by another who 

obtained the subject matter directly or 

indirectly from the inventor or joint inventor

30



Example 4: Exception in 102(b)(2)(A)

31

Smith files 

patent application 

disclosing X

Taylor files 

patent application 

claiming X

July 1, 2014

• Smith’s patent application publication is not prior art if Smith 
obtained X from Inventor Taylor because of the exception under 
102(b)(2)(A) for a disclosure obtained from the inventor

April 1, 2014

Smith’s 

application 

publishes
October 1, 2015



Resources

• Statutory Framework Chart: 

http://www.uspto.gov/aia_implementation/FITF_card.pdf

• FAQs: http://www.uspto.gov/aia_implementation/faqs_first_inventor.jsp

• Examiner Introductory Video: http://helix-1.uspto.gov/asxgen/AIA Close 

Cpt.wmv

• Examiner Overview Training Slides: (available on AIA micro-site soon)

• Examiner Follow-up Video: (available on AIA micro-site soon)

32

http://www.uspto.gov/aia_implementation/FITF_card.pdf
http://www.uspto.gov/aia_implementation/faqs_first_inventor.jsp
http://helix-1.uspto.gov/asxgen/AIA Close Cpt.wmv


AIA Help Center

• 1-855-HELP-AIA (1-855-435-7242)

• HELPAIA@uspto.gov
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Prior Art Searching

34



Why perform a prior art search?
• Ensure you do not waste time and money on an unpatentable idea

 Initial Filing fees and maintenance fees

 Attorney fees to file and prosecute an application can be $10,000 

dollars or more

• Helps with claim drafting: Allows you to draft claims around prior art the 

patent examiner is likely to find

• If invention is in early stages of development, allows inventor to design 

around prior art.

• Avoid infringement of existing patents

 Infringement or “freedom to operate” search

• Hone your business plan

 Identify potential competitors

 Identify potential customers or licensees
35



Prior Art Search Resources
USPTO Detroit Regional office public search room 

• Free patent and trademark searching

• Patent searching with EAST, same software used by patent examiners

• Open 9 AM – 4 PM, Monday- Friday 

Patent and Trademark Resource centers located at:

• Hennepin County Library, Minneapolis Central

Google Patents: https://patents.google.com/

Free Patents Online: http://www.freepatentsonline.com/

Espacenet: http://worldwide.espacenet.com/

Patent Search Firms: 

• Charge 600- 1200 for simple prior art searches

• Example search firms: http://cardinal-ip.com/ , http://www.landon-

ip.com/PatentSearches.aspx. 

36
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• During development of your idea?

• Prior to filing a provisional application?

• Prior to filing a regular application?

• Search may be an ongoing process, not necessarily a 

point in time. 

When should you search?
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Search Strategies

• Use multiple differing search strategies

• Forward/Backward Search on a good reference

• “Building Block” Method
• Search various features or concepts individually

• Combine features and concepts to get closer to the invention

• Using synonyms or multiple versions of words
• Not everyone calls a widget a widget

• We frequently accept British English spellings

• We don’t always catch misspellings

• Classification searching can be extremely helpful
• CPC schedule

• Common classifications in prior art

38



How to Read a Patent: Cover 

Page

Scope of protection 

is not defined by 

the title or the 

picture on the front!
9/16/2016 39



How to Read a Patent: Cover 

Page

9/16/2016 40

The USPTO is moving to 
harmonize with the European 
Patent Office on a 
classification scheme. G10D is 
Stringed Instruments.



How to Read a Patent: Disclosure

Disclosure should 
be written for one 
of “ordinary skill in 
the art”

9/16/2016 41

+ 4 more 

pages of 

text



How to Read a Patent: Claims

Scope of protection is 
defined by the claims!

9/16/2016 42

8.  An apparatus for adjusting the tension of at least one string of a 

stringed musical instrument, comprising: a pivoting member configured to 

engage an end of a string and comprising an elongate arm;  an adjustable 

stop;  and a handle adapted for manual actuation;  wherein placement of the 

handle in a first position causes a contact member to engage and depress the 

elongate arm of the pivoting member, thereby increasing tension on the 

string, and wherein placement of the handle in a second position causes the 

contact member to disengage the elongate arm of the pivoting member, 

thereby allowing the pivoting member to come to rest against the adjustable 

stop and decreasing tension on the string;  wherein said tailpiece comprises a 

plurality of string receptors substantially serially aligned between a first end 

and a second end of said tailpiece;  wherein said handle is secured proximate 

to the first end of said tailpiece;  wherein said contact member is secured 

proximate to the second end of said tailpiece;  and wherein said handle is 

mechanically engaged with said contact member via a rod extending 

substantially from the first end of said tailpiece to the second end of said 

tailpiece.



Claims
• The claims are the legal definition of the invention, 

and are read in light of the definitions provided in 
the written description and the understanding of one 
of ordinary skill in the art.

• A claim in a Utility application or patent has three (3) 
main parts
 A preamble or the introduction;

 A transitional phrase such as 

comprising (having at least); 

consisting of (includes only); and

 A body reciting the elements of the invention.
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Focus on the “Heart” of the 

Invention
• A claimed invention must be novel, non-

obvious and have a utility

• A Patent is not a marketing brochure

• Understand what the invention really is:
– What are the advantages of the new design?

– Is there more than one inventive feature?



Identify Fundamental Elements 

• Understand scope of the prior inventions
• What have competitors previously done?

• Conduct a patentability search

• Defines the potential claim limits 
• what is the target?

• Alternatives 
• prior inventions may be used to develop alternative 

embodiments



Invention

Too General

May Not Be 

Valuable

May Not Be 

Patentable

Too

Specific

Which claim limitations will be novel and non-obvious over the prior 

art while still retaining value for the Applicant and worth the cost of 

maintenance fees?
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Proposed Example Claim: relatively broad scope

1. Footwear comprising:

a boot including a sole;

a frame mounted on underside of the sole;

a plurality of wheels arranged in a straight line beneath the 
frame; and

an axle suspension comprising metal which connects the wheels 
to said frame using screws.

(1) boot   (2) axle suspension   (3)

wheel   (4) screw   (5) frame
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Proposed Example Claim: unnecessarily narrow scope

1. A skate consisting of:

a boot including a sole;

a frame mounted on underside of the sole wherein the frame is 
mounted to the underside of the sole by urethane epoxy;

four of wheels each having a diameter of 72 millimeters arranged in 
a straight line beneath the frame; and

an axle suspension which connects the wheels to said frame using 
screws; 

wherein the axle suspension consists of SAE grade 4118 steel. 

(1) boot   (2) axle suspension   (3)

wheel   (4) screw   (5) frame
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Patent Examination
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Who is the Patent Examiner?

• A U.S. government employee

• An engineer or scientist with an appropriate 
technical degree

• A person who has received training in how to 
examine a patent, according to the patent 
laws, rules, USPTO policies, and relevant court 
decisions

• Assigned to an Art Unit

50



Patent examination Process at the USPTO

1. Application filed
3. Art Unit Supervisor 

assigns application to 

a patent examiner’s 

docket of new cases

7. Examiner compares 

prior art to application 

claims, writes office 

action (rejection or 

allowance) and sends 

applicant the office 

action

5. Examiner reviews

specification, claims, 

and drawings and 

formulates a prior 

art search strategy

4. Examiner selects

application to work on from 

eDAN docket

2. Application is classified

in a particular technology 

area

6. Examiner performs 

prior art search in 

view of Application 

filing date

8. Correspondence with 

Applicant (interview, 

amendments, attorney 

arguments) prior to 

allowance or final rejection 

9. Applicant may 

appeal a final rejection 

to Patent Trial and 

Appeal Board 51



The Examination

Patent Examiner reviews contents of 

the application for compliance with all 

U.S. patent legal requirements.

“An applicant is entitled to a patent 

unless…” * The requirements of U.S. 

patent law are not met. *(35 USC §102)

The burden is on the examiner to 

show if a patent is not warranted.
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The Examination (con’t.)

The claims, as supported by the rest of the application, are reviewed 

for compliance with:

• 35 USC §101: Patent eligible subject matter, utility, double-patenting

• 35 USC §102: Must be new

• 35 USC §103: Must not be obvious over what’s been done before

• 35 USC §112(a): The claims must be described in the specification 

including the manner of making and using the claimed invention

• 35 USC §112(a): The claims must clearly define what applicant is 

trying to protect
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Examination:

The Role of the Patent Examiner
• Reads and understands the invention as 

set forth in the specification

• Interprets drawings

• Interprets the claims (metes and 
bounds)

• Searches the prior art 

• Makes legal/engineering determinations

• Writes Office Actions (opinion)

• Issues Valid Patents

54



Why do Examiners search?

• Learn technology

• Keep abreast of state of the art

• Ensure no prior art exists

• Determine patentability

• Where do Examiners search?
– US and International Patent Literature

– Electronic Searching (publications, web sites)

– Anywhere they might find the information they 
need with evidence of the date of publication or 
availability
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Applicant’s Response

Applicant may respond to an office action by:

• Amendment to the claims, specification or both

• Arguing that the Examiner’s rejections are 

incorrect

• Submitting evidence

• Submitting prior art 

• No “new matter” may be added to the claims or 

specification

56



Non-Final, or Final?
• The first Office Action is almost always non-final, meaning 

applicant has the right to amend and reply

• The second Office Action may be final, if no new rejections are 

made that were necessitated by applicant’s amendment in 

response to the previous Office Action.  

• Applicant may reply to a final action, but has no right to have that 

reply entered.

• After a final rejection, the applicant may file a Request for 

Continued Examination (RCE) to enter another amendment

• The examiner may allow the application at any step in the process.
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Interviews

• Applicant may request an interview with the 

examiner prior to filing the response to an 

Office Action:

• If applicant doesn’t feel the examiner 

understands their invention or position

• If applicant doesn’t understand the 

examiner’s position

• Interviews may be on the phone, video 

conference, or in person.

• If the applicant is not pro se, i.e. has an 

attorney or agent, that attorney or agent 

MUST be present at the interview (no dual 

correspondence).

Having an interview with the examiner can speed prosecution
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What Else May an Examiner Do?

• Advise on advantages of, and 
appropriate classification fields for, 
pre-examination search

• Advise on advantages of securing 
services of a competent patent 
attorney or agent

• Advise on Office fees and Office 
procedures in general

• Assist public in conducting a search, 
short of rendering patentability 
advice or opinion as to whether an 
application should be filed



What May an Examiner NOT Do?

• Apply for a patent

• Represent someone who has 

applied for a patent

• Give an opinion on patentability 

(other than in the course of their 

work)

• Comment on the validity of an 

issued patent- all issued patents 

are presumed to be valid



Patent Examination: The Results

• The examiner can allow or reject 
an application

• The applicant can amend, 
argue, abandon or (after a 
second rejection) appeal

• No mechanism for the examiner 
to force examination to end if 
the applicant wants to continue
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